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WITHIN  THE  SECOND  CIRCUIT. 


The  Cargo  of  the  Maria  Luioia. 
The  Maria  Luioia. 

The  charter-party  of  a  sailing  vessel  carrying  a  cargo  of  oranges  and  lemons 
from  Messina  to  New  York  contained  this  clause:  "  Being  essentially  neces- 
sary for  the  good  preservation  of  the  cargo,  it  is  especially  agreed  that  the 
vessel,  on  leaving  Gibraltar,  shall  go  to  the  northward  of  the  Western 
Islands,  and  keep  north  of  that  latitude,  unless  absolutely  forced  south  by 
stress  of  weather,  in  which  case  the  vessel's  log-book  shall  furnish  evidence 
of  that  fact."  The  log-book,  during  the  time  the  vessel  was  sailing  on  the 
port  tack,  for  40  hours,  after  leaving  Gibraltar,  on  a  course  which  would  take 
her  to  the  northward  of  the  Western  Islands,  contained  these  entries :  "  the 
vessel  laboring  greatly  and  the  sea  breaking  on  deck;"  "vessel  laboring 
heavily  from  high  sea."  She  then  changed  to  the  starboard  tack,  the  log- 
book saying:  "on account  of  heavy  sea  take  starboard  tack;"  "obliged 
from  heavy  sea  to  keep  starboard  tack,  in  order  not  to  have  the  vessel  suffer 
much."  After  holding  the  starboard  tack  for  28  hours,  she  went  on  the  port 
tack  for  6  hours,  and  then  changed  to  the  starboard  tack,  the  log-book  say- 
ing, "  the  vessel  suffering  much  on  port  tack."  The  evidence  showed  that 
relief  was  often  given  by  change  of  tack,  under  the  circumstances  stated,  and 
there  was  nothing  to  cast  suspicion  on  the  good  faith  of  the  master.  The 
vessel  passed  to  the  south  of  the  Western  Islands :   held, 

(1.)  Suffering  from  heavy  labor  in  high  seas  was  such  "  stress  of  weather  "  as 
the  charter-party  meant ; 
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(2.)  The  log-book  famished  evidence  that  the  vessel- was  "absolutely  forced 

south  by  stress  of  weather ; " 
(8.)  It  was  uot  her  duty,  when  she  had  passed  the  westerly  longitude  of  the 

Western  Islands,  to  attempt  to  go  to  the  northward ; 
(4.)  There  was  no  breach  of  the  charter-party  and  the  whole  charter  money 

was  earned. 

(Before  Blatohford,  J.,  Eastern  District  of  New  York,  June  29th,  1886.) 

Luigi  Pirandello,  the  owner  of  a  cargo  of  oranges  and 
lemons  brought  by  the  bark  Maria  Laigia  from  Messina  to 
New  York,  brought  a  libel  in  rem  against  her,  in  the  District 
Court,  to  recover  damages  for  injury  to  the  cargo.  The 
owners  of  the  bark  brought  a  libel  in  rem  against  the  cargo, 
in  the  same  Court,  to  recover  the  freight  money  due  on  the 
cargo.  The  District  Court,  (18  Fed.  Rep.,  556,)  decreed  for 
the  owner  of  the  cargo,  in  the  first  suit,  and  dismissed  the 
libel  in  the  second  suit.  The  owners  of  the  bark  appealed  to 
this  Court,  in  both  suits. 

This  Court  found  the  following  facts : 

"  1.  On  December  12th,  1880,  the  Pratelli  Savarese  were 
the  owners  of  the  Maria  Luigia,  an  Italian  vessel  of  469  tons 
register. 

2.  On  that  day,  at  Messina,  Sicily,  the  then  master  of 
said  bark  entered  into  a  charter-party  of  said  bark,  with  Luigi 
Pirandello,  a  merchant  of  Messina,  by  which  it  was,  among 
other  things,  stipulated  and  agreed  that  the  vessel,  then  lying 
at  Naples,  should  proceed  to  Messina  and  load  a  full  and 
complete  cargo  of  green  fruit,  or  other  lawful  merchandise  at 
charterer's  option,  "  the  charterer  to  have  the  option  of  ship- 
ping brimstone  for  ballast,"  and,  being  so  loaded,  should 
therewith  proceed  direct  to  New  York,  Philadelphia,  or  Bal- 
timore, one  port  only  to  be  named  by  the  charterer  on  signing 
bills  of  lading  *  *  *  and  there  deliver  the  same  accord- 
ing to  bills  of  lading,  on  being  paid  freight  *  *  *  at  the 
sum  of  fourteen  hundred  gold  American  dollars  in  full,  if 
sent  to  New  York  *  *  *  "  with  "  fifty  like  dollars  gratui- 
ty to  the  captain.  The  act  of  God,  restraint  of  princes  and 
rulers,  the  nation's  enemies,  fire  and  all  and  every  other  dan- 
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gers  and  accidents  of  the  seas,  rivers,  and  navigation,  of 
whatever  nature  and  kind  soever  daring  the  said  voyage, 
always  excepted.  The  freight  to  be  paid  in  cash  on  a  true 
and  right  delivery  of  the  cargo.  *  *  *  "  "  Being  essen- 
tially necessary  for  the  good  preservation  of  the  cargo,  it  is 
especially  agreed  that  the  vessel,  on  leaving  Gibraltar,  shall 
go  to  the  northward  of  the  Western  Islands,  and  keep  north 
of  that  latitude,  unless  absolutely  forced  south  by  stress  of 
weather,  in  which  case  the  vessel's  log-book  shall  furnish  evi- 
dence of  that  fact.  Twenty-five  running  days  are  to  be  al- 
lowed the  said  merchant  (if  the  ship  be  not  sooner  dispatched) 
for  loading,  to  commence  in  Messina,  when  in  free  pratique 
and  ready  to  load,  and  usual  time  allowed  for  unloading,  ac- 
cording to  custom  of  respective  ports.  The  boxes  of  fruit  to 
be  stowed  with  the  usual  ventilation,  as  customary  for  the 
United  States.  *  *  *  Stevedore  to  be  provided  by  the 
charterer.  *  *  *  And  ten  days  on  demurrage  over  and 
above  the  said  laying  days,  at  twenty-five  gold  dollars  per 
day."  "Penalty  for  non-performance  of  all  the  aforesaid 
clauses  in  this  charter,  amount  of  freight/' 

3.  The  "Western  Islands,"  referred  to  in  this  charter- 
party,  are  the  islands  also  known  as  the  Azores,  and  they  are 
geographically  situated  between  the  parallels  of  39°  45'  and 
36°  57'  north  latitude,  and  between  the  meridians  of  31°  10' 
and  24°  55'  longitude  west  of  Greenwich. 

4.  Thereafter,  the  vessel,  which  was  lying  at  Naples,  pro- 
ceeded from  there  to  Messina,  where  she  arrived  on  January 
21st,  1881.  The  master  notified  the  charterer  on  January  27th, 
that  the  vessel  would  be  ready  to  receive  cargo,  under  the 
charter,  on  the  next  day,  and  received  reply  that  the  vessel's 
lay  days  would  commence  on  the  28th. 

5.  On  February,  17th,  1881,  the  vessel  began  to  load 
brimstone,  and  finished  loading  it  on  February  23d,  having 
taken  on  board  2,600  can  tars,  equal  to  200  tons. 

6.  On  the  5th  of  March,  1881,  after  the  expiration  of  the 
lay  days  for  loading,  the  vessel  began  to  load  fruit,  and  fin- 
ished loading  it  on  the  evening  of  March  9th,  having  taken 
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on  board  1,500  boxes  of  lemons  and  4,766  boxes  of  oranges. 
The  boxes  of  f  rait  were  stowed  with  the  usual  ventilation  as 
customary  for  the  United  States. 

7.  After  the  loading  of  the  cargo,  and  on  March  9th,  1881, 
the  master  executed  bills  of  lading  for  the  cargo,  which  con- 
tained, among  other  things,  this  provision :  "  Ignoro  peso  e 
qualita,  affermo  numero  casse,  tutt'  altro  die'  essere."  They 
also  stated  that  freight  was  to  be  paid  "as  per  charter- 
party." 

8.  The  quality  of  the  oranges,  when  shipped  at  Messina, 
was  inferior.  The  weather,  at  and  prior  to  the  shipment, 
was  warm  and  rainy,  and  unfavorable  for  the  preservation  of 
fruit,  and  the  keeping  quality  of  the  fruit  that  year  was 
poor. 

9.  On  March  10th,  1881,  the  vessel  sailed  from  Messina 
for  New  York,  being  tight,  staunch,  strong  and  every  way 
fitted  for  the  voyage.  She  passed  out  of  the  Straits  of  Gib- 
raltar on  April  16th,  and  arrived  in  New  York  on  May  28th, 
1881. 

10.  After  leaving  Gibraltar,  the  record  of  the  navigation, 
as  given  in  the  navigation  log,  (Cafiero,  Exhibit  3,)  is  as  fol- 
lows, the  same  being  a  translation  from  the  original  in  Italian : 

"  From  noon  of  April  17  to  noon  of  April  18. 

Between  noon  and  four  o'clock  p.  m.  wind  S.  "W.,  force  5 
to  6 — i.  e.j  strong  to  very  strong.  Compass  course  of  vessel 
W.  N.  "W.,  weather  pretty  clear,  sea  heavy  and  cross  ;  leeway 
of  vessel  22  degrees ;  magnetic  variation  at  the  place  where 
the  vessel  was  then  sailing,  19  degrees  to  N.  W. ;  the  correct 
course  N.  65  degrees  W.  Vessel's  run  1£  miles  each  hour. 
Barometer  nothing,  thermometer  nothing. 

Under  the  heading  of  "  remarks  "  of  principal  manoeuvres 
executed,  discoveries  made,  and  other  annotations,  is  the  fol- 
lowing for  the  four  hours  between  12  m.  and  4  p.  m.  :  "  Air 
half  clear,  with  alternating  squalls ;  vessel  navigating  with 
main  top-sail  reefed,  and  fore-sail,  on  the  port  tack ;  the  ves- 
sel laboring  greatly  and  the  sea  breaking  on  deck." 

Between  4  and  8,  wind  W.  S.  W.,  force  4 — i.  *.,  fresh 
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wind ;  compass  course  N.  W.  Nothing  is  reported  as  to  state 
of  weather  and  of  sea,  leeway,  variation  and  correct  course. 
Vessel's  run  2  miles  each  hour.  Barometer  indicated  to  be 
29.7. 

Under  "  remarks "  there  is  written  4C  wind  of  less  force, 
the  fore  top-sail  reefed  is  loosened  as  well  as  the  jib." 

Between  8  and  12,  direction  of  the  wind  and  compass 
course,  state  of  the  weather  and  of  the  sea,  leeway,  variation 
and  correct  course,  are  not  marked ;  the  force  of  the  wind  is, 
however,  noted  to  be  3 — i.  e.,  steady  wind,  and  the  run  of  the 
vessel  to  be  1£  miles  for  each  hour.  Thermometer  marked 
at  18  0. 

Under  "  remarks  "  there  is  the  following  :  "At  10,  strong 
squalls,  making  the  vessel  remain  with  the  lower  top-sails 
only." 

Between  12  and  4  o'clock  in  the  morning  nothing  is 
marked  in  the  log,  except  vessel's  run — two  miles  each  hour. 

Between  4  and  8  it  is  recorded  that  the  wind  is  southwest ; 
compass  course  of  vessel,  W.  N.  W.  No  record  is  made  of 
the  state  of  the  weather,  or  of  the  sea,  or  of  the  leeway,  or  of 
the  variation,  and  the  correct  course  is  recorded  to  have  been 
N.  67°  W.  There  is  no  record  for  the  barometer  or  ther- 
mometer.    Vessel's  run  2£  miles  each  hour. 

Under  "  remarks  "  there  is  the  following :  "  At  8  o'clock 
frequent  lightning  from  W.  N.  W." 

Between  8  and  12  the  wind  is  recorded  as  S.  "W.  by  S. 
Compass  course  of  vessel  W.  by  N.  No  record  for  the 
weather  or  sea ;  leeway  11.  No  record  for  magnetic  varia- 
tion. Correct  course,  N.  86°  W.  Barometer  illegible ;  no 
record  for  the  thermometer.  Vessel's  run,  2J-  miles  each 
hour. 

At  the  foot  of  the  page  of  the  day  from  the  17th  to  the  18th, 
the  summary  of  the  day's  events  are  reported  to  be  that  the 
vessel  made  a  correct  course  of  N.  65°  W.  for  28  miles ;  a 
correct  course  of  N.  67°  W.  for  the  succeeding  10  miles ;  and 
a  correct  course  of  N.  86°  W.  for  the  succeeding  10  miles ;  and 
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the  estimated  northing  is  recorded  to  be  16.4  miles  and  the 
estimated  westing  44.6  miles. 

The  estimated  latitude  for  that  day  is  recorded  as  36°  05' 
N.,  and  the  estimated  longitnde  as  8°  43'  W.  of  Greenwich  ; 
and  by  observation  at  noon  of  that  day  the  latitude  is  re- 
corded as  36°  12'  N.,  and  the  longitnde  8°  44'  W.  of  Green- 
wich. 

From  noon  of  the  18th  to  noon  of  the  19th. 

Between  noon  and  4  o'clock  p.  m.  the  wind  S.  W.,  force 
5,  i.  e.y  strong,  compass  course  of  vessel  W.  N.  W.,  sky  clondy 
with  squalls,  sea  heavy  from  the  3d  and  4th  quadrant,  leeway 
of  vessel  11  degrees,  magnetic  variation  20  degrees  8.  Cor- 
rect course  N.  77°  W.  Nothing  for  barometer  or  thermom- 
eter; vessel's  run  two  miles  and  one-half  the  first  hour,  one- 
half  mile  the  second  hour,  four  miles  the  third  hour,  and 
three  miles  the  fourth  hour. 

Under  "  remarks  "  there  is  written,  "  wind  fresh  from  the 
3d  quadrant,  heavy  sea,  sailing  on  the  port  tack,  with  reefed 
topsails  and  foresail,  mizzen  staysail  and  jib." 

Between  four  and  eight,  wind  W.  S.  W.,  compass  course 
of  the  vessel  N.  W.  No  record  for  the  sky  and  sea,  leeway 
17  degrees,  marks  for  "  ditto  "  in  column  for  magnetic  varia- 
tion, correct  course,  N.  48°  W.,  barometer  29.5,  thermometer 
18.2,  vessel's  run  two  miles  and  a  half  each  hour.  Nothing 
under  "  remarks." 

Between  eight  and  twelve,  no  record  of  the  direction  of 
the  wind,  state  of  the  weather,  or  sea,  or  of  the  leeway,  or 
of  variation ;  compass  course,  "  ditto." 

Correct  course  N.  65°  W.,  no  record  for  barometer  or 
thermometer,  vessel's  run  one  mile  and  a  half  each  hour. 
Nothing  under  "  remarks." 

Between  twelve  and  four  o'clock  and  in  line  correspond- 
ing to  one  o'clock  in  the  morning,  wind  S.  S.  W.,  compass 
course  W.,  state  of  weather  squally,  sea  heavy,  marks  for 
"ditto"  in  column  for  leeway,  and  in  that  for  variation. 
Correct  course,  S.  87°  W.,  nothing  for  barometer  or  ther- 
mometer,  vessel's   run  two  miles  between   12   and   1,   and 
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two  miles  between  1  and  2 ;  in  line  corresponding  to  3  o'clock 
in  the  morning,  wind  S.  W.  Compass  course  of  the  vessel, 
W.  N.  W.  Nothing  said  for  the  state  of  the  weather  or  sea ; 
the  marks  "ditto"  in  column  of  leeway  and  deviation. 
Correct  course  N,  70°  W.  Nothing  for  barometer  or  ther- 
mometer. Vessel's  ran,  2  miles  between  2  and  3,  and  1 
mile  and  a  half  between  3  and  4. 

Under  "  remarks : "  "  Rainy  weather,  little  wind,  navi- 
gating with  topsails  and  foresail  reefed ;  vessel  laboring  heavily 
from  high  sea." 

Between  4  and  8,  in  line  corresponding  to  5  o'clock  in  the 
morning,  the  wind  W.  S.  W.,  compass  course  8. ;  nothing 
recorded  for  sky,  sea,  leeway  or  variation.  Correct  course, 
S.  20°  E.  Vessel's  run,  one  mile  and  a  half  between  4  and  5, 
one  mile  and  a  half  between  5  and  6,  one  mile  between  6  and 
7,  and  one  mile  between  7  and  8  o'clock. 

Under  "  remarks : "  "  On  account  of  heavy  sea  take  star- 
board tact" 

Between  8  and  12 : 

Nothing  reported  under  direction  of  wind,  compass  course, 
state  of  weather,  or  of  sea,  of  leeway  or  of  variation.  Marks 
for  "ditto"  under  column  of  correct  course.  Vessel's  run, 
two  miles  between  8  and  9,  two  miles  between  9  and  10, 
two  miles  and  a  half  between  10  and  11,  and  two  miles 
and  a  half  between  11  and  12. 

Under  "  remarks : "  "  Up  to  noon,  less  wind." 

At  the  foot  of  the  page  of  the  day  from  the  18th  to  the 
19th,  the  summary  of  the  day's  events  is  reported  to  be  that 
the  vessel  made  a  correct  course  N.  77°  W.  for  eleven  miles  ; 
N.  48°  W.  for  thirteen  miles ;  N.  65°  W.  for  six  miles ;  8. 
87°  W.  for  four  miles ;  N.  70°  W.  for  three  miles  and  a  half ; 
and  8.  20°  E.  for  fourteen  miles. 

The  estimated  northing  recorded,  after  deducting  the 
estimated  southing,  is  1.7  mile,  and  the  estimated  westing, 
after  deducting  4.8  miles  of  easing,  is  27.8  miles. 

The  estimated  latitude  for  that  day  is  recorded  as  36°  14' 
N.,  and  the  estimated  longitude  as  9°  18f  W.  G.     And  by 
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observation  at  noon  of  that  day,  the  latitude  is  recorded  as 
36°  10'  N.  and  9°  22'  W.  of  G. 

From  noon  of  April  19  to  April  20. 

Between  noon  and  2  o'clock  p.  m.  : 

Wind  W.  by  S.,  force  4,  L  e.  fresh  wind.  Compass  course 
of  the  vessel  S.  by  W.  State  of  weather  half  clear,  sea  heavy, 
leeway  22,  variation  21,  corrected  course  S.  45°  E.,  barometer 
27.5.     Thermometer  18  C. 

Vessel's  run,  two  miles  and  a  half  each  hour. 

Between  2  and  4  o'clock  : 

Direction  of  wind  W.  Compass  course  of  vessel  S.  S.  W. 
No  record  in  other  columns.  Vessel's  run,  one  mile  and  a 
half  each  hour. 

Under  "  remarks,"  for  the  four  hours  between  twelve  and 
four,  there  is  recorded,  "  weather  half  clear,  with  alternating 
squalls,  high  sea  from  W.  S.  W.,  navigating  with  topsails 
reefed,  foresail  and  mainsail.  Obliged  from  heavy  sea  to 
keep  starboard  tack,  in  order  not  to  have  the  vessel  suffer 
much." 

Between  4  and  8  o'clock : 

No  entries  under  columns,  except  that  vessel's  run  is  re- 
corded as  one  mile  and  a  half  each  hour,  and  under  "  remarks  " 
the  word  a  continues." 

Between  8  and  12  o'clock : 

On  line  corresponding  to  ten  o'clock,  wind  is  recorded  as 
W.  Compass  course  of  vessel  S.  S.  W.  Nothing  for  state 
of  weather  or  sea,  marks  "  ditto  "  for  leeway  and  variation. 
Corrected  course  S.  22°  E.  Vessel's  run,  between  eight  and 
ten,  one  mile  and  a  half  each  hour;  between  ten  and  twelve, 
two  miles  each  hour.  Under  "remarks,"  and  on  line  cor- 
responding to  nine  o'clock,  there  is  recorded  "  reef  from  fore- 
sail shake  off." 

Between  12  and  4  o'clock : 

"  Ditto  "  for  direction  of  wind  and  compass  course  of  the 
vessel.  No  record  of  weather  and  sea ;  leeway,  11.  Cor- 
rected course  S.  11°  E.  Vessel's  run,  two  miles  and  a  half 
each  hour. 
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Under  "  remarks,"  a  scroll,  which  wonld  indicate,  same  as 
above. 

Between  4  and  8  o'clock. 

Wind  W.  6  degrees  S.  Compass  course  of  vessel  S.  17 
degrees  W. ;  leeway  17  degrees.  Corrected  course  S.  22  de- 
grees £. 

Vessel's  run  3  miles  each  for  the  first  2  hours,  and  three 
miles  and  a  half  for  each  of  the  succeeding  two  hours. 

Under  u  remarks  "  there  is  recorded  u  at  6  o'clock,  the  air 
being  lighter,  we  shake  off  the  reef  from  the  fore  topsail,  and 
spread  the  main  topsail.  At  8  o'clock  it  is  taken  in  again, 
and  changed  tack." 

Between  8  and  12  o'clock : 

Wind  W.  by  S.  Compass  course  N".  W.  by  N.  Correct 
course,  N.  55°  W.  Vessel's  run,  4  miles  each  first  two  hours, 
and  3}  each  of  next  two. 

Under  "remarks,"  "continues  same  up  to  noon.  Port 
tack." 

At  the  foot  of  the  page  of  the  day  for  the  19th  to  20th, 
the  summary  of  the  day's  events  is  reported  to  be  that  the 
vessel  made  a  correct  course  of  S.  22°  E.  for  44  miles,  and  N. 
55°  W.  for  the  succeeding  15  miles.  The  estimated  southing, 
after  deducting  the  estimated  northing,  was  32.2  miles,  and 
the  estimated  easting,  after  deducting  the  estimated  westing, 
was  4.2  miles.  The  estimated  latitude  for  that  day  is  recorded 
at  35°  38'  N.  Estimated  longitude  9°.07'  W.  of  G.  And  by 
observation  the  latitude  is  recorded  as  35°  41'  N.,  and  the 
longitude  9°02'  W.  of  G. 

From  noon  of  April  20  to  April  21. 

Between  12  and  2  o'clock. 

Wind  W.  N.  W.  Compass  course  N.  State  of  weather 
cloudy,  sea  high,  leeway  22,  variation  22°  W.  Corrected  course 
N.  Barometer  29 — the  thermometer  18.3  C.  Vessel's  run, 
3  miles  for  the  first  hour,  2  miles  for  the  second  hour.  At  3 
o'clock  wind  N.  W.  by  N.  Vessel's  course  S.  W.  by  W. 
Leeway,  11.  Corrected  course  S.  S.  W.  Vessel's  run  3  miles 
for  the  first  hour,  two  miles  for  the  second  hour. 


10  EASTERN  DISTRICT  OP  NEW  YORK. 

The  Cargo  of  the  Maria  Loigia.    The  Maria  Loigia. 


Under  "  remarks,"  for  the  four  hoars  between  12  and  4, 
the  following  is  reported,  "  always  rainy  weather,  with  fresh 
wind  and  heavy  sea  from  the  W.  Can  hardly  keep  topsail 
reefed  ;  at  2  o'clock  we  take  the  starboard  tack — the  vessel 
suffering  much  on  port  tack." 

Between  4  and  8  o'clock : 

Wind  W.  N.  W. ;  compass  course  8.  W.  Sea  very  heavy, 
leeway  17 ;  corrected  course  8.  6°  W.  Barometer  29.6.  Ves- 
sel's run,  2.8  each  of  the  first  two  hours,  2.6  each  of  the  suc- 
ceeding two  hours.  Under  "remarks,"  for  the  four  hours 
between  4  and  8,  "  wind  continues  very  fresh.  Navigating 
in  same  way  and  with  same  sails." 

Between  8  and  12  o'clock : 

No  record  for  wind,  compass  course,  state  of  weather,  or 
sea;  leeway,  11.  Corrected  course  8.  8.  W.  Barometer, 
29.7.  Vessel's  run,  two  miles  for  first  hour ;  one  mile  and 
a  half  each  second  and  third  hours ;  two  miles  the  fourth 
hour. 

Under  "  remarks,"  for  the  four  hours,  "  weather  less 
rainy,  and  wind  less  fresh — at  midnight  spread  mainsail 
and  jib." 

Between  12  and  4  o'clock : 

Wind  N.  W.  by  W.  Compass  course,  S.  W.  by  W.;  lee- 
way, 11 ;  corrected  course,  S.  22  degrees  W.  Vessel's  run, 
two  miles  and  a  half  each  hour. 

Under  "  remarks,"  "  up  to  four  o'clock,  frequent  rain." 

Between  4  and  8  o'clock  : 

Wind  N.  W.  Compass  course  W.  S.  W. ;  leeway,  22  de- 
grees ;  variation  same.  Correct  course,  S.  W.  Barometer, 
29.8  Vessel's  run,  two  miles  and  a  half  for  each  of  the  first 
two  hours,  and  three  miles  and  a  half  for  each  of  the  next  two 
hours. 

Under  "  remarks,"  "  at  5  o'clock,  wind  regular  from  N.  W. 
Spread  all  sail  to  the  wind." 

Between  8  and  12  o'clock : 

Wind  N.  W.  by  W.  Compass  course  S.  W.  by  W.  Cor- 
rected course  S.  33°  W.   Vessel's  run,  3  miles  each  hour. 
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Under  u  remarks,"  "  until  noon,  wind  of  less  force." 

At  the  foot  of  the  page  for  the  day  from  the  20th  to  the 
21st,  the  summary  of  the  day's  events  is  reported  to  be,  that 
the  vessel  made  a  correct  coarse  of  N.  for  5  miles ;  of  8.  S.  W. 
for  14  miles ;  of  S.  6°  W.  11  miles ;  S.  22°  W.,  10  miles ;  8.' 
W.,  12  miles ;  S.  33°  W.,  12  miles.  And  the  estimated 
southing,  after  deducting  the  estimated  northing,  is  recorded 
to  be  37.8,  and  the  westing,  25  miles.  The  estimated  lati- 
tude is  recorded  to  be  35°  03'  N.,  and  the  estimated  longi- 
tude as  9°  32'  "W.  G. ;  and  by  observation  at  noon  of  that 
day  the  latitude  is  recorded  as  34°  54'  N.,  longitude  9°  29' 
W.  of  G." 

(The  entries  in  the  navigation  log  after  noon  of  April  21st 
are  omitted  in  printing.) 

"  11.  The  master  of  the  bark,  soon  after  his  arrival  in  the 
port  of  New  York,  was  requested  by  the  agents  and  consig- 
nees of  the  libellant  Pirandello,  to  produce  his  log-book  for 
examination,  and  in  compliance  therewith  produced  to  them 
a  book,  marked  "  Exhibit  A,  Cafiero,"  being  the  general  log 
of  the  vessel,  wherein  the  record  relating  to  the  voyage  in 
dispute  is  as  follows,  according  to  the  translation  ("  Exhibit 
li  Cafiero  ")  from  the  original  in  Italian  : " 

(The  entries  prior  to  noon  of  April  17th  and  after  noon  of 
April  21st  are  omitted  in  printing.) 

"  17th  to  18th  of  April : 

P.  M.  Rainy  weather  and  fresh  wind  from  S.  W.,  sail 
under  reefed  topsails  on  port  tacks. 

A.  M.  All  as  above. 

At  noon  observed  latitude  36°  12'  N.,  and  observed  longi- 
tude 8°  44'  W.  G. 

18th  to  19th  April  : 

P.  M.  Continues  the  same,  with  rough  sea  from  the 
direction  of  the  wind. 

A.  M.     Continues  the  same,  with  less  wind. 

At  noon  observed  latitude  36°  10'  N.,  and  longitude  9° 
22'  W.  G. 

19th  to  20th  of  April : 
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P.  M,  Strong  wind  from  west,  with  squally  weather,  and 
high  sea  from  W.  S.  W. 

Sailed  under  reefed  mainsail,  foresail,  topsails,  and  are 
compelled  by  the  rough  sea  to  keep  starboard  tacks. 

A.  M.  The  wind  having,  become  more  moderate,  set  up 
maingallant  sail. 

At  8  o'clock  vessel  goes  about  and  sails  on  port  tacks. 

At  noon  observed  latitude  35°  41'  N.,  and  observed  longi- 
tude 9°  02'  W.  G. 

20th  to  21st  of  April : 

P.  M.  The  wind  becomes  stronger  from  W.  N.  W.,  with 
high  sea  from  the  direction  of  the  wind. 

Keep  reefed  topsails  by  force. 

A.  M.    Less  wind  with  frequent  showers. 

At  sunrise  set  up  all  sails. 

At  noon  observed  latitude  34°  54'  N.  and  longitude  9°  29' 
W.  G." 

"  12.  After  the  bark  left  Gibraltar,  she  endeavored  to  go  to 
the  northward  of  the  Western  Islands,  and  to  keep  northward 
of  that  latitude,  and  continued  so  to  do  until  April  18th-19th, 
on  which  day  she  was  obliged  to  take  the  starboard  tack  in 
consequence  of  her  laboring  heavily  while  on  the  port  tack, 
on  account  of  the  high  seas,  and  was  absolutely  forced  south 
T>y  stress  of  weather.  On  the  following  day  she  again  changed 
to  the  port  tack,  and  made  another  effort,  for  six  hours,  to  go 
to  the  northward  of  the  Western  Islands,  and  to  keep  north 
of  that  latitude,  but  she  was  again  compelled,  by  stress  of 
weather,  to  change  to  the  starboard  tack,  the  heavy  sea  hav- 
ing caused  her  to  suffer  heavily,  and  was  absolutely  forced 
south  by  stress  of  weather.  Thereafter,  and  until  she  had 
passed  the  longitude  of  the  Western  Islands,  stress  of  weather 
made  it  impossible  for  her  to  pass  to  the  northward  of  them. 

13.  The  bark's  log-book,  consisting  of  the  two  logs  above 
named,  furnishes  evidence  that  for  the  time  above  named  she 
was  absolutely  forced  south  by  stress  of  weather. 

14.  After  passing  the  longitude  of  the  Western  Islands,  it 
would  have  been  imprudent  on  the  part  of  the  master  of  the 
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bark  to  take  a  course  which  would  have  then  carried  her  to 
the  northward  of  the  latitude  of  the  Western  Islands.  On 
the  contrary,  she  was  absolutely  forced  southward  of  that 
latitude  by  stress  of  weather,  and  her  log-book,  consisting  of 
the  two  logs  above  named,  fnrnishes  evidence  of  that  fact. 

15.  Upon  the  arrival  of  the  bark  in  New  York  she  made 
a  true  and  right  delivery  of  her  cargo  to  the  consignees  there- 
of, who  received  and  accepted  the  same. 

16.  The  charter-party  was  fully  performed  by  the  bark. 

17.  The  balance  of  freight  money  due  to  the  owners  of  the 
bark,  under  the  charter-party,  after  her  arrival  in  New  York 
and  the  delivery  of  her  cargo,  was  the  sum  of  $970. 

18.  By  reason  of  the  above  findings  of  fact,  no  facts  are 
found  on  the  subject  of  any  damage  to  any  of  the  cargo." 

On  the  foregoing  facts  this  Court  found  the  following 
conclusions  of  law : 

"  1.  The  proper  construction  of  the  clause  in  the  charter- 
party,  '  that  the  vessel,  on  leaving  Gibraltar,  shall  go  to  the 
northward  of  the  Western  Islands,  and  keep  north  of  that 
latitude,  unless  absolutely  forced  south  by  stress  of  weather,' 
is,  that  if,  by  stress  of  weather,  the  vessel  was  prevented  from 
going  to  the  northward  of  the  Western  Islands,  she  was  not 
required  either  to  go  to  the  northward  of  the  Western  Islands, 
or  to  keep  north  of  that  latitude. 

2.  The  owners  of  the  bark  are  entitled  to  a  decree  dis- 
missing the  libel  of  Pirandello  against  her,  with  costs  to  them 
in  the  District  Court  and  in  this  Court,  to  be  taxed,  and 
adjudging  that  they  recover  against  her  cargo  the  above 
named  balaijce  of  freight,  being  $970,  with  interest  from 
June  21st,  1881,  with  costs  in  both  courts  to  be  taxed." 

Lorenzo  UUo>  for  the  charterer  and  the  cargo. 

Hitt,  Wing  &  Shoudy  and  R.  D.  Benedict,  for  the  bark 
and  her  owners. 

Blatchfobd,  J.  In  deciding  these  cases  against  the  bark 
and  her  owners,  (18  Fed.  Jlep.,  556,)  the  District  Judge  held 
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that  the  facts  stated  in  the  log-book  did  not  prove  that  the 
master  of  the  bark  was  forced  by  stress  of  weather  to  abandon 
the  northern  passage.  He  found  that  the  log-book  stated  the 
reason  for  changing,  on  April  18th-19th,  from  the  port  tack 
to  the  starboard  tack,  that  is,  from  the  northward  to  the  south- 
ward course,  to  be,  "  to  relieve  the  vessel  from  the  labor  she 
was  subjected  to  in  the  high  sea  running;"  and  he  held  that 
the  motive  so  stated  could  not  have  been  the  real  motive,  bo- 
cause  "  the  vessel  was  olo6e-hauled  on  both  the  tacks,  and  the 
wind  and  sea  continued  the  same,"  and  "  the  vessel  would, 
therefore,  labor  as  much  on  the  starboard  as  on  the  port  tack," 
and  "  changing  the  tack  could  not  bring  relief  from  the 
labor."  The  log  shows  that  at  5  a.  m.  on  the  19th,  the  wind 
being  west  southwest,  and  the  vessel  being  able,  with  that 
wind,  to  head  northwest,  or  six  points  from  the  wind,  she  left 
the  port  tack,  and  went  on  the  starboard  tack,  and  headed 
south,  or  six  points  from  the  wind.  From  midnight  to  4  i. 
m.  the  navigation  log  says,  "  vessel  laboring  heavily  from  high 
sea."  From  4  a.  m.  to  8  a.  m.  that  log  says :  "  On  account  of 
heavy  sea  take  starboard  tack."  On  April  19th-20th,  from 
noon  to  4  p.  m.  of  the  19th,  the  navigation  log  says :  "  Obliged 
from  heavy  sea  to  keep  starboard  tack,  in  order  not  to  have 
the  vessel  suffer  much;"  and  the  general  log  says:  "p.m., 
are  compelled  by  the  rough  sea  to  keep  starboard  tacks."  At 
8  a.  m.  of  the  20th,  the  vessel  went  on  the  port  tack  again, 
with  the  wind  west  by  south,  and  headed  northwest  by  north, 
and  in  4  hours  ran  15  miles,  as  shown  by  the  navigation  log. 
The  general  log  says :  "  a.  m.  At  8  o'clock  vessel  goes  about 
and  sails  on  port  tacks."  On  April  20th-21st,  from  noon  to  2 
p.  m.  of  the  20th,  with  the  wind  west  northwest,  the  vessel 
headed  north,  and  ran  in  the  2  hours  5  miles,  as  the  naviga- 
tion log  shows.  That  log  also  shows  that  at  2  p.  m.,  with  the 
same  wind,  the  vessel  changed  to  the  starboard  tack,  the  entry 
being,  "  at  2  o'clock  we  take  the  starboard  tack,  the  vessel 
suffering  much  on  port  tack,"  and  that  at  3  p.  m.,  with  the 
wind  northwest  by  north,  she  headed  southwest  by  west. 
As  to  the  fact  whether  changing  the  tack,  with  the  same 
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wind  and  sea,  still  remaining  close-hauled,  will  relieve  a  vessel 
from  labor,  the  new  evidence  taken  in  this  Court  is  over- 
whelming to  show  that  such  relief  is  often  given  by  such 
change  of  tack,  under  the  circumstances  stated.  As,  there- 
fore, the  reason  for  the  change  might  be  sound,  and  the 
motive  a  real  one,  and  there  is  nothing  to  cast  suspicion  on 
the  good  faith  of  the  master  of  the  vessel,  the  only  question 
is,  whether  suffering  from  heavy  labor  in  high  seas  is  such 
"  stress  of  weather "  as  the  charter-party  means.  Undoubt- 
edly it  is.  The  consequence  of  the  labor  might  be,  opening 
of  seams,  and  leakage,  with  damage  to  cargo,  or  shifting  of 
cargo,  and  prolongation  of  the  voyage.  Much  must  be  left  to 
the  sound  judgment  of  the  master,  at  the  time,  and  the  criti- 
cism which  is  the  result  of  a  wisdom  which  comes  after  the 
event,  and  is  easily  made  by  those  who  were  not  on  the  spot,  is  a 
poor  substitute  for  the  deliberate  conclusion  of  an  experienced 
man,  charged  with  the  responsibility  of  action,  under  the  exi- 
gencies of  the  occasion.  His  log-book  shows  why  he  went 
south,  and  "furnishes  evidence"  that  he  was  "absolutely 
forced  south  by  stress  of  weather."  The  preponderance  of 
evidence  to  outweigh  such  facts  as  appear  in  this  case,  and 
the  judgment  of  a  competent  master  upon  them,  ought  to  be 
very  clear.  (The  Clematis,  BrowrCs  Adm.  Rep.,  499,  502 ; 
The  John,  H.  Pearson,  14  Fed.  Rep.,  749,  752.) 

As  the  vessel  was  forced  south  by  stress  of  weather,  and 
did  not  pass  to  the  north  of  the  Western  Islands,  it  was  her 
duty,  in  view  of  the  time  already  consumed,  when  she  reached 
the  westerly  longitude  of  the  Islands,  and  of  the  perishable 
nature  of  the  cargo,  to  make  all  speed  to  reach  her  destination 
on  a  direct  line,  and  not  to  first  work  up,  if  she  could,  to  the 
northerly  latitude  of  the  Islands.  The  charter-party  did 
not  require  that,  and  good  sense  and  good  faith  forbade  it. 

There  was  no  breach  of  the  charter-party,  and  the  whole 
charter  money  was  earned. 
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Richard  T.  Tuttle  and  others 

vs. 
Isaiah    S.    Matthews.     In    Equity. 

An  injunction  will  not  be  granted  on  the  motion  of  a  defendant  in  a  suit  in 
equity  for  the  infringement  of  letters  patent,  to  restrain  the  plaintiff  from 
interfering  with  purchasers  from  the  defendant  of  infringing  articles  made  by 
him,  by  threatening  to  sue  such  purchasers  for  using  the  articles. 

(Before  Coxs,  J.,  Northern  District  of  New  York,  July  6th,  1886.) 

Coxe,  J.  The  complainants  are  the  owners,  for  the  State 
of  New  York,  of  re-issued  letters  patent  No.  9,148,  dated 
April  13th,  1880,  issued  to  David  L.  Garver,  for  an  improve- 
ment in  harrows.  An  interlocutory  decree  was  entered  on 
the  18th  of  May,  1886,  and  the  complainants  proceeded  to  an 
accounting.  While  the  hearing  was  pending  before  the  mas- 
ter, the  defendant  ascertained  that  the  complainants'  agents, 
by  means  of  threatened  litigation,  had  collected,  or  were  at- 
tempting to  collect,  money  from  the  users  of  the  infringing 
harrows,  for  which  defendant  has  accounted  in  this  action. 
No  final  decree  has  been  entered  and  nothing  has  been  paid 
by  the  defendant  to  the  complainants.  The  Court  is  now 
asked  to  grant  an  injunction  restraining  the  complainants  and 
their  agents  from  interfering  with  the  defendant's  customers 
in  the  use  of  the  harrows  sold  to  them  by  him. 

The  owner  of  a  valid  patent  secures  by  virtue  thereof 
three  substantive  rights — the  right  to  make,  the  right  to  sell, 
and  the  right  to  use  the  patented  article.  He  who  invades 
any  one  of  these  rights  is  an  infringer.  (Birdsell  v.  Skaliol, 
112  U.  S.y  485.)  The  chief  value  of  many  patented  machines 
is  in  their  use.  If  a  recovery  against  a  manufacturer  dedi- 
cates the  machine  to  the  public,  so  that  it  can  thereafter  be 
used  by  all  with  impunity,  the  "exclusive  right"   of   the 
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patentee  does  not  exclude  the  most  dangerous  trespasser 
upon  his  property.  As  the  complainants  are  at  liberty  to  sue 
the  wrongdoer,  whether  he  be  a  manufacturer,  seller  or  user, 
they  have  a  right  to  inform  him  in  advance  of  their  inten- 
tion so  to  do,  and,  if  he  prefers  to  agree  with  his  adversary, 
in  limine,  it  is  not  easy  to  see  how  the  Court  can  interfere. 

In  this  case,  as  in  similar  cases,  where  the  infringers  are 
often  innocent  of  any  wrong  and  ignorant  of  the  provisions  of 
the  law,  it  is  not  unlikely  that  the  agents  employed  by  the 
complainants  act  without  discretion  and,  at  times,  oppressively. 
If  they  exact  money  illegally,  the  complainants,  who  are,  it  is 
said,  amply  responsible,  can  be  compelled  to  make  restitution. 
The  Court,  however,  can  hardly  be  expected  to  dictate  a  form 
of  words  for  the  use  of  these  agents,  or  to  formulate  rules  to 
regulate  their  conduct.  Until  equity  has  jurisdiction  to  en- 
force the  precepts  of  the  decalogue,  the  visit  of  the  "  patent 
right  man  "  will  not  be  anticipated  with  emotions  of  pleasure 
alone.  Though  there  may  be  individual  cases  of  hardship 
disclosed  by  these  papers,  it  must  be  remembered  that  it  is 
but  natural  that  the  complainants,  after  years  of  severe  and 
arduous  litigation,  should  be  tenacious  in  the  maintenance  of 
their  rights,  and  active  in  seeing  that  they  are  no  longer  in- 
vaded.   I  can  see  no  just  ground  for  interference. 

Motion  denied. 


J.  R.  Bennett^  for  the  motion. 
C.  H.  Duett,  opposed. 
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R.   B.  Wigton 

vs. 

A.  O.  Brainerd  and  others.    In  Equity. 

A  docket  fee  of  $20  is  not  taxable  in  favor  of  a  defendant  in  a  salt  in  equity 
which  ifl  dismissed  for  want  of  prosecution. 

(Before  Whbklkr,  J.,  Vermont,  July  8th,  1886.) 

Wheeler,  J.  This  suit  was  dismissed  with  costs  for  want 
of  prosecution.  The  defendants  claim  a  docket  fee  of  $20, 
as  a  part  of  the  costs  to  be  taxed,  which  the  clerk  has  dis- 
allowed. This  whole  subject  is  carefully  examined,  and  all 
the  cases  up  to  that  time  bearing  upon  it  are  reviewed  by  Mr. 
Justice  Blatchford,  in  Wooster  v.  Handy,  (23  Blatchf.  C.  C. 
H.y  112.)  The  conclusion  is  there  reached  that  this  docket 
fee  in  such  cases  is  not  taxable.  That  case  is  controlling 
here,  notwithstanding  the  different  views  expressed  by  Judge 
Hammond  in  Partee  v.  Thomas,  (27  Fed.  Rep.,  429.) 

Taxation  of  clerk  affirmed. 
Noble  <b  Smith,  for  the  defendants. 


George  W.  La  Rue 

vs. 

The  Western  Electric  Compaot.    In  Equity/. 

Claim  8  of  letters  patent  No.  270,767,  granted  to  Edgar  A.  Edwards,  January 
16th,  1888,  for  an  "improvement  in  telegraph  transmitters,"  namely,  "8.  The 
combination,  in  a  telegraph  key,  of  the  layer  fulcrumed  upon  the  torsional 
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spring,  with  the  adjusting  springs  H,  H\  for  regulating  the  amplitude  of 
the  lever  increment  and  the  retractile  resistance  of  the  torsion-spring,  sub- 
stantially as  described,"  is  valid. 

That  claim  is  infringed  by  the  use  of  the  combination  in  a  sounder,  at  the  re- 
ceiving end  of  the  line,  although  a  retractile  spring  is  added. 

The  language  of  the  specification  immediately  preceding  the  claim  extends  its 
scope  beyond  the  use  of  the  combination  in  a  telegraph  key,  and  to  its  use  in 
a  sounder. 

(Before  Baoww,  J.,  Southern  District  of  New  York,  July  10th,  1886.) 

Bbowit,  J.  The  complainant  moves,  npon  the  bill  and 
affidavits,  for  a  preliminary  injunction,  to  restrain  the  defend- 
ants from  an  alleged  infringement  of  patent  No.  270,767, 
dated  January  16th,  1883,  issued  to  Edgar  A.  Edwards,  under 
whom  the  plaintiff  claims,  for  an  "  improvement  in  telegraph 
transmitters." 

The  defendant  sets  up,  first,  want  of  novelty ;  and,  second, 
that  the  defendant's  instrument  is  not  within  the  scope  of  the 
patent,  as  shown  by  the  "  claim." 

The  application  in  the  Edwards  patent  states  as  follows : 
"  My  invention  relates  to  telegraph  keys,  or  instruments  used 
for  transmitting  telegraphic  signals,  and  is  an  improvement 
on  the  well  known  Morse  key,  being  in  substituting  for  the 
trunnions  or  pivots  upon  which  the  lever  vibrates,  a  torsional 
spring  or  strip  of  metal" 

The  instrument  figured  and  described  in  the  patent  is 
the  key  used  for  sending  telegraphic  messages.  The  defend- 
ant's instrument,  which  is  alleged  to  be  an  infringement,  is  a 
"  sounder,"  used  at  the  other  end  of  the  circuit,  to  make  the 
message  known  through  the  ear  of  the  operator  there.  The 
former  is  worked  by  the  finger  of  the  operator,  in  pressing 
one  end  of  the  key  downward  ;  as  soon  as  the  pressure  is  re- 
moved, the  torsional  spring  again  raises  that  end  of  the 
lever;  and  the  current  is  thus  opened  and  shut.  In  the 
"sounder,"  the  lever  is  worked  by  the  attractive  force  of  a 
small  electro-magnet,  exerted  upon  an  armature  attached  to 
and  crossing  the  under  side  of  the  lever  at  right  angles,  and 
serving  to  draw  it  down  whenever  the  current  is  in  motion. 
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This  downward  movement  causes  the  metallic  point  near  the 
end  of  the  lever  to  strike  against  the  stop  below  it,  and  to 
make  the  tick,  or  sound,  that  gives  this  instrument  its  name. 
As  soon  as  the  current  is  interrupted,  the  torsional  spring,  in 
the  defendant's  instrument,  aided  also  by  a  retractile  spring, 
operates  to  raise  the  lever,  as  in  the  key  worked  by  the  finger, 
without  the  additional  spring.  The  sounder's  lever  thus 
raised  strikes  the  upper  stop,  and,  by  these  two  motions,  the 
sounds  are  made  that  are  equivalent  to  the  dashes  and  spaces 
in  the  written  strip,  and  indicate  the  message  to  the  expert 
operator,  without  the  use  of  writing.  As  the  bar  of  the 
sounder  is  heavier,  and  does  not  project  beyond  the  fulcrum, 
the  torsional  spring  used  in  the  sounder  is  aided  by  a  small 
coil  attached  to  the  lever,  which  works  as  a  retractile  spring, 
the  same  as  previously  used  in  the  key  and  sounder.  In 
the  key  in  the  Edwards  combination,  this  coil  is  dispensed 
with. 

The  use  of  a  torsional  spring,  by  means  of  a  flat  strip  of 
metal  secured  at  both  ends,  is  not,  indeed,  wholly  new.  It 
appears  to  have  been  devised  for  use  in  certain  parts  of  clock- 
work, some  fifteen  years  ago ;  but  to  what  extent  actually 
used  does  not  appear.  It  is  not  shown,  however,  to  have  been 
previously  applied  in  the  manner  designed  in  this  patent ;  nor 
in  combination  with  a  lever,  or  bar,  fulcrumed  upon  the 
metallic  strip,  and  designed  to  serve  at  once  as  a  torsional 
spring,  and  as  a  substitute  for  the  use  of  pivots  or  trunnions, 
"  with  or  without  retractile  springs."  It  is  this  combination 
that  is  patented.  It  is  evidently  useful,  economical,  and  val- 
uable. As  a  combination  it  was  new ;  and,  in  my  judgment, 
the  patent  is  valid. 

An  inspection  of  the  "  sounder "  in  question  leaves  no 
doubt  that  it  embodies  the  Edwards  invention ;  nor  that  it 
appropriates  his  combination,  and  the  whole  of  it  The  bar 
of  the  defendant's  sounder  is  a  lever,  which  is  fulcrumed 
upon  a  metallic  strip,  constructed,  shaped  and  adjusted  in 
precisely  the  same  manner,  and  performs  precisely  the 
same  mechanical  functions  that  the  patented  combination 
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performs  in  the  key.  It  is  the  identical  Edwards  combina- 
tion. The  retractile  spring  nsed  in  the  sounder  is  imma- 
terial, since  that  is  merely  nsed  in  addition  to  the  torsional 
spring,  and  the  patent  expressly  states  that  the  combination 
may  be  nsed  "  with  or  without  retractile  springs."  The  Ed- 
wards combination  is  used,  as  I  have  said,  in  its  entirety ;  and 
the  sounder  is,  therefore,  an  infringement,  unless  the  scope  of 
the  Edwards  patent  is  so  much  narrower  than  his  invention, 
as  to  cover  his  combination  only  when  it  is  nsed  in  the  man- 
ual key  at  the  end  of  the  circuit  from  which  the  current  is 
sent,  and  not  when  it  is  used  in  the  sounder  at  the  other 
end  of  the  circuit,  where  the  message  is  received.  The  de- 
termination of  this  question  depends  upon  the  construction 
that  should  be  given  to  the  language  of  the  patent,  and  par- 
ticularly to  the  claim. 

In  the  application  for  the  patent,  the  inventor,  after  de- 
scribing the  diagrams,  the  uses,  and  the  advantages  of  the  in: 
vention,  proceeds  as  follows :  "  I  do  not  limit  myself  to  the 
application  of  torsional  springs  to  telegraph  keys  alone,  as  it 
is  obvious  the  torsional  strip  or  spring  may  be  applied  to  other 
electrical  instruments.  Thus,  it  may  replace  the  pivots  or 
trunnions  of  the  relay  and  sounder.  I  claim,  1.  In  a  tele- 
graph key,  the  combination,  with  the  circuit-breaking  lever, 
of  a  torsional  spring  upon  which  said  lever  is  f  ulcrumed,  sub- 
stantially as  described.  *  *  *  3.  The  combination,  in  a 
telegraph  key,  of  the  lever  fulcrumed  upon  the  torsional 
spring,  with  the  adjusting  screws,  H,  H1,  for  regulating  the 
amplitude  of  the  lever  movement,  and  the  retractile  resist- 
ance of  the  torsion-spring,  substantially  as  described."  Items 
2  and  4  in  the  claim  are  not  materially  different,  as  respects 
this  controversy,  from  the  first  item  in  the  claim.  In  each  of 
the  four  specifications  above  quoted  the  combination  is  stated 
to  be  "  in  a  telegraph  key."  In  all,  except  the  third  item, 
the  language  is,  "  in  a  telegraph  key,  the  combination,  with 
the  circuit-breaking  lever,  of  a  torsional  spring,"  &c.,  <fcc. 
As  the  patent  is  for  a  combination,  and  as  the  "sounder" 
has  no  "  circuit-breaking  lever,"  the  defendant's  instrument 
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does  not  make  use  of  that  element  of  the  combination; 
and,  therefore,  by  numeroas  decisions,  it  is  not  an  infringe- 
ment of  the  patent,  so  far  as  the  patent  rests  npon  the  first, 
&cond  and  fourth  specifications  of  the  claim.  (Fay  v.  Cor- 
desman,  109  TJ.  S.,  408 ;  Shepard  v.  Carrigan,  116  U.  S., 
593,  597.) 

The  third  item,  however,  omits  any  reference  to  u  a  circuit- 
bteaking  lever,"  and  claims  "  the  combination,  in  a  telegraph 
Key,  of  the  lever  fnlcrnmed  npon  the  torsional  spring,  with 
the  adjtisting  screws,  H,  H1,"  &c,  Ac.  The  paragraph  imme- 
diately preceding  the  fonr  specifications  of  the  claim,  above 
golfed,  expressly  Mates,  however,  that  the  inventor  does 
"  n<rt  limit  himself  16  the  application  of  the  torsional  spring 
to  telegraph  keys  alone."  "  It  may  replace,"  he  says,  "  the 
pivots  or  trunnions  of  the  relay  and  sounder."  This  is  the 
ptacifife  Application  atad  use  of  the  invention  that  the  defend- 
ant is  how  making. 

The  defendant  insists  that  the  "  sounder  "  is  not  a  "  tele- 
gtaph  key ; "  and  that,  inasmuch  as  the  patent  is  for  the  com- 
bination "  in  a  telegraph  key,"  the  use  of  the  same  combina- 
tion in  a  " sounder"  is  not  an  infringement.  The  rule 
enunciated  in  the  case  of  Railroad  Go.  v.  Mellon,  (104  U* 
&,  112, 118,)  is  claimed  to  be  applicable,  viz.,  that  "  the  scope 
of  letters  patent  should  be  limited  to  the  invention  covered  by 
the  claim ;  and,  though  the  claim  may  be  illustrated,  it  cannot 
be  enlarged,  by  the  language  used  in  other  parts  of  the  speci- 
fication." In  that  case,  however,  the  thing  invented  and  de- 
scribed was  different  from  the  thing  claimed  to  be  an  infringe- 
ment ;  and  the  Court  say :  "  The  claim,  so  far  from  covering 
an  angular  flange  upon  the  wheel,  expressly  excludes  such  6 
flange,  and  embraces  only  a  flange  with  a  curved  or  rounded 
corner." 

In  this  case,  the  exact  combination  invented  and  described 
in  the  claim  &  appropriated  in  the  defendant's  "  sounder." 
Is  it  to  be  excluded,  as  not  covered  by  the  patent,  merely 
because,  in  the  four  numbered  specifications  of  the  claim,  the 
combination  is  described  as  existing  in  a  "  telegraph  key," 
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although  the  nse  of  the  combination  in  a  sounder  is  clearly 
intended  to  be  covered  by  the  language  of  the  preceding 
clause  ?    I  think  not. 

There  is  nothing  in  this  sounder  that  is  excluded  by  the 
third  specification,  as  in  the  case  of  Railroad  Co.  v.  Mellon, 
(supra.)  What  is  patented  under  the  third  specification  is 
not  a  telegraph  key ;  nor  is  the  key  described  as  any  part  of 
the  combination.  What  is  patented  i&  simply  a  "  combination 
of  the  lever  fulcrumed  upon  a  torsional  spring  with  adjusting 
screws  for  regulating  the  amplitude  of  the  lever  movement/9 
Ac ;  although  this  combination  is  stated  to  be  "  in  a  telegraph 
key."  The  key  exhibits  the  combination  patented.  It  is  not 
the^mere  uee  of  this  combination  in  a  key  only  that  is  pat- 
ented. It  is  the  combination  itself,  and  the  combination  only, 
that  is  the  essential  thing,  and  the  thing  patented ;  and  that 
combination  is  used  in  this  sounder. 

In  the  original  application  the  claim  was  for  "  a  telegraph 
key,"  <fcc  This  claim  was  disallowed  at  the  Patent  Office, 
with  the  following  memorandum  :  "  Descriptive  matter  not 
clear;  claims  are  in  bad  form,  being  for  arrangement  of  a  key 
lever,  instead  of  a  combination  of  parts  or  elements."  The 
same  clause  referring  to  the  relay  and  sounder  was  in  the 
original  application.  From  this  it  is  clear  that  the  Patent 
Office  understood  the  original  application  to  be  for  an  "  ar- 
rangement of  a  key  lever"  and  declined  to  grant  a  patent  in 
that  form,  because  a  key  lever  was  not  the  true  thing  invented ; 
while  it  did  intend  to  grant  a  patent  for  a  certain  "  combina- 
tion of  parts  or  elements,"  i.  e.9  the  combination  of  certain 
parts  or  elements  that  existed  in  the  key  referred  to ;  but  not 
the  key  itself,  nor  the  key  as  a  part  of  the  combination,  nor 
the  combination  when  existing  in  a  key  only,  nor  the  mere 
use  of  the  combination  in  a  key. 

The  statute  (Rev.  Stat.,  §  4,888)  requires  that  the  inventor 
"  shall  particularly  point  out  and  distinctly  elafm  the  part, 
improvement,  or  combination  which  he  claims  as  his  inven- 
tion or  discovery."  Whatever  the  inventor  does  clearly  point 
out  as  his  invention,  and  whatever  the  application  does  clearly 
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show  that  the  inventor  intends  to  claim  as  his,  should,  as  it 
seems  to  me,  be  deemed  a  part  of  his  "  claim/'  when  found  in 
immediate  connection  with  the  specifications  of  his  claim. 
There  is  no  arbitrary  and  formal  division  of  the  application 
into  different  sections  required  by  law,  that  demands  that  lan- 
guage naturally  indicative  of  the  inventor's  claims  and  inten- 
tion shall  be  excluded  from  consideration  as  a  part  of  the 
claim  under  the  statute,  simply  because  it  is  not  found  in  a 
particular  part  of  the  application,  or  because  it  does  not  follow 
the  words,  "  I  claim ; "  nor  is  it  necessary  to  use  the  word 
"  claim."  Any  language  that  does  clearly  and  unmistakably 
indicate  that  the  inventor  intends  to  secure  to  himself  the 
benefit  of  a  certain  use  of  his  invention,  when  the  expression 
is  used  in  immediate  connection  with  the  words  "  I  claim," 
though  preceding  those  words,  ought,  as  it  seems  to  me,  to  be 
as  much  regarded  as  a  part  of  his  "  claim,"  in  the  statutory 
sense,  as  the  words  that  follow ;  because  the  clear  intent,  both 
of  the  statute  and  of  the  inventor,  would  otherwise  be 
thwarted.  Any  perfectly  clear  expression  of  what  the  in- 
ventor intends  to  secure  to  himself  in  immediate  connection 
with  the  claim,  is  virtually  a  part  of  the  "claim."  The 
reasons  for  confining  the  patent  to  the  "  claim,,"  viz.,  because 
the  inventor  is  presumed  to  intend  to  dedicate  to  the  public 
so  much  of  his  invention  as  he  does  not  claipa,  and  because  the 
Patent  Office  is  presumed  to  intend  to  grant  the  patent  for 
only  what  is  claimed,  have  no  application  to  such  a  case. 

It  is  impossible,  as  it  seems  to  me,  to  read  the  inventor's 
language  in  this  application  without  perceiving  that  he  in- 
tends to  secure  to  himself  the  benefit  of  his  invention  when 
used  in  a  relay  or  sounder,  as  much  as  when  used  in  a  tech- 
nical "  key."  No  one  could  imagine,  from  the  language  of 
the  application,  that  the  inventor  intended  to  abandon  to  the 
public  the  use  of  his  invention  in  the  sounder.  He  states  ex- 
pressly that  he  "  does  not  limit  himself  to  the  application  of 
torsional  springs  to  telegraph  keys  alone,  as  it  is  obvious  the 
torsional  strip  or  spring  may  be  applied  to  other  electrical  in- 
struments.   Thus,  it  may  replace  the  pivots  and  trunnions  of 
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the  relay  or  sounder."  If  this  clause  had  followed  the  four 
items  specifying  his  "claim,"  no  one  would  have  seriously 
contended  that  it  was  not  a  part  of  the  "  claim,"  and  applicable 
to  a  sounder.  This  claase  immediately  precedes  the  words  "  I 
claim,"  and  shows  conclusively  what  is  intended  to  be  included 
in  the  claim  and  the  patent.  I  see  no  good  reason  for  any  dif - 
ferent  construction,  simply  because  this  clause  precedes  those 
items,  instead  of  following  them.  The  intent  is  equally  clear 
in  either  case ;  and  in  either  the  clause  should,  therefore,  be 
regarded  as  a  part  of  the  claim,  and  as  explaining  its  meaning, 
application  and  extent.  This  part  of  the  claim  stands  precisely 
as  it  was  in  the  original  application.  No  objection  was  taken 
to  it  in  the  Patent  Office.  There  is  no  reason,  therefore,  to 
suppose  that  a  more  limited  patent  was  intended  by  that  Office, 
since  the  inventor's  intent  is  perfectly  clear. 

Again,  in  the  third  specification  of  the  claim,  the  element 
of  a  "  circuit-breaking  lever "  is  omitted.  In  a  key,  strictly 
so  called,  the  lever  is  always  a  circuit-breaking  lever.  The 
insertion  of  this  3d  item,  in  which  that  element  is  omitted, 
indicates  clearly,  therefore,  that  the  3d  item  was  intended  to 
extend  the  claim  beyond  "  circuit-breaking  levers,"  L  e.,  be- 
yond the  particular  kind  of  key  used  for  sending  off  the  mes- 
sage, and  to  apply  the  claim  to  other  levers,  whenever  they 
made  use  of  this  combination;  and  the  preceding  clause 
clearly  specifies  what  those  other  levers  might  be,  viz., 
sounders,  relays,  &c. 

The  sounder,  although  not  a  "key"  in  technical  strictness, 
works  in  the  same  way ;  and,  in  a  general  sense,  it  operates  as 
a  key  for  the  delivery  of  the  message  to  the  operator  who 
listens  to  it ;  just  as  the  instrument  at  the  other  end  operates 
as  a  key  in  sending  the  message  forward.  Both  instruments 
are  equally  "  telegraphic  transmitters,"  which  are  described  as 
the  subjects  of  the  invention,  the  sounder  being  the  last  in- 
strument used  in  the  transmission  of  the  message. 

The  fact  that  the  machine  in  which  a  patented  combina- 
tion is  used  is  a  different  machine  from  that  in  which  the 
combination  was  first  described,  is  not  a  valid  defence  in  a  suit 
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for  infringement,  where  the  combination  patented  is  only  a 
part  of  the  machine  described.  This  is  Illustrated  by  the  case 
of  Rowett  v.  Lindsay ',  (113  U.  &,  97,)  where  the  combination 
patented  was  for  "  an  improvement  in  a  cultivator,"  and  the 
infringement  alleged  was  in  u  a  sowing  machine."  Had  the 
difference  in  the  machine  been  deemed  material,  that  wonld 
have  sufficed  to  dispose  of  the  case.  That,  however,  was 
evidently  not  the  view  of  the  Court.  Instead  of  that,  a 
laborious  consideration  of  the  mechanical  equivalency  of  one 
of  the  elements  nsed  was  entered  into,  and  furnished  the 
ground  on  which  the  case  was  decided. 

The  case  of  Ziim  v.  Weiss,  (7  Fed.  Rep.,  914,)  seems  to  be 
analogous  to  the  present,  though  that  case  was  less  strong  for 
the  inventor.  There  the  invention  described  was  of  a  metal- 
lic plate  to  be  used  as  a  fastener.  The  language  of  the 
"claim"  was  for  an  u improved  clothes-fastening  attach- 
ment," <fec,  while  the  defendant  used  the  same  fastening  at- 
tachment for  a  pocket-book.  The  same  point  here  taken  was 
raised  there ;  and  it  was  held  to  be  a  case  of  infringement. 
(See,  also,  Reed  v.  Chase,  25  Fed.  Rep.,  94, 100 ;  Bobbie  v. 
Smith,  27  Fed.  Rep.,  656,  659.) 

In  Winans  v.  Denmead,  (15  How.,  330,  342,  343,)  the 
Court  say :  "  It  is  generally  true,  when  a  patentee  describes  a 
machine,  and  then  claims  it  as  described,  that  he  is  understood 
to  intend  to  claim,  and  does  by  law  actually  cover,  not  only 
the  precise  forms  he  has  described,  but  all  other  forms  which 
embody  his  invention.  *  *  *  Patentees  sometimes  add 
to  their  claims  an  express  declaration,  to  the  effect,  that  the 
claim  extends  to  the  thing  patented,  however  its  form  or  pro- 
portions may  be  varied.  But  this  is  unnecessary.  The  law 
so  interprets  the  claim  without  the  addition  of  these  words." 

The  defendant's  instrument  in  the  form  of  a  "  telegraph 
transmitter,"  called  a  sounder,  appropriates  and  embodies  the 
invention  clearly  intended  to  be  secured  to  the  inventor  under 
this  patent.  Looking  at  all  the  language  of  the  application 
that  is  designed  to  set  forth  the  extent  of  the  inventor's  pat- 
ent, and  what  he  intends  to  secure  by  it,  as  constituting 
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his  "  claim,"  it  is  clear  that  the  claim  includes  the  combina- 
tion when  used  in  a  sounder.  So  far  as  respects  the  use  of 
this  combination,  the  sounder  is  the  equivalent  of  the  techni- 
cal key ;  for  the  combination  operates  precisely  alike  in  each. 
All  the  merits,  as  it  seems  to  me,  are,  therefore,  with  the 
complainant;  and  the  injunction  moved  for  should  be  al- 
lowed. 


Briesen  <fe  Steele,  for  the  plaintiff. 
George  P.  Barton,  for  the  defendant. 


The  Packer. 

b  this  ease,  a  tog  towing  a  canal  boat  astern,  through  ice,  was  held  not  to  be 
liable  for  damage  caused  to  the  canal  boat  by  the  ice. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  12th,  1886.) 

Wallace,  J.  On  the  8th  day  of  February,  1883,  the  tug 
Packer  undertook  to  tow  the  libellant's  canal  boat,  the  Enter- 
prise, from  Elizabethport  to  Newark,  in  order  to  enable  the 
Enterprise  to  complete  a  voyage  to  Newark  from  Oheesequake 
creek.  The  Enterprise  had  made  a  towage  contract  for  the 
whole  voyage  from  Oheesequake  creek,  with  the  owners  of 
the  line  of  tugs  of  which  the  Packer  was  one,  and  under  that 
contract  she  had  been  towed  by  the  Mary  Ann,  another  tug 
of  the  line,  to  Elizabethport,  on  the  9th  day  of  January  pre- 
ceding, when  her  voyage  was  interrupted  by  the  ice  in  New- 
ark bay,  and  she  was  left  at  Elizabethport.  The  master  of 
the  Enterprise  became  impatient  at  the  delay,  and  solicited 
the  agent  of  the  owners  of  the  line  of  tug  boats  to  procure 
him  a  tug  and  proceed  to  Newark.  Although  the  agent  was 
reluctant  to  undertake  the  voyage,  fearing  danger  to  the  canal 
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boat  from  the  ice,  he  yielded  to  the  solicitations  of  the  mas- 
ter of  the  Enterprise,  and  directed  the  Packer  to  undertake 
the  service.  The  master  of  the  Enterprise  was  an  experienced 
navigator  and  was  fully  aware  that  the  attempt  involved  risk 
of  injury  to  his  boat  from  the  ice,  and  promised  to  take 
the  hazard  if  the  master  of  the  tug  would  obey  his  directions. 
It  was  under  these  circumstances  that  the  tug  undertook  the 
towage  service. 

The  tug  lashed  the  canal  boat  alongside  and  started  up  the 
channel  of  the  bay.  The  day  was  bright  and  clear,  the  tide 
was  flood,  and  no  ice  upon  the  bay  was  in  sight  when  the  boat 
started.  The  boats  proceeded  past  the  bridge  of  the  New 
Jersey  Central  Railroad  Company,  which  extends  across  the 
bay  a  short  distance  from  Elizabethport,  and  kept  on  in  un- 
obstructed water  for  something  over  two  miles,  when  ice  be- 
came visible  at  the  lower  part  of  the  dike  in  the  Passaic  river. 
The  canal  boat  was  then  taken  from  alongside  and  fastened 
by  a  short  hawser  to  the  stern  of  the  tug,  and  the  boats  pro- 
ceeded until  they  encountered  the  ice,  which  extended  some 
distance  below  the  dike.  After  going  a  short  distance  into 
the  ice,  they  were  unable  to  proceed  further,  and  waited  for 
an  hour  or  two  for  the  tide  to  turn  ebb,  in  the  expectation 
that  the  ebb  tide  would  carry  the  ice  from  the  dike  into  the 
bay  and  open  a  channel  for  the  passage  of  the  boats.  Finally, 
danger  was  apprehended  from  the  broken  cakes  of  ice  which 
were  passing  along  the  sides  of  the  boat.  The  canal  boat  was 
an  old  boat,  and  had  already  received  slight  injuries  from  the 
broken  ice.  Her  master  and  the  master  of  the  Packer  both 
concluded  it  was  unwise  to  attempt  to  proceed,  and  that  it 
was  safer  to  return  to  Elizabethport.  The  boats  were  accord- 
ingly turned  about;  they  proceeded  on  their  return  until 
within  about  half  a  mile  of  the  bridge,  without  any  obstruc- 
tion, when  it  was  observed  that  a  large  field  of  ice,  upwards 
of  half  a  mile  in  breadth  and  length,  had  drifted  from  the 
west  shore  of  the  channel  and  was  obstructing  the  passage 
through  the  channel  to  the  bridge.  This  ice  had  drifted  off 
the  meadows  and  was  being  carried  by  the  ebb  tide  towards 
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the  bridge.  The  boats  were  obliged  to  pass  through  this  ice 
in  order  to  reach  the  draw  at  the  bridge  before  the  channel  at 
that  place  should  be  choked  up  by  the  ice.  It  could  not  be 
passed  on  either  side.  It  was,  apparently,  a  thin  sheet  of 
newly  formed  ice,  and  proved  to  be  about  two  inches  in  thick- 
ness. The  master  of  the  tug  deemed  it  more  prudent  to  at- 
tempt to  break  through  this  ice  than  to  wait  until  it  floated 
down  and  choked  up  the  channel,  and  be  exposed  in  the  mean- 
time to  the  danger  of  floating  ice  that  might  be  brought  upon 
the  boats  by  the  ebb  tide  from  the  channel  above.  He,  there- 
fore, entered  the  ice  very  slowly  and  proceeded  until  the  boats 
got  about  a  couple  of  hundred  feet,  when  it  was  found  that 
the  ice  had  cut  a  hole  in  the  starboard  bow  of  the  canal  boat. 
The  canal  boat  was  then  taken  out  and  beached  in  shallow 
water  on  the  meadows.  The  canal  boat  was  several  feet  nar- 
rower than  the  tug  and  at  the  time  of  the  injury  was  being 
towed  directly  behind  the  tug,  by  an  eight-foot  hawser. 
Whether  she  was  cut  by  pieces  of  broken  ice,  or  by  contact 
with  the  unbroken  ice  upon  her  starboard  side,  does  not  ap- 
pear. The  master  of  the  canal  boat  gave  no  directions  to 
those  in  charge  of  the  tug,  after  the  boats  started  on  their 
return  to  Elizabethport. 

The  District  Court,  (22  Fed.  JRep-,  668>)  decreed  against 
the  tug  for  the  damages  to  the  canal  boat  and  her  cargo 
by  reason  of  the  injuries  thus  sustained,  upon  the  ground 
that  the  master  of  the  tug  should  have  broken  a  passage 
through  the  ice  before  entering  it  with  his  tow,  but  adjudged 
that  the  loss  should  be  apportioned,  because  the  master  of  the 
canal  boat  concurred  in  attempting  to  make  Newark  from 
Elizabethport  when  the  navigation  was  hazardous.  Both  par- 
ties have  appealed. 

I  am  unable  to  concur  in  the  view  of  the  case  adopted  by 
the  learned  Judge  of  the  District  Court,  and  am  led  to  the 
conclusion  that  the  misfortune  should  rest  on  the  libellant, 
as  one  within  the  risks  assumed  by  the  master  of  the  canal 
boat  when  the  service  of  the  tug  commenced,  instead  of  being 
one  attributable  to  the  negligence  of  the  tug.    The  tug  is  not 
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to  be  held  responsible  in  damages  for  a  mere  mistake  of  judg- 
ment on  the  part  of  those  in  charge.  Neither  is  she  to  be 
absolved  from  the  duty  of  exercising  reasonable  care  to  avoid 
unnecessary  hazard  because  the  master  of  the  tow  promised 
to  take  the  risk  of  danger  from  the  ice.  (The  Syracuse,  6 
Blatchf.  C.  C.  H.9  2.)  Both  contracting  parties  understood 
that  the  towage  service  was  to  be  performed  under  circum- 
stances of  peculiar  peril,  in  which  a  mistake  of  judgment 
was  not  improbable,  and  that  the  liability  of  such  an  error  was 
one  of  the  incidents  of  the  risk.  Ordinarily,  the  burden  of 
proof,  in  actions  for  negligent  towage,  is  on  the  libellant, 
(The  Princeton,  3  Blatchf.  (7.  C.  £.>  54 ;)  but  when  the  case 
discloses,  as  it  does  here,  that  the  towage  service  miscarried 
because  the  immediate  peril  was  encountered  which  both  par- 
ties deemed  imminent,  the  presumption  of  negligence  on  the 
part  of  the  tug  is  materially  weakened.  Under  such  circum- 
stances it  is  not  unreasonable  to  require  the  party  who  im- 
putes fault  to  the  other  to  locate  the  fault  with  precision. 
The  libellant  has  failed  to  do  this  in  the  present  case. 

The  libel  itself  indicates  quite  persuasively  that  the  libel- 
lant was  unable  to  propound  any  well  defined  theory  of  neg- 
ligence on  the  part  of  the  tug.  Its  allegations  are  generalities, 
palpably  framed  to  meet  any  possible  hypothesis  of  negligence 
to  which  the  proofs  might  lend  color.  The  libel  asserts,  first, 
that  the  tug  was  in  fault  for  her  delay  in  leaving  her  tow 
nearly  a  month  at  Elizabethport  before  attempting  to  pro- 
ceed ;  secondly,  that  she  was  in  fault  because,  after  having 
attempted  to  proceed,  she  ought  not  to  have  attempted  to 
turn  back  with  her  tow  to  Elizabethport ;  and  thirdly,  that 
she  was  in  fault  "  in  running  libelant's  boat,  after  having 
turned  back,  into  a  large  cake  or  field  of  ice,  which  she  could 
have  avoided  had  she  stopped  or  turned  to  the  one  side  or  the 
other."  The  proofs  are  destitute  of  any  support  for  the  first 
two  allegations  of  fault ;  and  such  was  the  opinion  of  the 
District  Judge.  As  to  the  third  allegation  of  fault,  it  suffices 
to  say,  that  it  was  not  found  to  be  true  by  the  District  Judge j 
that  the  proofs  on  the  part  of  the  libellant  to  support  it  are 
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extremely  vague  and  weak ;  and  that  it  is  overthrown  not 
only  by  the  evidence  of  all  the  witnesses  for  the  claimant,  but 
also  by  all  the  probabilities  of  the  case.    The  tug  was  accom- 
panied, on  the  trip,  by  the  agent  for  the  owners ;  and  it  is 
apparent  that  both  he  and  the  master  of  the  tug  were  ex- 
tremely solicitous  for  the  safety  of  the  tow,  and  would  have 
eagerly  adopted  an  opportunity  of  avoiding  the  ice.    If  they 
were  negligent  at  all,  it  was  because  they  failed  to  adopt 
the  precaution  which  the   District  Judge  was   of   opinion 
should  have  been  taken.     Ought  they  to  have  detached  the 
tow,  and  broken  up  the  ice  with  the  tug,  before  attempting 
to  pass  through  it  ?    It  would  seem  that  the  libel  would  have 
assigned  this  omission  as  a  fault  if  the  facts  of  the  case  had 
been  deemed  such  as  to  justify  the  allegation.    The  master 
of  the  tow,  the  husband  of  the  libellant,  when  examined  as 
a  witness,  was  asked  to  state  what  fault  he  thought  was  com- 
mitted by  the  tug.    The  questions  and  his  answers  are  these  : 
Question.  "  What  blame  do  you  bring  against  her ;  what  did 
she  do  wrong  after  she  turned  around  ? "    Answer.  "  Towed 
me  too  fast."     Question.  "How  did  that  bring  you  into 
trouble?  "    Answer.  "Well,  towed  us  through  the  ice  so  fast 
that  it  stove  a  hole  in  our  boat."    Question.  "  Your  opinion 
is  that  she  wouldn't  have  stove  a  hole  in  you  if  she  hadn't 
towed  so  fast?"    Answer.  "  Tes,  sir."    This  testimony  indi- 
cates sufficiently  that  the  master  of  the  canal  boat  did  not 
suppose  the  ice  to  be  so  thick  as  to  endanger  his  boat  if  reason- 
able care  had  been  exercised  in  going  through  it.    His  com- 
plaint is  that  he  was  towed  too  fast;    but  the  proofs  are 
satisfactory  that  the  tug  was  proceeding  slowly,  under  one  bell. 
No  expert  has  testified  that  prudent  navigation  required  the 
tug  to  break  the  ice  in  advance.    As  has  been  already  stated, 
the  proofs  leave  it  in  doubt  whether  the  injury  to  the  boat 
was  not  caused  by  the  broken  pieces  of  ice  made  by  the  tug. 
It  is  certainly  purely  a  matter  of  conjecture,  whether,  if  the 
ice  had  been  broken  up  by  the  tug,  the  tow  could  have  been 
safely  carried  through  it.     Those  in  charge  of  the  tug  doubt- 
less assumed  that  the  ice  was  not  so  thick  as  to  unnecessarily 
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endanger  the  tow,  if  she  was  slowly  and  carefully  towed. 
They  probably  supposed  that  she  would  be  protected  by  the 
greater  width  of  the  tug,  and  that,  when  attached  by  so  short 
a  hawser,  although  she  could  not  be  held  entirely  steady,  but 
would  be  likely  to  swing  somewhat  to  either  side  of  the  tug, 
she  could  be  carried  through  with  no  greater  hazard  than  was 
to  be  apprehended,  under  any  circumstances,  to  a  tow  of  her 
age  and  weakness.  This  was  the  judgment  of  experienced 
navigators,  formed  on  the  spot,  and  in  view  of  all  the  surround- 
ing circumstances.  It  is  significant  that  the  master  of  the  tow 
did  not  dissent,  or  offer  any  suggestion  of  precautionary  meas- 
ures, if  he  did  not  approve  of  the  attempt.  The  fact  would 
seem  to  be,  that  all  concerned  acted  upon  their  best  judgment 
at  the  time,  knowing  that  there  was  danger  whatever  course 
they  might  adopt,  but  deeming  it  wiser,  upon  the  whole,  to 
proceed  in  the  manner  they  did  than  to  take  the  chances  which 
a  delay  might  engender.  It  may  be,  that  if  the  ice  had  been 
broken  by  the  tug  before  she  entered  it  with  her  tow,  the 
latter  might  have  escaped  injury.  But  the  tug  is  not  to  be 
held  liable  upon  conjecture,  nor  is  negligence  to  be  imputed 
to  those  in  charge  merely  because  it  appears,  after  the  event, 
that  the  accident  might  not  have  happened  if  something  had 
been  done  which  was  omitted.  The  question  is,  whether 
they  did  all  that  other  prudent  and  intelligent  men  would 
have  ordinarily  deemed  it  necessary  to  do  under  the  same 
circumstances.  Upon  the  proof,  this  question  should  be  an- 
swered in  the  affirmative. 

The  libel  is  dismissed,  with  costs  of  this  Court  and  of  the 
District  Court. 

Joddh  A.  Hylcmd,  for  the  libellant. 

Edward  D.  McCarthy,  for  the  claimant. 
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Ellbw  L.  Bishop,  as  administratrix,  and  Charles  E.  Dex- 
ter, as  administrator,  of  William  B.  Bishop,  deceased, 


vs. 


John  Bomaine.     In  Equity. 

The  first  claim  of  letters  patent  No.  109,577,  granted  to  William  B.  Bishop, 
November  29th,  1870,  for  an  improvement  in  machines  for  soldering  can-caps, 
namely,  "  1.  The  ring  or  cap-shaped  soldering  tool,  G,  for  soldering  the  caps 
upon  cans,  substantially  as  herein  shown  and  described,"  is  not  infringed 
by  the  use  of  a  hand  soldering  tool  which  is  concave  and  has  a  ring-shaped 
•dga. 

(Before  Blatohfobd,  J.,  Eastern  District  of  New  York,  July  12th,  1886.) 

Blatchford,  J.  This  suit  is  brought  for  the  infringe- 
ment of  letters  patent  No.  109,577,  granted  to  William  B. 
Bishop,  November  29th,  1870,  for  an  improvement  in  ma- 
chines for  soldering  can  caps.  Tbe  specification  and  draw- 
ings of  the  patent  are  as  follows  : 

"  To  all  whom  it  may  concern  : 

Be  it  known  that  I,  William  B.  Bishop,  of  Brooklyn,  iu 
the  county  of  Kings  and  State  of  New  York,  have  invented 
a  new  and  useful  improvement  in  machines  for  soldering  can- 
caps  ;  and  I  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  make  and  use  the  same,  reference  being 
had  to  the  accompanying  drawings,  forming  part  of  this 
specification,  in  which — 

Figure  1  is  a  side  view  of  my  improved  machine,  partly  in 
section,  to  show  the  construction.  Figure  2  is  a  horizontal 
section  of  the  same,  taken  through  the  line  x  x,  Fig.  1. 

Similar  letters  of  reference  indicate  corresponding  parts. 
Vol.  XXIV.— 8 
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My  invention  has  for  its  object  to  furnish  a  simple,  con- 
venient, and  effective  machine  for  soldering  caps  upon  sheet- 
metal  cans ;  and  it  consists  in  the  construction  and  combina- 
tion of  various  parts  of  the  machine,  as  hereinafter  more  fully 
described. 

A  is  the  lower  platform  of  the  machine,  which  is  securely 
attached  to  and  supported  by  legs  B,  of  such  a  length  as  to 
raise  the  machine  to  a  convenient  height. 

C  is  the  upper  platform,  which  is  connected  to  the  plat- 
form A  and  supported  by  the  rods  D,  which  have  screw- 
threads  cut  upon  one  or  both  ends  to  receive  nuts,  which  are 
screwed  upon  the  said  rods,  one  above  and  one  below  each 
platform,  as  shown  in  Fig.  1.    This  construction  enables  the 
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two  platforms  to  be  adjusted  at  a  greater  or  less  distance 
apart,  according  to  the  height  of  the  cans  to  be  soldered. 

£  is  the  furnace,  in  which  the  fire  is  formed  to  heat  the 
soldering-tool,  and  which  is  provided  with  a  detachable  cover, 
and  with  openings  to  admit  the  air  to  support  combustion 
and  for  the  escape  of  the  smoke  and  other  products  of  com- 
bustion. 

F  is  the  heater,  which  is  a  bar  of  cast-iron  or  other  suitable 
material,  placed  vertically  in  the  centre  of  the  furnace  E,  with 
its  lower  end  resting  upon  the  centre  of  the  platform  0.  The 
heater  F  is  connected  with  the  soldering-iron  G  by  a  screw, 
which  passes  through  a  hole  in  the  centre  of  the  platform  C, 
and  which  is  formed  upon  either  the  heater  F  or  soldering- 
tool  G,  and  screws  into  the  other  of  said  parts,  so  that  the 
soldering-tool  G  may  be  kept  hot  by  heat  conducted  to  it 
from  the  heater  F.  The  soldering-tool  G  may  be  made  of 
copper,  wrought-iron,  cast-iron,  or  other  suitable  material,  and 
its  face  is  concaved,  to  receive  the  cap  to  be  soldered,  and  to 
give  a  ring-shape  to  its  edge  that  comes  in  contact  with  the 
solder  around  the  edge  of  the  cap.  The  cap  is  held  in  place 
upon  the  can  while  being  soldered  by  the  rod  H,  which  passes 
down  through  the  heater  F  and  soldering-tool  G,  so  that  its 
lower  end  rests  upon  the  said  cap.  The  upper  end  of  the 
rod  H  is  weighted,  to  enable  it  to  hold  the  cap  securely  in 
place  while  being  soldered. 

I  is  the  table,  upon  which  the  can  is  set  to  be  operated 
upon,  where  it  is  secured  in  place  by  the  bar  J,  which  is 
curved  to  receive  the  can  between  its  arms,  where  it  is  held 
by  the  elasticity  of  the  said  arms,  the  ends  of  said  arms  being 
curved  outward  slightly  to  allow  the  can  to  be  conveniently 
forced  into  place  between  them.  The  middle  part  of  the 
elastic  or  spring  bar  J  is  attached  to  the  upper  end  of  the 
support  E,  the  lower  end  of  which  is  secured  to  the  table  I, 
near  one  edge,  by  a  screw,  which  passes  through  a  slot  in  the 
lower  end  of  the  said  support  K,  and  screws  into  the  said 
table  I,  as  shown  in  Figs.  1  and  2,  so  that  the  position  of  the 
said  bar  J  may  be  adjusted  according  to  the  size  of  the  can. 
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The  table  I  is  made  circular  in  form,  and  is  securely  attached 
to  the  upper  end  of  the  vertical  shaft  L,  which  passes  down 
through  and  revolves  in  the  lower  platform,  A,  and  in  a  sup- 
port, M,  attached  to  said  platform  A  in  such  a  way  that  the 
said  shaft  may  have  a  vertical  movement  through  its  bear- 
ings. The  lower  end  of  the  shaft  L  rests  and  revolves  in  a 
step  pivoted  to  the  end  of  the  lever  N,  which  is  pivoted  to  a 
support  attached  to  the  platform  A,  and  to  the  outer  end  of 
which  is  pivoted  the  upper  end  of  the  connecting-rod  O,  the 
lower  end  of  which  is  pivoted  to  the  treadle  P,  the  inner  end 
of  which  is  pivoted  to  the  floor,  or  to  some  suitable  support, 
and  the  outer  end  of  which  projects  into  such  a  position  that 
it  may  be  conveniently  reached  and  operated  by  the  operator 
with  his  foot  to  raise  the  can  to  the  soldering-tool. 

To  the  shaft  L  is  attached  a  bevel-gear  wheel  Q,  the  teeth 
of  which  mesh  into  the  teeth  of  the  bevel-gear  wheel  R, 
attached  to  the  shaft  S,  which  revolves  in  bearings  attached 
to  the  platform  A,  and  to  the  end  of  which  is  attached  a  crank 
T,  by  means  of  which  the  vertical  shaft  L  is  revolved,  the 
wheel  Q  being  connected  with  the  shaft  L  in  such  a  way  as 
to  carry  the  said  shaft  L  with  it  in  its  revolution,  while 
allowing  the  shaft  to  have  a  free  vertical  movement. 

If  desired,  several  sets  of  tables  and  soldering-tools  may 
be  connected  with  the  same  crank-shaft,  so  that  a  number  of 
can-caps  may  be  soldered  at  the  same  operation. 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  letters  patent — 

1.  The  ring  or  cup-shaped  soldering-tool  G  for  soldering 
the  caps  upon  cans,  substantially  as  herein  shown  and  de- 
scribed. 

2.  The  revolving  table  I,  having  also  a  vertical  move- 
ment, in  combination  with  the  ring  or  cup-shaped  soldering- 
tool  G-,  substantially  as  herein  shown  and  described,  and  for 
the  purpose  set  forth. 

3.  The  combination  of  the  adjustable  elastic  holder  J  K 
with  the  revolving  table  I,  substantially  as  herein  shown  and 
described,  and  for  the  purpose  set  forth. 
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4.  An  improved  machine  for  soldering  can-caps,  formed 
by  the  combination  of  the  platform  A,  feet  B,  adjustable 
platform  C,  adjusting  and  supporting  rods  D,  furnace  E, 
heater  F,  ring  or  cup-shaped  soldering-tool  G,  weighted 
holding-rod  H,  table  I,  adjustable  holder  J  K,  shaft  L,  lever 
N,  treadle  P,  gear-wheels  Q  and  R,  shaft  S,  and  crank  T,  with 
each  other,  substantially  as  herein  shown  and  described,  and 
for  the  purpose  set  forth." 

It  is  not  contended  that  any  claim  but  the  first  has  been 
infringed. 

An  examination  of  the  specification  shows  that  Bishop 
did  not  understand  that  he  had  invented,  or  sought  to  claim, 
anything  but  a  machine,  or  parts  of  a  machine  to  be  operated 
in  it  with  the  mode  of  operation  set  forth.  He  says  that 
his  invention  has  for  its  object  to  furnish  "  a  machine,"  and 
that  "it  consists  in  the  construction  and  combination  of 
various  parts  of  the  machine,  as  hereinafter  more  fully  de- 
scribed.9' A  furnace,  in  which  to  make  a  fire,  surrounds  a 
longitudinal  vertical  hollow  metallic  heater,  F,  which  is  heated 
by  the  fire  and  communicates  its  heat,  by  conduction,  to  the 
f soldering-iron  or  tool,  G,  which  is  also  of  metal,  and  has  a 
concave  face,  into  which  the  cap  to.  be  soldered  fits.  The 
cap  is  held  in  place,  while  being  soldered,  by  a  rod,  H,  which 
passes  down  through  the  heater  F,  and  the  soldering  tool  G, 
and  rests,  at  its  lower  end,  on  the  cap,  its  upper  end  being 
weighted.  The  soldering-tool  is  stationary,  and  does  not 
rotate  or  revolve.  But  the  can  is  set  on  a  table  below, 
which  is  arranged  to  lift  it  for  the  operation  and  then  lower 
it  again,  the  table  being  circular,  and  set  on  the  upper  end  of 
a  vertical  shaft,  which  revolves  horizontally  and  carries  the 
can  around  in  contact,  at  its  top,  with  the  lower  end  of  the 
tool. 

There  is  no  suggestion,  in  the  specification,  of  the  use  of 
the  soldering-tool  G  as  an  independent  movable  hand  tool, 
to  be  used  apart  from  the  machine,  and  apart  from  a  revolv- 
ing can.  Moreover,  the  "  ring  or  cup-shaped  soldering-tool 
G,"  as  defined  by  the  terms  of  the  specification  and  claims, 
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is  confined  to  the  part  lettered  G-,  and  does  not  include  the 
heater  F,  or  the  rod  H,  or  any  of  the  other  parts  specified 
in  the  fourth  claim.  The  first  claim,  therefore,  in  claiming 
"  the  ring  or  cup-shaped  soldering  tool  G,  for  soldering  the 
caps  upon  cans,  substantially  as  herein  shown  and  described," 
claims  only  the  cup-shaped  or  concave  part  which  is  at  the 
lower  end  of  the  heater  F,  and  wholly  below  the  platform  C, 
and  claims  it  only  as  a  tool  in  the  machine,  of  the  special 
form  defined,  and  fixed  with  reference  to  a  revolving  can. 

The  defendant  has  no  machine.  His  entire  apparatus  is  a 
hand-tool,  the  part  of  which  corresponding  to  the  metallic 
heater  F  is  of  wood,  and  the  apparatus  is  moved  and  rotated 
by  the  hand  to  do  the  soldering.  Although  the  part  of  the 
apparatus  which  corresponds  to  the  part  G,  of  Bishop,  is 
concave  and  its  edge  has  a  ring  shape,  yet  band  soldering 
tools  with  the  part  corresponding  toQ"  ring  or  cup-shaped  " 
existed  in  the  prior  English  patents  to  Carson  and  Forbes 
and  Hebert.  Hence,  the  part  G,  claimed  in  the  first  claim, 
must  be  limited  to  that  part  arranged  to  work  in  the  machine 
in  the  manner  described  in  the  specification,  and  the  claim 
is  not  infringed  by  the  defendant. 

The  bill  is  dismissed,  with  costs. 
Ernest  C.  Webb9  for  the  plaintiffs. 
David  A.  Burry  for  the  defendant. 


Alexander  Clark  vs.  James  G.  Wilson.    In  Equrrr. 

Under  §  25  of  the  Act  of  July  8th,  1870,  (16  XT.  B.  Stat,  at  Large,  SOI,)  now 
§  4,887  of  the  Revised  Statutes,  by  which  a  United  States  patent  expiree  at 
the  same  time  with  a  foreign  patent  previously  granted  for  the  same  inven- 
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tion,  the  inventions  are  the  same,  although  there  is  added  in  the  later  patent 
an  incident  to  the  principal  invention,  which  is  not  a  substantial  invention  by 
itseK 

(Before  Wbulb,  J.,  Southern  District  of  New  York,  July  18th,  1886.) 

Wheblee,  J.  The  plaintiff's  patent,  No.  137,595,  dated 
April  8th,  1873,  is  for  an  improvement  in  corrugated  metallic 
rolling  shutters,  to  deaden  or  prevent  noise  in  raising  or  low- 
ering them,  bj  applying  to  them  strips  of  soft  or  pliant  ma- 
terial, fastened,  when  applied  in  the  width,  to  the  top  of  the 
shatter  at  one  end,  and  to  the  bottom  at  the  other,  and  also 
at  any  intermediate  points,  as  required,  so  as  to  coil  up  with 
the  shutter  and  form  a  cushion  between  the  coils.  It  was 
preceded  by  an  English  patent,  No.  1,322,  dated  May  2d, 
1872,  which  would  run  14  years  from  that  date,  and  which 
described  the  same  devices,  except  as  to  fastening  the  strips 
of  soft  or  pliant  material  at  intermediate  points,  as  required. 
The  claims  of  the  two  patents  are  the  same,  so  far  as  they 
are  now  in  question,  and  are  each  for  the  application  to  cor- 
rugated metal  shutters  of  one  or  more  strips  or  lengths  of  soft 
and  pliant  material,  disposed  in  such  manner  as  to  act  as  a 
cushion  between  the  coils  of  the  shutter,  substantially  as  and 
for  the  purpose  described.  The  patent  was  granted  under 
the  Act  of  July  8th,  1870,  by  section  25  of  which,  if  the  in- 
vention or  discovery  is  patented  in  a  foreign  country,  the  pat- 
ent in  this  country  is  to  expire  at  the  same  time  with  the 
foreign  patent.  (16  U.  8.  Stat,  at  Large,  201 ;  Rev.  /Stat., 
§  4,887.)  The  question,  on  this  provision  of  the  statutes,  is, 
whether  the  invention  patented  in  this  patent  is  the  same  as 
that  patented  in  the  English  patent.  The  only  thing  added  is 
the  fastening  of  the  strips,  before  fastened  at  the  ends,  at  such 
intermediate  points  as  should  be  required.  This  was  such  an 
obvious  thing  to  do,  to  avoid  their  rucking  up,  which  the  in- 
ventor testifies  would  prevent  the  operation  of  the  device,  as 
not  to  appear  to  amount  to  any  real  invention  by  itself.  The 
substance  of  the  invention  consisted  in  providing  the  strips 
to  be  coiled  in  between  the  corrugations  of  the  shutter,  and, 
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when  these  had  been  contrived  with  fastenings  at  each  end, 
such  further  intermediate  fastenings  as  might  be  required 
would  come  from  the  skill  of  the  mechanic  rather  than  from 
the  genius  of  the  inventor.  This  was  a  mere  incident  to  the 
principal  invention,  instead  of  being  any  substantial  invention 
by  itself,  and  appears  to  have  been  so  understood  by  the  in* 
ventor,  from  the  alternative  manner  in  which  he  mentioned 
it  in  the  specification,  and  the  identity  of  the  claims.  And, 
if  these  fastenings  had  been  made  a  material  element  in  the 
device  of  the  American  patent,  it  would  narrow  the  patent, 
and  bring  it  within  the  scope  of  the  English  patent,  instead 
of  making  it  for  a  different  invention.  What  would  infringe 
the  American  patent  would  infringe  the  English  patent, 
and  what  would  infringe  that  was  made  free  to  the  public 
by  the  expiration  of  that  and  the  corresponding  American 
patent. 

These  considerations  make  it  unnecessary  to  consider  the 
effect  of  the  certificate  of  addition  to  the  French  patent, 
which  preceded  the  American  patent,  and  expired,  according 
to  the  provisions  of  the  French  law,  at  the  same  time  as  the 
prior  English  patent. 

As  the  patent  expired  before  this  motion  for  a  preliminary 
injunction  was  made,  the  motion  must  be  denied. 

Motion  denied. 

Andrew  J.  Todd,  for  the  plaintiff. 
Francis  Forbes,  for  the  defendant. 


The  Feisia  and  the  John  N.  Parker. 

A  steamer  collided  with  a  bark  towed  by  a  tag  on  a  hawser.  The  courses  of 
the  steamer  and  the  tog  were  crossing,  and  involved  risk  of  collision,  and  the 
tug  had  the  steamer  on  her  own  starboard  side.    The  tug  attempted  to  cross 
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ahead  of  the  steamer,  and,  although  she  received  no  response  to  signals  by 
her  steam-whistle,  she  kept  on  and  did  not  stop  or  reverse.  The  steamer 
ported,  and  did  not  starboard,  when  it  was  plainly  seen  by  those  in  charge  of 
her,  that  the  tng  and  the  bark  were  crossing  her  course,  so  as  to  involve  risk 
of  collision ;  and  she  did  not  soon  enough  stop  and  reverse :  Held,  that  both 
the  steamer  and  the  tng  were  in  fault 

A  decree  was  made  against  the  steamer  and  the  tug,  and  their  respective  stipu- 
lators severally,  each  for  one-half  of  the  entire  damages  to  the  bark,  and  of 
the  proper  interest  thereon,  and  of  the  costs  of  the  libellants  in  the  District 
and  Circuit  Courts,  so  far  as  the  stipulated  value  of  the  vessel  should  extend ; 
any  balance  of  such  one-half,  over  and  above  such  stipulated  value  of  either 
vessel,  or  which  the  libellants  should  be  unable  to  collect  or  enforce,  to  be 
paid  by  the  other  vessel  or  her  stipulators,  to  the  extent  of  the  stipulated 
value  thereof  beyond  the  moiety  due  from  said  vessel. 

The  District  Court  having  dismissed  the  libel  as  to  the  steamer,  and  awarded 
damages  against  the  tug,  in  the  ascertainment  of  Which  the  claimant  of  the 
steamer  took  no  part,  this  Court  ordered  a  new  reference  as  to  damages,  to 
be  conducted  on  notice  to  all  three  of  the  parties. 

(Before  Blatohtorp,  J.,  Eastern  District  of  New  York,  July  15thv  1886.) 

This  wad  a  libel  in  rem^  filed  in  the  District  Court  by 
James  Kitchin  and  others,  owners  of  the  bark  James  L.  Har- 
way,  against  the  steamship  Frisia  and  the  steam  tng  boat 
John  N.  Parker,  to  recover  damages  for  injuries  to  the  bark 
caused  by  a  collision  between  her  and  the  Frisia,  while  she 
was  being  towed  by  the  tug.  The  District  Court  decreed 
against  the  tug  and  dismissed  the  libel  as  to  the  Frisia.  (24 
Fed.  Rep.,  498.)  The  libellants  appealed  to  this  Court,  which 
found  the  following  facts : 

"  1.  On  June  17th,  1882,  James  E.  Kitchin,  Dickson  An- 
derson and  Robert  McDonald  were  the  owners  of  the  bark 
James  L.  Harway,  her  tackle,  apparel,  <fcc.  The  bark  was  a 
British  vessel,  hailing  from  Pictou,  Nova  Scotia,  built  in 
August,  1880,  of  958  tons  register,  170  feet  keel,  38  feet  beam 
and  21  feet  depth  of  hold,  and  was  in  first  class  condition. 

2.  On  that  day  she  was  lying  at  Merchant's  Stores,  Brook- 
lyn, in  ballast,  ready  for  sea.  At  12  o'clock  noon  she  was 
taken  in  tow  by  the  steam  tug  John  N.  Parker,  to  be  towed 
to  an  anchorage  south  of  Bedlow's  Island,  in  the  harbor  of 
New  York. 
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8,  The  tug  was  about  75  feet  long  and  was  in  the  business 
of  towing  vessels  about  the  harbor  of  New  York.  After  tow- 
ing the  bark  out  clear  of  the  stores  at  Redhook,  she  went 
ahead  of  the  bark,  and  took  her  in  'tow,  as  customary,  on  a 
hawser  of  60  fathoms  in  length,  which  was  fastened  at  the 
stern  of  the  tug  and  led  to  the  bitts  on  the  topgallant  fore- 
castle of  the  bark,  where  it  was  made  fast.  The  tug  then 
proceeded  with  the  bark  directly  across  the  Bay,  in  a  west- 
northwest  direction  by  compass,  towards  her  anchorage  on 
the  southerly  side  of  Bedlow's  Island. 

4.  The  wind  at  the  time  was  blowing  a  light  breeze  from 
the  southeast,  the  tide  was  running  ebb  at  the  rate  of  about 
3  knots  an  hour,  in  a  southerly  direction,  the  weather  was 
fine  and  clear,  and  the  sun  was  shining  brightly. 

5.  The  bark  had  no  sail  set,  and  was  without  propelling 
power  of  her  own,  and  was  under  the  sole  management,  con- 
trol and  direction  of  the  tug.  An  able  seaman  was  stationed 
at  the  wheel  of  the  bark,  as  she  left  the  wharf,  and  was 
ordered  to  steer  her  directly  after  the  tug.  He  remained  at 
the  wheel  until  after  the  collision.  He  steered  the  bark  right 
after  the  tug.  By  his  compass  his  course  was  west-northwest. 
The  first  officer  stationed  himself  on  the  topgallant  forecastle 
of  the  bark,  when  the  tug  started  to  tow,  and  remained  there- 
on up  to  the  time  of  the  collision.  The  rest  of  the  officers 
and  crew,  except  the  captain,  who  was  on  shore,  were  about 
the  deck,  attending  to  their  respective  duties. 

6.  The  tug  was  in  charge  of  her  captain  and  pilot,  who 
was  an  experienced  man  in  navigation,  and  had  a  competent 
and  sufficient  lookout,  and  a  competent  engineer  in  charge  of 
her  engine.  The  whole  length  of  the  tug  and  tow,  with  the 
60  fathom  hawser,  was  about  605  feet. 

7.  The  Frisia  was  an  ocean  steamer,  of  3,000  tons,  schooner 
rigged,  belonging  to  the  Hamburg  American  Packet  Com- 
pany, and  was  employed  regularly  in  their  line  between  New 
York  and  Hamburg,  carrying  freight  and  passengers.  She 
was  312  feet  in  length,  was  built  of  iron,  and  had  a  very  sharp 
bow.    She  had  a  screw  which  turned  to  the  right,  and,  when 
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her  engines  were  reversed  from  full  speed  ahead  to  full  speed 
astern,  her  head  turned  to  starboard,  so  long  as  she  was  mak- 
ing headway,  whether  her  rudder  was  amidships,  or  she  was 
under  a  starboard  helm  or  under  a  port  helm.  With  her 
rudder  amidships,  her  head  would  fall  off  to  starboard  2 
points  in  the  time  between  such  reversing  of  her  engines  from 
full  speed  ahead  to  full  speed  astern,  and  the  moment  at  which 
she  ceased  to  make  headway.  Under  a  port  helm,  or  under  a 
starboard  helm,  her  head  would  fall  off  to  starboard  1£  points 
in  the  same  time.  Under  normal  conditions  of  wind  and  tide 
about  2  minutes  would  elapse  between  the  reversing  of  her 
engines  at  full  speed  and  the  moment  at  which  she  ceased  to 
make  headway.    Her  full  speed  was  13  knots  an  hour. 

8.  About  15  minutes  past  12  she  left  her  dock  at  Hoboken, 
bound  on  a  voyage  to  Hamburg,  Germany,  carrying  passen- 
gers and  cargo.  Her  navigation  was  in  charge  of  a  Sandy 
Hook  pilot,  who,  from  the  time  of  leaving  the  dock  until 
after  the  collision  hereinafter  mentioned,  remained  on  her 
bridge.  The  bridge  was  more  than  160  feet  abaft  her  stem, 
and  was  12  feet  above  her  deck.  Her  master  and  her  chief 
officer  were  also  on  the  bridge,  the  master  standing  on  the 
port  side,  at  the  telegraph  to  the  engine  room,  and  the 
chief  officer  on  the  starboard  side,  at  the  telegraph  to  the 
wheel.  The  pilot  gave  the  orders  for  her  navigation.  She 
backed  out  into  the  stream,  and  then  took  her  course  down 
the  river  along  the  western  edge  of  the  channel,  which  was 
her  proper  course. 

9.  After  the  tug  and  the  bark  had  passed  out  to  the  south- 
ward and  westward  of  the  Black  Buoy  No.  1,  situated  south- 
west of  Governor's  Inland,  those  on  the  tug  and  the  bark  saw 
the  steamer  Frisia  coming  down  the  river,  upwards  of  a  mile 
away,  at  a  high  rate  of  speed.  There  were  at  that  time  pro- 
ceeding down  the  Bay,  between  the  steamer  and  Governor's 
Island,  the  steamboat  Matteawan,  bound  from  pier  1,  East 
river,  to  Bay  Ridge ;  the  steamboat  Gastleton,  bound  from 
the  foot  of  Whitehall  street  to  Staten  Island ;  the  tug  boat 
Peter  Smith,  with  a  canal  boat  in  tow,  bound  from  Hoboken 
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to  Gowanus  Creek;  and  the  tug  boat  Joseph Stickney,  bound 
from  Jersey  City  to  Bedhook.  Going  up  the  Bay  was  a  large 
Inman  steamer,  which  crossed  the  tug's  bows  and  passed  the 
Frisia  on  her  port  hand. 

10.  The  pilot  of  the  tog,  after  seeing  the  Frisia,  gave  a 
signal  of  two  short  and  distinct  blasts  of  his  steam-whistle,  to 
indicate  to  the  Frisia  that  the  course  of  the  tug  and  the  bark 
was  to  the  westward,  across  the  course  of  the  Frisia,  but  the 
latter  made  no  reply.  The  tug  thereupon  repeated  her  signal 
of  two  short  and  distinct  blasts  of  her  steam-whistle,  but  the 
Frisia  gave  no  reply  thereto,  and  thereupon  the  tug,  for  the 
third  time,  gave  a  signal  of  two  short  and  distinct  blasts  of 
her  steam-whistle.  The  reason  why  the  pilot  of  the  tug  gave 
the  above  signals  was,  that  he  thought  that,  by  keeping  on,  he 
would  cross  with  the  bark  in  safety  before  the  Frisia  would 
reach  the  course  of  the  bark,  and  therefore  he  kept  on.  No 
whistle  from  the  tug  was  heard  by  any  one  on  board  of  the 
Frisia.  After  the  tug  had  opened  the  starboard  side  of  the 
Frisia,  those  on  the  tag  heard  two  whistles  blown  from  on 
board  of  the  Frisia.  These  were  the  first  whistles  heard  from 
the  Frisia  by  those  on  the  tug  and  before  that  the  Frisia  had 
not  blown  any  whistle. 

11.  The  course  of  the  tug  and  the  bark  was  not  changed, 
and  their  speed  was  about  6  miles  an  hour  until  just  prior  to 
the  collision,  when  the  speed  of  the  tug  was  increased  to  her 
fall  power,  to  avoid  a  collision.  The  Frisia,  with  her  stem, 
struck  the  bark  a  blow  on  her  starboard  side,  between  the  two 
after  shrouds  of  the  starboard  main  rigging,  about  50  or  60 
feet  forward  of  the  stern  of  the  bark,  which  cut  into  the 
bark's  side  to  within  a  few  feet  of  her  keel,  and  the  stem  of 
the  Frisia  was  thereby  so  firmly  wedged  into  the  side  of  the 
bark,  that  she  could  not  back  out,  or  free  herself  from  the 
bark  until  5  steam  tags  had  pulled  the  bark  away  from  her, 
which  was  done.  The  water  then  began  to  pour  rapidly  into 
the  6ide  of  the  bark,  and  the  tugs  towed  her  to  the  Bedhook 
fiats,  where  she  sank  immediately,  with  everything  on  board. 
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The  time  of  the  collision  was  shortly  after  half-past  12  o'clock ; 
the  place  southeast  by  south  from  Bedlow's  Island. 

12.  The  distance  from  the  Frisians  dock  at  Hoboken  to 
the  place  of  collision  is  3£  miles.  The  Frisia  backed  out  from 
her  dock  at  12.15  p.  m.  She  rounded  to  and  started  down  the 
river  at  full  speed  at  12.22  p.  m.  She  stopped  her  engines 
and  reversed  them  at  12.35  p.  m.,  but  too  late  to  overcome  her 
headway  before  she  struck  the  bark.  She  was  running  at  full 
speed  ahead  with  the  tide  up  to  the  time  she  reversed. 

13.  The  course  of  the  Frisia  was  south-southwest.  Her 
pilot  and  her  first  officer,  on  the  bridge,  saw  the  tug  and  the 
bark,  on  the  port  bow  of  the  Frisia,  from  one-half  to  three- 
quarters  of  a  mile  away,  and  saw  that  they  were  bound  to  the 
westward,  across  the  course  of  the  Frisia.  When  they  saw 
that  the  tug  was  taking  no  measures  to  avoid  the  Frisia,  and 
was  determined  to  cross  her  course,  the  pilot  ordered  the  first 
officer  to  blow  one  blast  of  the  steam  whistle,  and  one  short 
blast  was  then  blown,  and  the  helm  of  the  Frisia  was  ported, 
and  she  continued  on  at  full  speed.  This  whistle  was  not 
answered  by  those  on  the  tug.  After  an  interval  the  Frisia 
blew  another  blast  of  her  steam-whistle,  and  about  the  same 
time  the  pilot  of  the  Frisia  gave  orders  to  put  the  wheel 
amidships,  stop  the  engines,  and  reverse  full  speed  astern, 
but,  before  the  headway  of  the  Frisia  was  overcome,  she 
struck  the  bark. 

14.  The  following  rules  and  regulations,  among  others, 
for  the  government  of  pilots  of  steam  vessels,  as  revised, 
amended  and  adopted  by  the  Board  of  Supervising  In- 
spectors, as  authorized  by  the  Act  of  Congress  4  to  provide 
for  the  better  security  of  life  on  board  of  vessels  propelled  in 
whole  or  in  part  by  steam,  and  for  other  purposes,'  were  in 
force  at  the  place  of  this  collision,  and  applicable  to  the  proper 
navigation  of  these  steam  vessels,  at  the  time  of  this  collision, 
viz. : 

'  Rule  I.  When  steamers  are  approaching  each  other  c  head 
and  head,'  or  nearly  so,  it  shall  be  the  duty  of  each  steamer, 
to  pass  to  the  right,  or  port  side  of  the  other ;  and  the  pilot 
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of  either  steamer  may  be  first  in  determining  to  pureae  this 
coarse,  and  thereupon  shall  give,  as  a  signal  of  his  intention, 
one  short  and  distinct  blast  of  his  steam-whistle,  which  the 
pilot  of  the  other  steamer  shall  answer  promptly  by  a  similar 
blast  of  his  steam-whistle,  and  thereupon  such  steamers  shall 
pass  to  the  right,  or  port  side  of  each  other.  Bat  if  the  coarse 
of  sach  steamers  is  so  far  on  the  starboard  of  each  other  as  not 
to  be  considered  by  pilots  as  meeting  '  head  and  head,'  or 
nearly  so,  the  pilot  so  first  deciding  shall  immediately  give 
two  short  and  distinct  blasts  of  his  steam-whistle,  which  the 
pilot  of  the  other  steamer  shall  answer  promptly  by  two  sim- 
ilar blasts  of  his  steam-whistle,  and  they  shall  pass  to  the  left, 
or  on  the  starboard  side,  of  each  other.' 

'  Bale  III.  If,  when  steamers  are  approaching  each  other, 
the  pilot  of  either  vessel  fails  to  understand  the  course  or  in- 
tention of  the  other,  whether  from  signals  being  given  or  an- 
swered erroneously,  or  from  other  causes,  the  pilot  so  in  doubt 
shall  immediately  signify  the  same  by  giving  several  short 
and  rapid  blasts  of  his  steam-whistle ;  and  if  the  vessels  shall 
have  approached  within  half  a  mile  of  each  other,  both  shall 
be  immediately  slowed  to  a  speed  barely  sufficient  for  steerage- 
way  until  the  proper  signals  are  given,  answered,  and  under- 
stood, or  until  the  vessels  shall  have  passed  each  other.' 

1  Rule  VI.  The  signals,  by  the  blowing  of  the  steam- 
whistle,  shall  be  given  and  answered  by  pilots,  not  only  when 
meeting  'head  and  head,'  or  nearly  so,  but  at  all  times 
when  passing  or  meeting  at  a  distance  within  half  a  mile  of 
each  other,  and  whether  passing  to  the  starboard  or  port.' 

'  N.  B.  The  foregoing  Rules  are  to  be  complied  with  in  all 
cases  except  when  steamers  are  navigating  in  a  crowded  chan- 
nel, or  in  the  vicinity  of  wharves ;  under  such  circumstances 
steamers  must  be  run  and  managed  with  great  caution,  Bound 
ing  the  whistle,  as  may  be  necessary,  to  guard  against  collision 
or  other  accidents.' 

15.  The  libellants,  as  between  themselves  and  the  tug, 
sustained,  by  the  collision,  damages  in  the  sum  of  $35,844.40, 
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as  reported  by  the  Commissioner,  with  interest  on  $28)274.09, 
from  August  1st,  1882." 

On  the  foregoing  facts,  the  Oircnit  Court  found  the  fol- 
lowing conclusions  of  law : 

"  1.  The  courses  of  the  tug  and  the  Frisia  being  crossing 
courses,  involving  risk  of  collision,  and  the  tug  having  the 
Frisia  on  her  own  starboard  side,  it  was  the  duty  of  the  tog 
to  keep  the  bark  oat  of  the  way  of  the  Frisia. 

2.  The  tug  committed  faults  leading  to  the  collision,  in 
that  she  attempted  to  cross  ahead  of  the  Frisia,  with  the  bark, 
and  in  that,  after  getting  no  response  from  the  Frisia  to 
any  one  of  her  whistles,  she  kept  on  and  did  not  6top  or  re- 
verse. 

3.  The  Frisia  committed  faults  leading  to  the  collision,  in 
that  she  ported,  and  did  not  starboard,  when  it  was  plainly 
seen  by  those  in  charge  of  her,  that  the  tug  and  the  bark  were 
crossing  her  course,  so  as  to  involve  risk  of  collision,  and  in 
that  she  did  not  sooner  stop  and  reverse. 

4.  The  libellants  are  entitled  to  a  decree  against  the  Frisia 
and  the  tug,  and  their  respective  stipulators  severally,  each 
for  one-half  of  the  entire  damages  of  the  libellants,  and  of  the 
proper  interest  thereon,  and  of  their  costs  in  the  District 
Court  and  in  this  Court,  so  far  as  the  stipulated  value  of  the 
vessel  shrill  extend  ;  any  balance  of  such  one-half,  over  and 
above  such  stipulated  value  of  either  vessel,  or  which  the  li- 
bellants shall  be  unable  to  collect  or  enforce,  to  be  paid  by  the 
other  vessel  or  her  stipulators,  to  the  extent  of  the  stipulated 
value  thereof  beyond  the  moiety  due  from  said  vessel." 

H.  T.  Wing  and  H.  Putnam,  for  the  libellants. 

T.  E.  StiUman  and  W.  Mynderee,  for  the  Frisia. 

It.  D.  Benedict,  for  the  John  N.  Parker. 

Blatchford,  J.  The  District  Judge  condemned  the  tug 
and  acquitted  the  Frisia.     (24  Fed.  Rep.,  495.)     He  held 
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that,  it  being  the  duty  of  the  tag  to  avoid  the  Frisia,  she  was 
in  fault  in  attempting  to  cross  the  Frisians  bows.     As  to  the 
Frisia,  he  held  that  the  whistles  of  the  tug  were  all  of  them 
blown  when  the  Frisia  was  so  close  at  hand  that  stopping  and 
reversing  her  engines  was  the  only  thing  then  to  be  done  by 
her  towards  avoiding  a  collision ;  and  that,  in  the  absence  of 
timely  whistles  from  the  tug,  the  Frisia  was  not  chargeable 
with  knowledge  of  the  intention  of  the  tug  to  attempt  to 
cross  the  bows  of  the  Frisia.    The  District  Judge  said :  u  If, 
notwithstanding  the  omission  of  the  tug  to  give  timely  notice 
by  her  whistle,  the  circumstances  were  such  as  to  inform  the 
steamer  in  time  that  the  tug  was  intending  to  cross  her  bows, 
such  circumstances  cast  upon  the  steamer  the  duty,  by  a 
timely  change  of   her  course,  or  slacking  of  her  speed,  to 
avoid  the  danger  attending  the  course  selected  by  the  tug. 
I  find  in  the  circumstances  proved  nothing  calculated  to  con- 
vey such  information  to  the  steamer." 

The  course  of  the  Frisia  being  south-southwest  and  that 
of  the  tug  being  west-northwest,  it  was  necessarily  apparent 
to  those  on  the  Frisia  that  the  tug  was  crossing  the  course  of 
the  Frisia  at  right  angles. 

Again,  the  answer  of  the  Frisia  says  that  the  bark,  in  tow 
of  the  tug,  "  was  apparently  bound  from  a  point  near  Mer- 
chant's Stores,  Brooklyn,  to  a  point  a  little  to  the  southward  of 
Bedlow's  Island,"  and  that  the  collision  occurred  "to  the 
southward  and  eastward  of  Bedlow's  Island."  The  answer 
also  says,  as  to  the  Frisia:  "Those  in  charge  of  her  navi- 
gation first  saw  the  tug  John  N.  Parker  and  the  bark  James 
L.  Harway  in  tow  thereof,  about  three  points  or  more  on  the 
port  bow  of  the  steamship  and  distant  three-quarters  of  a 
mile.  The  Frisia  continued  upon  her  course,  which  was  about 
south-southwest,  and  those  in  charge  of  her  navigation,  seeing 
that  the  said  tug  and  bark  were  taking  no  measures  to  avoid 
the  steamship,  though  it  was  their  duty  to  so  do,  blew  a 
single  blast  of  the  steam-whistle  to  call  the  attention  of  the 
tug  and  bark  to  their  duty,  and  to  warn  them  to  go  under  the 
stern  of  the  steamship.    The  said  signal  was  unheeded  by 
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tbe  tag  and  bark,  and  they  continued  at  undiminished  or 
at  increased  speed,  on  a  course  crossing  the  course  of  the 
Frisia  ahead  of  tbe  Frisia."  It  is  also  apparent,  from  the 
testimony  of  the  chief  officer  and  the  pilot  of  the  Frisia,  that 
they  saw  all  the  time  that  the  tug  was  on  a  course  crossing 
the  bow  of  the  Frisia,  and  was  intending  to  cross  her  bow, 
and  that  they  thought  the  Frisia  could  do  no  harm  by  keeping 
on.  Under  these  circumstances,  the  duty  of  the  Frisia,  under 
Rule  21  of  section  4,233  of  the  Revised  Statutes,  to  at  least 
slacken  her  speed  much  sooner  than  she  did  was  plain.  If 
she  had  done  so,  she  would  have  gone  astern  of  the  bark. 

As  the  District  Court  ordered  a  reference  as  to  damages 
only  as  against  the  tug,  and  the  claimant  of  the  Frisia  was  no 
party  to  the  proceedings  on  that  reference,  there  must  be  a 
new  reference  as  to  damages  in  this  Court,  to  be  conducted 
on  notice  to  all  three  of  the  parties. 


Leonora  A.  Arnold  and  others 

vs. 

Chables  A.  Ohjbebbotoh  and  others.    In  Equity. 

The  attorney  for  a  defendant  oannot  be  compelled,  by  a  tubpwna  duces  tecum,  to 
produce  a  letter  written  to  his  client,  which  the  attorney  received  from  the 
client  as  a  paper  material  to  hia  defence,  it  not  being  shown  that  a  eubpcena 
duett  tecum  could  not  be  served  on  the  client. 

(Before  Bbsxdxot,  J.,  Eastern  District  of  New  York,  July  16th,  1886.) 

Benedict,  J.    The  certificate  of  the  examiner  and  the 

motion  of  the  plaintiff  presents  the  question,  whether  the 

attorney  of  the  defendant  Charles  Augustus  Ohesebrough  can, 

by  a  subpcma  duces  tecum,  be  compelled  to  produce  a  letter 

Vol.  XXIV.- 
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written  by  one  Biasing  M.  Chesebrough,  which  the  attorney 
received  from  his  client  as  one  of  the  papers  material  to  his 
defence  in  this  action,  the  attorney  declining  to  produce  the 
letter  upon  the  ground  of  privilege,  and  there  being  nothing 
in  the  case  to  show  it  impossible  to  serve  a  subpoena  duces 
tecum  upon  the  defendant,  from  whom  the  attorney  received 
the  letter.  Upon  this  ground  my  opinion  is,  that  the  attorney 
cannot  be  compelled  to  produce  the  letter. 


George  Ncrris,  for  the  plaintiffs. 
Bliss  &  Schley,  for  the  defendants. 


The  Crnr  of  Alexandria. 

What  is  negligence,  in  failing  to  properly  secure  goods  loaded  on  a  lighter, 
considered. 

A  lighter,  transporting  cargo,  at  Havana,  to  a  steamer,  held,  on  the  facts,  to 
have  been  in  the  service  of  the  steamer,  so  that  delivery  of  the  cargo  to  the 
lighter  was  delivery  of  it  to  the  steamer,  and  made  the  latter  responsible  for 
damage  to  the  cargo  by  its  falling  overboard  from  the  lighter. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  16th,  1886.) 

This  was  a  libel  in  rem,  filed  in  the  District  Court,  by 
Joseph  A.  Yega  and  Jacob  Bernheim,  against  the  steamer 
City  of  Alexandria,  to  recover  for  damage  to  cargo  shipped 
by  that  vessel.  The  District  Court  dismissed  the  libel.  (23 
Fed.  Rep.,  826.)  The  libellants  appealed  to  this  Court,  which 
found  the  following  facts : 

"  1.  In  1882,  and  for  some  years  prior  thereto,  the  libel- 
lants were  copartners,  doing  business  in  the  City  of  Havana, 
Cuba,  and  New  York,  as  merchants  and  importers  of  tobacco. 

2.  The  City  of  Alexandria  was  one  of  the  Alexandre  line 
of  steamers,  running  between  New  York,  Havana  and  other 
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Cuban  and  Mexican  ports,  as  a  common  carrier  of  passengers 
and  merchandise. 

3.  All  shipments  of  tobacco  from  Havana  were  required 
to  pay  an  export  duty,  and  every  package  had  to  be  sent  to 
the  Caballeria  wharf,  a  government  wharf,  to  be  inspected 
and  passed  by  the  government  officials. 

4.  The  steamers  of  the  Alexandre  line  never  came  np  to 
the  wharves  of  Havana,  bat  lay  at  anchor  about  half  a  mile 
from  the  government  wharf,  and  all  merchandise  was  taken 
to  them  by  lighters.  The  custom  of  steamers  of  other  lines 
was  the  same. 

5.  The  course  of  business  with  reference  to  the  shipping 
of  tobacco  from  Havana  by  the  Alexandre  line,  in  1882, 
and  some  years  prior  thereto,  was,  that  the  merchants  made 
application  for  transportation  of  their  tobacco,  at  the  office  of 
Todd,  Hidalgo  &  Co.,  agents  of  the  line,  handing  to  them,  at 
the  same  time,  the  proposed  bills  of  lading,  filled  out  upon 
the  regular  form  provided  by  the  line,  showing  the  numbers 
and  marks  of  the  packages,  the  name  of  the  shipper,  the  name 
of  the  steamer,  and  the  destination  of  the  goods.  Upon  the 
application  for  the  shipment  being  granted,  Todd,  Hidalgo  & 
Go.  issued  to  the  merchant  a  '  shipping  order,'  consisting  of 
two  pieces  of  paper  joined  by  a  perforated  line,  one  piece 
containing  an  order  to  the  steamer  to  receive  the  goods,  the 
other  containing  a  form  of  receipt  to  be  signed  for  the  goods. 

6.  The  libellant8  owned  399  bales  of  tobacco,  which  they 
desired  to  ship  from  Havana  to  New  York  by  the  City  of 
Alexandria,  which  steamer  was  preparing  to  sail  from  Ha- 
vana, March  11th,  1882.  Raphael  J.  Vega,  as  agent  of  the 
libellants,  prepared  bills  of  lading  upon  printed  forms  fur- 
nished by  the  steamer,  and  sent  them  to  the  office  of  Todd, 
Hidalgo  &  Co.  early  in  the  morning  of  March  10th,  1882,  and 
made  application  for  the  transportation  of  the  tobacco  to  New 
York.  A  i shipping  order'  in  the  usual  form  was  thereupon 
issued.  The  tobacco  was  sent  to  the  Caballeria  wharf,  where 
a  custom  house  broker  attended  to  the  payment  of  duties,  and 
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it  was  then,  in  regular  course  of  business,  taken  charge  of  by 
Mendez  &  Co.,  the  lightermen  of  the  Alexandre  line. 

7.  The  tobacco  was  taken  on  board  the  lighter  Paquita  by 
Mendez  &  Co.,  who  were  the  proprietors  of  the  line  of  light- 
ers of  which  the  Paquita  was  one.  Mendez  &  Co.  thereupon 
signed  the  receipt  which  formed  a  part  of  the  '  shipping  or- 
der.' In  the  afternoon  of  March  10th,  while  the  Paquita  was 
proceeding  under  sail  from  the  Caballeria  wharf  to  the  City 
of  Alexandria  with  the  309  bales  of  tobacco  on  board,  a  puff 
of  wind  tipped  the  lighter  a  little,  and  86  of  the  bales  fell 
into  the  water.  The  baled,  which  were  three  feet  square,  had 
been  piled  three  tiers  or  more  above  the  gunwale  of  the 
lighter,  which  was  excessively  high,  and  were  not  secured  by 
lashings  or  otherwise.  It  was  customary  in  the  port  of 
Havana,  when  tobacco  was  carried  by  a  lighter  under  sail,  to 
lash  or  secure  the  tobacco,  so  that  it  would  not  fall  off  by  the 
careening  of  the  vessel.  If  the  tobacco  was  not  lashed,  it  was 
customary  and  usual  for  the  lighters  to  proceed  under  tow  in- 
stead of  under  sail ;  the  risk  of  tipping  the  tobacco  over  being 
much  less  when  the  lighter  was  in  tow.  The  loss  of  the  86 
bales  from  the  Paquita,  and  the  resulting  damage,  was  due  to 
the  negligent  manner  in  which  the  tobacco  was  stowed  upon 
the  Paquita,  and  to  the  negligent  manner  in  which  the  Pa- 
quita was  navigated.  The  weather  at  the  time  was  fine, 
there  was  no  extraordinary  wind,  and  no  peril  of  the  sea. 
The  bales  that  fell  overboard  from  the  Paquita  were  recov- 
ered from  the  water  by  Mendez  &  Co.  in  a  damaged  condi- 
tion, and  were  subsequently  taken  to  the  steamer  and  brought 
to  New  York,  and  there  delivered,  with  the  rest  of  the  ship- 
ment, to  the  libellants,  almost  worthless. 

8.  On  the  morning  of  the  11th  of  March,  Mr.  Vega  called 
at  the  office  of  Todd,  Hidalgo  &  Co.,  the  agents  of  the  City 
of  Alexandria,  and  surrendered  to  them  the  receipt  which  the 
lightermen  had  given  for  the  tobacco,  and  the  agents  of  the 
steamer,  to  whom  the  circumstances  of  the  disaster  and  of  the 
damage  to  the  tobacco  were  known,  thereupon  issued  a  clean 
bill  of  lading  for  the  steamer,  to  Mr.  Yega.    The  lighters  of 
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Mendez  &  Co.  did  all  the  lighterage  business  for  the  Alex- 
andre line,  and  it  was  the  uniform  custom  of  the  Alexandre 
line  to  sign  and  issue  the  steamer's  bills  of  lading  upon  the 
receipt  (forming  part  of  the  *  shipping  order')  being  returned 
to  them  by  the  merchant,  signed  by  Mendez  &  Go.,  the  light- 
ermen. 

9.  The  lightermen's  charges  were  generally  paid  by  the 
steamer,  and  were  entered  upon  the  bill  of  lading  to  be  col- 
lected with  the  freight,  at  the  port  of  destination,  and  in  this 
case  the  lightermen's  charges  were  so  entered  on  the  bill  of 
lading  issued  to  Mr.  Yega  and  were  collected  from  the  libel- 
lants  with  the  freight  at  New  York. 

10.  The  owners  of  the  City  of  Alexandria  were  not  the 
owners  of,  or  interested  in,  the  Paquita,  or  in  the  business  of 
Mendez  &  Co." 

Wilhdmus  Mynderse,  for  the  libellants. 

Robert  D.  Benedict,  for  the  claimants. 

Wallace,  J.  The  libellants'  tobacco  was  injured  while 
being  carried  from  the  Caballeria  wharf,  Havana,  to  the 
steamship,  on  a  lighter  belonging  to  Mendez  &  Co.  The 
questions  in  controversy  are,  first,  whether  the  accident  was 
occasioned  by  the  negligence  of  the  lighter  or  by  a  peril  of  the 
sea ;  and,  secondly,  whether  the  steamship  is  responsible  for 
the  negligence  of  the  lighter. 

As  to  the  first  question,  the  case  for  the  libellants  is  so 
plain  as  to  be  almost  free  from  doubt.  Three  hundred  and 
ninety-nine  bales  of  tobacco,  very  dry  and  slippery,  were  taken 
On  by  the  lighter  to  be  carried  about  a  half  mile  from  the 
wharf,  to  the  steamship,  lying  in  the  harbor.  They  were 
piled  in  6  tiers,  3  of  which  were  above  the  gunwale,  and  ex- 
tended 8  or  9  feet  above,  and  were  wholly  unprotected.  As 
the  lighter  proceeded  under  sail,  she  encountered  a  slight  puff 
of  wind,  which  caused  her  to  careen  slightly  and  86  bales 
clipped  off  into  the  water.  The  fact  that  nearly  a  quarter  of 
the  cargo  slid  off  into  the  sea  when  the  lighter  "  only  tipped 
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a  little/'  (to  quote  the  testimony  of  one  of  her  owners,)  is  of 
itself  enough  to  indicate  that  there  was  negligence  of  the 
rankest  kind,  either  in  putting  on  board  much  more  cargo 
than  could  be  safely  carried  on  the  lighter,  or  in  failing  to 
protect  the  bales  by  proper  lashing.  An  attempt  is  made,  in 
defence  of  those  in  charge  of  the  lighter,  to  show  that  the 
cargo  was  loaded  in  the  customary  way  practised  in  Havana 
as  to  quantity,  and  as  to  the  means  for  securing  the  cargo. 
This  defence  succeeded  in  the  District  Court,  no  evidence 
having  been  introduced  there  on  the  part  of  the  libellants  to 
controvert  the  alleged  usage.  If  this  usage  were  shown  to 
prevail,  it  would  prove  that  the  lightermen  of  Havana  are 
habitually  careless  and  reckless  in  the  conduct  of  their  busi- 
ness ;  and  it  would  seem  incredible  that  an  intelligent  com- 
munity would  tolerate,  much  less  sanction,  as  an  established 
usage,  the  practice  of  loading  valuable  cargoes  in  such  a  way 
that,  whenever  the  vessel  meets  a  passing  breeze,  a  large  part 
of  the  cargo  is  liable  to  be  lost  overboard.  Slight  evidence 
ought  to  suffice  to  overthrow  the  existence  of  such  an  usage. 
Evidence  has  been  introduced  upon  this  appeal,  which  satis- 
factorily shows  that  the  cargo  was  piled  upon  the  lighter  ex- 
cessively high ;  that,  in  such  a  trim,  it  could  only  be  trans- 
ported safely  by  a  lighter  not  under  sail  but  in  tow  of  a  tug ; 
and  that  it  is  customary,  at  Havana,  to  protect  such  a  cargo 
by  lashing  the  bales  to  the  lighter. 

The  more  debatable  question  is,  whether  the  lighter,  while 
transporting  the  libellants'  tobacco,  was  in  the  service  of  the 
steamship,  so  that  delivery  of  the  cargo  to  the  lighter  was  a 
delivery  to  the  steamer.  The  libel  alleges,  that  the  libellants,. 
on  the  10th  day  of  March,  1882,  caused  399  bales  of  tobacco 
to  be  delivered  to  the  steamer,  at  Havana,  for  transportation 
to  the  port  of  New  York,  in  good  order  and  condition  ;  that 
thereafter  the  steamer  issued  a  bill  of  lading  to  the  libellants, 
agreeing  to  convey  the  tobacco  to  the  city  of  New  York  and 
deliver  it  to  the  libellants  in  like  good  order  and  condition ; 
and  that  there  was  a  breach  of  this  agreement,  in  that  86  of 
these  bales  were  thereafter  delivered  to  the  libellants  in  a 
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damaged  and  nearly  worthless  condition.  The  answer  ad- 
mits, that,  while  the  steamer  was  lying  in  the  port,  at  Ha- 
vana, there  were  delivered  to  the  said  steamer,  for  transpor- 
tation to  New  York,  399  bales  of  tobacco,  and  that  thereafter 
the  agents  of  the  steamer  issued  on  behalf  of  the  steamer  a 
bill  of  lading  therefor,  to  which  reference  is  made  for  the 
contents  thereof.  The  answer  then  alleges  affirmatively,  that, 
before  the  tobacco  was  delivered  to  said  steamer,  and  while 
the  same  was  in  transit  from  the  shore  to  the  steamer,  86 
bales  were  damaged  by  a  peril  of  the  sea  or  otherwise,  and 
that  thereafter  the  bill  of  lading  referred  to  was  delivered,  in 
which,  by  an  oversight  or  mistake,  the  injury  to  said  86  bales 
was  not  specified,  and  that  snch  fact  was  known  to  the  libel- 
lants  when  they  received  the  bill  of  lading. 

The  proofs  show,  that,  on  the  morning  of  March  10th, 
1882,  the  libellants,  through  their  agent  at  Havana,  applied 
at  the  office  of  Todd,  Hidalgo  &  Co.,  the  agents  for  the  own- 
ers of  the  line  of  steamships  of  which  the  City  of  Alexandria 
was  one,  for  transportation  of  399  bales  of  tobacco  to  New 
York.  The  steamers  of  the  line  never  come  up  to  the 
wharves  of  Havana,  but  lie  at  anchor  about  half  a  mile  from 
the  Caballeria  wharf,  and  all  merchandise  is  taken  to  them  by 
lighters.  Persons  desiring  to  make  shipment  by  the  line 
apply  at  the  office  of  the  agents,  and  the  agents,  if  the  appli- 
cation is  assented  to,  issue  to  the  shipper  a  shipping  order, 
consisting  of  two  parts,  one  part  containing  an  order,  ad- 
dressed to  the  purser  of  the  steamer,  to  receive  the  goods,  the 
other  containing  a  form  of  receipt  to  be  signed  by  him  upon 
receiving  the  goods.  Mr.  Todd,  of  Todd,  Hidalgo  &  Co., 
was  a  partner  at  the  time,  and  had  been  for  many  years,  of 
the  firm  of  Mendez  &  Co.,  which  firm  was  the  owner  of  a 
large  number  of  lighters.  For  several  years  it  had  been  the 
course  of  business  between  shippers  at  Havana,  (including 
the  libellants,)  and  the  agents  for  the  steamship  line,  for  the 
shippers  to  deliver  the  shipping  orders  received  from  Todd, 
Hidalgo  &  Co.  to  Mendez  &  Co.,  or  their  employes,  and 
Mendez  &  Co.  would  sign  the  receipt  part  of  the  order  and 
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deliver  it  to  the  shipper,  who  thereupon,  after  delivering  it  to 
Todd,  Hidalgo  &  Co.,  would  receive  from  them  a  bill  of  lad- 
ing in  behalf  of  the  steamer.  Exceptionally  shippers  would 
send  their  merchandise  on  board  the  steamers  by  lighters 
other  than  those  of  Mendez  &  Co.,  but  Mendez  &  Co.  seem 
to  have  been  understood  by  the  mercantile  community  at 
Havana  to  be  the  recognized  lighterers  of  the  steamship  com- 
pany, and  the  libellants  had  uniformly  caused  their  goods  to 
be  delivered  to  them.  The  lighterers  at  Havana  have  a  uni- 
form tariff  of  rates,  and  it  was  customary  for  the  steamship 
company,  when  merchandise  was  delivered  to  their  steamers 
by  Mendez  &  Co.,  if  lighterage  had  not  been  paid  by  the 
shipper,  to  pay  the  lighterage  and  add  it  as  a  distinct  item  to 
the  charges  to  be  collected,  with  the  freight,  from  the  con- 
signee. 

On  the  occasion  in  question,  the  agent  for  the  libellants, 
after  receiving  the  shipping  order,  caused  it  to  be  delivered 
to  Mendez  &  Co.,  and  Mendez  &  Co.  signed  the  receipt,  and 
it  was  delivered  to  the  libellants9  agent.  This  receipt  ac- 
knowledged the  reception  on  board  the  City  of  Alexandria  of 
the  399  bales  of  tobacco  in  good  order  and  condition.  While 
the  tobacco  was  being  transported  by  the  lighter  from  the 
wharf  to  the  steamer,  the  86  bales  were  damaged  in  the  man- 
ner which  has  been  stated.  The  same  afternoon,  the  agent 
of  the  libellants  was  notified  of  the  accident.  The  next  morn- 
ing he  called  on  Todd,  Hidalgo  &  Co.  They  claimed  that 
the  loss  occurred  by  a  peril  of  the  sea,  and  that  the  libellants 
could  recover  the  loss  from  the  insurers  of  the  cargo.  They 
proposed  to  give  the  libellants  a  clean  bill  of  lading  for  the 
399  bales,  and  to  assist  them  in  obtaining  payment  from  the 
underwriters.  The  libellants'  agent  insisted  that  the  libel- 
lants should  be  compensated  for  the  loss,  but  consented  to 
make  a  claim  against  the  Switzerland  Marine  Insurance  Com- 
pany, the  underwriters.  Under  these  circumstances,  Todd, 
Hidalgo  &  Co.  executed  the  bill  of  lading  referred  to  in  the 
libel  and  answer,  acknowledging  the  receipt  of  399  bales  upon 
the  steamship  in  good  order,  and  undertaking  to  deliver  the 
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same  to  the  libellants  at  New  York.  The  libellants  did  not 
pay  the  lighterage.  Nothing  was  said  about  it  by  any  of  the 
parties,  and  the  amount  was  added  to  the  freight,  by  the 
agents  for  the  steamer,  on  the  bill  of  lading,  in  the  customary 
way.  Upon  the  arrival  of  the  steamer  in  New  York,  the 
libellants,  with  the  participation  of  the  owners  of  the  steam- 
ship, made  a  claim  against  the  insurers.  There  was  no  repre- 
sentation, however,  that  the  loss  occurred  after  the  tobacco 
had  been  actually  put  on  board  the  steamer,  but  the  fact  that 
the  tobacco  was  injured  by  falling  overboard  while  on  the 
lighter  was  stated  to  the  insurers.  The  insurers  repudiated 
liability  for  the  loss.    Thereupon  this  suit  was  brought. 

If  the  delivery  of  the  tobacco  to  the  lighter  was  equiva- 
lent to  a  delivery  to  the  owners  of  the  steamer,  the  steamer 
is  liable  in  rem,  notwithstanding  the  loss  occurred  before  the 
tobacco  was  actually  laden  on  board.  This  proposition  is  not 
open  to  discussion,  upon  the  authority  of  JBulkley  v.  Naum- 
keag  Steam  Cotton  Co.y  (24  Bow.,  386.)  The  only  distinction 
in  the  facts  between  that  case  and  this  is,  that  there  the 
lighter  was  employed  by  the  master  of  the  vessel  to  transport 
the  goods  to  the  vessel  from  the  wharf.  The  loss  took  place 
by  an  explosion  on  the  lighter,  which  threw  the  goods  into 
the  water,  and  subsequently  the  master  of  the  vessel,  with 
knowledge  of  the  facts,  signed  a  clean  bill  of  lading  for 
the  whole  quantity  of  goods.  The  Supreme  Court  held 
that  the  vessel  was  bound  from  the  time  of  the  delivery  of 
the  goods  by  the  shipper  and  acceptance  by  the  master ;  that 
the  delivery  to  the  lighterman  was  a  delivery  to  the  master ; 
that  the  transportation  by  the  lighter  to  the  ship  was  the 
commencement  of  the  voyage  in  execution  of  the  contract, 
the  same  in  law  as  if  the  goods  had  been  placed  on  board  the 
ship  instead  of  the  lighter ;  and  that  the  lighter  was  simply  a 
substitute  for  the  ship,  for  this  portion  of  the  service. 

Inasmuch  as  the  master  is  but  the  agent  for  the  owner  of 
the  vessel,  this  case  cannot  be  distinguished  from  the  case 
cited,  if  the  owners  themselves  authorized  the  libellants  to 
deliver  their  goods  to  the  lighters  of  Mendez  &  Co.,  and 
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have  treated  such  a  delivery  as  a  delivery  to  their  steamer. 
It  is  to  be  observed,  not  only  that,  for  many  years,  the  own- 
ers, through  their  agents  Todd,  Hidalgo  &  Co.,  have  allowed 
Mendez  &  Co.  to  receive  goods  from  shippers,  to  be  taken  by 
lighters  to  the  steamships,  and  sign  receipts  representing  the 
goods  as  actually  received  by  the  steamships,  bnt  they  have 
also  allowed  their  agents  to  give  bills  of  lading  as  though  the 
goods  were  actually  on  board  a  specified  steamship,  although 
they  were  only  in  the  custody  of  Mendez  &  Co.,  as  lighter- 
men. To  such  an  extent  has  this  practice  been  permitted  to 
prevail  as  to  give  rise  to  a  general  understanding,  on  the  part 
of  shippers  dealing  with  them  at  Havana,  that  Mendez  &  Co. 
were  the  authorized  lightermen  for  the  steamship  line,  and 
that  goods  delivered  to  them  were  in  the  custody  of  the 
steamship  by  which  they  were  to  be  transported.  Under 
such  circumstances,  it  would  seem  to  be  immaterial  whether 
the  lightermen  were  acting  for  the  owners  under  any  distinct 
arrangement  with  them,  or  whether  the  owners  had  any 
pecuniary  interest  in  the  business  of  the  lighter.  It  suffices 
that  the  owners  held  out  Mendez  &  Co.  to  the  public  as  en- 
trusted with  authority  by  them  to  accept  the  delivery  of 
goods  and  receipt  for  the  goods  in  behalf  of  the  steamships  ; 
and,  as  to  those  who,  like  the  libellants,  acted  upon  the  faith 
of  such  apparent  authority,  the  owners  are  estopped  from 
disputing  the  existence  of  the  authority  exercised.  It  would 
not  seem  doubtful,  that,  after  a  shipper  had  delivered  goods 
to  Mendez  &  Co.  pursuant  to  a  contract  with  Todd,  Hidalgo 
<fc  Co.,  for  their  transportation  by  a  particular  steamer,  had 
received  a  receipt  from  Mendez  &  Co.  in  behalf  of  the 
steamer,  had  presented  that  receipt  to  Todd,  Hidalgo  &  Co., 
and  had  received  a  bill  of  lading  in  behalf  of  the  steamer, 
there  would  be  a  lien  upon  the  goods  for  freight  in  favor  of 
the  steamer,  although  the  goods  had  not  actually  been  put  on 
board.  They  could  not  be  heard  to  say  that  they  had  not 
parted  with  the  custody  of  their  goods  and  delivered  them,  in 
part  performance  of  the  contract  for  transportation,  to  the 
steamship.    If  so,  reciprocally,  there  would  be  a  lien  against 
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the  vessel  in  behalf  of  the  shipper,  for  the  performance  of 
the  contract. 

The  special  circumstances  of  the  present  case  fortify  the 
position  of  the  libellants  and  place  their  rights  upon  a  sound 
foundation.  After  all  the  facts  were  known,  the  agents  for 
the  owners  recognized  the  delivery  of  the  tobacco  to  the 
lightermen,  as  a  delivery  to  the  steamship,  by  signing  the  bill 
of  lading.  The  answer  does  not  challenge  the  authority  of 
Todd,  Hidalgo  &  Co.  to  sign  a  clean  bill  of  lading,  but  the 
owners,  having  full  knowledge  of  the  facts  when  their  answer 
was  interposed,  assert,  in  substance,  that  the  contract  is  not 
obligatory  because  it  was  made  by  their  agents  through  over- 
sight or  mistake,  before  the  tobacco  was  delivered  to  the 
steamer.  Their  position  upon  the  record  is  a  ratification  of 
the  conduct  of  their  agents,  because  they  do  not  attempt  to 
repudiate  their  acts  but  seek  to  excuse  them  by  a  falsehood. 

The  libellants  are  entitled  to  a  decree,  with  costs  of  this 
Court  and  of  the  District  Court.  Their  loss  seems  to 
have  been  estimated  in  the  sum  of  $4,669,  upon  an  appraisal 
made  by  the  underwriters.  If  a  decree  for  this  sum,  with  in- 
terest, is  not  satisfactory  to  either  party,  there  will  be  a 
reference  to  a  commissioner  to  assess  damages. 


Frederick  A.  Hubel 

vs. 

Dundas    Dick.     Ik  Equity. 

The  Same 

vs. 

William  A.  Tuokeb  and  Dundas  Diok.    In  Equity. 

Claim  1  of  re-issued  letters  patent  No.  10,487,  granted  to  Frederick  A.  Hubel, 
January  15th,  1884,  on  an  application  made  November  16th,  1888,  for  a  ma- 
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chine  for  cutting  off  gelatine  capsules,  (the  original  patent  having  been  F™*** 
to  him  February  13th,  1877,  and  re-issued  as  No.  8,440,  October  1st,  18J8*~ 
an  application  made  August  17th,  1878,)  namely,  "  1.  In  a  machine ***"*- 
ting  off  capsules,  the  combination  of  the  series  of  moulds,  «,  and  the  rac*, 
pinion  and  lever,  F,  T,  H,  or  their  equivalent*,  substantially  as  and  for  toe 
purposes  described,"  is  not  infringed  by  a  machine  constructed  in  ^J*1™* 
with  letters  patent  No.  805,867,  granted  to  William  A.  Tucker,  September 
80th,  1884,  for  an  improved  gelatine  capsule-cutting  machine. 

Claim  6  of  re-issue  No.  10,487,  namely,  "  6.  In  a  capsule-cutting  machine,  toe 
combination  with  the  supporting-frame,  of  a  mould-plate,  bearing  a  aeries  ot 
capsule  moulds,  substantially  such  as  described,  secured  thereto  at  regular 
intervals,  ind  a  series  of  knives  arranged  at  like  regular  interval  as  saia 
moulds,  and  adapted  to  cut  the  capsules  formed  thereon,  substantially  as  de- 
scribed," is  invalid,  as  being  a  claim  to  a  sub-combination  of  separate  p*rU 
in  the  entire  machine  covered  by  the  original  patent,  and  a  claim  to  a  differ- 
ent invention,  applied  for  after  an  unreasonable  delay,  and  after  the  equitable 
rights  of  other  parties  had  intervened. 

A  demurrer  to  a  supplemental  bill  overruled,  under  the  special  circumstance* 

of  the  case.  ,  «. 

A  prior  inventor  who  applied  for  a  patent  19  months  after  he  completed  hi* 
working  drawings,  and  10  months  after  he  completed  his  machine,  is  not 
guilty  of  suoh  laches  as  to  deprive  him  of  the  benefit  of  his  patent,  ^though 
it  was  applied  for  by  him  more  than  8  months  after  a  patent  was  granted  to 
a  junior  inventor,  the  prior  inventor  having  produced  a  successful  machine 
before  the  patent  was  issued  to  the  junior  inventor. 

(Before  Shtpmak,  J.,  Southern  District  of  New  York,  July  16th,  1886.) 

Shipman,  J.  The  first  of  these  cases  is  a  bill  in  equity, 
filed  February  26th,  1884,  to  restrain  the  defendant  from  the 
alleged  infringement  of  two  letters  patent,  one  being  re-issued 
patent  No.  10,437,  granted  to  the  plaintiff  January  15th, 
1884,  and  the  second,  No.  275,092,  granted  to  Harrison  H. 
Taylor,  assignor  to  the  plaintiff,  April  3d,  1883.  Each  patent 
is  for  a  machine  for  cutting  off  gelatine  capsules. 

The  original  Hubel  patent  was  dated  February  13th,  1877. 
The  first  re-issue,  No.  8,440,  was  applied  for  August  17th, 
1878,  and  was  granted  October  1st,  1878 ;  the  second  re-issue, 
and  the  one  in  suit,  was  applied  for  November  16th,  1883. 

The  second  case  is  a  bill  in  equity,  under  section  4,918  of 
the  Revised  Statutes,  praying  that  letters  patent  to  William 
A.  Tucker,  No.  305,867,  dated  September  30th,  1884,  for  an 
improved  gelatine  capsule-cutting  machine,  may  be  declared 
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void,  upon  the  ground  that  it  is  an  interfering  patent  with  the 
previous  Taylor  patent,  No.  275,092,  and  is  for  the  machine 
which  is  therein  described,  and  of  which  said  Taylor  was  the 
first  and  original  inventor. 

The  Hubel  machine  and  re-issue  No.  10,437.  Before  the 
date  of  the  application  for  HubePs  original  patent,  gelatine 
capsules  were,  as  a  rnle,  moulded  upon  a  board  containing 
separate  mould  pins,  and  were  cut  off  by  hand  upon  a  knife 
fastened  to  the  table  with  its  cutting  edge  looking  upwards. 
Considerable  testimony  was  given  in  regard  to  a  machine  used 
in  1865,  by  the  defendant,  for  making  soft  capsules,  and  which 
is  said  to  have  been  furnished,  for  about  three  months,  with 
a  cutting  device.  The  knives  are  said  to  have  been  fastened 
to  a  stationary  circular  railway.  The  moulds  were  brought 
over  the  edges  of  these  knives,  and,  being  rotated  by  means 
of  cog  wheels,  to  one  of  which  a  crank  was  attached,  the 
gelatine  upon  the  moulds  was  cut.  I  make  no  finding  in  re- 
gard to  the  cutting  devices  upon  this  machine,  for,  if  they 
existed,  the  cutting  mechanism  seems  to  me  to  have  been  so 
primitive  and  uncertain  in  its  results,  that  it  could  antici- 
pate nothing  but  a  machine  of  a  like  method  of  construction. 

The  Hubel  machine  was  for  cutting  off  capsules  automat- 
ically, and  was  so  constructed  that  a  series  of  mould  pins, 
placed  at  regular  intervals  upon  a  removable  plate,  w,as  lifted 
up  between  a  series  of  knives,  which  were  moved  around  the 
mould  pins. 

The  following  description  of  the  machine  is  condensed 
from  a  description  of  it  which  was  given  by  the  defendant's 
expert,  Mr.  Henry  B.  Benwick :  It  consists  essentially  of  a 
series  of  moulds  or  pins,  with  hemispherical  ends,  arranged 
in  rows,  at  regular  intervals  from  each  other,  and  secured 
in  upright  positions  upon  a  plate  called  a  "mould-plate." 
The  machine  has  a  series  of  knives  mounted  each  upon  the 
lower  end  of  a  spring,  and  arranged  similarly  to  the  moulds. 
Each  of  the  springs  is  secured  to  the  under  side  of  a  cog 
wheel,  but  not  in  the  centre  of  the  wheel.  These  wheels 
*re  all  in  gear  with  each  other,  and  are  all  of  the  same 
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diameter;  one  of  them  is  provided  with  a  handle  secured 
by  a  crank  to  the  wheel.  When  this  crank  is  revolved,  all 
the  cog  wheels  turn,  and  so  do  the  knives  mounted  upon 
them,  with  a  motion  like  that  of  the  moon  around  the 
earth.  The  springs  on  which  the  knives  are  mounted  serve 
to  press  them  against  the  capsules.  The  way  of  getting  the 
moulds  into  proper  relation  with  the  knives  is  by  setting 
the  mould-plate  so  low  that  the  tops  of  the  capsules  will 
be  below  the  knives,  and  with  their  tops  lying  below  the 
spaces  between  the  knives.  The  moulds  and  capsules  are 
then  lifted  up,  by  a  rack,  pinion  and  lever,  into  these  spaces, 
and  are  moved  horizontally,  so  as  to  bring  the  capsules  into 
contact  with  the  knives. 

The  defendant  was  using,  when  the  plaintiff's  bill  was 
brought,  a  machine  made  like  the  drawings  in  the  patent 
which  was  subsequently  granted  to  William  A.  Tucker,  on 
September  30th,  1884.  The  defendant  insists  that  sufficient 
evidence  was  not  given  of  this  use,  but,  taking  the  testimony, 
although  scanty,  which  was  offered  by  the  plaintiff,  in  con- 
nection with  the  admissions  contained  in  the  various  answers, 
I  am  satisfied  that  the  Tucker  machine  was  in  use  by  the  de- 
fendant before  and  on  February  26th,  1884. 

The  following  description  of  the  machine  is  also  con- 
densed from  Mr.  Ken  wick's  description :  It  has  a  supporting 
frame  which  carries  its  working  parts.  It  is  provided  with  a 
sort  of  shelf,  which  can  be  slid  up  and  down  to  a  short  dis- 
tance, and  which  rests  upon  and  is  carried  by  a  nut,  on  the 
periphery  of  which  there  is  a  worm  wheel  that  is  in  gear 
with  a  screw  provided  at  one  end  with  a  crank.  By  turning 
this  crank,  the  nut  may  be  made  to  revolve,  and,  consequently 
to  raise  or  lower  the  shelf  very  slowly,  and  through  a  short 
distance.  This  shelf  carries  the  mould-plate  indirectly, 
through  the  intervention  of  another  plate,  upon  which  the 
mould-plate  rests,  and  to  which  it  is  clamped.  This  second 
plate  is  called  the  "  rotation  plate."  In  order  to  move  it,  a 
vertical  shaft  passes  up  through  the  centre  of  the  nut  which 
carries  the  worm  wheel,  and  this  shaft  has  on  its  upper  end  a 
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crank,  the  crank  pin  being  vertical  and  taking  into  a  bole 
bored  into  the  bottom  of  the  rotation  plate.  The  machine 
has  near  its  top  a  knife  shelf,  capable  of  vertical  motion, 
which  carries  a  series  of  vertical  knives,  mounted  on  springs 
and  arranged  at  the  same  intervals  apart  as  the  moulds. 
The  shelf  and  knives  are  moved  up  and  down  by  a  lever. 
The  mould-plate  is  introduced  by  hand  at  such  a  level  that 
the  trimming  line  of  the  capsules  is  opposite  the  knives  and 
is  secured  to  the  rotation  plate.  During  this  time,  the  knives 
have  been  kept  out  of  the  way  by  means  of  pins  and  a  rod, 
but  are  now  suffered  to  spring  into  position  against  the  cap- 
sules by  means  of  a  motion  of  this  rod.  The  shaft  upon 
which  the  crank  and  crank  pins  are  fixed  which  actuate  the 
rotation  plate  is  set  in  motion,  the  plate  is  rotated  and  carries 
each  capsule  around  the  edge  of  a  knife.  After  the  capsules 
have  been  cut  in  two,  the  knives  are  shoved  downwards  by 
means  of  the  lever,  and  the  chip  is,  by  means  of  this  motion, 
separated  from  the  capsule. 

The  original  Hubel  patent  was  not  drawn  by  a  patent 
solicitor  and  contained  but  a  single  claim  for  the  entire  ma- 
chine. It  omitted  the  moulds  and  failed  to  designate  the 
separate  patentable  features  of  the  invention.  Re-issue  8,440 
was  applied  for  and  contained  six  claims,  as  follows :  "  1.  In 
a  machine  for  cutting  off  capsules,  the  combination  of  the 
series  of  moulds,  6,  and  the  rack,  pinion  and  lever,  F,  T,  H, 
for  the  purpose  of  regulating  the  length  of  the  capsules,  sub- 
stantially as  described.  2.  In  a  machine  for  cutting  off  cap- 
sules, the  combination  of  the  sliding  plate,  adapted  to  hold 
the  series  of  moulds,  and  the  screw  mechanism  L,  K,  N,  for 
the  purpose  of  forcing  the  moulds  against  the  knives,  substan- 
tially as  described.  3.  In  a  capsule-cutting  machine,  a  series 
of  rotary  cutters  operated  by  a  crank  and  pinion  acting  upon 
pinions,  one  of  which  is  attached  to  each  of  said  cutters,  sub- 
stantially as  specified.  4.  In  a  capsule-cutting  machine,  the 
rotary  cutters,  driven  by  gearing,  substantially  as  described, 
and  supported  upon  spring-arms,  substantially  as  and  for  the 
purposes  set  forth.    5.  In  a  machine  for  cutting  off  capsules, 
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the  combination  of  the  sliding  plates,  adapted  to  hold  the 
moulds  of  the  rack,  pinion,  and  lever  F,  T,  H,  and  the  screw 
mechanism  K,  L,  N,  for  the  purpose  of  giving  both  a  lateral 
and  vertical  motion  to  the  sliding  plates,  substantially  as  de- 
scribed. 6.  The  plate  R,  C,  in  combination  with  a  series  of 
capsule-moulds  secured  thereto  at  regular  intervals,  substan- 
tially as  and  for  the  purposes  set  forth." 

In  a  suit  between  the  present  parties  upon  the  first  re- 
issue, not  involving  the  Tucker  machine,  Judge  Wallace  held 
that  the  first  five  claims  were  valid,  and  that  the  sixth  wa& 
void,  whereupon  the  present  re-issue  was  obtained,  having 
six  claims,  of  which  the  1st  and  6th,  the  only  ones  alleged  to 
be  infringed  by  the  Tucker  machine,  are  as  follows :  "  1.  In 
a  machine  for  cutting  off  capsules,  the  combination  of  the 
series  of  moulds,  e,  and  the  rack,  pinion  and  lever,  F,  T,  H, 
or  their  equivalents,  substantially  as  and  for  the  purposes  de- 
scribed." "6.  In  a  capsule-cutting  machine,  the  combina- 
tion, with  the  supporting-frame,  of  a  mould-plate  bearing  a 
series  of  capsule-moulds  substantially  such  as  described,  se- 
cured thereto  at  regular  intervals,  and  a  series  of  knives 
arranged  at  like  regular  intervals  as  said  moulds,  and  adapted 
to  cut  the  capsules  formed  thereon,  subtantially  as  de- 
scribed." 

The  first  question  relates  to  the  infringement  of  the  first 
claim.  In  the  Hubel  machine,  the  removable  plate,  after  the 
moulds  have  been  dipped  in  the  bath,  is  placed  in  the  ma- 
chine at  a  point  where  the  tops  of  the  capsules  are  below  the 
spaces  between  the  knives,  and  is  then  lifted  by  the  rack,, 
pinion  and  lever  into  these  spaces,  and  to  a  point  where  the 
trimming  line  of  the  capsules  is  opposite  the  knives.  The 
removable  plate  of  the  Tucker  machine  is  not  placed  below 
the  knives  and  then  moved  upward,  but  is  inserted  by  hand 
at  the  point  where  the  trimming  line  of  the  capsules  is  oppo- 
site the  knives.  It  is  true,  that,  in  this  machine,  by  means  of 
a  worm  wheel,  screw  and  crank,  the  shelf  which  carries  the 
mould-plate  is  given  a  "slight  vertical  adjustment,"  "in 
order  to  accurately  adjust  the  moulds  to  the  knives;"  but 
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this  movement  is  not,  as  in  the  Hnbel  machine,  for  the  pur- 
pose of  carrying  the  moulds  up  to  the  knives.  It  is  rather 
for  the  purpose  of  adjusting  the  moulds  when  a  new  or  dif- 
ferent length  of  capsules  is  to  be  trimmed.  While  the  worm- 
gear  may  be  properly  said,  in  certain  places  and  machines,  to 
be  an  equivalent  for  the  rack,  pinion  and  lever,  it  is  not  in 
this  machine,  because,  in  the  language  of  Mr.  Kenwick,  "the 
mechanism  is  a  means  of  adjustment  and  not  a  means  of 
movement."  The  motion  is  altogether  too  slow  and  too  lim- 
ited to  answer  the  purpose  of  the  rack,  pinion  and  lever,  and 
is  introduced  into  the  machine  for  a  different  object.  The 
first  claim  is  not  infringed. 

The  proper  construction  of  the  6th  claim  is  a  question 
upon  which  the  respective  parties  differ,  the  defendant  insist- 
ing that  mechanism  for  rotating  the  cutters  is  a  necessary 
element.  The  draughtsman  endeavored  to  have  it  include 
the  knives  and  their  appurtenant  mechanism,  so  related  to 
the  moulds  and  to  rotating  mechanism  of  some  sort,  that  they 
would  cut  the  capsules  upon  the  moulds,  and  to  exclude  the 
rotating  mechanism.  The  claim,  as  thus  construed,  includes 
a  very  important  part  of  the  invention,  for,  after  every  thing 
has  been  done  with  respect  to  the  cutting  mechanism  except 
to  rotate  it,  the  mere  mechanism  by  which  either  knives  or 
mould  plates  are  rotated  may  not  be  difficult.  I  do  not  think 
that  the  exclusion  of  rotating  mechanism  is  very  important, 
for,  if  the  claim  should  be  construed  to  include  mechanism 
for  rotating  either  knives  or  moulds,  so  constructed  as  to 
operate  in  substantially  the  same  way  with  the  described 
mechanism,  inasmuch  as  the  invention  is,  in  effect,  a  primary 
one,  the  word  substantially  would  "  be  made  to  cover  differ- 
ences alike  numerous  and  important."  (  Walker  on  Patents, 
sec.  362 ;  Railway  Co.  v.  Sayles,  97  U.  &,  554.) 

The  question,  which  is  also  made,  of  the  validity  of  the 
6th  claim,  irrespective  of  its  construction,  seems  to  me,  in 
view  of  the  history  of  the  patent,  to  be  the  most  dangerous 
question  to  the  plaintiff.  The  original  patent  was  granted 
February  13th,  1877,  and  was  for  the  entire  machine,  although 
Vol.  XXIV. 
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claims  for  sob-combinations  could  properly  have  been  granted. 
It  has  been  held,  in  this  Circuit,  that  the  application  for  a  re- 
issue for  sub -combinations  was  seasonably  made,  and  that  the 
first  five  claims  of  the  re-issue,  which  was  granted  October 
1st,  1878,  were  valid,  and  that  the  6th  claim  was  void.  It  is 
now  contended  by  the  plaintiff,  that  the  6th  claim  was  sup- 
posed by  the  patentee  to  be  for  the  combination  of  the  remov- 
able plate  in  a  supporting  frame,  a  series  of  moulds  at  regular 
intervals,  and  a  series  of  cutters ;  and  that,  the  Court  having 
held  that  the  phraseology  of  the  claim  did  not  permit  such  a 
construction,  the  patent  was  again  re-issued  to  narrow  the 
claim,  so  that  it  should  have  the  construction  which  was  orig- 
inally intended. 

The  plaintiff's  ingenious  argument  fails  to  satisfy  my 
mind,  in  view  of  the  claim  itself.  If  the  plaintiff  wanted,  at 
the  time  the  first  re-issue  was  taken,  a  claim  for  a  combination 
of  plate-moulds  and  knives,  it  would  have  been  easy  to  have 
used  language  which  would  manifestly  contain  those  ele- 
ments ;  and,  if  he  really  supposed,  at  that  time,  that  his  6th 
claim  would  receive  the  construction  which  is  now  sought 
for  it,  the  supposition  was  not  an  inadvertence  or  a  mistake, 
but  an  error  of  judgment. 

The  facts  are,  then,  that  the  original  patent  patented  the 
whole  machine,  the  first  reissue  attempted  to  patent  the 
combination  of  frame,  plate,  and  mould,  which,  for  some 
reason,  was  held  to  be  void ;  that  the  important  combination 
of  frame,  plate,  knives  and  moulds,  to  be  used  in  connection 
with  mechanism  by  which  the  knives  were  to  be  made  to  cut 
the  capsules,  was  left  open  for  more  than  five  years  to  the 
public,  and  became  the  subject  upon  which  at  least  two  inde- 
pendent inventors  made  inventions,  prior  to  the  application 
for  a  second  re-issue. 

The  well-known  authorities  are  to  the  effect,  that  sub- 
combinations of  the  separate  parts  of  an  entire  machine, 
which  are  apparent  on  the  face  of  the  specification,  but  were 
omitted  to  be  claimed  in  the  original  patent  by  inadvertence 
or  mistake,  can  be  introduced  in  a  re-issue,  if  seasonable 
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application  is  made  therefor ;  but,  if  application  is  postponed 
for  an  unreasonable  time,  they  become  abandoned  to  the 
public,  especially  if  the  equitable  rights  of  other  parties  hare 
intervened.  (Miller  v.  Brass  Co.,  104  U.  &,  350 ;  Mathews 
v.  Machine  Co.,  105  U.  S.,  54 ;  Cage  v.  Herring,  107  U.  8., 
640.) 

Bat,  it  is  said  that  the  6th  claim  of  the  second  re-issue  is 
narrower  than  the  corresponding  claim  of  the  first  re-issue, 
and,  therefore,  is  not  within  the  scope  of  the  cases  which 
have  been  cited.  It  is,  in  a  certain  sense,  a  narrower  claim, 
inasmuch  as  it  contains  a  larger  number  of  elements,  but  it 
describes  a  different  invention.  The  claim  is  not  a  different 
mode  of  describing  that  which  was  specified  in  the  first  re- 
issue, and  is  not  a  limitation  and  narrowing  of  the  invention 
which  was  described  therein,  but  it  describes  an  independent 
and  important  invention,  and  thereby,  after  a  lapse  of  five 
years,  the  patent  was  enlarged.  The  principles  in  regard  to 
the  invalidity  of  re-issues,  when  unreasonably  delayed,  have 
become  so  well  established,  that  they  cannot  be  successfully 
avoided  by  adding,  after  an  unreasonable  delay,  in  a  second 
re-issue,  another  element  to  a  combination  described  in  a  void 
claim  in  the  first  re-issue,  the  last  added  element  making  a 
different  and  previously  unclaimed  invention. 

The  Taylor  Patent.  The  entire  history  of  the  Taylor 
and  Tucker  patents  shows  that  the  first  claim  of  the  Taylor 
patent  is  infringed  by  the  Tucker  machine,  and  that  the  only 
question  in  the  case  is  in  regard  to  priority  of  invention  by 
the  respective  inventors. 

After  Taylor's  patent  had  been  granted,  Tucker  filed  his 
application,  on  July  20th,  1883.  Thereupon,  an  interference 
was  ordered,  the  examiner  saying  that  the  count  was  a  single 
one,  and  was  found  substantially  in  the  first  claim  of  each 
party,  and  was  as  follows  :  "  The  combination  of  a  plate  with 
round  cutters,  secured  firmly  by  their  shanks,  and  a  second 
plate  carrying  mould-pins  held  stationary  thereon,  and  mech- 
anism substantially  as  described,  to  move  the  latter  plate, 
and  cause  the  mould-pins  to  describe  circles  around  the  cut- 
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ters."  By  the  board  of  examiners  the  interference  was  de- 
cided in  favor  of  Tucker,  an  appeal  to  the  Commissioner  of 
Patents  was  withdrawn  September  8th,  1884,  and  a  patent 
was  granted  September  30th,  1884.  Thereupon,  the  defend- 
ant Dick  set  up  said  decision  and  the  issuing  of  said  pat- 
ent, by  supplemental  answer.  The  plaintiff,  because  there 
was  a  question  whether,  after  an  interference  and  deci- 
sion by  the  Patent  Office  upon  the  question  of  priority  of 
invention  between  two  interfering  patents,  the  owner  of  one 
of  the  patents  was  not  estopped  from  contesting  the  question 
of  priority  in  a  bill  for  infringement  against  the  owner  of  the 
other  patent,  each  being  party  or  privy  to  the  judgment  of 
the  Patent  Office,  brought  a  bill  in  equity  against  Tucker 
and  Dick,  he  being  the  exclusive  licensee  of  said  Tucker, 
under  section  4,918,  to  determine  the  question  of  priority, 
and  also  filed  a  supplemental  bill  in  Hubel  v.  Dick,  setting 
up  the  above  recited  facts,  and  praying  for  the  benefit  in 
that  suit  of  any  decree  in  Hubel  v.  Dick  and  Tucker.  To 
this  supplemental  bill,  the  defendant  demurred,  pleaded  the 
Patent  Office  decision,  and  answered. 

There  was  nothing  objectionable  in  the  general  purport 
and  object  of  the  supplemental  bill.  It  became,  if  not  neces- 
sary, at  least  proper,  by  reason  of  the  facts  in  the  supple- 
mental answer.  If  I  had  heard  the  demurrer  at  the  time  it 
was  filed,  I  think  that  I  should  have  caused  the  bill  to  be 
amended  by  striking  out  the  allegations  in  regard  to  the 
novelty  and  utility  of  the  inventions,  which  had  already  been 
set  out  in  the  bill,  because  the  defendant  is  unnecessarily 
called  upon  to  answer  again  those  allegations,  and  the  sup- 
plemental bill  seems  to  renew  the  issue  already  made,  instead 
of  confining  itself  to  the  supplemental  matter.  But  the  tes- 
timony which  was  taken  under  the  supplemental  bill  was 
very  limited,  and  the  only  testimony  upon  the  subject  of  pri- 
ority was  taken  under  the  Hubel  v.  Tucker  and  Dick  suit 
As  the  danger  which  the  defendant  desired  to  avoid  by  the 
demurrer  did  not  arise,  it  seems  best  to  overrule  the  demurrer, 
without  costs. 

The  Hubel  v.  Tucker  and  Dick  suit.    The  testimony  in 
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regard  to  priority  was  brief.  It  consisted  on  the  part  of  the 
plaintiff  of  proof  of  the  Taylor  patent,  which,  upon  its  face,  is 
the  elder  one,  and  of  proof  that  the  first  claim  of  each  patent 
was  for  the  same  invention.  The  defendants  offered  the  pro- 
ceedings in  the  Patent  Office  upon  the  declaration  of  inter- 
ference, which  resulted  in  a  finding  of  facts,  and  a  decision 
by  the  examiners  in  chief  in  favor  of  Tncker.  The  evidence 
of  importance  was  the  finding  of  facts  upon  which  the  deci- 
sion of  the  examiners  was  based,  so  that  the  question  is 
truly  stated  by  the  plaintiff  to  be — was  the  decision  of  the 
Patent  Office  correct  upon  its  face  ? 

The  board  of  appeals  found  that  Taylor  conceived  the  in- 
vention in  January,  1882,  applied  for  his  patent  March  23d, 

1882,  which  was  issued  April  3d,  1883 ;  and  that  Tucker 
conceived  the  invention  in  November,  1880,  made  drawings 
in  January,  1881,  and  commenced  to  make  working  drawings 
for  a  machine  by  October  1st,  1881,  which  were  completed 
in  December,  1881.  A  machine  was  ordered  July  5th,  1882, 
was  built  in  August,  1882,  and  put  into  successful  operation 
in  September,  1882.     He  applied  for  his  patent  July  20th, 

1883.  Tucker  first  conceived  of  the  invention,  and  with 
reasonable  diligence  reduced  it  to  practice  before  the  publica- 
tion of  Taylor's  patent. 

The  fundamental  principle  in  regard  to  priority,  as  be- 
tween two  independent  inventors,  was  early  announced  by 
Judge  Story,  as  follows :  "  He  who  invents  first  shall  have 
the  prior  right,  if  he  is  using  reasonable  diligence  in  adapt- 
ing and  perfecting  the  same,  although  the  second  inventor 
has,  in  fact,  first  perfected  the  same,  and  reduced  the  same  to 
practice  in  a  positive  form."  (Reed  v.  Cutter,  1  Story,  590, 
600.)  Thus,  the  question  of  reasonable  diligence  is  of  prime 
importance,  and,  if  the  first  inventor  postpones  for  an  un- 
reasonable period  the  practical  embodiment  of  his  mental 
conceptions  and  his  application  for  a  patent,  the  consequences 
of  his  laches  may  be  fatal.  Judge  Ingersoll,  in  Ellithorpe  v. 
Kobertson,  (4  Blatchf.  O.  C.  i?.,  307,  309),  clearly  announced 
the  law  upon  the  subject  of  priority  between  a  prior  patentee 
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and  the  one  who  first  invented,  bot  who  was  guilty  of  laches 
both  in  reducing  his  invention  to  practice  and  in  applying 
for  his  patent,  as  follows :  "  To  defeat  a  patent  which  has 
been  issued,  it  is  not  enough  that  some  one,  before  the  paten- 
tee, conceived  the  idea  of  effecting  what  the  patentee  accom- 
plished. To  constitute  such  a  prior  invention  as  will  avoid 
a  patent  that  has  been  granted,  it  must  be  made  to  appear 
that  some  one  before  the  patentee,  not  only  conceived  the 
idea  of  doing  what  the  patentee  had  done,  but  also  reduced 
his  idea  to  practice,  and  embodied  it  in  some  practical  and 
useful  form.  The  idea  must  have  been  carried  into  practical 
operation.  The  making  of  drawings  of  conceived  ideas  is 
not  such  an  embodiment  of  such  conceived  ideas  in  a  practi- 
cal and  useful  form,  as  will  defeat  a  patent  which  has  been 
granted."  So,  also,  in  Draper  v.  Potomska  Mills  Co.y  (13 
Off.  Gaz.,  276,)  Judge  Shepley  says :  "  Illustrated  drawings  of 
conceived  ideas  do  not  constitute  invention,  and,  unless  they 
are  followed  up  by  a  seasonable  observance  of  the  require- 
ments of  the  patent  laws,  they  can  have  no  effect  upon  a 
subsequently  granted  patent  to  another.  But  a  patentee 
whose  patent  is  assailed  upon  the  ground  of  want  of  novelty, 
may  show,  by  sketches  and  drawings,  the  date  of  his  inceptive 
invention,  and,  if  he  has  exercised  reasonable  diligence  in 
perfecting  and  adapting  it,  and  in  applying  for  his  patent,  its 
protection  will  be  carried  back  to  such  date." 

The  question,  therefore,  is — should  the  first  inventor,  who 
proceeded  with  reasonable  diligence  to  perfect  an  important 
invention,  and  who  produced  a  successful  machine  before  the 
junior  inventor's  patent  was  issued,  lose  his  right  to  the  fruit 
of  his  invention  on  account  of  the  delay  which  he  exhibited 
in  applying  for  his  patent  ?  That  laches  merely  in  applying- 
for  a  patent,  when  there  was  no  laches  in  otherwise  perfect- 
ing the  invention,  may  compel  an  inventor  to  be  deprived  of 
his  patent,  another  inventor  having  meanwhile  given  the 
same  invention  to  the  public,  is  probably  true.  The  remarks 
of  Acting  Commissioner  Duncan,  in  Monce  v.  Adams,  (1  Off* 
Gaz.,  1,  2,)  are  important  and  valuable  upon  this  point. 
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In  the  case  under  consideration,  the  utmost  time,  during 
which  the  inventor  may  be  chargeable  with  laches,  was  nine- 
teen months,  the  interval  between  the  completion  of  his 
working  drawings  and  his  application  for  a  patent.  Ten 
months  elapsed  after  the  completion  of  the  machine.  When 
an  inventor  of  a  machine  of  the  important  character  of  either 
Tucker's  or  Taylor's,  who  has  been  diligent  in  perfecting, 
and  in  reducing  his  invention  to  practice,  and  in  attempts  to 
bring  his  machine  to  the  knowledge  of  the  public,  has  merely 
paused,  before  applying  for  his  patent,  for  a  period  of  nine- 
teen months  after  he  completed  his  working  drawings,  and 
ten  months  after  he  completed  his  machine,  I  cannot  say  that 
there  was  such  laches  as  should  deprive  him  of  the  reward 
which  ordinarily  attends  priority  of  invention.  Our  inven- 
tors are  more  apt,  I  suppose,  to  go  into  the  Patent  Office  with 
incomplete  inventions  than  to  wait  too  long  after  experiment 
has  achieved  perfection.  A  decision  which  should  compel 
haste  in  applying  for  patents  before  actual  practice  had  tested 
the  truth  of  the  inventor's  theory  and  had  overcome  difficul- 
ties in  the  operation  of  the  mechanism,  ^ould,  I  think,  be 
productive  of  more  injury  than  a  decision  which,  while  com- 
pelling diligence  in  perfecting  the  invention,  was  indulgent  of 
some  delay  in  seeking  the  Patent  Office. 

The  decision  of  Mr.  Justice  Matthews,  in  Detroit  Lubri- 
cator Co.  v.  Henchcwd,  (9  Fed.  Ilep.,  293,)  which  was  much 
relied  upon  by  the  plaintiff,  is  not  applicable  to  the  facts  in 
this  case.  In  that  case,  the  defendants'  drawing  antedated 
the  patentee's  application,  and  seemed  to  exhibit  a  perfect 
machine  in  all  its  parts.  "  Nevertheless,  it  is  clearly  proven 
that  the  defendants  did  not,  in  fact,  construct  an  indicator  in 
this  form,  and  reduce  it  to  actual  use,  until  after  it  had  been 
successfully  accomplished  by  Parshall,  nor  until  after  the 
date  of  his  patent.  This  mere  drawing,  therefore,  cannot  be 
allowed  to  have  the  effect  of  depriving  Parshall  of  his  title  of 
being  the  first  and  original  inventor." 

In  this  case,  Tucker  was  diligent  in  perfecting  his  in- 
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vention,  and  it  was  given  to  the  public  before  the  date  of 
Taylor's  patent. 

Let  each  bill  be  dismissed. 

Frederic  H.  Beits  and  C.  WyUys  JBetts,  for  the  plaintiff. 

Josiah  P.  Fitch,  Livingston  Oifford  and  A.  O.  N.  Ver- 
milya,  for  the  defendants. 


Chester  W.  WrrrEKs,  Receiver  or  the  First  National 

Bank  of  St.  Albans 

vs. 

Edward  A.  Sowles,  Executor  of  Hiram  Bkllows,  de- 
ceased, Margaret  B.  Sowles,  his  wife,  and  others. 
In  Equity. 

In  Vermont,  in  a  suit  in  equity,  by  a  receiver  of  a  national  bank,  against  the 
executor  of  an  estate,  and  his  wife,  to  collect  an  assessment  on  shares  in  the 
bank  which  belonged  to  the  testator,  and  passed  to  the  executor  by  the  will, 
in  which  the  wife  was  residuary  legatee,  the  husband  is  not  a  competent  wit- 
ness against  the  wife,  and  cannot  be  compelled  to  testify  against  her. 

(Before  Whsblke,  J.,  Vermont,  July  17th,  1886.) 

Wheeler,  J.  Hiram  Bellows,  the  testator,  was  the  owner 
of  four  hundred  and  thirty  shares,  of  one  hundred  dollars 
each,  of  the  capital  stock  of  the  First  National  Bank  of  St. 
Albans,  which,  by  his  will,  passed  to  the  defendant  Edward 
A.  Sowles,  as  executor,  whose  wife  is  residuary  legatee.  An 
assessment  equal  to  the  par  value  of  the  stock  has  been  laid 
upon  the  shareholders  of  the  bank.  This  bill  is  brought  by 
the  receiver  to  reach  the  assets  of  the  estate  in  the  hands  of 
the  executor,  to  pay  the  assessment  upon  this  stock,  if  he  has 
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sufficient  still  in  his  hands  for  that  purpose,  and,  if  not,  to 
reach  the  assets  which  have  been  distributed  to  the  wife  of 
the  executor,  and  to  the  other  defendants,  who  are  also  lega- 
tees. The  orator  called  the  executor  as  a  witness  in  the  cause, 
who  declined  to  testify  because  his  wife  is  a  defendant  and 
interested  therein.  This  proceeding  is  brought  to  compel 
him  to  testify.  By  the  laws  relating  to  national  banks,  the 
executor  cannot  be  made  personally  liable  for  this  assessment, 
except  as  the  assets  of  the  estate  in  his  hands  may  be  charged 
for  it.  {Rev.  Stat.  TT.  >&,  sec.  5,152.)  If  there  are  assets  in 
his  hands  to  be  charged  with  that  liability,  and  they  are  taken 
for  that  purpose,  the  prospective  share  of  the  residuary  lega- 
tee will  be  lessened  to  the  same  amount  thereby.  If  the  as- 
sessment is  charged  upon  the  assets  in  her  hands,  on  account 
of  a  deficiency  of  those  in  his  hands,  her  estate  in  possession 
will  be  diminished  by  so  much.  If  assets  in  the  hands  of 
other  legatees  are  reached  and  taken  for  that  purpose,  she  will 
be  liable  to  make  good  the  amount  to  the  extent  to  which  she 
has  received  assets  as  a  residuary  legatee.  {Rev.  Laws  Vl., 
sec.  2,209.)  As  the  wife  of  the  executor  is  a  party  to  the 
suit,  she  will  be  bound  by  any  decree  that  may  be  rendered 
therein.  From  this  statement  it  is  apparent,  that,  as  between 
her  and  her  husband,  she  is  the  real  party  in  interest,  and  that, 
as  between  her  and  the  other  defendants,  she  is  an  interested 
and  not  a  merely  nominal  party.  There  is  no  issue  in  the 
case  in  which  she  is  not  interested,  and  none  upon  which  the 
husband  can  be  called  to  testify  to  anything  material  without 
testifying  directly  for  or  against  her. 

•  At  common  law,  husband  and  wife,  in  all  civil  and  in 
most  criminal  cases,  are  not  competent  witnesses,  and  not 
compellable  to  testify  either  for  or  against  each  other.  This  is 
elementary  and  is  not  questioned.  By  the  laws  of  the  United 
States,  with  some  exceptions  not  here  material,  the  laws  of 
the  State  are  the  rules  of  decision  as  to  the  competency  of 
witnesses  in  the  Courts  of  the  United  States.  {Rev.  Stat.  U. 
&,  tec.  858.)  In  1852,  the  disability  arising  from  interest,  as 
a  party  or  otherwise,  was  removed  by  the  laws  of  the  State, 


74  VERMONT, 


Witters  v.  Sowles. 


and  the  right  of  a  party  to  compel  an  adverse  party  to  ap- 
pear and  testify  was  given.  {Laws  of  1852,  No.  13,  §§  1,  2 ; 
Bev.  Laws  Vt.,  sees.  1,001,  1,009.)  This  did  not  remove  or 
affect  the  incompetency  arising  from  coverture.  (Seargenl 
v.  Seward,  21  Vt.,  509 ;  Cram  v.  Cram,  33  Vt.,  15 ;  Davis  v. 
Davis,  48  Vt.,  502.)  The  inadmissibility  of  the  testimony  of 
a  wife  in  several  particular  cases  not  like  this  was  taken  away 
by  various  statutes.  (Rev.  Laws,  see.  1,005.)  In  1863,  an 
Act  was  passed  making  both  husband  and  wife  competent 
witnesses  in  all  actions,  when  they  were  properly  joined  either 
as  plaintiffs  or  defendants.  (Laws  of  1863,  No.  14.)  When 
the  statutes  of  the  State  were  revised  in  1880,  these  statutes 
relating  to  the  testimony  of  wives  were  grouped  together  in 
a  section  removing  the  disqualifications  of  married  women. 
(Sec.  1,005.)  That  part  of  the  Act  of  1863  taking  away  the 
disqualification  of  a  husband  was  not  carried  into  that  sec- 
tion, nor  into  any  other  part  of  the  Revised  Laws.  (Simkins 
v.  Eddie,  56  Vt,  612.)  Those  laws  repeal  the  Act  of  1863," 
and  there  is  no  statute  of  the  State  left  in  force  removing  the 
disqualification  of  a  husband,  except  in  divorce  cases.  (Rev- 
Laws,  sec.  1,006.)  They  stand  as  at  common  law,  incompe- 
tent to  testify  for  or  against  their  wives,  in  ordinary  civil 
cases.  (  Wheeler  v.  Wheeler,  47  Vt.,  637.)  A  husband  stands, 
under  the  laws  of  the  State,  as  a  wife  would,  if  there  was  no 
statute  removing  her  incompetency.  She  could  not  testify 
where  her  husband  was  a  party  in  interest.  (  Williams  v. 
Baldwin,  7  Vt.,  503 ;  Carpenter  v.  Moore,  43  Vt,  392.)  In 
SimJcins  v.  Eddie,  (supra,)  the  husband  was  admitted  to  tes- 
tify although  the  wife  was  a  party,  on  the  ground  that  he 
was  the  real  party  in  interest  and  would  testify  for  himself" 
and  not  for  her.  In  Willey  v.  Hvmler,  (57  Vt,  479,)  the  wife 
was  not  a  party  but  was  interested  remotely,  and  the  husband 
was  held  competent  on  the  ground  that  she  was  not  a  party. 
His  testimony  would  not  be  either  for  or  against  her  in  that 
suit,  although  it  might  affect  her.  Both  these  latter  cases 
arose  under  the  Revised  Laws.  Both  go  upon  the  ground 
that  the  husband  could  testify  because  the  wife  was  not  a 
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party  in  interest,  and  recognize  the  doctrine  that  he  could  not 
testify  if  she  should  be  a  party  in  interest.  As  the  law  now 
stands,  and  as  this  case  stands,  it  must  be  held  that  the 
husband  is  not  a  competent  witness  and  is  not  compellable  to 
testify. 

Motion  denied. 

Chester  W.  Witters  and  W.  D.  Wilson,  for  the  motion. 

*     27.  C.  Adams,  opposed. 


Clinton  G.   Colgate 

vs. 

The  Western  Electric  Manufacturing  Company.    In 

Equity. 

Where  a  patent  has  been  infringed  by  the  sale  of  the  patented  article,  the  roy- 
alty paid  for  the  right  to  use  it  is  not  evidence  of  the  amonnt  of  damages 
from  the  sale. 

Royalty  paid  for  the  whole  monopoly  of  making  and  selling  the  article  is  not 
sufficient  evidence  of  the  valne  of  the  right  to  make  occasional  sales  in  a  par- 
ticular territory. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  20th,  1886.) 

Wallace,  J,  The  master  has  awarded  damages  to  the 
complainant,  upon  an  accounting  for  the  infringement  of 
his  patent  for  insulated  wire,  upon  the  basis  of  a  royalty. 
The  infringement  by  the  defendant  consisted  in  the  sale  of 
the  article. 

The  proofs  for  the  complainant  may  show  that  he  has  an 
established  license  fee  for  the  use  of  his  invention,  but  they 
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wholly  fail  to  show  that  he  has  any  uniform  established  li- 
cense fee  for  the  right  to  sell  the  article.  The  complainant 
testifies,  in  general  terms,  that  he  has  an  established  license 
fee,  and  grants  licenses  to  sell  his  invention  for  a  royalty  of 
10  per  cent,  upon  the  gross  cost  of  the  article  sold ;  but  he 
names  as  licensees  several  corporations,  railroad  and  munici- 
pal, not  manufacturers  or  trading  concerns,  whose  operations 
may  require  them  to  use  the  invention ;  and,  when  he  is 
pressed  to  produce  documentary  evidence,  he  presents  agree- 
ments which  are  licenses  to  use  the  invention  for  specified 
purposes,  with  the  exception  of  four.  Two  of  the  four  are 
releases  of  past  infringements. 

Royalty  paid  by  licensees  for  the  right  to  use  the  inven- 
tion is  not  evidence  of  damages  sustained  by  the  patentee  by 
the  sale  of  the  patented  article,  sufficient  to  authorize  a  recov- 
ery. The  value  of  some  patents  consists  principally  in  the 
right  to  use  the  invention,  the  value  of  others  in  the  right  to 
sell ;  and  infringement  by  selling  and  infringement  by  use  of 
the  patented  article  are  essentially  different  invasions  of  the 
patentee's  property. 

The  complainant's  case  consequently  rests  on  the  effect  of 
the  two  remaining  agreements  introduced  by  him  for  the 
purpose  of  showing  his  established  license  fee  for  the  right 
to  sell  under  his  patent.  These  are  the  agreements  with  the 
Bishop  Gutta  Percha  Works  and  the  Laflin  &  Rand  Powder 
Company.  The  agreement  with  the  Bishop  Gutta  Percha 
Works  grants  the  exclusive  right  to  manufacture  and  sell 
the  patented  article  to  that  company,  and  contains  a  covenant 
not  to  sue  purchasers  from  that  company  buying  for  certain 
specified  uses  of  the  invention  ;  and,  in  consideration  there- 
for, the  company  is  to  pay  a  royalty  of  5  per  centum  of  the 
gross  price  received  from  sales.  This  agreement  was  subse- 
quently modified  by  adding  a  covenant  not  to  sue  purchasers 
from  the  company  for  certain  other  specified  uses  of  the  in- 
vention, and  by  increasing  the  royalty  on  the  sales  to  purchasers 
for  such  uses  to  10  per  cent,  of  the  gross  price  received  by  the 
company.     The  agreement  with  the  Laflin  &  Rand  Powder 
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Company  is  a  grant  of  the  privilege  to  manufacture  and  sell 
the  invention  to  purchasers  for  specified  uses,  with  a  cove- 
nant not  to  sue  such  purchasers,  and  the  company  agrees  to 
pay  a  royalty  of  10 per  centum  of  the  gross  price  of  manufac- 
ture to  the  complainant,  and  an  equal  royalty  to  the  Bishop 
Giant  Powder  Works,  which  company  is  a  party  to  the  agree- 
ment. 

Royalty  paid  for   the  whole  monopoly   of   selling  and 
manufacturing  under  a  patent  is  not  sufficient  evidence  of  the 
value  of  the  right  to  make  occasional  sales  in  a  particular  ter- 
ritory.   (La  Baw  v.  Hawkins,  2  Bonn,  dk  Ar.,  561.)    An  ex- 
clusive licensee  may  well  afford  to  pay  a  much  larger  consid- 
eration for  the  property  right  than  the  patentee  could  com- 
mand from  purchasers  of  a  license  to  compete  with  other 
sellers.     But,  aside  from  this  consideration,  which  is  alone 
sufficient  to  deprive  the  agreement  with  the  Bishop  Gutta 
Percha  Works  of  any  weight  as  evidence  of  an  established 
royalty,  the  agreement  contains  a  covenant  not  to  sue  pur- 
chasers from  the  licensee.    The  agreement  with  the  Laflin 
&  Band  Powder  Company  contains  a  similar  covenant  upon 
the  part  of  the  complainant.     Such  a  covenant  operates,  by 
way  of  estoppel,  to  license  the  purchaser  to  use  the  patented 
article.     Both  of  these  agreements  are,  therefore,  equivalent 
to  a  license  to  sell  and  transfer  to  purchasers  the  right  to  use 
the  invention  for  the  purposes  specified.     Royalty  paid  for 
such  an  interest  in  the  property  right  is  not  the  criterion  of 
the  value  of  an  ordinary  selling  right.      The  right  to  sell 
might  be  of  insignificant  value  without  such  a  covenant  as  is 
contained  in  these  agreements.     Ordinarily,  it  would  only  be 
a  right  to  sell  a  lawsuit,  or  the  limited  privilege  of  selling  to 
customers  having  a  license  to  use  the  article.     With  such  a 
covenant  the  value  of  the  right  is  greatly  enhanced,  because 
the  seller  can  transfer  to  the  purchaser  the  privilege  of  using 
the  invention. 

There  are  other  reasons  why  these  two  agreements  fail 
to  afford  6uch  evidence  of  a  uniform  established  license 
fee  as  to  entitle  the  complainant  to  the  damages  found  by 
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the  master.    It  is  not  necessary  for  present  purposes  to  sug- 
gest them. 

The  defendant's  exceptions  are  sustained. 

Betta,  Atterbury  &  £ettay  for  the  plaintiff. 

George  P.  Barton,  for  the  defendant. 


John  Scully 

VS. 

Cornelius  fi.  Delamater  and  others. 

The  payment  of  a  earn  of  money  as  damages  for  bad  workmanship  in  repairing 
a  boiler,  held  not  to  extend  to  damages  for  a  distinct  piece  of  bad  workman- 
ship done  at  the  same  time  on  the  same  boiler,  which  latter  damages  were  not 
known  or  contemplated  at  the  time. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  July  20th,  188S.) 

Wheeler,  J.  The  defendants  repaired  the  crown-sheets 
of  the  furnaces  to  the  boiler  of  the  plaintiff's  steam  tug,  by 
cutting  out  parts  of  the  iron,  and  putting  in  new,  and  rivet- 
ting  the  new  parts  to  the  old.  After  the  work  was  done  one 
of  the  joints  leaked,  and  the  boat  was  returned  to  the  defend- 
ants' works  several  times,  and  the  crown-sheets  were  caulked 
at  that  place.  The  defendants  called  on  the  plaintiff  for  the 
pay  for  the  work ;  he  claimed  there  should  be  a  deduction  for 
bad  workmanship  and  loss  of  time  of  the  tug  in  consequence. 
The  sum  of  $500  was  deducted  on  that  account,  and  he  paid 
the  balance.  This  action  is  brought  to  recover  further  dam- 
ages for  bad  workmanship  in  making  those  repairs.  The 
plaintiff's  evidence  tended  to  show,  and  was  not  much  con- 
tradicted in  this  respect,  that  the  holes  in  the  new  part  did 
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not  fit  those  in  the  old  for  the  rivets  at  one  of  the  laps,  and 
that  some  of  the  holes  in  the  old  were  reamed  out  larger,  to 
admit  the  rivets,  and  others  made  between  in  some  places, 
and  the  rivets  pnt  in,  making  bad  and  dangerous  work,  which 
would  be  concealed  by  the  lap  and  rivets  and  not  readily  dis- 
coverable ;  that  there  continued  to  be  a  leak  at  that  place, 
and  he  took  the  boat  to  other  works,  where  they  tried  to 
repair  it,  by  caulking  and  otherwise,  but  failed  to  make  the 
joint  tight,  and  finally  the  furnaces  were  taken  apart  and 
these  holes  were  discovered;   and  that  he  sustained  large 
damages  by  the  loss  of  the  use  of  the  tug  while  attempting 
to  get  it  repaired  before  discovering  these  holes,  and  was  put 
to  large  expense  for  those  repairs.    The  defendants  claimed 
that  the  payment  of  the  $500,  for  bad  workmanship,  by 
deducting  it  from  the  price  of  the  work,  was  a  full  satisfac- 
tion of  all  damages  for  anything  done  about  the  work,  and 
an  absolute  bar  to  the  right  of  the  plaintiff  to  recover,  and 
requested  that  a  verdict  for  the  defendants  be  directed.    The 
request  to  direct  a  verdict  was  refused,  and  the  jury  were 
instructed,  in  substance,  that  the  payment  of  the  $500  was  to 
be  taken  to  have  been  a  full  settlement  and  payment  of  all 
damages  which  had  resulted,  or  might  result,  from  any  fault 
<ft  the  defendants  about  the  work,  that  the  plaintiff  then 
knew  of,  or,  by  reasonable  diligence,  might  have  known  of 
at  that  time ;  but  that,  if  the  making  these  holes  was  a  dis- 
tinct piece  of  bad  workmanship,  that  the  plaintiff  did  not 
know  of,  and  could  not  reasonably  be  expected  to  know  of, 
at  that  time,  and  was  not  contemplated  in  making  the  settle- 
ment, and  was  not  settled  for,  the  plaintiff  would  be  entitled 
to  recover  the  reasonable  expenses  of  endeavoring  to  repair 
the  defect,  as  it  was  made  to  appear,  and  reasonable  compen- 
sation for  the  loss  of  the  use  of  the  tug  during  the  necessary 
time  of  making  the  endeavors,  and  for  reasonable  expenses  of 
remedying  the  defect,  when  discovered.     The  jury  returned 
a  verdict  for  the  plaintiff,  and  the  defendants  move  for  a  new 
trial,  on  account  of  the  refusal  to  direct  a  verdict  and  of  this 
direction  to  the  jury. 
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There  is  no  question  bat  that,  as  claimed  and  argued  for 
the  defendants,  the  acceptance  of  the  $500  was  a  full  settle- 
ment of  all  claim  for  any  further  damages  for  that  for  which 
it  was  paid  and  received,  however  great  the  damage  might 
turn  out  to  be,  and  however  much  it  might  extend  beyond 
the  expectation  of  the  parties.    The  evidence  of  this  settle- 
ment rested  wholly  in  parol,  and  what  was  settled  for  was  a 
matter  of  fact  to  be  determined  upon  evidence.    The  parties 
settled  what  they  agreed  to  settle.    The  plaintiff  would  have 
the  right  to  expect  that  the  work  had  been  done  in  the  usual 
manner,  although  defectively,  and  would  not  be  bound  to 
look  for  any  injury  to  the  structure  of  the  furnaces,  out  of 
the  common  course.    The  jury  have  found,  upon  the  evi- 
dence, that  these  holes  were  a  distinct  piece  of  bad  workman- 
ship, which  the  plaintiff  did  not  know  of  and  would  not  be 
expected  to  know  of.    The  agreement  to  take  the  $500  was 
an  accord,  because  the  minds  of  the  parties  met  in  accord. 
This  thing  was  outside  of  what  was  in  the  contemplation  of 
the  plaintiff.    It  was  not  a  mere  consequence,  not  contem- 
plated, of  something  that  was  in  contemplation,  but  was  it- 
self a  cause  of  damage  wholly  left  out,  with  its  consequences. 
None  of  the  many  cases  which  the  diligence  of  the  defend- 
ants' counsel  has  brought  to  notice  go  to  show  that  such  a 
cause  of  action  itself,  not  known  to  exist  at  the  time  of  a 
settlement,  is  brought  into  it  by  construction.    In  Lee  v. 
Lancashire  Railway  Co.,  (L.  i?.,  6  Ch.  App.,  527,)  a  bill  was 
brought  to  set  aside  a  release  of  a  claim  for  damages  caused 
by  an  accident,  and  it  was  held,  on  appeal  from  Vice-Chan- 
cellor  Malins,  that  the  receipt  could  be  rebutted  by  evidence 
that  the  plaintiff  did  not  receive  the  money  in  full  satisfac- 
tion of  all  demands,  and  that  the  case  should  be  tried  at  law, 
and  the  bill  be  dismissed.     On  the  trial  at  law,  the  question 
would  be,  as  was  submitted  to  the  jury  here,  whether  the 
demand  in  suit  was  one  for  which   satisfaction  had   been 
received.    In  Roberts  v.  Eastern  Counties  Railway  Co.,  (1 
Fost.  cfe  JFinl.9  460,)  the  plaintiff  was  injured  on  the  defend- 
ant's road,  and  his  hat  crushed,  by  being  overturned  in  a  car. 
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He  did  not  know  of  any  injury  beyond  that  to  his  hat,  and 
accepted  £2  for  that,  and  gave  a  receipt,  which  was  pleaded 
in  bar  to  an  action  for  the  other  injury.  Lord  Oh.  J.  Cock- 
burn  said :  "  It  surely  cannot  be  seriously  urged  that  if  the 
plaintiff  has  been  seriously  injured  he  is  precluded  from  re- 
covering because  he  agreed  to  accept  £2  for  his  hat." 

Although  the  defendants  settled  with  and  paid  the  plaint- 
iff for  all  their  bad  work  that  he  knew  of,  and  could  reason- 
ably know  of,  they  have  not  settled  for  this  piece  of  bad 
work  that  he  did  not  know  of,  and  he  appears  to  have  prop- 
erly recovered  a  verdict  for  that. 

Motion  for  new  trial  overruled,  stay  of  proceedings  va- 
cated, and  judgment  on  verdict  ordered. 


Edward  D.  McCarthy,  for  the  plaintiff. 
Thomas  Darlington,  for  the  defendants. 


Geobgb  C.  Ball  vs.  Chablbs  M.  Clabk. 

A  person  who,  as  a  broker  and  commission  merchant,  violates  a  contract  to 
purchase,  hold  and  carry  grain  for  another,  by  selling  the  grain  contrary  to 
the  contract,  cannot  recover  his  commissions  and  advances. 

(Before  Cozi,  J.,  Northern  District  of  New  York,  July  29th,  1886.) 

In  1883,  Melville  S.  Nichols,  the  plaintiff's  assignor,  was 
engaged  in  business  as  a  broker  and  commission  merchant, 
at  the  city  of  Chicago.  During  the  months  of  April,  May 
and  June,  Nichols  made  large  purchases  and  sales  of  grain 
for  the  defendant.  The  agreement  between  the  parties,  as 
stated  in  the  complaint,  was  as  follows :  "  The  said  property 
was  so  bought  and  sold  for  the  defendant  by  said  Nichols  for 
profit  and  speculation  on  the  part  of  the  defendant,  and  the 
course  and  manner  of  the  transaction  of  the  business,  which 
Vol.  XXIV.- 
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Was  known  to,  understood  by  and  agreed  upon  by  the  par- 
ties, was  as  follows :  The  said  defendant  agreed  to  pay  one- 
]  fourth  of  a  cent  per  bushel  as  commission  for  the  purchase 

of  wheat  and  corn.    The  said  Nichols  was  to  purchase,  hold 
]  and  carry  said  property  for  the  defendant  and  sell  the  same 

(  for  him  and  on  his  account,  subject  to  the  rules,  regulations 

j  and  customs  of  the  Chicago  Board  of  Trade,  which  entered 

j  into  and  formed  part  of  the  agreement.      The  defendant 

j  was  to  furnish  to  said  Nichols,  on    demand,  from  time  to 

time,  such  sums  of  money,  as  margins,  as  became  necessary, 
or  might  be  required,  to  enable  him  to  hold  and  carry  said 
property,  and  to  protect  and  secure  him  from  loss  by  reason 
of  any  decline,  depreciation  or  fluctuation  in  the  market,  and 
to  pay  commissions/'  The  defendant  denied  that  Nichols 
performed  this  agreement  on  his  part  and  alleged,  on  the 
contrary,  that,  without  making  a  demand  for  additional  mar- 
gins, and  without  notice  to  the  defendant  of  any  kind, 
Nichols,  in  violation  of  his  contract,  and  against  the  defend- 
ant's wishes,  closed  out  all  the  property  which  he  held  for  the 
defendant. 

The  proof  showed,  that,  on  the  19th  of  June,  1883, 
Nichols,  being  then  upon  the  point  of  failure,  sold,  without 
notice  or  demand  for  margins,  all  the  grain  held  by  him  for 
the  defendant,  thus  causing  the  balance  against  the  defend- 
ant for  which  Nichols  sought  to  recover  in  this  action. 
Nichols  insisted  that  the  sale  took  place  after  a  demand  for 
additional  margins  had  been  made  and  refused.  The  defend- 
ant denied  that  any  demand  had  been  made  which  was  not 
complied  with. 

The  question  submitted  to  the  jury,  therefore,  was, 
whether  the  sale  upon  the  19th  of  June  was  authorized  or 
not.  The  jury  found  that  it  was  unauthorized,  that  it  was 
made  in  violation  of  the  agreement  between  the  parties,  with- 
out notice,  and  without  a  demand  for  margins.  The.  verdict 
was  for  the  defendant.  The  plaintiff  requested  the  Court  to 
instruct  the  jury,  that,  even  though  the  sale  was  made  without 
authority,  the  plaintiff  could  recover  his  commissions  and  ad- 
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ranees,  subject  to  recoupment  by  the  defendant  of  any 
damages  sustained  by  reason  of  the  unauthorized  sale.  This 
request  was  declined  and  the  plaintiff  excepted.  Insisting 
that  this  refusal  was  error,  the  plaintiff  moved  to  set  aside  the 
verdict,  upon  the  ground  that  it  was  inconsequential,  and  that 
the  plaintiff,  notwithstanding  the  finding  of  the  jury,  was  enti- 
tled to  recover. 

D.  CPBrien  and  James  A.  Ward,  for  the  plaintiff. 

John  C.  McCwrtin  and  W.  M.  Sogers,  for  the  defendant. 

Coze,  J.  For  the  purposes  of  this  motion  the  facts  found 
by  the  jury  must  be  taken  as  established.  This  is  conceded. 
The  sale  by  Nichols  of  defendant's  property  amounted  to  a 
conversion.  The  question  briefly  stated,  then,  is  this :  Can  a 
party  recover  upon  a  contract  which  he  himself  has  violated  ? 
To  this  question  it  would  seem  that  a  negative  answer  is  alone 
possible.  The  plaintiff,  however,  argues,  that  the  contract  in 
question  is  not  an  entirety ;  that  it  is  capable  of  separation ; 
that  the  condition  which  Nichols  violated  was  not  a  condition 
precedent,  but  a  condition  subsequent ;  and  that,  therefore, 
the  plaintiff  is  entitled  to  recover,  subject  to  defendant's  right 
to  recoup  his  damages.  It  is  admitted,  that,  if  the  provision 
violated  by  Nichols  is  a  condition  precedent,  the  plaintiff 
cannot  recover. 

The  action  is  not  to  recover  the  purchase-price  of  the 
grain,  but  is  based  upon  a  contract,  specifically  stated  in  the 
complaint,  by  the  terms  of  which  Nichols  agreed  "  to  pur- 
chase, hold  and  carry  the  property  for  the  defendant."  He 
covenanted  to  perform  all  of  these  stipulations.  Can  he  re- 
cover by  proving  that  he  performed  but  one  ? 

The  defendant  agreed  to  pay  for  losses  made  in  pursuance 
of  the  agreement,  not  in  violation  thereof.  As  was  stated  by 
Judge  Denio,  in  Tipton  v.  Feitner,  (20  N.  Y.,  423,  425,) 
"If  the  parties  have  in  terms  stipulated  that  the  defend- 
ant's performance  shall  be  dependent  or  conditional  upon 
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Something  to  be  done  by  the  plaintiff,  the  case  is  a  plain 
one." 

Here,  the  parties  stipulated  that  the  property  should  be 
purchased  and  held  by  Nichols  for  the  defendant  and  sold 
for  him  on  his  account.  When  Nichols  performed  these 
conditions  his  right  to  recover  any  balance,  his  due,  was  per- 
fect, but  how  he  can  succeed  upon  the  theory  that  the  ac- 
tion is  maintainable  upon  proof  of  the  purchase  alone  it  is 
not  easy  to  perceive.  If  a  party  employs  an  agent  to  pur- 
chase and  hold  property  for  a  month,  and  the  agent  pur- 
chases as  directed,  but  sells  the  next  day  at  a  sacrifice,  he  is 
hardly  in  position  to  call  upon  his  employer  to  make  good 
the  loss. 

No  controlling  precedent  has  been  produced  ;  the  precise 
question  involved  does  not  appear  to  have  been  passed  upon 
by  this  Court  or  the  Supreme  Court.  The  authorities  referred 
to  in  the  plaintiff's  brief,  and  many  others  of  this  and  other 
States,  have,  however,  been  examined  with  care.  The  law  is 
by  no  means  well  settled.  Many  conflicting  theories  are  ad- 
vanced, and  often  the  same  result  is  reached  by  learned  judges, 
though  by  a  very  different  process  of  reasoning.  Although 
it  is  freely  conceded  that  the  main  proposition  advanced  by 
the  plaintiff  is  fully  sustained  by  a  number  of  these  author- 
ities, I  cannot  doubt  that  the  defendant's  position  is  upheld 
by  the  strongest  and  most  consistent  arguments.  I  am  con- 
strained to  hold,  therefore,  that,  the  plaintiff's  assignor  having 
failed  to  perform  the  agreement  upon  which  this  action  is 
based,  the  plaintiff  is  not  entitled  to  recover. 

The  motion  is  denied. 
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V8. 

William  J.   M.   G-okdon.    Ik  Equity. 

A  bill  in  equity  being  filed  to  restrain  the  violation  of  an  agreement,  the  defend- 
«oi  filed  a  cross-bill  to  have  the  agreement  adjudged  roid,  for  fraudulent 
representations  by  the  original  plaintiff,  and  to  recover  damages.  On  a  de- 
murrer to  the  cross-bill :  Held,  that  such  damages  could  be  recovered  at  law, 
and  that  the  matter  tending  to  nullify  the  agreement  could  be  availed  of  by 
answer  to  the  original  bilL 

{Before  Wallace,  J.,  Northern  District  of  New  York,  July  81st,  1886.) 

Wallace,  J.  The  demurrer  to  the  cross-bill  proceeds 
upon  the  ground  that  the  facts  alleged  do  not  entitle  the 
complainants  in  the  cross-bill  to  any  equitable  relief,  but  are 
simply  such  as  to  authorize  a  recovery  of  damages,  for  which 
there  is  an  adequate  remedy  at  law. 

The  original  bill  was  filed,  as  appears  by  the  averments  of 
the  cross-bill,  to  restrain  these  complainants  from  violating 
the  covenants  of  an  agreement  between  the  parties,  by  which 
the  present  complainants  undertook  to  operate  certain  pat- 
ented apparatus  and  appliances  in  connection  with  their  soap 
factory  for  the  period  of  ten  years,  and  deliver  to  the  defend- 
ant the  product,  and  not  to  use  any  other  process  for  extract- 
ing glycerine  in  their  soap  factory. 

The  cross-bill  alleges,  in  substance,  that  the  complainants 
were  induced  to  enter  into  the  agreement  by  fraudulent  rep- 
resentations on  the  part  of  the  defendant  respecting  the 
merits  of  the  appliances ;  that  they  have  suffered  great  loss 
and  damage  by  reason  thereof,  in  their  manufacture  of  soap ; 
and  that  their  sales  have  been  largely  diminished  by  reason 
of  the  inferior  quality  of  the  soap  produced  by  the  patented 
appliances.  The  prayer  for  relief  is,  that  the  contract  be 
adjudged  fraudulent  and  that  the  complainants  recover  the 
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damages,  to  be  ascertained  upon  an  accounting,  which  they 
have  sustained  by  the  use  of  the  patented  appliances. 

The  demurrer  is  well  taken.  A  demurrer  for  want  of 
equity  will  not  generally  hold  to  a  cross-bill  filed  by  the 
defendant  in  a  suit,  against  the  complainant,  touching  the 
same  matter.  Being  drawn  into  the  Court  by  the  complain- 
ant in  the  original  bill,  he  may  avail  himself  of  the  assistance 
of  the  Court  without  being  put  to  show  a  ground  of  equity 
to  support  its  jurisdiction  ;  a  cross-bill  being  generally  con- 
sidered as  a  defence.  (Mitford  dk  Tyler,  Eq.,  298 ;  Story, 
jEg.  PL,  sec.  399.)  But,  when  the  defendant  seeks  for  affir- 
mative relief,  he  is  limited  to  equitable  relief  only,  and  to 
this  extent  the  cross-bill  is  of  the  nature  of  an  original  bill 
seeking  further  aid  from  the  Court. 

The  equitable  relief  sought  by  the  present  cross-bill  is 
founded  upon  a  cause  of  action  quite  distinct  from  that  set 
forth  in  the  original  bill.  The  original  bill  proceeds  upon 
the  theory  that  the  covenants  in  the  agreement  are  of  such  a 
nature  that  their  breach  cannot  be  reparably  redressed  by 
damages,  in  an  action  at  law.  This  is,  of  necessity,  the  only 
ground  upon  which  equitable  jurisdiction  could  be  invoked. 
If  the  cross-bill  were  one  to  recover  damages  for  the  breach 
of  those  same  covenants,  there  would  be  no  fair  room  to 
doubt  that  the  defendants,  by  a  demurrer,  could  not  chal- 
lenge its  sufficiency  for  want  of  equity.  But  it  alleges  facts 
which  give  only  the  common  action  of  deceit,  without  any- 
thing to  show  any  unusual  complexity  in  the  case,  respecting 
the  damages  sustained. 

Treating  the  cross-bill  as  an  original  bill,  a  Court  of 
equity  would  refuse  to  exercise  jurisdiction,  because  the  com- 
plainants have  a  full,  adequate  and  complete  remedy  at  law. 
(Ambler  v.  Choteau,  107  U.  S.,  586 ;  Woodman  v.  Freeman, 
25  Maine,  531 ;  Boardman  v.  Jackson,  119  Mass.,  161 ;  New- 
ham  v.  May,  13  Price,  749,  752.)  The  general  proposition, 
that  equity  has  always  jurisdiction  of  fraud,  misrepresenta- 
tion and  concealment  is  a  familiar  one ;  but  the  exercise  of 
the  jurisdiction  is  refused  where  the  remedy  at  law  is,  in  all 
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respects,  as  satisfactory  as  the  relief  which  could  be  furnished 
by  a  Court  of  equity. 

If  the  cross-bill  sought  equitable  relief,  such  as  the  can- 
cellation and  delivery  np  of  the  agreement,  it  might  perhaps 
be  sustained.  (See  Cooper,  Eq.  PL,  85,  86;  Hilton  v.  Ear* 
raw,  1  Ves.  Jr.,  284;  Dan.  Ch.  Pr.,  let  Am.  ed.,  1,744.)  As 
it  is,  all  the  matter  tending  to  defeat  or  nullify  the  agree- 
ment may  be  availed  of  by  answer  to  the  original  bill.  A 
decree  for  the  defendants  on  that  ground  will  adjudicate  the 
question  of  fraud,  and  leave  only  the  question  of  damages  to 
be  determined  at  law. 

The  demurrer  is  sustained. 

Sprague,  Morey  &  Sprague,  for  the  plaintiffs. 
Theodore  Bacon,  for  the  defendant. 


Chester  W.  Witters,  Receives  of  the  Fibst  National 

Bank  of  St.  Albans 

vs. 

Edward  A.  Sowles,  Executor  of  Hiram  Bellows,  Mar- 
garet B.  Sowles,  and  others.    In  Equity. 

In  a  rait  in  equity,  in  Vermont,  a  married  woman,  defendant,  ia  a  competent 
witness  for  the  plaintiff,  although  her  husband  is  also  a  defendant ;  and,  the 
bill  being  filed  to  reach  assets  of  the  estate  of  a  testator,  to  pay  an  assessment 
on  shares  held  by  him  in  a  national  bank,  she  can  be  compelled  to  testify  as 
to  assets  of  the  estate  which  she  received,  under  the  will  of  the  testator,  from 
her  husband  as  executor. 

(Before  Wmnxnt,  J.,  Vermont,  August  7th,  1886.) 

Wheeler,  J.  The  orator  has  called  the  defendant  Mar- 
garet B.  Sowles,  as  a  witness,  who  is  made  folly  competent  by 
statute,  notwithstanding  that  her  husband  is  a  party.  {Rev. 
Stat.  U.  S.,  eec.  868 ;  Pev.  Laws  Vt,  sec.  1,005 ;  Witters  v. 
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Sowles,  ante,  p.  72.)  As  each  witness,  she  has  been  called 
upon  to  testify  as  to  the  assets  of  the  estate  which  have  come 
from  her  husband,  as  executor  of  the  will  of  Hiram  Bellows, 
to  her  hands,  either  as  residuary  legatee  or  as  trustee  for  her 
daughter,  Susan  Bellows  Sowles,  or  as  general  or  specific  leg- 
atee, in  her  own  right.  She  has  declined,  upon  the  ground  that 
such  disclosure  of  the  assets  is  not  material  to  any  issue  in  the 
case,  for  the  purposes  of  a  decree.  The  scope  of  the  bill  is, 
however,  broad  enough  to  reach  any  of  the  assets  of  the  estate, 
wherever  they  are.  Thirty  shares  of  the  stock  of  the  bank 
stand  in  the  name  of  the  executor,  on  the  books  of  the  bank. 
The  assets  of  the  estate,  wherever  they  may  be,  are  apparently 
liable  for  the  assessment  on  these  shares,  amounting  to  three 
thousand  dollars.  The  bill  is  drawn  in  the  aspect  that  the 
other  four  hundred  shares  belonging  to  the  testator  in  his 
lifetime  really  belong  to  the  executor  yet,  so  that  he  is  the 
shareholder  in  fact.  Whether  this  is  so  or  not  is  yet  an  open 
question.  If  it  turns  out  to  be  so,  then  the  assets  may  be 
followed  for  the  assessment  on  those  shares,  which  amounts 
to  forty  thousand  dollars  more.  The  orator  is  entitled  to 
take  testimony  as  to  the  situation  of  the  assets,  in  view  of 
the  contingency  that  they  may  be  wanted  for  that.  There- 
fore, this  testimony  which  he  seeks  is  material,  and  she  has 
no  right  to  refuse  to  answer  on  the  ground  that  it  is  imma- 
terial. He  has  a  right  to  full  disclosure  as  to  the  assets,  and 
to  have  them  produced,  in  case  they  are  within  reach,  for 
identification  and  for  the  purpose  of  showing  how  and  by 
whom  they  are  held. 

It  is  ordered,  therefore,  that  the  witness  make  full  answer 
as  to  the  assets,  and  produce  them,  as  far  as  practicable,  for 
identification. 


Cheater  W.  Witters,  for  the  orator. 
H.  C.  Adams,  for  the  defendant. 
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The  Fifth  National  Bank 

vs. 
The  New  York  Elevated  Railroad  Company. 

In  an  action  at  law,  in  New  York,  to  recover  damages  for  injury  to  the  use  of  a 
building  as  a  bank,  in  the  city  of  New  York,  by  the  erection  of  the  track  and 
station  house  of  an  derated  railroad  in  front  of  it,  after  evidence  of  damage 
to  the  plaintiff  to  the  time  of  trial  had  been  admitted  without  objection,  it 
was  held  proper,  under  the  special  circumstances  of  the  case,  to  submit  to  the 
jury  the  right  to  recover  to  that  time. 

It  was  proper  to  submit  to  the  jury  the  question  as  to  how  much  less  the  use  of 
that  part  of  the  building  which  was  occupied  by  the  bank  for  banking  pur- 
poses was  worth  on  account  of  the  defendant's  structure. 

It  was  not  error  to  exclude  evidence  to  show,  that  if  the  buildings  on  the  oppo- 
site side  of  the  street  were  raised  as  high  as  the  law  would  allow,  the  defend- 
ant's structure  would  be  in  their  shadow  during  all  the  time  the  plaintiff's 
building  is  in  its  shadow,  so  that  the  defendant's  structure  would  not  inter- 
cept any  direct  rays  of  the  sun  towards  the  plaintiff's  building. 

It  was  not  error  to  exclude  evidence  to  show  that  the  general  value  of  the 
plaintiff's  building  was  increased  by  the  building  of  the  defendant's  road. 

The  principles  laid  down  in  Story  v.  New  York  Eleoated  Railroad  Co.,  (90  N. 
Y„  12*,)  applied. 

(Before  Wbkblbb,  J.,  Southern  District  of  New  York,  August  10th,  1886.) 

Wheeler,  J.  This  is  an  action  to  recover  damages  for 
the  erection  of  the  defendant's  railroad  track  and  station 
house  in  front  of  the  plaintiffs  banking  house,  at  the  corner 
of  83d  St.  and  3d  Avenue,  in  the  city  of  New  York.  It  has 
been  once  before  tried,  with  a  verdict  for  the  plaintiff,  which 
was  set  aside  and  a  new  trial  granted.  (24  Fed.  Bep.y  114.) 
It  has  now  been  heard  on  a  motion  by  the  defendant  for 
a  new  trial,  for  alleged  errors  in  law  occurring  on  the  second 
trial. 

The  first  ground  urged  for  granting  the  motion  is,  that  it 
was  error  to  admit  evidence  of  damage  to  the  plaintiff  accru- 
ing after  the  commencement  of  the  action.    This  evidence 
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was  admitted  without  objection.  The  defendant  reserved  no 
question  about  it  until  the  evidence  was  all  in  and  the  charge 
to  the  jury  was  reached.  Then  the  court  charged  the  jury, 
that  if  the  plaintiff  was  entitled  to  recover  damages  for  the 
erection  of  the  tracks  and  station  house  in  the  street  in  front 
of  the  bank  building,  it  would  be  entitled  to  recover  the 
amount  shown  by  the  evidence  down  to  the  time  of  trial. 
To  this  part  of  the  charge  the  defendant  excepted,  and  the 
correctness  of  it  is  a  question  in  the  case.  The  plaintiffs 
right  of  recovery  was  strictly  and  carefully  limited  to  damages 
caused  by  the  structure  itself  as  it  was  originally  constructed, 
and  nothing  was  allowed  in  addition  for  the  consequences  of 
the  use  of  it  for  the  running  of  trains,  or  anything  done  from 
day  to  day.  It  was  all  directly  connected  with  the  first 
wrong.  By  section  544  of  the  Code  of  Procedure  of  New 
York,  under  which  this  action  was  brought,  it  is  provided 
that  the  Court  may,  and  in  a  proper  case  must,  permit  a  sup- 
plemental complaint,  answer,  or  reply,  alleging  material  facts 
which  have  occurred  after  a  former  pleading,  which,  of  course, 
would  be  after  suit  brought.  In  section  539  it  is  enacted, 
that  a  variance  between  pleadings  and  proof  is  not  material 
unless  it  has  actually  misled  the  adverse  party ;  and,  by  sec- 
tion 540,  that,  where  the  variance  is  not  materia],  as  prescribed 
in  section  539,  the  Court  may  direct  the  fact  to  be  found  ac- 
cording to  the  evidence.  If  the  continuance  of  the  structure 
after  the  commencement  of  the  action  by  the  summons,  or 
after  the  filing  of  the  complaint,  was  material  to  a  recovery 
for  its  continuance,  it  would  seem  that  it  could  have  been 
brought  in  by  amendment,  under  section  544.  There  was  no 
claim  that  the  defendant  was  misled  by  this  evidence ;  the 
evidence  on  its  part,  as  well  as  that  on  the  part  of  the  plaint* 
iff,  covered  the  whole  time,  and  there  was  no  ground  for  such 
claim.  The  evidence  was  in  the  case,  and,  as  there  might 
have  been  pleadings  which  would  have  made  it  admissible,  if 
not  admissible  without  more,  the  variance  between  it  and  the 
actual  pleadings  was  immaterial,  within  the  provisions  of 
section  540.    The  Court  was  therefore  permitted  by  that  sec- 
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tion  to  do  what  was  done,  and  what  was  excepted  to,  namely, 
to  direct  the  fact  to  be  found  according  to  the  evidence ;  and 
it  wonld  appear  to  be  improper  not  to  either  do  that  or  order  an 
immediate  amendment.  {New  York  Mutual  Life  Insurance 
Co.  v.  Armstrong,  117  U.  S.>  591,)  And  this  works  no  wrong 
to  the  defendant,  if  the  claim  for  damages  prior  to  the  com- 
mencement of  the  action  was  properly  tried,  for  there  was  no 
difference  between  what  occurred  before  and  what  occurred 
after,  either  upon  the  evidence  or  the  manner  of  submitting 
it  to  the  jury.  The  recovery  here  will  be  a  bar  to  any  other 
action  for  what  is  embraced  within  this  recovery.  ( Wind* 
mutter  v.  Robertson,  23  JBlatchf.  C.  C.  R.,  233 ;  Fowle  v. 
New  Haven  cfe  Northampton  Co.,  112  Mass.,  334,  338.)  A. 
new  trial  for  this  wonld  not  give  the  defendant  the  benefit  of 
any  different  principles  as  to  its  liability,  but  wonld  merely 
give  it  another  chance  before  a  jury,  which  of  course,  it 
should  have  if  entitled  to  it,  but  otherwise  not.  These  con- 
siderations make  it  unnecessary  to  consider  whether,  in  a  case 
like  this,  where  what  was  done  was  done  wholly  outside  the 
plaintiffs  premises,  and  was  completed  before  the  commence- 
ment of  the  suit,  the  recovery  should  be  to  the  time  of  trial 
or  only  to  the  commencement  of  the  action.  There  are  many 
cases  where  the  question  was  whether  the  damages  for  the 
permanent  injury  to  the  property,  as  if  the  nuisance  should 
always  remain,  were  recoverable  or  not;  but  this  precise 
question  does  not  appear  to  have  been  often  decided,  and  is 
Dot  free  from  difficulty.  {Everson  v.  Powers,  89  N.  Y.y 
527 ;  Backhouse  v.  Bonomi,  9  H.  of  L.  Cos.,  503 ;  Fowle  v. 
New  Haven  &  Northampton  Co.,  112  Mass.,  334,  338; 
Mayne  on  Dam.,  59  to  64 ;  Uline  v.  New  York  Central  & 
Hudson  River  Railroad  Co.,  101  N.  Y.,  98.) 

The  next  question  is  as  to  the  right  of  the  plaintiff  to  re- 
cover for  the  injury  to  that  part  of  the  building  occupied  by 
itself  for  banking  purposes.  It  is  argued,  that  the  incon- 
veniences were  to  the  persons  employed  and  not  to  the 
plaintiff  bank,  as  such.  The  Court,  in  substance,  submitted 
it  to  the  jury  to  find  how  much   less  the  use  of   this  part 
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of  the  building  was  worth,  as  a  bank,  on  account  of  this 
structure.  This  seems  to  be  covered  by  Baltimore  <b  Poto- 
mac Railroad  Co.  v.  Fifth  Baptist  Church,  (108  U.  S.,  317,) 
where  it  was  held,  that  a  religious  corporation  was  entitled  to 
recover  damages  for  interference  with  its  comfortable  enjoy- 
ment of  its  house  of  worship.  It  is  said,  in  argument,  that 
no  damages  were  proved  except  as  to  additional  cost  of  gas, 
in  this  respect.  But  the  situation  of  the  plaintiff  was  shown 
and  what  was  done  by  the  defendant,  from  which  it  was 
competent  for  the  jury  to  infer  the  damages.  It  is  not 
claimed  that  they  were  led  by  partiality,  passion  or  prejudice 
about  this. 

The  next  question  is  as  to  the  exclusion  of  evidence  to 
show  that  if  the  buildings  on  the  opposite  side  of  3d  Avenue 
were  raised  as  high  as  the  law  and  ordinances  of  the  city 
allow,  the  defendant's  structure  would  be  in  their  shadow  dur- 
ing all  the  time  that  the  plaintiff's  building  is  in  its  shadow, 
so  that  it  would  not  intercept  any  direct  rays  of  the  sun 
towards  that  building.  The  admissibility  of  this  evidence 
rests  upon  the  claim,  that,  because  others  have  a  right  to  do 
what  would  shade  the  plaintiff's  building,  the  defendant  is 
not  liable  for  shading  it  to  the  extent  of  that  right.  The  de- 
fendant, however,  does  not  have,  or  stand  at  all  upon,  the 
rights  of  these  other  persons.  The  buildings  were  not  raised 
to  that  height,  and  the  plaintiff  would  have  enjoyed  the  light 
which  the  defendant's  structure  did  intercept  but  for  that 
structure  which  the  defendant,  as  against  the  plaintiff,  had 
no  right  to  erect.  There  is  no  ownership  in  light  itself,  as  it 
is  diffused,  and  the  jury  has  not  awarded  anything  to  the 
plaintiffs  for  what  belonged  to  any  one  else ;  this  evidence 
would  not  have  shown  that  the  injury  was  to  others  and  not 
to  the  plaintiff. 

The  next  question  is  as  to  the  admissibility  of  evidence  to 
show  that  the  general  value  of  the  plaintiff's  building  was 
increased  by  the  building  of  the  defendant's  road.  The  in- 
jury to  the  permanent  value  of  the  building  was  not  on  trial. 
The  question  submitted  to  the  jury  was  as  to  the  injury  to 
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the  use  of  the  building  during  the  time  in  question.  No 
evidence  offered  bearing  upon  that  question  was  excluded. 
The  evidence  on  both  sides  was  full  as  to  the  value  of  the  use 
without  the  road  there,  in  comparison  with  that  value  with  the 
road  there ;  as  to  that  value  before  the  road  was  built  and  after 
the  road  was  built. 

Finally,  the  defendant  claims  that  a  verdict  should  have 
been  directed  for  the  defendant.  The  case  has  not  been  al- 
lowed to  go  beyond,  if  it  has  not  been  narrowed  within,  the 
principles  laid  down  by  the  majority  of  the  Oourt  in  Story 
v.  Hew  York  Elevated  Railroad  Co.,  (90  N.  Y.,  122.)  That 
case  has  controlled  this  as  to  the  extent  of  the  plaintiff's  rights 
and  of  the  defendant's  liabilities. 

Motion  for  new  trial  overruled,  stay  of  proceedings  va- 
cated, and  judgment  to  be  entered  on  the  verdict. 

W.  F.  McRae  and  W.  H.  Arnoux,  for  the  plaintiff. 


Henry  H.  Anderson,  for  the  defendant. 


Patrick  Mason  V8.  The  Edison  Machine  Works. 

An  employer  is  liable  for  a  wrongful  act  done  by  an  employe  by  virtue  of  an 
authority  which  the  employer  has  conferred,  even  when  done  to  an  employed 
in  the  same  employment. 

(Before  Whseixr,  J.,  Southern  District  of  New  York,  August  10th,  1886.) 

Whxeleb,  J.  The  defendant  is  a  corporation  and  has  a 
factory  where  dynamo  engines  are  made  and  shipped.  James 
Martin  was  foreman  of  common  laborers  employed  there  in 
handling  and  moving  heavy  parts  of  the  machinery,  and  had 
full  control  over  them  for  that  purpose,  and  hired  and  dis- 
charged them,  subject  to  the  approval  of  the  superintendent. 
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He  hired  the  plaintiff  to  work  there  as  such  laborer.  While 
the  plaintiff  was  employed  there  he  and  six  other  laborers,  by 
direction  of  Martin,  took  a  bed-plate  of  an  engine,  nine  or  ten 
feet  long,  about  three  and  a  half  feet  wide,  and  three  inches 
thick,  and  weighing  about  fifteen  hundred  ponndB,  set  it  on 
edge,  and  rolled  it  under  a  hoisting  apparatus,  for  the  pur- 
pose of  raising  it  to  put  a  truck  under  it.  While  they  were 
holding  it  in  that  position,  Martin  called  away  four  of  them, 
and  then  two,  and  left  the  plaintiff  to  hold  it  alone.  It 
turned  over  on  to  the  plaintiff,  and  broke  one  bone  of  one  of 
his  legs,  and  otherwise  injured  him.  This  action  is  brought 
to  recover  damages  for  this  injury.  On  the  trial,  the  plaint- 
iff's testimony  tended  to  show  that  at  least  four  men  were 
necessary  to  hold  the  bed-plate  when  Martin  ordered  the  last 
two  away ;  that  it  got  the  advantage  of  him,  so  that  he  could 
not  escape ;  and  that  he  called  for  help  but  no  one  came,  and 
it  fell  upon  him  without  his  fault.  The  defendant's  testi- 
mony tended  to  show  that  the  sling  for  raising  it  had  been 
put  on  and  it  had  been  raised  so  that  one  could  hold  it  safely 
when  the  men  were  called  away,  and  that  the  plaintiff  might 
have  got  out  of  the  way  when  it  came  over,  and  was  injured 
by  his  own  fault.  The  defendant  moved  for  a  verdict  on  the 
ground  that  Martin  and  the  plaintiff  were  fellow  servants, 
and  that  the  defendant  was  not  liable  for  anything  done  by 
Martin  in  the  course  of  their  employment.  The  Court  denied 
this  motion  and  charged  the  jury,  in  substance,  that  if  Mar- 
tin, by  virtue  of  the  authority  to  control  the  men,  conferred 
upon  him  by  the  defendant,  directed  them  to  leave  the 
plaintiff  in  a  dangerous  position  with  reference  to  the  bed- 
plate, where  he  could  not  control  it,  and  they  did  bo  leave 
him  in  obedience  to  his  commands,  and,  by  means  of  their 
leaving  him,  it  came  down  upon  him  and  injured  him  with- 
out his  fault,  the  defendant  would  be  liable  for  the  injury, 
although  not  liable  for  anything  Martin  might  have  done  as  a 
workman  at  work  with  the  plaintiff,  as  he  and  other  work- 
men worked  together.  The  case  has  now  been  heard  on  a 
motion  for  a  new  trial  on  account  of  the  refusal  to  direct  a 
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verdict  for  the  defendant,  and  of  the  instruction  that  the 
defendant  might  be  held  liable  for  what  was  done  by  direc- 
tion of  Martin. 

The  decided  cases  bearing  upon  this  subject  have  been 
thoroughly  presented  and  discussed  upon  the  argument  of 
this  motion,  and  particularly  those  made  by  the  Courts  of  the 
State  of  New  York.   There  does  not  appear  to  be  any  statute 
of  that  State  upon  the  subject,  however,  and  this  question  is 
to  be  decided  upon  the  principles  of  general  law,  as  to  which 
the  decisions  of  the  State  Courts  are  not  controlling,  although, 
of  course,  entitled  to  great  weight.    {Hough  v.  Railway  Co. , 
100  U.  &,  213.)     The  decisions  of  the  Supreme  Court  of  the 
United  States  are,  of  course,  absolutely  controlling  here,  so 
far  as  they  have  gone.    In  Railroad  Co.  v.  Fort,  (17  Wall,, 
553,)  the  defendant  was  held  liable  for  the  direction  of  a  per- 
son in  control  of  a  boy,  both  in  its  employ,  in  sending  him 
into  a  dangerous  place,  where  he  was  hurt.    In  Armour  v. 
Hahn,  (111  U.  &,  313,)  the  plaintiff  was  injured  while  at 
work,  under  direction  of  the  defendant's  foreman,  in  a  dan- 
gerous place,  but  in  consequence  of  the  negligence  of  other 
workmen  in  the  same  employ,  and  not  in  consequence  of  any 
direction  given  by  the  foreman,  and  the  defendant  was  not 
held  liable.    In  Railway  Co.  v.  Ross,  (112  U.  &,  377,)  the 
conductor  in  control  of  the  movements  of  a  train  negligently 
took  it  into  a  dangerous  place,  where  the  engineer  was  in- 
jured by  its  meeting  another  train  which  should  have  been 
avoided,  and  the  railway  company,  the  common  employer  of 
both,  was  held  liable  for  this  negligent  act  of  the  conductor. 
From  these  cases  it  seems  to  appear,  that  an  employer  is 
liable  for  a  wrongful  act  done  by  one  of  its  employes  by  vir- 
tue of  an  authority  which  the  employer  has  conferred,  even 
when  done  to  another  employ^  in  the  same  employment. 

It  has  been  argued,  with  much  plausibility,  by  the  counsel 
for  the  defendant,  that  the  employer  had  discharged  its  duty 
by  employing  a  competent  foreman.  But  in  those  cases 
there  was  no  evidence  that  the  persons  in  authority  were  not 
generally  competent  to  exercise  it,  and  the  cases  do  not  at  all 
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appear  to  have  been  made  to  depend  upon  whether  they  were 
or  not.  Those  intrusting  authority  to  control  others  were 
held  responsible  for  the  manner  of  its  exercise  in  each  partic- 
ular case ;  if  it  was  abused,  those  conferring  it  were  holden 
for  the  abuse.  In  this  case,  as  was  conceded,  Martin  was 
authorized  by  the  defendant  to  direct  and  control  the  move- 
ments of  the  men.  The  exercise  of  this  authority,  as  the  jury 
have  found,  left  the  plaintiff  in  a  dangerous  place,  to  his  in- 
jury. In  this  exercise,  Martin  represented  the  defendant  and 
not  himself  alone. 

It  is  here  again  likewise  argued,  that  the  liability  of  the 
defendant  should  be  the  same  as  if  the  men  had  left  the 
plaintiff  in  the  situation  in  which  he  was  of  their  own  accord, 
or  as  if  Martin  had  been  one  of  the  workmen  who  had  hold  of 
the  bed-plate  and  had  let  go  too  soon.  But  the  men  left  in 
obedience  to  Martin's  command  and  not  of  their  own  accord  ; 
and  Martin  gave  the  command  not  as  a  workman  but  as  a  su- 
perior, as  the  jury  have  also  found.  The  plaintiff  would  have 
the  right  to  expect  that  an  adequate  number  of  men  would  be 
provided  for  the  safe  handling  of  such  a  body.  If  they  were 
not  provided  he  could  refuse  to  proceed  without  them.  He 
would  also  have  the  right  to  expect  that  their  assistance  would 
be  continued  until  it  could  be  safely  dispensed  with.  It  was 
taken  away  by  authority  from  the  defendant,  when  it  could 
not  be  done  without  danger  to  him,  and  when  he  had  no 
choice  by  which  he  could  protect  himself.  By  the  command 
of  the  superior,  the  boy  in  Railroad  Co.  v.  Fort  was  sent  into 
danger,  without  intelligent  choice ;  by  negligent  control  the 
engineer  was  brought  into  danger,  without  opportunity  for 
choice,  in  Railway  Co.  v.  Ross;  the  plaintiff  was  left  in 
danger  by  command  of  a  superior,  without  any  chance  to 
protect  himself.  The  decisions  in  those  cases  appear  to  en- 
title the  plaintiff,  on  the  findings  of  the  jury,  to  recover  in  this. 

Motion  overruled,  stay  vacated,  and  judgment  on  the  ver- 
dict ordered. 

Herman  E.  Shook,  for  the  plaintiff. 

John  C.  Tomlmson,  for  the  defendant. 
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Thomas  "W.  Clabkb 

VS. 

Ai  B.  Shaw  (William  W.  Hbnby,  Tbustbb). 

Money  in  the  hands  of  the  marshal  of  the  United  States  in  Vermont,  collected 
by  him  on  an  execution  issued  out  of  the  Circuit  Court  of  the  United  States 
in  favor  of  a  defendant,  cannot  be  attached  by  trustee  process  in  a  suit 
against  such  defendant. 

(Before  Wheklbr,  J.,  Vermont,  August  14th,  1886.) 

Wheeler,  J.  The  trustee,  as  marshal  of  this  District, 
has  $884.98  in  his  hands,  which  he  has  collected  on  an  execu- 
tion issued  out  of  this  Court  in  favor  of  this  defendant.  The 
statutes  of  the  State  provide  that  "  a  person  having  goods, 
effects  or  credits  of  the  defendant  intrusted  or  deposited  in 
his  hands  or  possession/'  may  be  summoned  as  a  trustee,  and 
that  "  such  goods,  effects  and  credits  shall  thereby  be  at- 
tached and  held  to  respond  to  the  final  judgment  in  the  suit." 
{Revised  Laws,  sec.  1,068.)  The  marshal  has  been  summoned 
as  trustee  of  the  defendant,  in  this  suit,  commenced  in  a 
Court  of  the  State,  to  attach  and  hold  the  money  so  collected 
under  that  statute,  and  the  suit  has  been  removed  into  this 
Court.  The  question  now  is,  whether  this  money  in  the 
hands  of  the  marshal  can  now  be  held  in  that  manner.  It  is 
held  by  the  highest  Courts  of  the  State,  that  money  collected 
by  a  sheriff  on  execution  may  be  attached  by  such  trustee 
process.  (HwZbvH  v.  Hicks,  17  Vt,  193 ;  Zovejoy  v.  Zee,  85 
Vtj  480 ;  Adams  v.  Lane,  38  Vt,  640.)  The  contrary  was 
held  in  Turner  v.  Fendatt,  (1  Cranch,  117 ;)  and  in  Wilder  v. 
Bailey,  (3  Mass.,  289.)  It  is  argued  with  plausibility,  in 
behalf  of  the  plaintiff,  that  this  proceeding  rests  on  a  statute 
of  the  State,  and  that  the  construction  of  the  statute  by  the 
highest  Court  of  the  State  should  govern.  This  argument  is 
well  founded,  so  far  as  the  proceeding  rests  upon  the  statute 
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of  the  State.  Bat  this  money  is  held  by  the  trustee  as  mar- 
shal, under  and  by  virtue  of  the  laws  and  authority  of  the 
United  States.  The  manner  of  the  holding  is  to  be  deter- 
mined upon  those  laws  and  the  effect  of  the  proceedings 
under  them  which  have  resulted  in  the  collection  of  the 
money  by  the  marshal.  The  question,  is  whether  the  money, 
when  collected,  is  so  held  by  the  marshal  as  t6  come  within 
the  operation  of  this  statute  of  the  State.  It  is  not  claimed 
or  doubted  but  that  a  marshal  holding  specific  property  in  his 
hands  by  virtue  of  the  process  of  a  Court,  so  holds  it  that  it 
cannot  be  interfered  with  by  any  other  officer  or  process. 
(Freeman  v.  Howe,  24  How.,  450 ;  Lammon  v.  Feusier,  111 
U.  S.,  17;  Covett  v.  Heyman,  111  V.  8.,  176.)  It  is  argued 
that  this  does  not  apply  to  money  collected  on  execution. 
But  the  marshal  is  subject  to  the  control  of  the  Court,  as  to 
any  property  or  money  in  his  hands  by  virtue  of  the  process 
of  the  Court,  so  long  as  he  holds  it,  to  be  exercised  on  behalf 
of  any  party  interested  in  it,  on  proper  proceedings  instituted 
for  that  purpose,  to  prevent  abuse  or  perversion  of  the  pro- 
cess and  to  insure  due  execution  of  it.  (Van  Norden  v. 
Morton j  99  U.  8.,  378;  Ervppendorf  v.  Hyde,  110  U.  S., 
276.)  This  control  would  be  lost  if  he  could  be  compelled 
to  take  the  property  or  money  before  any  other  Court  and 
submit  it  to  judgment  there.  Money  so  held  by  him  under 
the  control  of  the  Court  is  not  intrusted  or  deposited  with 
him,  or  in  his  hands,  within  the  meaning  of  that  statute.  It 
is  still  in  the  custody  of  the  law.  It  is  not  subject  to  attach- 
ment any  more  than  money  in  the  hands  of  a  disbursing  offi- 
cer of  the  Government  to  be  paid  over  to  an  employ^  would 
be,  (Buchanan  v.  Alexander,  4  How.,  20 ;)  or  a  dividend  in 
the  hands  of  an  assignee  in  bankruptcy  for  a  creditor  would 
be.  (Gilbert  v.  Lynch,  17  Blatohf.  C.  C.  R.,  402.) 
Trustee  discharged,  with  costs. 

Ouy  C.  Noble,  for  the  plaintiff. 

Dudley  0.  Denison  and  Joseph  D.  Denieon,  for  the 
trustee. 
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The  defence  of  inevitable  accident,  set  up  as  the  cause  of  a  collisioD,  implies 
that  the  accident  was  not  avoidable  by  the  exercise  of  all  reasonable  precau- 
tions adequate  to  the  emergency,  and  of  that  degree  of  care  and  vigilance 
which  would  have  been  adopted  by  prudent  navigators  under  the  same  cir- 
cumstances. 

In  a  collision  in  the  Atlantic  Ocean,  between  a  steamer  and  a  schooner,  the 
steamer  was  held  in  fault  for  going  in  a  fog  at  a  speed  of  about  1  knots  an 
hour;  and  toe  schooner  for  having  on  deck  but  two  men,  one  at  the  wheel 
and  the  other  acting  as  a  lookout  and  blowing  the  fog  horn. 

The  District  Court  having  divided  the  damages,  and  both  parties  having  ap- 
pealed, and  the  decree  being  affirmed  by  the  Circuit  Court,  the  costs  of  that 
Court  were  not  awarded  to  either  party. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  27th,  1886.) 

This  was  a  libel  in  rem,  filed  in  the  District  Court,  by 
the  owners  of  the  schooner  Lizzie  Thompson,  against  the 
steamer  Nacoochee,  to  recover  damages  for  the  loss  of  the 
schooner,  caused  by  a  collision  between  her  and  the  steamer. 
The  District  Court  held  both  vessels  in  fault,  and  awarded  to 
the  schooner  one  half  of  her  damages.  (22  Fed.  Bep.,  855.) 
Both  parties  appealed  to  this  Court.  This  Court  found  the 
following  facts : 

"  1.  The  steamship  Nacoochee,  belonging  to  the  claim- 
ants, is  a  propeller  of  about  3,000  tons  burden,  and  about  310 
feet  long.  Her  propeller  is  a  right-handed  propeller,  and  her 
engines  are  compound,  and  reversed  by  steam,  and  can  be  so 
reversed  in  12  seconds.  At  full  speed  her  propeller  makes 
62  revolutions  a  minute,  and  the  speed  attained  is  between  13 
and  14  knots  an  hour.  When  running  at  half  speed  she 
would  forge  ahead  600  to  800  feet  after  reversing  her  en- 
gines, before  beginning  to  go  backwards. 

2.  On  the  16th  of  April,  1883,  she  was  bound  on  her  reg- 
ular voyage  from  Savannah,  Georgia,  to  the  city  of  New 
York.  She  was  in  all  respects  in  good  order,  well  and  suffi- 
ciently equipped,  and  manned  with  competent  officers  and 
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men,  and  was  blowing  her  fog  whistle  at  least  once  a  minute. 
The  wind  was  moderate  and  the  sea  calm,  but  a  dense  fog 
hung  low  down  over  the  water.  At  about  half  past  one  or 
two  o'clock  in  the  afternoon  of  that  day,  as  she  was  on  her 
usual  course,  north  half-east,  off  Cape  May,  about  10  miles  to 
the  southeast  of  the  Fire  Fathom  Lightship  Proper,  and 
going  at  half  speed,  between  six  and  seven  knots  an  hour, 
and  making  30  revolutions  of  the  propeller  to  the  minute, 
she  overhauled  and  sighted  the  schooner  Lizzie  Thompson, 
and  passed  to  the  eastward  of  her,  at  a  distance  of  about  two 
or  three  hundred  yards.  The  Lizzie  Thompson,  owned  by 
the  libellants,  was  a  fishing  schooner,  returning  from  the 
fishing-grounds,  with  a  full  fare  of  fish,  and  bound  for  New 
York,  having  on  board  sixteen  men  at  the  time  the  Nacoo- 
chee passed  her.  She  was  going  about  four  knots  an  hour, 
with  all  sails  set,  upon  a  course  of  north-northeast,  with  the 
wind  south-southeast,  blowing  at  the  rate  of  8  to  10  miles  an 
hour.  But  two  men  were  on  the  schooner's  deck,  A.  J. 
Small,  one  of  them,  actiDg  as  a  lookout  and  blowing  the  fog 
horn,  and  Samuel  Kimball,  aged  twenty,  at  the  wheel.  The 
other  fourteen  men  were  all  below  deck. 

3.  At  this  time,  when  the  Nacoochee  was  passing  the 
Lizzie  Thompson,  the  fog  horn  of  the  schooner  was  heard 
upon  the  steamer,  and  the  steamer's  whistle  was  heard  by 
those  on  the  schooner.  Most  of  the  schooner's  crew  came  on 
deck  and  saw  the  steamer  till  she  disappeared  ahead  in  the 
fog,  and  then  went  below.  The  steamer  continued  her  course 
north  half-east  until  those  on  board  heard  what  they  supposed 
to  be  cries  of  distress  on  their  starboard  beam.  This  was 
about  half -past  two  o'clock.  These  cries  were  heard  by  the 
captain  and  others  on  board  the  steamer.  After  some  con- 
ference with  respect  to  these  cries,  and  several  persons  agree- 
ing as  to  their  apparent  character,  the  steamer's  helm  was 
put  hard  to  port,  and  she  swung  around  until  she  headed 
a  south-southeast  course,  when  her  helm  was  steadied.  Very 
soon  afterwards,  the  schooner  Lizzie  Thompson  was  suddenly 
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sighted,  looming  up  in  the  fog  on  the  steamer's  starboard  bow, 
about  500  feet  away. 

4.  The  captain  of  the  steamer  immediately  ordered  the 
engines  reversed  full  speed  astern,  which  orders  were  imme- 
diately obeyed  and  put  into  execution  within  about  12  sec- 
onds. But  a  collision  occurred  between  her  and  the  Lizzie 
Thompson,  the  schooner's  port  quarter  aft  of  the  main  chains 
and  about  ten  feet  from  the  taffrail  colliding  with  the  bow  of 
the  Nacoochee,  which  penetrated  two  or  three  feet  into  the 
schooner,  causing  the  schooner  to  sink  in  a  very  few  moments. 
All  her  crew  were  saved  and  taken  on  board  the  steamer, 
which  then  resumed  her  former  course,  north  half-east,  and 
pursued  her  way  to  New  York,  arriving  there  the  n  xt 
morning. 

5.  The  Lizzie  Thompson  had  continued  on  her  course  of 
north-northeast,  after  the  steamer  had  passed  her  for  the  first 
time,  without  change,  up  to  the  moment  of  collision.  The 
fog  continued,  and  was  dense,  and  the  same  men  were  on 
deck,  Samuel  Kimball  at  the  wheel,  and  A.  J.  Small  on  the 
watch  and  blowing  the  horn,  and  all  the  others  were  below 
deck,  including  her  captain,  sitting  around.  All  the  sails 
were  set,  and  she  was  sailing  at  the  rate  of  about  four  miles 
an  hour. 

6.  Just  before  the  collision,  lookout  Small  on  the  schoon- 
er's deck  saw  the  steamer  appearing  through  the  fog,  and 
bearing  down  on  them,  on  their  port  side,  about  400  to  500 
feet  off.  He  then  shouted,  "  A  steamer  is  coming  into  us," 
and  the  men  below  then  came  up  on  deck.  Florence  McKown, 
her  captain,  who  sat  in  the  cabin,  when  he  heard  the  watch 
sing  out,  "  A  steamer  is  coming  into  us,"  told  the  man  at  the 
wheel  to  keep  his  course,  and  jumped  on  deck,  and  saw  the 
steamer  approaching  on  the  port  quarter.  No  change  was 
made  in  the  schooner's  helm,  and  she  continued  her  north- 
northeast  course  up  to  the  very  moment  of  collision. 

7.  After  the  steamer  had  turned  to  go  to  the  supposed 
cries  of  distress,  the  captain  took  his  position  in  front  of  the 
pilot  house.    A  seaman,  Andrew  Johnson,  was  on  the  look- 
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out,  standing  right  np  forward  as  far  as  he  conld  get.  The 
second  officer  was  on  watch  in  the  pilot  house  and  the  quar- 
termaster was  at  the  wheel.  All  of  them  heard  the  fog  horn 
of  the  schooner  and  immediately  after  saw  the  schooner  ap- 
pearing through  the  fog  off  on  the  starboard  bow,  about  500 
feet  away.  The  captain  gave  his  orders  to  back  full  speed 
astern,  and  took  his  position  at  the  stem  of  the  steamer,  and 
called  out  to  those  on  board  the  schooner, ,"  Port  the  helm." 

8.  When  a  screw  vessel  like  the  Nacoochee  is  going 
through  the  water  at  the  rate  of  six  miles  an  hour,  and  the 
engines  are  reversed  "  full  speed  astern,"  porting  the  helm 
or  starboarding  the  helm  has  no  effect  at  all  on  the  vessel, 
while  she  is  still  going  ahead.  The  Nacoochee  had  not  at- 
tained backward  motion  when  she  struck  the  schooner. 

9.  Immediately  before  the  collision  the  two  vessels  did 
not  sight  each  other  through  the  fog  at  the  same  moment,  but 
the  Nacoochee  first  sighted  the  Lizzie  Thompson  when  the 
latter  was  about  500  feet  distant,  and  the  Lizzie  Thompson 
first  sighted  the  Nacoochee  when  about  400  to  500  feet  dis- 
tant." 

On  these  facts,  this  Court  found  the  following  conclusions 
of  law : 

"  1.  The  Nacoochee  was  in  fault,  contributing  to  this  col- 
lision, for  not  going  at  moderate  speed  in  a  fog. 

2.  The  schooner  was  in  fault  in  this  respect,  namely, 
that  she  was  sailing  too  short-handed  in  the  fog,  and  was 
guilty  of  negligent  navigation  in  having  but  one  man  forward, 
charged  with  the  double  duties  of  a  lookout  and  blowing  the 
horn,  and  one  man  astern,  who  was  a  youth  of  20,  only  at  the 
wheel,  all  the  other  fourteen  men,  including  the  captain,  being 
below  deck. 

8.  The  decree  of  the  District  Court  is  affirmed,  without 
costs  of  this  Court  to  either  party." 

Wilhdmus  Mynderse,  for  the  libellants. 

John  E.  Ward,  for  the  claimant. 
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Wallace,  J.    The  steamship  Nacoochee,  while  on  her 
voyage  from  Savannah  to  the  city  of  New  York,  upon  a 
course  north  half -east,  off  Gape  May,  about  1.30  p.  m.  of  April 
16th,  1883,  during  a  fog,  passed  the  schooner  Lizzie  Thomp- 
son, bound  in  the  same  direction.    The  schooner  was  on  the 
port  side  of  the  steamship,  and,  seen  through  the  fog,  was 
apparently  on  a  parallel  course,  and  about  200  yards  away, 
but  she  was  in  fact  on  a  north-northeast  course,  so  that  the 
steamship  subsequently  passed  across  the  schooner's  bow,  at  a 
time  when  the  two  vessels  were  not  visible  to  each  other. 
About  half  an  hour  later  those  on  board  the  steamer  heard,  or 
supposed  they  heard,  cries  of  distress  abeam  to  the  starboard, 
and,  after  consultation  between  the  officers,  the  steamer  was 
turned  about  until  she  was  steadied  on  a  course  of  about 
south-southeast,  and  proceeded  at  half  speed,  seeking  to  dis- 
cover and  succor  those  supposed  to  be  in  distress.   While  thus 
proceeding,  a  fog  horn  was  heard  off  her  starboard  bow,  and 
immediately  the  sails  of  a  vessel,  which  proved  to  be  the  Liz- 
zie Thompson,  appeared  indistinctly  through  the  fog,  on  the 
starboard  bow  of  the  steamer,  and  the  vessel  was  seen  to  be 
sailing  across  her  bow,  on  a  converging  course.    At  this  time 
a  competent  lookout  was  on  the  stem  of  the  steamer ;  the 
captain  was  on  deck  between  the  pilot  house  and  the  stem, 
(the  pilot  house  being  just  abaft  the  foremast ;)  the  second 
officer  was  on  watch  in  the  pilot  house ;  and  the  quartermaster 
was  at  the  wheel ;  and  all  of  them  were  trying  to  discover  the 
object  of  their  search.    All  of  them  heard  the  fog  horn  of  the 
schooner  and  saw  her  sails  appear  in  view  about  the  same  time. 
The  captain  immediately  ordered  the  engines  reversed  full 
speed  astern  ;   the  order  was  promptly  obeyed ;  the  captain 
called  to  those  on  the  schooner  to  put  her  helm  hard  aport,  but 
the  schooner  kept  her  course ;  and,  before  the  steamer  had 
fully  stopped  going  ahead  through  the  water,  the  vessels  came 
into  collision.    The  bow  of  the  steamer  struck  the  schooner's 
port  quarter  aft  of  the  main  chains,  a  few  feet  from  the  taffrail, 
and  penetrated  two  or  three  feet  into  her.    The  schooner  sank 
in  a  few  minutes,  and  her  crew  escaped  by  the  boats  and  were 
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taken  on  beard  the  steamer.    The  Nacoochee  was  a  right- 
handed  propeller,  of  about  3,000  tons  harden,  and  abont  300 
feet  in  length.     She  had  compound  engines  reversible  by 
steam  in  about  12  seconds.    Her  ordinary  full  speed  was 
about  14  knots  an  hour,  at  62  revolutions  of  her  propeller  per 
minute.    When  the  order  to  reverse  was  given  she  was  run- 
ning at  30  revolutions.    When  running  at  half  speed  she 
would  forge  ahead  600  to  800  feet,  after  reversing  her  en- 
gines, before  beginning  to  go  backwards.      The  schooner 
Lizzie  Thompson  was  returning,  bound  for  New  York  city, 
from  a  fishing  cruise,  with  a  catch  of  mackerel,  having  on 
board  16  men.    She  was  of  73  tons  burden.     When  she  was 
overtaken  and  passed  by  the  steamer  she  was  on  a  course 
north-northeast.     The  wind  was  south-southeast,  blowing  at 
the  rate  of  8  to  10  miles  an  hour,  and  she  was  going  about 
four  knots  an  hour,  with  all  sails  set.     She  kept  her  course 
and  speed  to  the  time  of  the  collision.    Prior  to  the  collision 
the  only  men  on  deck  were  two,  a  lookout  forward  who  was 
also  engaged  in  blowing  a  fog  horn,  and  a  young  man  (aged 
20)  at  the  wheel.    All  the  rest  of  the  men,  including  the 
captain,  were  below.    The  lookout  discovered  the  steamer  at 
the  same  time  those  on  the  steamer  discovered  the  schooner. 
He   immediately  gave  the  alarm ;    those  below  rushed  on 
deck ;  a  collision  seemed  to  be  inevitable  ;  and  all  hands  oc- 
cupied themselves  in  trying  to  get  off  the  boats  and  dory. 
Each  vessel  sounded  the  proper  fog  signals  from  the  time  the 
steamer  first  saw  the  schooner,  but  after  the  steamer  had 
passed  the  schooner  those  on  either  vessel  did  not  hear  the 
signals  of  the  other  until  those  on  the  steamer  heard  the  fog 
horn  of  the  schooner  immediately  prior  to  the  collision.    At 
the  time  just  prior  to  the  collision,  the  schooner,  when  first 
discovered  by  the  steamer,  was  about  500  or  600  feet  away. 
The  lookout  on  the  schooner  did  not  discover  the  steamer 
quite  as  soon  as  those  on  the  steamer  discovered  the  schooner. 
Although  the  Nacoochee,  in  deviating  from  her  voyage, 
in  the  effort  to  render  assistance  to  those  she  supposed  were 
in  distress,  was  engaged  in  a  most  laudable  duty,  she  was  not 
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absolved  from  the  obligation  of  keeping  out  of  the  way  of  the 
schooner,  so  far  as  this  was  practicable  by  the  exercise  of  all 
reasonable  care.  She  was  not  justified,  although  performing 
a  salvage  service  of  the  highest  order  of  merit,  in  unnecessar- 
ily imperilling  the  lives  and  property  of  others.  Assuming 
that  the  schooner  obeyed  the  rules  of  navigation,  it  devolves 
upon  the  steamer  to  establish  the  defence  of  inevitable  acci- 
dent. {The  Carroll,  8  Wall.,  302 ;  The  Scotia,  14  Wall.,  170 ; 
The  Colorado,  91 0.  S.,  692.)  That  defence  implies  that  the 
accident  was  not  avoidable  by  the  exercise  of  all  reasonable 
precautions  adequate  to  the  emergency ;  not  that  the  collision 
was  one  which  might  have  been  obviated  by  using  extraordi- 
nary skill  and  extraordinary  diligence,  but  that  it  could  not 
have  been  by  the  exercise  of  that  degree  of  care  and  vigilance 
which  would  have  been  adopted  by  prudent  navigators  under 
the  same  circumstances. 

Assuming,  on  the  other  hand,  that  the  schooner  was  cul- 
pable because  she  did  not  have  a  proper  lookout,  one  who 
should  have  been  charged  with  the  single  duty  of  observation, 
instead  of  the  double  duty  which  he  was  attempting  to  per- 
form, or  that  she  was  in  fault  in  not  porting  her  helm  after 
the  collision  was  imminent,  or  was  in  fault  otherwise,  so  long 
as  her  fault  was  not  the  sole  cause  of  the  collision,  the 
steamer  cannot  escape  her  share  of  responsibility  for  the  loss 
if  the  situation  was  due  in  part  to  her  own  negligence.  It 
was  the  duty  of  the  schooner  to  maintain  her  course  until  it 
became  apparent  that  the  steamer  could  not  keep  out  of  the 
way,  and  if,  after  the  situation  became  so  critical  as  to  justify 
departure  from  the  ordinary  rules  of  navigation,  the  schooner 
committed  an  error,  the  steamer  is  not  wholly  absolved  unless 
she  was  without  fault  in  bringing  about  the  situation. 

The  libel  alleges,  that,  when  the  steamer  was  first  seen, 
she  was  500  or  600  feet  off,  coming  directly  and  rapidly 
towards  the  schooner,  and  that  there  was  room,  and  twice  the 
room,  sufficient  for  the  steamer  to  have  cleared  the  schooner 
without  injuring  her.  This  is  the  only  allegation  of  fault 
charged  in  the  libel.    The  answer  alleges,  that,  soon  after  the 
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course  of  the  steamer  had  been  changed,  the  schooner  was 
seen  by  the  captain  and  those  navigating  said  steamer  close 
to  the  starboard  bow  of  said  steamer ;  that  the  steamer  was 
immediately  stopped,  and  the  engine  backed  full  speed  astern, 
but  nevertheless  the  schooner  was  struck  by  the  steamer. 
Upon  this  issue  it  is  urged  against  the  steamer,  that  she  was 
negligent  in  not  discovering  the  schooner  earlier,  in  proceed- 
ing at  too  great  speed,  and  in  not  putting  her  bow  to  star- 
board after  she  reversed  her  engine. 

It  is  to  be  observed,  preliminarily,  that,  from  the  time  the 
steamer  turned  about,  after  the  cries  of  distress  were  heard, 
she  was  engaged  in  an  attempt  well  calculated  to  enlist  the 
zeal  of  all  on  board  who  had  any  duty  to  perform,  and  stimu- 
late them  to  diligence.  The  cries  could  not  have  been  aud- 
ible at  a  great  distance.  The  fog  was  of  considerable  density, 
so  much  so  that  a  vessel  could  not  be  seen  much  if  any  be- 
yond a  distance  of  200  yards  away,  and  a  small  boat  could  not 
be  seen  perhaps  at  half  that  distance.  The  undertaking  upon 
which  the  steamer  had  set  out  would  probably  be  frustrated 
if  a  rapid  speed  was  maintained.  It  was  indispensable,  also, 
that  a  critical  observation  in  all  directions  should  not  be 
omitted.  Negligence  in  either  respect  would  have  been  little 
less  than  criminal.  It  is  reasonable,  therefore,  to  assume, 
that  every  one  of  those  in  charge  would  be  at  his  post  of 
duty ;  that  a  vigilant  lookout  would  be  maintained ;  and  that 
the  steamer  would  be  kept  at  only  such  speed  as  would  en- 
able her  to  be  handled  with  celerity.  The  evidence  harmon- 
izes with  the  presumptions  which  are  naturally  suggested  by 
the  occasion,  in  all  respects  save  one.  Every  man  was  at  his 
post ;  every  man  heard  the  fog  whistle  of  the  schooner  and 
saw  her  Bails  appearing  through  the  mist,  at  substantially  the 
same  time.  As  soon  as  the  situation  could  be  comprehended, 
the  order  to  reverse  at  full  speed  was  promptly  given  and 
was  as  promptly  obeyed.  But  the  rate  of  speed  which  was 
maintained  is  fixed  by  the  testimony  of  the  engineer  of  the 
steamer  at  about  6even  knots  an  hour,  and  no  argument  or 
inference  from  probabilities  can  displace  this  fact. 
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Notwithstanding  the  statement  of  the  answer,  that  the 
schooner  was  seen  by  those  on  board  the  steamer  close  to  the 
steamer's  starboard  bow,  the  proofs  do  not  convict  the 
steamer  of  negligence  in  not  discovering  the  schooner  earlier. 
The  vessels  were,  probably,  not  visible  to  each  other  much,  if 
any,  over  200  yards  away.  When  they  first  met,  each  saw 
the  other  about  500  or  600  feet  away,  but  at  that  distance 
not  so  distinctly  that  the  course  of  the  schooner  could  be 
determined  by  those  on  the  steamer  further  than  sufficient  to 
indicate  its  general  direction.  At  the  time  of  the  collision, 
those  on  the  steamer  discovered  the  schooner  before  those  on 
the  schooner  discovered  the  steamer.  It  is  not  probable  that 
the  schooner  saw  the  steamer,  at  the  time  of  the  collision,  a 
farther  distance  off  than  is  alleged  in  the  libel.  The  lookout 
on  the  schooner  evidently  did  not  discover  the  steamer  until 
after  he  had  blown  the  fog  horn  which  was  heard  by  those 
on  the  steamer.  Immediately  after  he  discovered  her,  he 
thought  she  would  run  the  schooner  down,  and  he  gave  the 
alarm,  and  those  below  rushed  upon  deck.  His  fog  horn  was 
heard  by  every  man  on  duty  on  the  steamer,  and,  doubtless, 
stimulated  all  of  them  to  observation ;  and  the  proofs  are 
explicit  that  they  discovered  the  steamer  about  the  time  or 
immediately  after  hearing  the  fog  horn.  When  the  vessels 
were  approaching  on  their  converging  courses  to  the  point  of 
collision,  they  must  have  been  nearing  each  other  at  the  rate 
of  about  800  feet  per  minute.  Approaching  with  this  rapid- 
ity, if  those  on  both  vessels  were  maintaining  a  vigilant 
observation,  it  is  not  surprising  that  the  vessels  should  have 
got  as  near  as  from  500  to  600  feet  before  either  saw  the 
other,  or  as  near  as  they  were  when  they  saw  each  other  on 
the  first  occasion.  Probably,  at  the  time  the  fog  horn  was 
blown  upon  the  schooner,  the  vessels  were  200  yards  apart, 
and  neither  was  visible  to  the  other  until  they  had  approached 
from  50  to  100  feet  nearer.  Certainly,  those  on  the  steamer 
discovered  the  schooner  as  soon  as,  and  probably  before,  the 
lookout  on  the  schooner  discovered  the  steamer.  Believing 
that  those  on  the  steamer  were  not  only  vigilant  in  their  obser- 
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vations,  but  vigilant  to  an  unusual  degree,  the  conclusion  is, 
that  the  steamer  discovered  the  schooner  as  soon  as  she  was 
discoverable. 

Was  the  steamer  proceeding  at  undue  speed  ?  She  was 
making  30  revolutions  of  her  engine  per  minute,  which  fixes 
her  speed  with  accuracy  at  between  6  and  7  knots  an  hour. 
The  only  rule  to  be  extracted  from  the  authorities,  by  which 
to  determine  whether  a  given  rate  of  speed  is  moderate  or 
excessive,  in  view  of  the  particular  circumstances  of  the  occa- 
sion, is,  that  such  speed  only  is  lawful  as  will  permit  the 
steamer  seasonably  and  effectually  to  avoid  a  collision,  by 
slackening  speed,  or  by  stopping  and  reversing,  within  the 
distance  at  which  an  approaching  vessel  can  be  seen. 

The  rule  laid  down  in  The  Europa,  {Jenkins'  Rule  of  the 
Road,  52,)  is  quoted  in  the  case  of  The  Pennsylvania,  (19 
Wall.,  125,)  and  has  been  frequently  reiterated  in  language  or 
substance,  in  other  adjudications.  (The  Batavier,  40  Eng. 
L.  &  Eq.,  19,  25 ;  The  Colorado,  91  U.  8.,  692,  703.)  This 
is,  that  a  steamer  has  no  right,  on  any  occasion,  to  navigate 
at  such  a  rate  that  it  is  impossible  for  her  to  prevent  damage, 
taking  all  precautions  at  the  moment  she  sees  danger  to  be 
possible ;  and  more  especially,  "  if  she  cannot  do  that  with- 
out going  less  than  five  knots  an  hour,  then  she  is  bound  to 
go  at  less  than  five  knots  an  hour."  In  the  case  of  The 
Pennsylvania,  the  speed  of  the  steamer  was  6even  knots,  but 
the  fog  was  so  dense  that  a  large  vessel  could  hardly  be  seen 
at  the  distance  of  fifty  feet.  In  many  reported  cases,  how- 
ever, a  rate  of  speed  no  greater  than  was  maintained  by  the 
steamer  here,  and  in  some  cases  a  much  less  rate,  has  been 
declared  to  be  immoderate.  (The  Rossiter,  1  Newb.,  225 ; 
The  Lloyds,  HoU,  Rule  of  the  Road,  58 ;  The  MonticeUo,  1 
Holmes,  7 ;  The  Magna  Charta,  25  Law  Times,  N.  &,  512 ; 
The  PottsviUe,  12  Fed.  Rep.,  631 ;  The  Blackstone,  1  Zowett, 
485.)  In  the  case  of  The  Batavier,  (9  Moore,  P.  C,  286,) 
the  witnesses  stated  the  rate  of  speed  of  the  steamer  all  the 
way  from  ten  knots  to  one  and  a  half,  and  the  Court  deemed 
it  unnecessary  to  ascertain  the  precise  speed,  being  of  opinion 
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that  any  rate  of  speed  was  too  great  that  endangered  other 
vessels  in  the  river.  Severe  as  the  rule  to  be  dednced  from 
the  authorities  is  towards  steamers,  it  is  apparently  the  only 
practical  one.  A  steamer  must,  of  course,  maintain  a  speed 
sufficient  for  steerage  way,  and  the  speed  sufficient  for  this 
purpose  differs  with  different  vessels.  When  that  rate  of 
speed  is  exceeded,  it  is  not  unreasonable  to  consider  it  im- 
moderate whenever  it  is  so  great  as  to  be  inconsistent  with 
the  duty  of  the  steamer  to  avoid  other  vessels  which  she 
ought  to  be  able  to  see.  Applying  that  test  here,  it  must  be 
held  that  the  Nacoochee  was  in  fault.  Although  some  of 
her  witnesses  testified  that  a  speed  of  about  six  knots  an  hour 
was  necessary  in  order  to  keep  her  under  full  control,  this 
testimony  consists  merely  of  general  statement  of  opinion, 
and  no  facts  are  given.  Such  testimony  is  not  generally 
accepted  as  persuasive.  At  the  rate  at  which  she  was  going, 
she  would  run  at  least  600  feet,  and  probably  700  or  800  feet, 
after  her  engines  were  reversed,  before  6he  would  begin  to 
move  backward.  Her  engineer  was  unwilling  to  testify  that 
she  could  be  stopped  before  running  a  thousand  feet,  and  her 
captain  fixes  the  distance  at  from  600  to  800.  It  is  not 
credible  that  she  would  not  have  been  under  control  if  she 
had  been  going  at  half  the  speed  she  actually  was,  and  in  that 
case  she  could  have  been  stopped  within  a  much  shorter  dis- 
tance. Assuming  that  the  vessels  were  five  hundred  feet 
apart  when  the  order  to  stop  and  reverse  was  given,  that  the 
order  was  given  (as  the  proofs  show)  as  promptly  as  possible 
upon  discovery  of  the  schooner,  and  assuming,  as  the  proofs 
also  show,  that  the  schooner  was  discovered  by  the  steamer 
as  far  away  as  she  was  discoverable  in  the  state  of  the  fog,  the 
conclusion  is  irresistible,  that  she  was  going  at  a  rate  of  speed 
which  precluded  her  from  properly  performing  her  duty 
towards  the  schooner. 

The  only  fault  suggested  against  the  steamer,  as  occurring 
after  she  saw  the  schooner,  is,  that  she  did  not,  in  addition  to 
reversing  at  full  speed,  starboard  her  helm  and  thereby  throw 
her  bow  to  starboard.    The  propeller  being  right  handed,  the 
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effect  of  starboarding,  if  any,  daring  the  interval  in  which 
the  steamer  was  stopping,  would  have  been  to  torn  her  to 
starboard  after  she  had  attained  her  backward  motion ;  but  it 
is  well  known,  that  when  the  ship  is  stopping,  by  the  reversal 
of  her  screw,  the  influence  of  the  rudder  is  comparatively 
feeble  and  uncertain.  The  testimony  of  the  experts  is  to  the 
effect,  that  if  the  helm  had  been  put  hard-a-starboard,  while 
the  steamer  was  backing  full  speed  astern,  no  influence  would 
have  been  exercised  upon  her  bow.  She  had  not  got  upon 
her  backward  motion  when  she  struck  the  schooner.  Testi- 
mony has  been  offered  in  this  Court,  to  show  that  an  order  to 
hard-a-starboard  the  helm  was  given  by  the  captain.  No  wit- 
ness but  the  captain  was  called  to  prove  this  fact,  and  he  did 
not  mention  it  in  his  testimony  in  the  Court  below.  The 
answer  does  not  assert  that  such  an  order  was  given.  If  it 
was  one  which  should  have  been  given,  a  conclusion  would 
be  reached  adverse  to  the  steamer,  upon  the  ground  that  it 
was  not  given.  But,  believing  that  everything  was  done 
which  would  have  been  effective  to  avoid  collision,  after  the 
steamer  discovered  the  schooner,  the  steamer  is  not  to  be  held 
responsible  for  not  starboarding  her  helm.  The  liability  of 
the  steamer  is  placed  upon  the  ground  that  she  did  not,  while 
in  a  fog,  go  at  a  moderate  speed. 

The  Court  below  held  the  schooner  in  fault  for  sailing 
short  handed  under  the  circumstances.  With  only  two  men 
on  deck,  one  was  at  the  helm,  and  the  other  was  acting  as  a 
lookout  and  blowing  the  fog  horn.  Additional  evidence  has 
been  introduced  in  this  Court,  by  the  libellants,  consisting  of 
the  testimony  of  experts,  to  disprove  the  theory  that  an  addi- 
tional lookout  would  have  been  of  service,  or  that  anything 
could  have  been  done  which  was  not  done,  had  an  additional 
man  been  on  deck  to  give  orders  to  the  man  at  the  helm. 
The  new  testimony  is  of  very  little  value.  The  observations 
in  the  opinion  of  the  learned  District  Judge,  in  respect  to  the 
culpability  of  the  schooner,  are  fully  approved,  and  it  is  not 
deemed  necessary  to  recapitulate  or  enlarge  upon  them.  The 
usual  argument  is  urged,  that  the  faults  on  the  part  of  the 
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schooner  in  no  way  contributed  to  the  collision.  Bat  it  can- 
not well  be  maintained,  that  if  the  steamer  had  been  discov- 
ered earlier,  her  course  more  accurately  determined,  and  or- 
ders given  promptly  to  the  man  at  the  helm  to  port,  or  even 
if  these  orders  had  been  given  and  obeyed  when  the  captain 
of  the  steamer  called  out  to  the  schooner  to  port,  the  collision 
might  not  have  been  avoided. 

The  case  is  a  hard  one  for  both  parties.  It  is  a  hard  one 
for  the  owners  of  the  steamer,  because  their  loss  is  the  out- 
come of  an  effort  of  those  in  command  to  extend  assistance  to 
fellow  beings  who  might  be  in  distress ;  and  the  circum- 
stances give  some  slight  color  to  the  conjecture  that  the  sup- 
posed cries  of  distress  were  demonstrations  of  another  kind 
from  some  of  the  men  of  the  schooner.  The  testimony  has 
been  carefully  considered,  with  an  inclination  to  give  the 
steamer  the  benefit  of  all  fair  doubts,  but  it  has  seemed  im- 
possible to  resist  the  conclusion,  that  she  was  going,  in  a  fog, 
at  a  speed  not  only  inconsistent  with  her  ability  to  keep  out 
of  the  way  of  other  vessels  at  a  distance  at  which  they  could 
be  seen,  but  also  at  a  speed  which  was  unnecessarily  and  im- 
prudently great  for  the  special  service  in  which  she  was  en- 
gaged. 

The  decree  of  the  Oourt  below  is  affirmed,  but,  as  both 

parties  have  appealed,  without  costs  of  this  Oourt. 


The  Galileo  and  the  Edgab  Baxter 
The  Heinbioh  akd  Tonio  and  the  Edgar  Baxter. 

In  a  collision  between  a  steamship  and  a  bark  towed  on  a  hawser  bj  a  steam- 
tog,  the  steamship  was  held  in  fault  for  not  passing  on  the  port  side  of  the 
tog  and  bark,  after  haying  given  one  blast  of  her  steam  whistle  and  been  an- 
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swered  by  the  tug  by  one  blast.  The  tug  was  held  in  fault  for  not  slowing 
or  stopping  and  casting  off  the  hawser  of  the  tow,  on  seeing  the  risk  of  col- 
lision.   The  bark  was  held  to  be  without  fault. 

(Before  Wallaoz,  J.,  Southern  District  of  New  York,  August  27th,  1886.) 

These  were  two  suits  in  rem,  in  Admiralty,  brought  in 
the  District  Court.  The  first  suit  was  by  William  A.  Riede- 
mann  and  others,  owners  of  the  bark  Heinrich  and  Tonio, 
against  the  steamship  Galileo  and  the  steam-tug  Edgar  Bax- 
ter, to  recover  for  the  damages  sustained  by  the  bark,  while 
in  tow  of  the  tug,  through  a  collision  between  the  bark  and 
the  steamship,  The  second  suit  was  by  Charles  Henry  Wil- 
son and  others,  the  owners  of  the  steamship,  agaipst  the  tug 
and  the  bark,  to  recover  for  the  damages  sustained  by  the 
steamship,  through  the  same  collision.  In  the  first  suit,  the 
District  Court  dismissed  the  libel  against  the  tug  and  rendered 
a  decree  against  the  steamship ;  and  in  the  second  suit,  it  dis- 
missed the  libel.  (24  Fed.  Rep.,  386.)  In  the  first  suit,  the 
libellants  and  the  owners  of  the  steamship,  and  in  the  second 
suit  the  libellants,  appealed  to  this  Court.  This  Court  found 
the  following  facts : 

"  1.  William  A.  Riedemann,  of  G-eestemunde,  and  Albert 
Nicolaus  Schutte  &  Sons,  of  Bremen,  libellants  in  the  action 
first  above  entitled,  are  and  were,  on  April  5th,  1885,  the 
owners  of  the  Heinrich  and  Tonio,  of  Geestemunde,  Germany, 
a  bark  of  1,091  tons  register. 

2.  Charles  Henry  Wilson  and  Arthur  Wilson,  of  Hull, 
England,  libellants  in  the  second  action  above  entitled,  are 
and  were,  on  April  5th,  1885,  the  owners  of  the  British 
steamship  Galileo,  of  Hull,  England,  a  large  ocean  screw 
steamship,  plying  between  New  York  and  Hull,  brig  rigged, 
about  350  feet  in  length  and  of  2,990  tons  register. 

3.  Jarvis  Masters,  Peter  Cahill,  and  the  executor  of  Mar- 
garet Moran,  deceased,  claimants  and  appellees  in  both  above 
actions,  are  and  were,  on  April  5th,  1885,  the  owners  of  the 
Bteam  propeller  Edgar  Baxter,  a  tug-boat  engaged  in  towing 
vessels  in  and  about  the  harbor  of  New  York. 
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4.  On  April  5th,  1885,  the  Heinrich  and  Tonio  had  been 
lying  M  Bayonne,  New  Jersey,  where  she  had  taken  on  a  full 
cargo  of  refined  petroleum,  in  barrels,  for  a  voyage  under 
charter,  from  New  .York  to  Bremen,  Germany.  Shortly 
after  9  .o'clock  a.  m.,  said  bark  was  taken  in  tow  by  the  tog 
Edgar  Baxter,  upon  a  fifty-fathom  hawser  astern,  to  be  towed 
to  sea. 

5.  The  weather  was  clear  and  fine,  wind  blowing  a  mod- 
erate  breeze  from  the  westward,  and  tide  flood. 

6.  When  the  bark  passed  out  of  the"Kills  and  headed  down 
for  the  Narrows,  while  being  towed  as  aforesaid,  she  set  her 
staysails  and  jibs,  but  remained  otherwise  without  any  pro- 
pelling power  of  her  own,  and  was  towed  by  the  tug  at  a 
speed  of  about  five  miles  an  hour.  Her  own  speed,  by  the 
aid  of  her  sails,  irrespective  of  the  momentum  imparted  to 
her  by  the  tug,  was  little  more  than  sufficient  to  overcome 
the  tide. 

7.  Said  bark  was  well  and  properly  officered  and  manned, 
an  able  seaman  had  her  wheel,  who  steered  straight  after  said 
tug,  and  the  officers  and  crew  were  attending  to  their  duties, 
with  an  experienced  and  dqjy  licensed  pilot  on  board  in 
charge. 

8.  The  tug  and  bark,  in  tow  as  aforesaid,  proceeded  on  the 
usual  course  down  New  York  Bay,  heading  about  south  by 
east,  intending  to  pass  through  the  Narrows  to  sea.  While 
keeping  a  little  to  the  westward  of  the  centre  of  the  channel, 
and  near  Clifton,  the  persons  in  charge  of  said  bark  saw  on 
their  port  bow,  at  a  distance  of  about  half  a  mile,  a  steamship, 
which  afterwards  proved  to  be  the  Galileo,  lying  head  to  the 
eastward,  apparently  nearly  at  a  right  angle  to  the  course  of 
Baid  tow. 

9.  The  steamship  Galileo  had  come  in  from  sea,  and  had 
been  visited  by  the  health  offiber  at  Quarantine,  and  was 
about  to  proceed  on  her  way  up  the  bay.  While  waiting,  she 
had  headed  across  and  somewhat  down  the  channel,  and  had 
been  going  ahead  and  astern,  gradually  heading  more  to  the 
eastward,  endeavoring  to  head  up  the  bay  on  her  proper 
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coarse.  A  Sandy  Hook  pilot,  the  master  and  third  officer 
were  on  the  bridge,  directing  the  coarse  of  the  steamship. 
When  the  tog  and  tow  had  come  within  about  400  yards, 
said  steamship  was  heading  about  east  by  south  or  between 
that  and  southeast.  At  this  point  the  bay  is  about  a  mile  and 
a  half  in  width.  Ahead  of  the  Galileo  the  depth  of  the  water 
in  the  channel  was  such  that  she  could  have  gone  in  sufficient 
water  200  or  300  yards  to  the  eastward.  Astern  and  below 
the  Galileo,  a  large  vessel  was  being  towed  in  from  sea  by  the 
tug  Cyclops,  which  was  heading  northerly  and  to  the  westward 
of  the  Galileo  and  on  the  starboard  bow  of  the  Edgar  Baxter 
and  the  bark.  The  Edgar  Baxter  and  her  tow  were  keeping 
a  straight  course  midway  between  the  tag  Cyclops  and  the 
stern  of  the  Galileo. 

10.  When  the  vessels  were  in  this  position,  and  the  Gal- 
ileo's stern  was  about  two  points  on  the  port  bow  of  the 
Edgar  Baxter,  the  pilot  of  the  Galileo  blew  one  blast  of  her 
whistle,  signifying  to  the  tug  to  pass  to  the  right,  under  the 
Galileo's  stern.  Immediately  one  assenting  blast  was  blown 
by  the  Edgar  Baxter,  and  her  helm  was  ported  so  as  to 
head  her  about  one  point  more  to  the  westward,  which  was 
as  far  as  the  presence  of  the  Cyclops  and  her  tow  would  per- 
mit. This  change  of  direction  was  immediately  followed  by 
said  bark. 

11.  The  Galileo  was  then  observed  by  said  tug  to  be 
backing,  and,  notwithstanding  said  whistle,  to  be  coming 
athwart  the  course  of  said  tug  and  bark.  Shortly  thereafter, 
and  when  the  Baxter  was  about  200  yards  away  from  the 
Galileo,  the  Baxter  blew  several  short,  sharp  and  rapid  blasts 
of  her  whistle,  as  danger  signals,  and  also  a  long  whistle  fol- 
lowed by  more  short  rapid  blasts.  The  Galileo  did  not  re- 
spond to  these  signals,  or,  if  she  did,  no  response  was  heard  by 
the  Baxter  or  her  tow,  and  the  Galileo  continued  to  back 
down  upon  said  tug,  and  the  tug  continued  without  slacken- 
ing speed  until  the  two  vessels  almost  touched.  The  rudder 
of  the  Galileo  struck  the  towing  hawser  just  astern  of  the 
Edgar  Baxter,  the  latter  becoming  at  the  same  moment  shut 
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out  of  view  from  the  bark  by  the  hull  of  the  Galileo,  which 
continued  to  back  across  the  bark's  bows. 

12.  Immediately  said  bark  cast  off  her  hawser  and  star- 
boarded her  helm  to  ease  the  blow  which  was  seen  to  be  in- 
evitable. The  starboard  bow  of  the  bark  struck  the  port  side 
of  the  Galileo,  just  abaft  the  forerigging,  a  glancing  blow, 
carrying  away  the  bark's  jibboom  and  the  rigging  attached, 
the  martingale,  the  foreyard,  the  foretopgallant  mast,  also 
breaking  in  the  starboard  bow  about  twenty  feet,  breaking 
bulwarks  and  beams  of  forecastle  deck,  and  timbers  and 
frames,  and  doing  other  damage  to  the  bark,  as  well  as  some 
considerable  damage  to  the  side  and  upper  works  of  said 
steamship. 

13.  Said  vessels  cleared  each  other  by  said  bark  passing 
ahead  of  said  steamship,  where  she  was  again  taken  in  tow  by 
said  tug  and  brought  back  to  New  York  to  be  repaired. 

14.  At  the  time  the  Galileo  blew  her  first  whistle  to  the 
Edgar  Baxter,  which  was  about  two  or  three  minutes  before 
the  collision,  her  engines  had  been  backing,  and  they  were 
not  set  ahead  until  so  near  the  moment  of  collision  as  to  be 
ineffectual  to  stop  the  Galileo's  stern  way.  The  record  of  the 
engineer's  log  contains  no  entry  of  starting  the  engines  ahead 
at  all  during  the  four  minutes  before  the  collision,  which 
is  recorded  as  occurring  at  9.58  a.  m. 

15.  The  following  rules  and  regulations,  among  others, 
for  the  government  of  pilots,  as  revised,  amended  and  adopted 
by  the  Board  of  Supervising  Inspectors,  under  authority  of 
the  Act  of  Congress  "  to  provide  for  the  better  security  of 
life  on  board  of  vessels  propelled  in  whole  or  in  part  by 
steam,  and  for  other  purposes,"  now  enacted  in  Title  LII  of 
the  Revised  Statutes  of  the  United  States,  were  in  force  and 
applicable  to  the  proper  navigation  of  these  steam  vessels,  at 
the  time  of  this  collision,  viz. : 

'  Rule  I.  When  steamers  are  approaching  each  other 
'  head  and  head,'  or  nearly  so,  it  shall  be  the  duty  of  each 
steamer  to  pass  to  the  right  or  port  side  of  the  other,  and 
the  pilot  of  either  steamer  may  be  first  in  determining  to 
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pursue  this  course,  and  thereupon  shall  give,  as  a  signal  of 
his  intention,  one  short  and  distinct  blast  of  his  steam-whistle, 
which  the  pilot  of  the  other  steamer  shall  answer  promptly, 
by  a  similar  blast  of  his  steam-whistle,  and  thereupon  such 
steamers  shall  pass  to  the  right  or  port  side  of  each  other. 
But  if  the  course  of  such  steamer  is  so  far  on  the  starboard 
of  each  other  as  not  to  be  considered  by  pilots  as  meeting 
'  head  and  head,'  or  nearly  so,  the  pilot  so  first  deciding  shall 
immediately  give  two  short  and  distinct  blasts  of  his  steam- 
whistle,  which  the  pilot  of  the  other  steamer  shall  answer 
promptly  by  two  similar  blasts  of  his  steam-whistle,  and 
they  shall  pass  to  the  left  or  on  the  starboard  side  of  each 
other.' 

'  Rule  III.  If,  when  steamers  are  approaching  each  other, 
the  pilot  of  either  vessel  fails  to  understand  the  course  or  in- 
tention of  the  other,  whether  from  signals  being  given  or 
answered  erroneously,  or  from  other  causes,  the  pilot  so  in 
doubt  shall  immediately  signify  the  same  by  giving  several 
short  and  rapid  blasts  of  the  steam-whistle,  and,  if  the  vessels 
shall  have  approached  within  half  a  mile  of  each  other,  both 
shall  be  immediately  slowed  to  a  speed  barely  sufficient  for 
steerage-way,  until  the  proper  signals  are  given,  answered, 
and  understood,  or  until  the  vessels  shall  have  passed  each 
other.' 

'  Rule  VI.  The  signals,  by  the  blowing  of  the  steam- 
whistle,  shall  be  given  and  answered  by  pilots  in  compliance 
with  these  rules,  not  only  when  meeting  'head  and  head,' 
or  nearly  so,  but  at  all  times  when  passing  or  meeting  at  a 
distance  within  half  a  mile  of  each  other,  and  whether  pass- 
ing to  the  starboard  or  port.' 

'  N.  B. — The  foregoing  rules  are  to  be  complied  with  in 
all  cases  when  steamers  are  navigating  in  a  crowded  channel, 
or  in  the  vicinity  of  wharves;  under  such  circumstances 
steamers  must  be  run  and  managed  with  great  caution,  sound- 
ing the  whistle,  as  may  be  necessary,  to  guard  against  collision 
or  other  accidents.' 

16.  The  Galileo  did  not  observe  the  foregoing  rules,  and 
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disregarded  her  own  signal  of  a  single  blast  of  her  whistle, 
and  thereby  contributed  to  bring  about  said  collision. 

17.  The  tng  and  bark  could  and  would  have  passed  safely 
under  the  Galileo's  stern,  if  the  Galileo  had  remained  where 
she  was  when  her  first  whistle  was  blown,  or  if  the  G-alileo 
had  promptly  checked  her  stern  way  by  setting  her  engines 
ahead  as  soon  as  her  signals  had  been  given  and  answered. 

18.  The  Edgar  Baxter  and  the  bark,  after  the  first  ex- 
change of  whistles,  ported  and  went  as  far  to  the  westward 
as  was  safe  on  account  of  their  proximity  to  the  course  of  the 
Cyclops  and  her  tow. 

19.  The  Edgar  Baxter  complied  with  the  inspectors'  rules, 
except  that  she  did  not  slow  at  all..  As  soon  as  the  pilot  of 
the  Edgar  Baxter  saw  that  the  Galileo  was  coming  astern,  he 
observed  rule  three  by  blowing  several  short  and  rapid  blasts 
of  the  whistle.  He  then  blew  a  single  blast,  but  received  no 
answer  from  the  Galileo." 

Hitty  Wmg  dk  Shoudy,  for  the  Heinrich  and  Tonio. 

Foster  <k  Thompson,  for  the  Galileo. 

Owen  &  Gray,  for  the  Edgar  Baxter. 

"Wallace,  J.  It  is  entirely  clear  that  the  primary  fault 
contributing  to  the  collision  between  the  steamer  and  the 
bark  in  tow  of  the  Baxter  was  the  failure  of  the  steamer  to 
keep  out  of  the  way  of  the  tug  and  her  tow  by  passing  to  their 
port  side,  conformably  to  the  signals  which  had  been  inter- 
changed between  the  steamer  and  the  tug. 

It  is  doubtful  whether  the  nineteenth  rule  of  navigation 
{sec.  4,233)  applies  to  a  case  like  this,  where  a  vessel  under 
steam,  lying  nearly  crosswise,  near  the  middle  of  a  naviga- 
ble channel,  is  not  on  a  defined  course  crossing  that  of  an- 
other vessel  under  steam  and  having  the  latter  on  her  star- 
board side,  but  is  attempting  to  turn  about  by  backing  and 
then  going  forward  for  short  distances.    Whether  this  rule 
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applies  or  not  is  not  important,  because  the  steamer  had 
signified  her  intention  of  passing  to  the  port  side  of  the 
tng  and  tow,  pursuant  to  Rale  No.  I  of  the  Board  of  Super- 
vising Inspectors,  by  one  blast  of  her  whistle,  and  the  tog' 
had  consented  promptly  by  the  answering  signal.  The 
steamer  failed  to  keep  her  promise  with  proper  alertness,  by 
neglecting  to  put  her  engines  at  speed  ahead  as  promptly  as 
she  should.  If  she  had  done  this  there  would  not  have  been 
a  collision. 

But  the  tug,  when  a  couple  of  hundred  yards  away,  ob- 
served that  the  steamer  was  moving  astern,  thus  bringing 
herself  across  the  course  of  the  tug  and  tow,  and  gave  the 
danger  signals  required  by  Rules  III  and  YI  of  the  Board 
of  Supervising  Inspectors.  During  the  200  yards  of  distance 
which  had  intervened  after  the  first  signals  were  given,  it  was 
the  duty  of  the  tug  to  carefully  observe  the  movements  of  the 
steamer.  She  saw,  or  was  bound  to  see,  that  the  steamer,  in- 
stead of  so  controlling  her  movements  as  to  pass  to  the  port 
side  of  the  tug,  was  moving  in  an  opposite  direction.  Her 
captain  states  he  discovered  the  steamer  was  moving  astern 
directly  after  he  had  answered  her  signal.  The  danger  signal 
given  by  him  manifested  his  opinion,  at  the  time,  that  the 
steamer's  movements  were  such  as  to  involve  risk  of  collision 
with  the  tow,  unless  they  were  promptly  counteracted  by  a 
forward  movement.  He  saw,  as  these  signals  demonstrate, 
that,  notwithstanding  the  promise  of  the  steamer  so  to  con- 
trol herself  as  to  permit  the  tng  and  tow  to  pass  to  the 
westward,  she  was  so  tardy  in  her  manoeuvre  that  the  sit- 
uation was  growing  critieal.  Was  he  justified  in  relying 
upon  her  promise,  in  the  face  of  her  conduct  to  the  con- 
trary? 

The  language  of  the  twenty-first  rule  is  imperative  and 
plain.  It  applies  from  the  moment  when  the  approach  of 
vessels  is  such  as  to  involve  risk  of  collision  between  them. 
In  The  Beryl,  (9  Prob.  Div.,  137,)  the  Court,  in  considering 
the  English  statute,  which  employs  language  identical  with 
ours,  says,  that  "  the  right  moment  of  time  to  be  considered 
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is  that  which  exists  at  the  moment  before  the  risk  of  col- 
lision is  constituted."  The  rule  does  not  permit  the  calcula- 
tion of  chances  and  the  weighing  of  probabilities,  because 
risk  intervenes  the  moment  this  becomes  necessary ;  and  it 
certainly  cannot  be  material  whether  the  risk  depends  upon 
the  contumacy  of  the  other  vessel,  or  her  supineuess  in 
fulfilling  her  obligations,  or  the  probability  that  she  will  per- 
form her  duty,  or  upon  circumstances  quite  independent  of 
such  chances. 

Assuming  that,  when  the  captain  of  the  tug  gave  the 
first  series  of  danger  signals,  he  believed  there  was  yet  time 
for  the  steamer  to  redeem  her  promise  and  pass  to  the  east- 
ward before  the  tow  could  reach  the  line  of  her  course,  and 
that  she  would  exert  herself  to  her  best  ability  in  that  behalf, 
how  is  he  excused  for  keeping  on  at  full  speed  for  200  yards 
farther,  when  he  saw  that  the  steamer  still  continued  to  make 
astern,  and  that  the  risk  of  collision  with  the  tow  was  becom- 
ing rapidly  more  imminent?  The  rules  of  navigation  are 
obligatory  upon  vessels  approaching  each  other,  not  only  from 
the  time  the  necessity  for  precaution  begins,  but  continue 
obligatory  as  the  vessels  advance,  so  long  as  the  means  and 
opportunity  to  avoid  danger  remain. 

There  seems  little  room  to  doubt,  that,  if  the  tug  had 
slowed  or  stopped  and  cast  off  the  hawser  of  the  tow  at  any 
moment  of  time  before  the  tug  had  passed  the  stern  of  the 
steamer,  the  tow  could  have  avoided  the  steamer  by  hard 
starboarding  her  helm.  When  the  tow's  helm  was  hard  star- 
boarded, the  steamer  was  abreast  of  the  bow  of  the  tow,  and 
about  one-third  her  length  past,  and  the  tug  had  passed  the 
stern  of  the  steamer  nearly  100  feet,  keeping  to  the  starboard 
as  far  as  she  could  to  avoid  the  Cyclops  and  her  tow.  The 
bark,  under  the  helm  hard  starboard,  came  around  before  the 
wind,  at  a  distance  of  less  than  250  feet  from  the  steamer, 
and  fell  off  about  three  points  to  the  eastward,  striking  the 
steamer  a  glancing  blow  at  a  point  about  100  feet  from  the 
steamer's  bow.  A  fair  test  of  the  probable  success  of  season- 
able action  is  the  partial  success  which  is  shown  to  have  fol- 
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lowed  dilatory  action ;  and,  applying  this  test,  it  would  seem, 
that  if  what  was  finally  done  by  the  tug  and  tow  had  been 
done  when  the  tug  was  not  nearer  than  one  hundred  yards 
to  the  steamer,  the  collision  would  have  been  avoided.  The 
burden  of  proof  rests  upon  the  tug  to  show  that  her  failure 
to  obey  the  statutory  regulation  did  not  contribute  to  the  col- 
lision.   The  proofs  do  not  exonerate  her. 

It  appears  from  the  opinion  of  the  learned  District  Judge, 
that  he  deemed  the  tug  excused  from  fault  partly  upon  the 
assumption  that,  after  she  had  given  the  first  danger  signal, 
the  steamer  repeated  the  signal  of  one  blast,  and  thus,  in 
effect,  informed  the  tug  that  she  could  keep  out  of  the  way, 
and  authorized  the  tug  to  act  on  that  belief.  Although  the 
pilot  of  the  steamer  testifies  that  he  replied  to  the  first 
danger  signal  of  the  tug  by  a  single  blast  of  his  steam-whistle, 
this  statement  is  in  plain  conflict  with  the  allegations  in  the 
pleadings  of  both  the  tag  and  the  tow,  as  well  as  with  those 
of  the  steamer,  and  is  opposed  to  the  concurring  testimony  of 
all  the  other  witnesses.  Even  if  the  signal  was  given  it  was 
not  heard,  and,  therefore,  could  not  have  been  acted  on  by 
those  in  charge  of  the  tug  or  tow. 

Although  the  conduct  of  the  steamer  in  neglecting  to  put 
her  engines  at  speed  ahead  after  she  had  given  signals  that 
she  would  pass  to  port,  and  had  received  an  assenting  signal 
from  the  tug,  was  a  flagrant  violation  of  duty,  and  although 
the  conduct  of  the  tug  in  relying  too  long  and  implicitly  upon 
the  intention  and  ability  of  the  steamer  to  perform  her 
promise  was  a  comparatively  venial  fault,  it  must  be  held 
that  the  tug  must  bear  the  consequences  of  omitting  to  do 
what  the  statute  requires,  by  contributing  to  the  payment  of 
the  loss. 

It  is  urged  that  the  tow  was  also  in  fault  for  not  sooner 
casting  off  her  hawser  and  starboarding  her  helm.  The  tow 
was  not  absolved  from  the  duty  to  take  all  reasonable  and 
prudent  measures,  demanded  by  the  circumstances,  to  avoid  a 
collision,  merely  because  she  was  relying  for  her  motive  power 
upon  the  tug,  but  she  was  under  the  control  of  the  tug,  and 
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did  not  have  that  control  over  her  own  movements  which 
steam  vessels  possess,  or  which  she  would  have  had  if  relying 
only  npon  her  own  sails ;  and  it  was  her  doty  to  keep  her  course 
and  conform  her  movements  to  those  of  the  tng  until  it  was 
obvious  that  she  could  no  longer  do  so  with  safety  to  the 
steamer.  It  was  not  obligatory  upon  her  to  cast  off  her  haw- 
ser and  starboard  her  helm  as  soon  as  the  approach  of  the 
vessels  involved  risk  of  collision,  but  only  when  it  was  obvi- 
ously necessary  to  do  so  in  order  to  avoid  collision,  that  is, 
when  she  ought  to  have  been  aware  that  the  steamer  could 
not  keep  out  of  her  way.  Until  then  she  had  a  right  to  sup- 
pose that  she  would  not  be  led  by  the  tug  into  dangerous 
proximity  to  the  steamer.  (The  John  Eraser ,  21  How.,  184, 
193.)  If  she  had  assumed  to  act  upon  her  own  responsibility 
at  an  earlier  approach,  she  would  have  been  responsible  to  the 
steamer  for  any  miscarriage.  Although  she  might  have  cast 
off  her  hawser  sooner,  that  was  an  act  only  to  be  adopted  in 
extremis,  and  is  not  a  fault  of  which  the  steamer  can  justly 
complain. 

The  conclusion  is,  therefore,  reached,  that,  in  the  action 
brought  by  the  owners  of  the  tow  against  the  steamer  and 
the  tug,  the  libellants  are  entitled  to  a  decree  against  both 
vessels,  with  costs  of  the  District  Court  and  of  this  Court ; 
and  in  the  action  brought  by  the  owners  of  the  steamer  against 
the  tug  and  the  tow,  the  libel  should  be  dismissed  as  to  the 
tow,  with  costs  of  the  District  Court  and  of  this  Court,  and 
the  libellants  should  have  a  decree  for  damages  against  the 
tug,  with  the  costs  of  this  Court. 
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In  the  Matter  of  Archibald  Baxter  and  others,  Bank- 
rupts. 

The  holder  of  a  bill  of  exchange,  with  knowledge  of  the  insolvency  of  the 
drawer,  procured  the  bill  to  be  accepted  by  the  drawee,  who  did  not  know 
of  such  insolvency.  The  acceptor  had  in  his  hands  property  of  the  drawer, 
and  paid  the  bill.  The  drawer  being  adjudged  a  bankrupt,  the  person  to  whom 
the  bill  was  paid  proved  his  claim  on  other  demands,  and  the  assignee  in 
bankruptcy  moved  to  expunge  them  on  the  ground  that  an  illegal  prefer- 
ence had  been  received  by  the  payment  of  the  bill :  Held,  that  there  was  no 
illegal  preference. 

The  fund  in  the  hands  of  the  assignee  cannot  be  charged  with  a  counsel  fee  in 
favor  of  the  person  successfully  resisting  the  motion  to  expunge. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August  27th,  1886.) 

Wallace,  J.  Baxter  &  Company,  the  bankrupts,  before 
insolvency  or  contemplation  thereof,  delivered  their  bill  of 
exchange,  drawn  on  Jones  Brothers,  payable  at  a  future  day, 
to  Dennistoun,  Gross  &  Co.,  creditors.  Subsequently,  Baxter 
&  Company  became  insolvent,  and  Dennistoun,  Cross  &  Co., 
with  knowledge  of  the  fact,  presented  the  bill  to  Jones 
Brothers  for  their  acceptance,  and  procured  their  acceptance, 
Jones  Brothers  at  the  time  being  ignorant  of  the  insolvency 
of  Baxter  &  Company.  Jones  Brothers  were  consignees  of 
Baxter  &  Company,  and,  upon  acceptance  of  the  bill,  ob- 
tained an  equitable  lien  for  its  amount  upon  property  in  their 
hands,  of  Baxter  &  Company.  In  due  course,  but  after  Bax- 
ter &  Company  were  notoriously  insolvent,  Jones  Brothers 
paid  the  bill  to  Dennistoun,  Cross  &  Co.  After  Baxter  & 
Company  were  adjudicated  bankrupts,  Dennistoun,  Cross  & 
Co.,  being  creditors  upon  other  demands,  proved  their  claim 
upon  these  demands,  and  the  assignee  in  bankruptcy  moved 
to  expunge,  upon  the  ground  that  they  had  received  an  illegal 
preference  by  the  payment  of  the  bill  of  exchange. 

The  element  of  intent  on  the  part  of  the  bankrupts  to 
give  a  preference  to  Dennistoun,  Cross  &  Co.  is  wholly  want- 
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ing  in  the  transaction  of  which  the  assignee  complains,  and, 
if  there  was  any  preference,  which  is  gravely  doubted,  it  was 
the  result  of  circumstances  beyond  the  control  of  the  bank- 
rupts, and  which  could  not  have  been  foreseen  by  them  when 
they  delivered  the  bill  of  exchange. 

Unless  Dennistoun,  Cross  &  Co.  received  some  part  of 
the  bankrupts'  property  they  did  not  obtain  a  preferential 
payment.  It  does  not  appear  that  they  received  anything 
except  the  money  of  Jones  Brothers,  in  payment  of  the  ob- 
ligation of  Jones  Brothers.  While  the  effect  of  their  obtain- 
ing the  acceptance  of  Jones  Brothers  was  to  put  that  firm  in 
a  pobition  to  reimburse  themselves  for  the  amount  of  the  bill 
out  of  the  property  of  the  bankrupts  consigned  to  Jones 
Brothers,  Dennistoun,  Cross  &  Co.  did  not  get  the  property 
or  the  avails  of  it.  At  most,  it  would  seem  that  they  only 
put  it  in  the  power  of  Jones  Brothers  to  obtain  property  of 
the  bankrupts.  They  did  not  obtain  a  preference  by  obtain- 
ing Jones  Brothers'  acceptance  of  the  bill,  and  it  is  not  ob- 
vious how  they  would  have  obtained  one  if  they  had  sued 
Jones  Brothers  upon  the  acceptance  and  collected  the  amount 
by  process ;  and,  unless  this  would  have  been  a  preference, 
there  was  none  in  receiving  payment  from  Jones  Brothers 
without  suit. 

The  order  of  the  District  Court,  (25  Fed.  Rep.,  700,) 
refusing  to  expunge  the  proof  of  debt  of  Dennistoun,  Cross 
&  Co.,  and  allowing  the  claim  to  stand,  was,  therefore, 
right. 

80  much  of  the  order  appealed  from  as  allows  a  counsel 
fee  of  $250  to  Dennistoun,  Cross  &  Co.,  by  way  of  costs,  upon 
the  contestation  of  their  claim,  is  erroneous.  Irrespective  of 
General  Order  No.  XXX,  in  bankruptcy,  prohibiting  any 
allowance  against  the  estate  of  a  bankrupt  for  fees  of  attor- 
neys or  counsel,  except  when  necessarily  employed  by  the 
assignee,  it  is  not  in  accordance  with  the  well  established 
practice  in  equity,  to  charge  a  fund  belonging  to  a  body  of 
creditors  with  costs  in  favor  of  a  particular  creditor,  taxable 
as  between  solicitor  and  client,  when  the  controversy  is  merely 


124  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  N.  Y.  Exhaust  Ventilator  Co.  v.  The  American  Institute  of  N.  Y. 

* 

one  respecting  the  validity  or  extent  of  the  creditor's  claim. 
The  services  rendered,  by  counsel  for  Dennistonn,  Cross  &  Go. 
were  for  the  benefit  of  those  creditors  only,  and  not  for  that 
of  all  the  creditors  of  the  bankrupts,  or  of  the  general  fund. 
They  are  not  to  be  compensated  therefor  upon  the  principle 
that  one  jointly  interested  with  others  in  a  common  fund, 
who  maintains  a  necessary  litigation  to  save  it  from  waste,  or 
secure  it  for  the  benefit  of  all,  is  entitled,  in  equity,  to  the 
reimbursement  of  his  costs,  as  between  solicitor  and  client, 
out  of  the  fund.  (See  Trustees  v.  Gfreenough,  105  U.  &, 
527,  and  cases  there  cited.)  The.  only  costs  which  should 
have  been  allowed  are  those  of  an  equity  suit,  as  between 
party  and  party,  prescribed  by  statute.  ( TJ.  8.  Rev.  Stat., 
sec.  823.) 

In  all  other  respects,  the  order  of  the  District  Court  is 
affirmed. 

Abbott  Brothers,  for  the  assignee  in  bankruptcy. 

A.  P.  &  W.  Man  and  William  F.  Scott,  for  Dennis- 
tonn, Cross  &  Co. 


The  New  York  Exhaust  Ventilator  Company 

vs. 
The  American  Institute  op  the  City  of  New  York  and 

THE  SlMONDB    MANUFACTURING  COMPANY.      In  EQUITY. 

An  Institute  offered  a  medal  for  "  the  best  apparatus  for  ventilating  fan,"  for 
which  two  parties  competed.  An  award  being  made  in  favor  of  one,  the 
other  filed  a  bill  in  equity  against  the  former  and  the  Institute,  to  restrain 
the  award  to  the  former,  and  to  have  an  award  made  to  the  plaintiff:  Held, 
that  the  bill  wonld  not  lie. 

(Before  Blatohtord,  J.,  Southern  District  of  New  York,  September  1st,  1886.) 
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Blatchfobd,  J.  The  plaintiff  is  a  New  Jersey  corpora- 
tion and  each  of  the  defendants  is  a  New  York  corporation. 
The  allegations  of  the  bill  are,  in  substance,  these:  The 
plaintiff  is  engaged  in  making  and  selling  ventilator  wheels, 
known  as  the  "  Blackman  wheel."  The  American  Institute, 
in  1884,  pnblicly  offered  "  a  medal  of  superiority  and  a  medal 
of  excellence  for  such  ventilating  apparatus  as  should,  under 
certain  tests  and  conditions,  be  proven,  on  trial,  to  produce 
the  best  results,  and  excel  in  certain  respects."  Thereupon, 
the  plaintiff  entered  into  a  contract  with  the  American  Insti- 
tute, that  a  competitive  test  should  take  place  between  the 
"Blackman  wheel,"  as  made  by  the  plaintiff,  and  another 
ventilating  fan,  known  as  the  "  Wing  Disc  fan,"  as  made  by 
the  Simonds  Manufacturing  Company ;  that,  in  December, 
1884,  the  American  Institute  sent  to  the  plaintiff  a  statement 
of  the  conditions  on  which  the  competitive  test  should  take 
place,  the  same,  as  signed  by  the  president  of  the  plaintiff, 
being  as  follows : 

"  I  hereby  agree  to  the  following  as  the  conditions  for  the 
competitive  test  of  Exhaust  Fans  to  be  made  by  direction  of 
the'  American  Institute.  Fans  4  ft.  in  diameter  to  be  used. 
One  test  to  be  made  with  30  ft.  of  suction  pipe,  of  same 
diameter  as  fan.  With  Blackman  fan  the  30  ft.  to  be  in  ad- 
dition to  the  enlarged  chamber.  One  test  with  30  ft.  of  dis- 
charge pipe  without  any  suction  pipe,  and  without  enlarged 
chamber  on  Blackman.  These  tests  to  be  repeated  with  cloth 
stretched  across  the  pipe.  The  power  required  to  operate 
the  fans  is  to  be  measured  by  a  dynamometer,  the  quantity  of 
air  moved  by  an  anemometer,  and  the  pressure  or  vacuum 
produced  by  a  water  gauge.  The  dynamometer  and  other 
instruments,  and  the  power,  to  be  supplied  by  the  American 
Institute.  The  cost  of  pipe  and  incidental  expenses  to  be 
ehared  equally  by  the  competitors.  The  tests  to  be  made  by 
and  under  the  direction  of  the  judges  appointed  by  the 
American  Institute.  The  competitors  to  have  the  right  to 
be  present  to  witness  any  or  all  of  the  tests.  The  competi- 
tors to  be  furnished  with  a  copy  of  the  record  of  the  tests ; " 
that  the  plaintiff  accepted  said  conditions  subject  to  a  propo- 
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sition  made  in  writing  to  the  American  Institute,  that  a  cer- 
tain modification  be  made  in  said  conditions,  said  writing 
being  as  follows,  as  signed  by  the  president  of  the  plaintiff : 

"  To  the  Judges  :  Gentlemen — We  freely  accept  your 
conditions  of  test,  with  the  exception  to  your  ruling  that  the 
Blackman  wheel  shall  draw  through  30  ft.  of  pipe  in  addi- 
tion to  the  enlarged  chamber.  This  enlarged  chamber  is 
about  fifteen  (15)  per  cent,  of  the  entire  length  (30  ft.)  of 
pipe  our  competing  fan  is  required  to  draw  through.  If  the 
Wing  fan  is  asked  to  draw  through  30  ft.  of  pipe,  why 
should  the  Blackman  wheel  be  required  to  draw  through 
about  fifteen  per  cent,  greater  length  of  pipe  ? 

"We  think,  to  place  the  Wing  fan  and  the  Blackman 
wheel  upon  the  same  level  in  this  test,  both  should  draw 
through  the  same  length  of  pipe  measured  from  the  wheel 
We  desire  no  advantage  whatever,  and  do  not  feel  that  we 
can  consent  to  give  this  advantage  without  expressing  our 
objections. 

"  As  we  understand  the  conditions  of  this  test  in  general 
terms,  it  is,  that  each  party  can  erect  their  wheel  or  fan  so 
far  as  to  get  the  best  result  through  30  ft.  of  pipe.  If  we  are 
correct,  we  claim  that  each  party  should  draw  and  force 
through  30  ft.  of  pipe,  no  more  or  less.  With  this  explana- 
tion of  the  disadvantage  we  are  under  if  required  to  lengthen 
the  pipe,  we  accept  the  conditions  rather  than  delay  the 
test ; "  that  said  modification  was  accepted  by  the  American 
Institute;  that  the  Simonds  Manufacturing  Company  sub- 
scribed duplicates  of  the  writings  and  became  a  party  to  the 
contract ;  that  the  conditions  in  the  writings  were  those  on 
which  the  plaintiff  was  induced  to  submit  the  "Blackman 
wheel "  in  competition  for  the  prize  with  the  "  Wing  Disc 
fan ; "  that  the  test  was  conducted  under  the  direction  of  the 
agents  of  the  American  Institute ;  that,  from  the  trials  of  the 
two  apparatuses,  it  appeared,  as  concerned  all  matters  in  issue 
under  said  conditions,  and  to  be  determined  in  said  test,  un- 
der said  contract,  that  the  trials  resulted  in  favor  of  the 
"  Blackman  wheel "  and  demonstrated  its  superior  utility  and 
merit,  as  compared  with  the  "  Wing  Disc  fan,"  all  of  which 
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facte  were  admitted  by,  and  known  to,  each  of  the  defend- 
ants ;  that  the  plaintiff,  under  said  contract,  became  entitled 
to  a  favorable  judgment  from  the  judges,  the  agents  of  the 
American  Institute,  and  to  receive  a  medal  of  superiority  for 
the  "Blackman  wheel;"  that  the  agents  of  the  American 
Institute,  with  the  aid,  knowledge  and  collusion  of  the  Simonds 
Manufacturing  Company,  wrongfully,  wilfully,  fraudulently, 
and  with  the  intent  to  deprive  the  plaintiff  of  the  award  of 
superiority,  and  without  its  consent,  disregarded  the  condi- 
tions of  said  contract  and  writings,  and,  upon  issues  and  mat- 
ters not  contemplated  or  authorized  by  the  terms  of  said  con- 
tract and  writings,  and  in  defiance  of  the  rights  of  the  plaint- 
iff, and  to  its  irreparable  injury,  unjustly  and  wrongfully,  in 
furtherance  of  said  plan  or  conspiracy,  and  with  wicked  in- 
tent,  rendered  a  report  to  the  American  Institute,  which 
denied  the  right  of  the  plaintiff  to  the  highest  award,  and 
declared  that  the  "Wing  Disc  fan"  was  entitled  to  the 
highest  award,  and  recommended  that  the  American  Institute 
award  a  medal  of  superiority  to  it,  said  report  being  as  fol- 
lows: 

*'  To  THE  BoAED  OF   TRUSTEES  OF  THE   AMERICAN  INSTITUTE  I 

"  Gentlemen — For  the  purposes  of  ascertaining  the  capa- 
city and  efficiency  of  the  ventilating  fan  exhibited  by  the 
New  York  Exhaust  Ventilator  Company,  and  known  as 
Blackman's  Ventilator  Wheel,  and  of  the  ventilating  fan  ex- 
hibited by  the  Simonds  Manufacturing  Co.,  and  known  as 
the  Wing  Disc  Fan,  competitive  tests  were  made  in  the 
machinery  Hall  of  the  Institute  Building. 

"  The  fans  were  placed,  in  turn,  at  the  end  of  a  pipe  four 
feet  in  diameter,  and  thirty  feet  long,  through  which  they 
drew  or  forced  air  as  required. 

"  Tests  were  made  at  different  rates  of  speed,  and  under 
the  conditions  of  drawing  or  forcing  through  the  open  pipe, 
or  through  a  disc  inserted  in  the  pipe  and  made  of  a  material 
known  as  cheese  cloth.  The  obstruction  offered  by  the 
cheese  cloth  was  intended  to  represent,  in  a  measure,  the 
resistance  encountered  by  the  air  when  passing  through  such 
substances  as  wool,  malt,  etc.,  for  drying  purposes. 
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"  A  small  7x7  engine  furnished  the  power,  which  was 
transmitted  to  the  fan  by  means  of  belts,  one  counter-shaft 
intervening  between  the  engine  and  fan  shafts.  The  speed 
of  the  engine  was  regulated  by  a  governor.  Indicator  cards 
were  taken  as  often  as  practicable  during  a  test,  and  the  aver- 
age of  these  was  taken  as  the  power  for  that  particular  test. 

"  The  velocity  of  the  air  passing  through  the  pipe  was 
measured  by  an  anemometer;  its  readings  were  taken  at 
seven  fixed  points  across  the  mouth  of  the  pipe,  one  in  the 
centre  and  three  on  each  side,  the  opposite  pairs  being  the 
same  distance  from  the  centre.  The  anemometer  recorded 
during  one  minute  at  each  point.  For  the  purpose  of  calcu- 
lating the  volume  of  air,  the  pipe  was  considered  as  divided 
into  rings,  bounded  by  imaginary  circles  drawn  midway  be- 
tween these  points.  The  mean  of  the  readings  in  each  ring, 
taken  as  the  velocity  for  that  ring,  gave  the  volume  of  air 
passing  through  it. 

"  Both  fans  are  constructed  on  the  principle  of  the  screw 
propeller,  moving  air  in  lines  parallel  to  the  axes  of  the  fans. 

"  The  blades  of  the  Blackman  fan  are  fixed,  that  is, 
not  adjustable.  Their  peculiar  shape,  the  exhibitors  claim, 
causes  them  to  draw  in  the  air  at  the  periphery,  as  well  as  at 
the  face  of  the  fan.  The  fan  is,  therefore,  placed,  when 
erected  for  drawing  through  pipes  or  fines,  in  a  chamber 
large  enough  to  admit  the  air  freely  to  the  periphery ;  when 
erected  for  drawing  from  a  room  or  hall,  it  is  placed  in  the 
wall  or  ceiling,  but  entirely  within  the  room. 

"  The  fan  used  in  the  tests  was  four  feet  in  diameter  and 
had  six  blades.  The  chamber  used  for  the  drawing  tests  was 
five  feet  long  and  six  feet  in  diameter  at  the  part  immediately 
surrounding  the  fan. 

"  The  blades  of  the  Wing  fan  are  adjustable,  i.  <?.,  capable 
of  being  set  at  any  desired  angle,  the  angle  being  the  same  at 
all  points  of  the  blade,  radially.  This  fan  draws  air  only  at 
its  face,  and  may  be  set  in  a  pipe  or  flue  which  is  merely 
large  enough  to  allow  the  fan  to  revolve.  The  fan  used  in 
the  tests  was  four  feet  in  diameter  and  had  six  blades,  which 
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were  set  at  the  same  angle  for  all  the  tests.  Representatives 
of  both  fans  were  present  daring  all  the  tests,  and  expressed 
themselves  as  fully  satisfied  with  the  manner  of  conducting 
them. 

"  Tests  E,  J  and  R  of  the  Blackman  fan  were  omitted,  the 
representative  of  that  fan  stating  that  it  had  already  been 
tested  at  as  high  speeds  as  he  would  recommend  for  actual 
use. 

"  The  accompanying  tables  show  the  velocities  of  the  air 
passing  through  the  pipe  at  different  points,  the  volume  of 
air  per  minute,  and  the  horse-power  of  the  engine. 

"  The  accompanying  diagrams  represent  the  volumes  of 
air,  and  the  powers  of  the  engine,  in  convenient  forms  for 
comparison.  Black  lines  are  used  for  the  Blackman  fan,  and 
red  lines  for  the  Wing  fan.  The  horizontal  measurements 
show  volumes  of  air,  and  the  vertical  measurements  the 
power. 

"  An  inspection  of  diagrams  shows,  that,  when  equal  vol- 
umes of  air  were  moved,  the  corresponding  powers  were 
nearly  equal  with  both  fans.  The  differences  of  power — 
some  iu  favor  of  one  fan,  and  some  in  favor  of  the  other — 
were  so  small  that  they  would  not  be  considered  commer- 
cially. 

"From  the  results  of  the  tests  we  draw  the  following 
conclusions : 

44  The  fans  are  nearly  equal  when  running  at  speeds  not 
exceeding  500  to  600  revolutions  per  minute. 

4'  When  necessary  to  exceed  that  speed  for  the  purpose  of 
moving  greater  quantities  of  air,  it  can  be  done  much  more 
advantageously  by  the  Wing  fan  than  by  the  Blackman.  As 
space  available  for  setting  a  fan  is  sometimes  limited,  this  is 
an  advantage. 

"  Very  respectively, 

44  Tour  obedient  servants, 

"E.  A.  Magbk,  \ 

"J.  T.  Bedford,  V Judges;" 

"  E.    M.   HlTGENTOBLEB,  ) 

Vol.  XXIV.— 9 
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(the  tables  and  diagrams  are  omitted ;) 

"  To  the  Board  of  Managers  of  the  American  Institute  : 

"  Gentlemen — We  find  that  the  Ventilating  Fan,  exhib- 
ited by  the  New  York  Exhaust  Ventilator  Co.,  and  known  as 
the  Blackman  Ventilator  Wheel,  is  well  constructed  and  of 
good  materials. 

"  The  blades  are  fixed.  Each  fan,  to  attain  its  highest 
efficiency,  mast  be  constructed  to  suit  the  conditions  under 
which  it  is  to  operate.  An  alteration  of  these  conditions  im- 
pairs its  efficiency. 

"  We  recommend  an  award  of  the  medal  of  excellence. 

"E.  A.  Maoee, 
•     "J.  T.  Bedford, 

"  E.  M.  Hugentobler  ; " 
that,  after  each  of  the  defendants  knew  of  said  results  of  the 
tests,  the  agents  of  the  American  Institute  made  certain  tests 
unknown  to  the  plaintiff,  and  based  the  conclusions  contained 
in  their  report  on  such  fraudulent  and  collusive  tests  or  trials, 
and  not  on  those  made  under  said  contract  and  writings ;  that 
the  plaintiff,  as  soon  as  it  was  informed  of  said  report,  and 
before  any  action  thereon,  delivered  to  the  American  Insti- 
tute a  protest  in  writing,  the  contents  of  which  are  true,  as 
follows : 

"New  York,  April  29th,  1885. 
"  The  Board  of  Managers  American  Institute,  Roomb  27 
and  28  Cooper  Union,  City  : 

"  Gentlemen  —  We  received  yesterday  the  report  of 
Messrs.  Magee,  Bedford  and  Hugentobler,  judges  upon  the 
Blackman  ventilator  wheel,  under  date  of  the  15th  inst, 
awarding  to  said  wheel  the  medal  of  excellence.  We  shall 
be  forced  to  enter  our  protest  against  the  adoption  of  this 
award  by  your  honorable  body,  and  trust  that  we  shall  be 
able  to  convince  you  of  its  injustice  to  us. 

"  We  have  also  been  informed  by  Mr.  Magee,  that  a  simi- 
lar report  upon  the  Wing  Disc  fan,  recommending  award  of 
the  medal  of  superiority,  has  been  submitted  to  you,  and  that 
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the  reason  for  this  award  is  the  '  adjustability  of  the  blades 
of  that  fan.' 

"  We  desire  also  to  enter  oar  protest  against  the  adoption 
of  the  report  upon  this  fan. 

"  We  respectfully  submit  the  following  arguments  as  a 
basis  for  our  grounds  for  protest : 

"  First.  The  adjustability  of  the  blades  did  not  enter 
into  the  competitive  tests  between  these  ventilating  machines, 
bat,  to  the  contrary,  was  denied  by  the  judges. 

"  Second.  It  was  the  earnest  wish  and  request  of  this 
company,  before  the  tests  were  made  at  the  American  Insti- 
tute, to  have  the  Wing  Disc  fan  tested  with  its  blades  at 
various  angles,  (such  as  might  be  selected  by  the  proprietors 
of  that  fan,)  and  that  we  be  allowed  to  use  two  or  more 
Blackman  wheels,  to  have  different  angled  blades,  against 
the  Wing  fan,  with  the  blades  set  at  different  angles.  This, 
however,  was  most  positively  refused  us  by  the  judges,  who 
refused  to  allow  the  use  of  more  than  one  Blackman  wheel 
for  the  various  tests  made,  and  restricted  the  Wing  Disc  fan 
to  one  angle  of  blade  to  be  selected  by  its  owners,  stating,  at 
the  same  time,  that  the  adjustability  of  these  blades  did  not 
enter  into  the  competitive  test  in  any  manner  whatever,  and 
would  not  be  considered,  and  that  the  Wing  fan  would  be 
treated  as  though  its  blades  were  fixed  and  rigid ;  and  it  was 
so  treated  throughout  the  entire  tests  made  in  our  presence 
by  your  judges. 

"  Third.  There  are  no  data  in  existence,  and  no  experi- 
ments have  ever  been  made,  which  show  that  the  adjustability 
of  the  blades  of  a  ventilating  fan  is  a  desirable  feature.  It  is 
not  '  an  established  fact  that  the  efficiency  of  a  ventilating 
fan  is  affected  by  the  angle  at  which  blades  are  set.' 

u  Fourth.  Adjustability  of  blades  in  a  ventilating  fan  is 
of  no  practical  value,  because  it  requires  expert  knowledge 
and  a  series  of  tests  of  the  volume  of  air  and  power,  to  be 
able  to  adjust  the  blades  in  each  particular  case,  which,  to  our 
knowledge,  has  never  yet  been  done. 

"  Fifth.    The  figures  taken  by  your  judges  will  prove  us 
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to  be  correct  in  the  assertion,  that,  ont  of  four  series  of  com- 
petitive tests  made  by  your  judges,  the  Blackman  ventilator 
wheel  proved  to  be  the  most  efficient  in  three  and  the  most 
efficient  in  all  four  series  at  those  speeds  used  in  actual  venti- 
lation, 

"  Sixth.  We  are  reliably  informed,  that,  after  the  tests 
between  the  Blackman  ventilator  wheel  and  the  Wing  disc 
fan  had  been  made,  the  result  being  in  the  hands  of  your 
judges,  and  their  report  pending,  Messrs.  Magee  and  Bedford 
were  employed  by  the  Simonds  Manufacturing  Co.,  (proprie- 
tors of  the  Wing  Disc  fan,)  to  make  an  extensive  line  of  ex- 
periments with  that  fan,  from  which  only  they  could  have 
learned  that  there  was  any  advantage  or  disadvantage  in  the 
adjustable  feature  of  the  blades.  We  claim  that  this  was 
improper  and  unjust,  and  that  their  judgment  has  been 
biased  by  these  private  tests.  We,  nnder  these  circum- 
stances, (before  they  rendered  their  report,)  should  justly  have 
been  notified  and  permitted  to  make  the  same  line  of  tests 
with  the  Blackman  wheel,  with  blades  at  different  angles. 

"  We  enter  our  final  protest,  and  respectfully  claim,  that 
the  Wing  Disc  fan  is  not  entitled  to  the  medal  of  superiority, 
from  the  fact  that  the  record  of  three  out  of  the  four  tests 
made  by  your  judges  did  and  will  show  that  the  Blackman 
wheel  is  the  superior  of  the  two,  which  being  the  fact,  the 
recommendation  of  your  judges  is  unfair  to  us  and  should  be 
annulled. 

"  We  most  respectfully  request  that  the  medals  recom- 
mended by  your  judges  may  not  be  awarded  until  such  time 
as  you  shall  have  had  an  opportunity  to  investigate  the  facts 
we  have  here  given,  all  of  which  we  are  prepared  to  substan- 
tiate, should  we  be  given  an  opportunity.  All  we  ask  or 
desire  is  a  just  award  upon  the  merits  of  the  wheel  and  fan. 
"  Very  respectfully  yours, 

"  New  York  Exhaust  Ventilator  Co. 

"  By  D.R  Morse, 

"  President 

"  We  neglected  to  say,  in  our  protest,  that  Mr.  £.  M. 
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Hugentobler  was  not  present  at  any  time  during  the  test;  he, 
therefore,  can  only  sign  the  report  upon  statements  made  him 
by  those  who  were  present. 

"  D.  ft.  Mobse  ; " 
that  thereafter,  the  plaintiff,  at  divers  times,  demanded  from 
the  American  Institute  an  award  to  be  made  in  its  favor  of  a 
medal  of  superiority,  which  has  been  refused,  and  also  de- 
manded from  the  American  Institute  that  it  refuse  to  award 
the  medal  of  superiority  to  the  "  Wing  Disc  fan ; "  that  the 
Simouds  Manufacturing  Gompany  has  circulated,  in  news- 
papers and  circulars,  statements  that  the  "  Blackman  wheel " 
is  inferior  to  the  "  Wing  Disc  fan,"  and  that  a  fair  test  had 
been  made  under  the  direction  of  the  American  Institute, 
which  resulted  in  showing  that  the  "  Blackman  wheel "  was 
inferior  to  the  "  Wing  Disc  fan ;  "  and  that  the  defendants 
were  privies  with  each  other  in  said  contract. 

The  bill  contains  allegations  that  the  American  Institute 
was  incorporated  principally  to  encourage  and  promote  the 
nseful  or  industrial  arts  and  manufactures,  or  any  improve- 
ments made  therein ;  that,  "  in  so  doing,  and  with  that  object 
solely  in  view,  it  represents  to,  and  is  so  regarded  by,  the 
public  and  the  world,  that,  through  competent  judges,  care- 
fully selected  by  it  as  just,  experienced,  skilled  and  honorable, 
it  will  justly,  carefully  and  honorably,  and  in  accordance  with 
the  facts,  and  without  bias,  or  improper  or  wrongful  influence, 
after  due  and  proper  examinations  and  tests,  pass  upon,  and 
judge  of,  the  merits  and  superiority  of  different  manufactures, 
and  improvements  therein,  exhibited  to  them,  and  bestow 
rewards  and  benefits  to  those  who  excel  therein,  and  proclaim 
and  publish  publicly  the  results  of  its  decisions  so  found,  as 
also  its  rewards  and  benefits  to  parties  competing  therefor ;  " 
and  that  the  plaintiff  went  into  said  competition  relying  solely 
on  said  representations,  and  on  the  contents  of  said  contract 
and  writings. 

The  prayers  of  the  bill  are — 

1.  That  the  American  Institute  be  forever  restrained  from 
awarding  the  medal  of  superiority  to  the  "  Wing  Disc  fan," 
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or  to  the  Simonds  Manufacturing  Company,  in  accordance 
with  said  report,  and  be  restrained  from  so  doing  pendente 
lite; 

2.  That  it  be  restrained  from  publishing  said  report,  and 
be  restrained  from  so  doing  pendente  lite; 

8.  That  the  Simonds  Manufacturing  Company  be  re- 
strained from  accepting  said  medal  of  superiority,  and  be  re- 
strained from  so  doing  pendente  lite; 

4.  That  the  Simonds  Manufacturing  Company  be  forever 
restrained  from  publishing  said  report,  and  from  publishing 
any  declaration  that  the  "  Blackman  wheel "  is  inferior  to 
the  "Wing  Disc  fan,"  and  be  restrained  from  so  doing 
pendente  lite; 

5.  That  it  be  decreed  that  the  plaintiff  is  entitled  to  re- 
ceive from,  and  be  awarded  by,  the  American  Institute,  said 
medal  of  superiority,  and  that  the  American  Institute  award 
and  deliver  it  to  the  plaintiff. 

The  two  defendants  put  in  separate  answers,  proofs  have 
been  taken,  and  the  case  has  been  heard.  After  the  bill  was 
filed,  a  motion  was  made  for  a  preliminary  injunction,  which 
was  denied.    (23  BUtichf.  O.  0.  R.,  821.) 

On  the  proofs,  the  state  of  the  case  appears  to  be,  that  the 
American  Institute,  as  alleged  in  its  answer,  offered  "  a  medal 
for  the  best  apparatus  for  ventilating  fan,"  for  which  the  two 
parties  competed.  The  plaintiff  contends  that  the  written 
instruments  amounted  to  a  contract  between  the  plaintiff  and 
the  American  Institute,  by  which  certain  competitive  tests 
were  to  be  made  to  show  the  capacities  of  the  two  machines 
for  moving  air,  and  that  the  medal  of  superiority  was  to  be 
awarded  to  the  one  whose  capacity  should,  on  such  tests,  ap- 
pear to  be  greater ;  that  the  result  of  such  tests  was  in  favor 
of  the  plaintiff ;  that  the  decision  in  favor  of  the  "  Wing  Disc 
fan  "  was  made  solely  on  the  ground  that  its  blades  were  ad- 
justable at  different  angles,  while  those  of  the  "  Blackman 
wheel "  were  fixed ;  that,  under  the  contract,  the  judges  were 
not  at  liberty  to  take  into  account  that  feature  of  adjustabil- 
ity ;  and  that  two  of  the  jndges,  by  agreement  with  the  Sim- 
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onds  Manufacturing  Company,  made  private  tests  of  the 
"  Wing  Disc  fan,'9  after  the  completion  of  the  regular  com- 
petitive teste,  and  before  the  decision  was  given. 

There  was  no  contract  that  the  medal  should  be  awarded 
to  the  machine  showing  the  best  results  on  the  tests  specified 
in  the  written  papers.  The  tests  as  to  the  power  required  to 
operate  the  fans,  the  quantity  of  air  moved,  and  the  pressure, 
were  to  be  made  under  the  conditions  specified  in  the  written 
papers.  They  were  so  made.  But  there  is  nothing  in  those 
papers  referring  to  any  medal  or  prize,  or  to  the  grounds  on 
which  it  should  be  awarded.  The  award  was  to  be  made  by 
the  American  Institute  for  what  it  should,  on  the  whole,  re- 
gard as  superiority  in  the  machine,  as  a  whole.  The  judges 
were  merely  an  advisory  body,  to  report  on  the  special  tests 
embodied  in  the  written  papers,  and  on  such  other  matters  as 
affected  the  question  of  superiority. 

On  the  whole  evidence,  there  is  nothing  to  impeach  satis- 
factorily the  accuracy  of  the  results  arrived  at  by  the  judges 
from  the  tests  set  forth  in  the  tables,  or  to  show  that,  being 
at  liberty,  as  they  were,  to  consider  the  feature  of  the  adjust- 
ability of  the  blades,  that  feature  ought  not,  in  view  of  all 
other  results,  to  have  controlled,  in  their  judgment  and  in 
that  of  the  American  Institute,  the  question  of  superiority. 

No  valid  objection  grows  out  of  the  private  tests  made 
subsequently  to  the  other  tests.  They  had  reference  to  the 
proper  angles  at  which  to  set  the  blades  of  the  "  Wing 
Disc  fan,"  under  given  circumstances.  Their  results  had  no 
effect  on  the  results  of  the  prior  tests.  But  the  subsequent 
tests  were  not  private,  in  any  sense  applicable  to  this  case, 
for  it  was  known  to  the  plaintiff  they  were  to  be  made,  and 
it  was  known  by  it,  prior  to  the  award,  that  they  had  been 
made. 

It  has  been  deemed  proper  to  state  the  foregoing  conclu- 
sions on  the  evidence,  in  vindication  of  the  good  faith  and 
propriety  of  the  action  of  the  two  defendants  and  their 
agents,  and  of  the  judges  of  the  American  Institute,  as  to  the 
questions  of  fact  put  in  issue.    But  there  is  a  deeper  question 
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in  the  case.  There  was  no  existing  right  of  property  or  right 
of  action  in  the  plaintiff,  adverse  to  either  of  the  defendants, 
prior  to  the  time  the  two  competitors  submitted  themselves 
to  the  American  Institute,  for  an  award.  Whatever  claim 
the  Simonds  Manufacturing  Company  might  set  up,  if  it  conld 
legally  set  up  any,  to  have  the  award  in  its  favor,  if  made  by 
the  American  Institute,  carried  into  effect,  the  plaintiff  cer- 
tainly has  no  right  to  invoke  the  aid  of  a  court  of  equity  to 
compel  the  making  of  an  award  of  superiority  in  its  favor  by 
the  American  Institute.  Equally,  it  has  no  right  to  restrain 
the  making,  or  the  carrying  out,  of  an  award  in  favor  of  the 
Simonds  Manufacturing  Company.  No  authority  or  precedent 
is  found  for  any  such  suit  as  this. 

The  bill  is  dismissed,  with  costs  to  both  defendants. 

James  A.  Whitney,  for  the  plaintiff. 

Charles  B.  Alexander  and   Allan  McCuttoh,   for   the 
American  Institute. 

«/".  Alfred  Davenport  and  Edward  C.  Perkins,  for  the 
Simonds  Manufacturing  Company. 


Martin  C.  Rowell  vs.  Ira  M.  Hill. 

The  right  to  remove  a  cause  is  not  absolutely  lost  by  the  failure  to  file  the  rec- 
ord from  the  State  Court  in  this  Court  on  the  first  day  of  its  next  term. 

A  defendant  who  has  removed  a  cause  does  not  waive  his  right  to  do  so  by 
unsuccessfully  insisting  in  the  State  Court  that  the  cause  was  not  removed. 

(Before  Whbxlkr,  J.,  Vermont,  September  1st,  1886.) 

Wheeler,  J.    This  cause  was  commenced  in  the  Orange 
County  Court  of  the  State.    A  petition  and  bond  for  its  re- 
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moval  to  this  Court  were  filed  therein  at  the  December  term, 
1884,  of  that  Court.  The  bond  was  approved  by  that  Court 
and  the  cause  was  ordered  to  be  removed  by  that  Court  to 
this  Court.  By  misunderstanding  between  the  attorney  for 
the  defendant  and  the  clerk  of  that  Court,  the  copies  were 
not  transmitted  to  this  Court.  The  first  term  of  this  Court 
at  which  they  could  be  entered  was  the  February  term,  1885. 
Both  parties  supposed  that  they  had  been  entered  at  that  term 
until  about  the  time  of  the  May  term,  1885,  when  they  learned 
that  the  clerk  had  not  sent  the  copies  to  the  clerk  of  this  Court, 
as  the  defendant's  attorney  had  expected.  The  defendant 
then  applied  to  that  Court,  at  its  June  term,  to  have  the 
entry  of  removal  of  the  cause  to  this  Court  erased,  and  the 
cause  brought  forward,  so  that  a  new  petition  for  removal 
might  be  made.  The  plaintiff  resisted  that  application,  and 
it  was  denied,  on  the  ground  that  the  cause  was  not  pending 
in  that  Court.  The  defendant  then  applied  to  the  next  term, 
which  was  the  October  term,  1885,  of  this  Court,  for  leave 
to  enter  the  copies  in  this  Court.  That  motion  was  resisted 
by  the  plaintiff  on  account  of  the  laches  of  the  defendant 
in  not  entering  the  copies  at  the  first  term  of  this  Court. 
The  motion  was  granted  on  payment  of  terms  to  the  plaintiff, 
to  cover  the  expenses  of  the  delay,  which  have  been  complied 
with.  The  plaintiff  now  moves  that  the  case  be  remanded, 
on  the  ground  of  the  laches,  and  of  the  application  to  the 
County  Court  to  erase  the  entry  of  removal,  as  waivers  of 
the  right  of  removal  to  this  Court ;  and  this  motion  has  now 
been  heard. 

If  the  plaintiff  had  moved  to  remand  the  cause  before  or 
at  the  time  when  the  defendant  moved  for  leave  to  enter  the 
copies,  perhaps  the  most  proper  disposition  of  the  cause  would 
have  been  to  remand  it.  (Bright  v.  Milwaukee  B.  B.  Co., 
14  Blotch/.  O.  0.  2?.,  214.)  But  the  plaintiff  did  not  move 
in  that  direction,  and  resisted  the  motion  of  the  defendant  on 
the  ground  that  the  cause  was  out  of  Court  and  not  pending 
in  either  Court.  That  the  suit  is  not  absolutely  lost  by  the 
failure  to  file  the  record  in  the  Circuit  Court  on  the  first  day 
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of  the  next  term,  according  to  the  condition  of  the  bond  re- 
quired, or  at  any  time  during  that  term,  appears  from  Rail- 
road Go.  v.  Koontz,  (104  U.  &.,  5.)  It  was  within  the  power 
of  the  Court  apparently  to  grant,  in  its  discretion,  leave  to 
enter  the  copies  at  that  time.  When  that  was  done,  the 
case  would  seem  to  be  properly  pending  in  this  Court.  The 
effect  of  the  laches  was  cured  by  the  payment  and  receipt  of 
the  terms  imposed.  It  would  be  manifestly  unjust  to  grant 
the  defendant's  motion  on  terms  that  he  pay  the  plaintiff  the 
expenses  consequent  upon  his  laches,  and  then  remand  the 
cause  on  account  of  the  same.  In  MoZean  v.  Railway  Co., 
(17  Blatehf.  C.  G.  J?.,  363,)  it  was  held,  that  a  party  could 
not  remove  a  cause  a  second  time  on  grounds  on  which  it  had 
been  before  removed  and  remanded ;  and  that  the  party  ad- 
mitted the  cause  to  be  pending  in  the  State  Court  by  so  de- 
scribing it  in  the  second  petition.  This  cause  has  not  been 
remanded  to  the  State  Court,  and  the  plaintiff  successfully 
insisted  to  that  Court  that  the  cause  was  not  there.  He  can 
hardly  expect  to  prevail  here  on  the  ground  that  the  cause 
was  there.  The  defendant  had  the  right  to  insist  that  the 
cause  was  somewhere,  and  he  would  not  lose  the  right  to  in- 
sist that  it  was  here  by  unsuccessfully  insisting  that  it  was 
there.  The  defendant  got  standing  in  this  Court  which  he 
does  not  appear  to  have  waived  or  lost. 

The  greater  inconvenience  to  the  plaintiff  of  a  trial  in 
this  Court  has  been  urged  as  a  ground  for  denying  the  de- 
fendant any  exercise  of  discretion  in  favor  of  retaining  the 
case.  But  the  case  is  not  retained  on  that  ground.  That 
was  exercised  before.  This  motion  is  determined  upon  what 
are  deemed  to  be  the  legal  rights  of  the  parties,  and,  in  deter- 
mining those,  the  inconvenience  to  one,  of  the  claiming  what 
the  law  gives,  by  the  other,  cannot  properlj  be  considered. 

Motion  denied. 


RosweU  Famham,  for  the  plaintiff. 
Askton  R.  Wittard,  for  the  defendant 
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Frederick  A.  Hubel  vs.  Dundas  Diok.    In  Equity. 

Although  a  claim  in  ft  re-issned  patent  may  have  been  introduced  for  the  pur- 
pose of  stating  the  invention  of  the  patentee,  as  ft  substitute  for  ft  too  broad 
claim  in  the  original  patent,  yet  if  the  new  claim  claims  an  invention  which 
is  different  from,  and  independent  ci,  and  a  radical  transformation  of,  the  in- 
vention stated  in  the  original  claim,  and  the  re-issue  was  applied  for  5  years 
after  the  date  of  the  original  patent,  without  adequate  excuse  for  the  delay, 
the  new  claim  is  void. 

The  decision  in  Bubd  v.  Dick,  (ante,  p.  59,)  affirmed. 


(Before  dmncAV,  J.,  Southern  District  of  Hew  York,  September  6th,  1881) 

Shipmah,  J.  This  is  a  petition  for  the  rehearing  of  the 
above  entitled  cause,  {ante,  p.  59.)  The  Court  held  that  the 
6th  claim  of  the  second  re-issue  was  void,  upon  the  ground 
that  it  was  for  a  new  combination,  which,  although  it  might 
have  been  applied  for  in  the  first  re-issue,  was  not  applied  for 
until  after  the  lapse  of  five  years  from  the  date  of  that  re- 
issue ;  and  that,  although  it  was  said  to  be  a  limitation  or 
narrowing  of  the  corresponding  claim  of  the  first  re-issue,  it 
was  really  an  enlargement  of  that  patent,  because  it  de- 
scribed and  claimed  a  different  and  independent  invention. 

The  plaintiff  now  shows  that  the  file  wrapper  of  the  second 
re-issue  makes  it  apparent,  and  that  confessedly  the  fact  was, 
that  the  6th  claim  of  the  first  re-issue  was  declared  void  upon 
the  trial  before  Judge  Wallace,  because  a  mould-plate  and  a 
series  of  capsule  moulds  secured  thereto  at  regular  intervals 
had  been  anticipated.  The  file  wrapper  was  in  evidence,  but, 
having  been  offered  after  the  testimony  was  printed,  neither 
the  fact  that  it  was  in  evidence  nor  the  paper  itself  was  in 
the  printed  record,  and  the  record,  as  printed,  did  not  show 
why  the  6th  claim  of  the  first  re-issue  had  been  held  to  be 
void. 

The  plaintiff  says  that  Hubel  ignorantly  supposed  himself 
to  have  been  the  first  inventor  of  the  combination  described 
in  that  claim,  but  ascertained  his  mistake  upon  the  trial,  and 
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applied  for  and  obtained  a  re-issue  because,  through  inadvert- 
ence and  mistake,  he  had  claimed  a  broader  invention  than 
he  was  entitled  to  claim  as  new ;  that  the  new  6th  claim 
confines  his  invention  to  its  proper  limits ;  and  that  the  mis- 
take of  having  claimed  more  than  was  new  can  be  corrected 
at  any  time.  (Thomson  v.  Wooster,  114  U.  &,  104.)  This 
statement  puts  the  question  in  a  somewhat  new  and  different 
light,  but  the  controlling  facts  remain  as  they  were  before. 
It  is  now  true  that  the  6th  claim  of  the  first  re-issue  was  held 
to  be  void  because  a  mould-plate,  with  a  series  of  capsule 
moulds  thereon  at  regular  intervals,  was  old,  and  that,  for  the 
purpose  of  having  a  patent  for  the  invention  of  which  he  was 
the  first  inventor,  Hubel  obtained  his  new  6th  claim.  It  is 
also  true  that  the  new  claim  is  not  simply  a  modification  and 
limitation  of  the  old  claim,  but  is  for  a  different  and  inde- 
pendent invention,  and  describes  a  very  important,  if  not  the 
essential,  part  of  the  machine,  which  had  not  been  included 
in  the  claims  of  the  original  patent,  or  of  the  first  re-issue. 
The  original  6th  claim  was,  on  its  face,  for  the  combination 
of  plate  and  moulds  secured  thereto  at  regular  intervals,  and 
I  think  it  proper  to  include  in  the  combination  the  frame 
also.  Whether  with  or  without  the  frame,  it  did  not  become 
an  especially  important  part  of  the  automatic  cutting  machine, 
until  the  knives,  with  their  appurtenant  mechanism,  so  related 
to  the  moulds  and  to  rotating  mechanism  of  some  sort  that 
they  would  cut  the  capsules  upon  the  moulds,  were  added  to 
the  combination.  The  new  6th  claim,  which  undoubtedly 
describes  the  most  important  part  of  Hubel' s  invention,  in- 
cludes also  this  series  of  cutting  knives. 

It  was  competent  for  Hubel  to  re-issue  and  omit  the  claim 
which  was  too  broad,  or,  if  that  course  was  practicable,  to  re- 
state the  claim,  coupled  with  such  restrictions  as  to  bring  it 
within  the  limits  of  his  own  original  invention,  but,  it  was 
not  competent  for  him  to  go  further  and,  besides  omitting  the 
claim,  to  insert  one  for  a  different  and  independent  invention, 
and  one  which,  so  far  as  the  claims  are  concerned,  had  never 
been  the  subject-matter  of  either  original  or  re-issued  patent 
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The  new  6th  claim,  as  was  said  in  the  prior  decision,  was 
not  a  limitation  and  narrowing  of  the  invention  which  was 
described  in  the  first  re-issue,  but  it  describes  an  independent 
invention. 

Of  course  I  do  not  intend  to  say  that  the  narrowing  of  a 
claim,  which  inadvertently  contained  more  than  the  patentee 
had  a  right  to  claim  as  new,  may  not  be  made  in  a  re-issue 
after  long  delay,  and  that,  to  a  certain  extent,  the  invention 
of  the  re-issue  may  not  thereby  become  a  different  invention 
from  that  which  was  contained  in  the  too  broad  statement  of 
the  original  patent.  My  decision  is  confined  to  the  facts  in 
this  case,  which  are,  that,  although  a  claim  in  a  re-issue  may 
have  been  introduced  for  the  purpose  of  stating  the  invention 
of  the  patentee,  as  a  substitute  for  a  claim  in  the  original 
patent,  wherein  the  invention  was,  by  inadvertence,  stated 
too  broadly,  yet,  if  the  new  claim  describes  and  claims  an 
invention  altogether  different  from  and  independent  of  the 
invention  described  in  the  original  claim,  and  which  is  a  rad- 
ical transformation  of  the  invention  as  originally  stated,  and 
the  re-issue  was  applied  for  five  years  after  the  date  of  the 
original  patent,  without  adequate  excuse  for  the  delay,  such 
new  claim  is  void,  by  reason  of  the  principles  laid  down  in 
the  various  cases  which  were  referred  to  in  the  prior  opinion. 
Such  a  re-issue  is  not  for  the  purpose  simply  of  correcting 
the  mistake  of  a  too  broad  claim ;  it  is  also,  and  especially, 
for  the  purpose  of  correcting  an  error  of  judgment  in  regard 
to  the  character  of  ttte  original  claim,  and  for  the  purpose 
of  obtaining  a  patent  for  an  invention  which  had  never  been 
claimed. 

The  motion  is  denied. 


Frederic  H.  JBetis,  for  the  motion. 
Josiah  P.  Fitch,  against  the  motion. 
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In  a  suit  in  r$m,  in  Admiralty,  against  a  Tesnel  to  recover  for  personal  in- 
juries suffered  by  a  laborer,  while  working  on  the  vessel,  through  negligence 
for  which  the  vessel  is  liable,  if  the  plaintiff  was  guilty  of  contributory  neg- 
ligence, the  damages  will  be  divided. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  September  6th,  1886.) 

Wallace,  J.  The  libellant,  while  engaged  as  a  laborer 
upon  the  steamer,  fell  through  an  unguarded  opening  at  a 
place  at  which  he  supposed  there  was  a  ladder  and  was  hurt. 
The  District  Court,  (24  Fed.  £ep.9  860,)  decided  that  the  ac- 
cident was  attributable  to  the  concurring  negligence  of  both 
parties,  and  apportioned  the  damages  to  the  libellant,  by  al- 
lowing him  compensation  for  his  immediate  pecuniary  loss  in 
time  and  wages,  and  disallowing  him  for  his  pain  and  suffer- 
ing or  other  consequential  damages.  The  case  has  been 
brought  here  on  appeal,  to  determine  the  question  whether 
the  rule  of  Admiralty  for  apportioning  damages  in  collision 
is  to  be  extended  to  ordinary  actions  for  personal  injuries 
sustained  on  board  vessels  by  laborers,  seamen,  passengers,  or 
others,  by  reason  of  the  concurring  negligence  of  the  party 
injured  and  those  for  whose  conduct  the  ship  is  responsible, 
or  whether  the  rule  of  the  municipal  law  is  to  prevail,  which 
denies  a  recovery  to  a  party  when  his  own  negligence  has 
contributed  to  produce  the  injury. 

If  the  rule  which  was  adopted  by  the  learned  judge  of  the 
District  Court  could  be  sanctioned  and  applied  generally  in 
actions  of  the  character  of  this,  it  could  be  flexibly  adjusted 
to  the  equitable  considerations  of  each  case,  and  would  thus 
enable  a  fair  distribution  of  the  loss  resulting  from  the  mut- 
ual fault  of  the  parties  to  be  made.  But  the  Court  cannot 
be  controlled  by  this  consideration.  The  question  is  not 
whether  it  would  be  convenient  or  salutary  to  adopt  a  new 
rule  of  responsibility  or  damages  in  actions  other  than  those 
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for  a  collision,  but  whether  such  a  rule  already  exists  and  may 
therefore  be  applied.  In  the  language  of  Lord  Kenyon,  "  I 
cannot  legislate,  but  by  industry  I  can  discover  what  our 
predecessors  have  done,  and  I  will  tread  in  their  footsteps." 
Although  it  has  been  said,  that,  "  in  cases  of  marine  torts, 
Courts  of  Admiralty  are  in  the  habit  of  giving  or  withholding 
damages  upon  enlarged  principles  of  justice  and  equity,  and 
have  not  circumscribed  themselves  within  the  positive  bound- 
aries of  mere  municipal  law,"  and  that  "  they  have  exercised 
a  conscientious  discretion  upon  the  subject,"  (Story,  J.,  The 
Marianna  Flora,  11  Wheat.,  1,  54,)  these  observations  do  not 
imply  that  such  Courts  do  not  proceed  upon  settled  rules 
equally  with  Courts  of  equity  or  of  common  law.  The  most 
certain  evidence  of  these  rules  is  to  be  found  in  the  reports 
of  their  decisions.  If  these  fail  to  denote  the  recognition  of 
a  principle,  or  the  application  of  a  rule,  which  is  invoked  in 
the  case  in  hand,  and  the  facts  are  not  new,  but  are  similar  in 
substance  to  those  which  have  frequently  been  the  subject  of 
judicial  treatment,  the  absence  of  authority  is  persuasive  evi- 
dence that  no  such  principle  or  rule  exists. 

No  authority  is  found  for  the  rule  of  apportioning  dam- 
ages in  cases  of  mutual  fault,  except  in  causes  of  collision, 
negligent  navigation,  and  possibly  of  prize,  in  the  decisions 
or  in  the  text-books  earlier  than  the  recent  case  of  The  Ex- 
plorer, (20  Fed.  Rep.,  135.)  The  learned  Judge  who  decided 
that  case  concedes  that  he  had  not  been  able  to  find  "that, 
outside  of  collision  and  prize  cases,  the  Admiralty  Courts  have 
claimed  or  exercised  a  different,  rule,  as  to  cases  of  contribu- 
tory, concurrent,  or  comparative  negligence,  from  that  ap- 
plied generally  in  Courts  of  law  and  equity,  in  cases  of  dam- 
age and  torts  suffered  on  land."  On  the  other  hand,  it  has 
been  repeatedly  decided,  directly  or  by  implication,  prior  to 
the  present  case,  by  the  District  Courts  in  this  Circuit,  that, 
when  the  negligence  of  the  party  injured  contributed  to  pro- 
duce the  injury  he  could  not  recover.  In  The  Germania,  (9 
Ben.,  356,)  Blatchford,  J.,  stated  the  rule  as  follows :  "  The 
owner  of  a  vessel  is  liable  in  personam,  and  the  vessel  is  lia- 
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ble  in  rem*  for  injuries  done  to  person  or  property  by  the 
negligence  of  the  master  and  crew  of  the  vessel,  only  where 
the  owner  would,  under  same  circumstances,  be  liable  in  a 
suit  at  common  law."  This  was  also  assumed  to  be  the  rule, 
by  Benedict,  J.,  in  The  CaliMa  Howes,  (14  Fed.  Rep.,  493.) 
The  members  of  the  profession  in  this  Circuit  have  hitherto 
acquiesced  in  these  decisions,  and  the  Circuit  Court  until  now 
has  never  been  called  upon  to  question  their  correctness  by 
an  appeal.  In  The  Rheola,  (22  Blatohf.  C.  G.  R.,  124,)  it 
was  also  assumed  by  the  Circuit  Judge  to  be  the  rule,  that 
the  libellant  could  not  recover  for  personal  injuries  if  his 
negligence  had  contributed  to  produce  them.  That  this  has 
been  the  understanding  of  the  law  in  other  Circuits  is  mani- 
fest by  the  opinions  of  Deady,  J.,  in  The  Chandos,  (6  Saw- 
yer, 544,)  and  in  Holmes  v.  Oregon  R.  Co.,  (Id.,  262,)  and  by 
the  opinion  of  Hughes,  J.,  in  The  Manhassetl,  (19  Fed. 
Rep.,  480.)  See,  also,  Henry,  Admiralty  Jurisdiction  and 
Procedure,  (sec.  77.) 

The  rule  of  Admiralty,  in  collisions,  apportioning  the  loss 
in  case  of  mutual  fault,  is  peculiar  to  the  maritime  law.  It  is 
not  derived  from  the  civil  law,  which  agrees  with  the  common 
law,  in  not  allowing  a  party  to  recover  for  the  negligence  of 
another  where  his  own  fault  has  contributed  to  the  injury. 
( Wharton,  Negligence,  sec.  300.)  It  emanated  from  the 
ancient  maritime  codes,  and  the  reasons  which  are  assigned 
by  commentators,  as  commending  it,  are  various  and  diverg- 
ent. According  to  Cleirac,  1  Bell,  Com.,  469,  (6th  ed. :) 
"  This  rule  of  division  is  a  rustic  sort  of  determination,  and 
such  as  arbiters  and  amicable  compromisers  of  disputes  com- 
monly follow  where  they  cannot  discover  the  motives  of 
parties,  or  when  they  see  faults  on  both  sides."  He  thought 
its  object  was  to  prevent  owners  of  old  and  worthless  ships 
from  getting  them  run  down  on  purpose,  in  order  to  found  a 
claim  for  excessive  damages.  Mr.  Bell  defends  the  rule  upon 
expediency,  "  because,"  he  says,  "  there  appears  to  be  no  suf- 
ficient protection,  without  some  such  rule,  for  weak  and  small 
vessels  against  stronger  and  larger  ships ;   the  masters  and 
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crews  of  which  will  undoubtedly  be  more  careless  when 
they  know  that  there  is  little  risk  of  detection,  and  none  at  all 
of  direct  damage  to  their  vessel,  by  which  a  smaller  ship  may 
be  ran  down  without  injury  to  the  assailant."  Lord  Denman, 
in  De  Vaux  v.  Salvador,  (4  Ad.  dk  JEU.,  420,)  says :  "  It 
grows  out  of  an  arbitrary  provision  in  the  law  of  nations, 
from  views  of  general  expediency,  not  as  dictated  by  natural 
justice,  nor  (possibly)  quite  consistent  with  it." 

By  the  laws  of  most  of  the  maritime  States,  the  rule  was 
applied  indiscriminately,  in  collisions,  when  both  vessels  were 
to  blame,  when  neither  was  to  blame,  aud  when  the  blame 
could  not  be  detected.  {Abbott,  Ship.,  229.)  In  a  recent 
article  in  the  Law  Quarterly  Review,  {July,  1886,  vol.  2,  p. 
362,)  Mr.  Marsden  traces  the  history  of  the  recognition  of 
the  general  maritime  law  on  this  subject  by  the  English  Ad- 
miralty Courts,  and  shows  that,  in  the  earlier  cases,  the  rule 
of  division  of  loss  was  applied  when  there  was  no  fault  in 
either  ship,  and  when  the  cause  of  collision  was  uncertain, 
as  well  as  in  cases  when  both  ships  were  in  fault.  Since 
The  Woodrop  Sims,  (2  Dods.,  83,)  the  rule  has  only  been 
applied  in  the  case  of  both  ships  in  fault ;  and,  as  thus  ap- 
plied, is  now  adopted  as  part  of  the  general  municipal  law 
of  England,  by  the  Judicature  Act  of  1873. 

In  our  own  Courts  it  may  still  be  regarded,  perhaps,  as  an 
open  question,  whether  apportionment  is  the  rule  where  the 
fault  is  inscrutable  as  well  as  when  both  vessels  are  in  fault, 
or  whether  only  when  both  vessels  are  in  fault.  (The  Grace 
Girdler,  7  Wall,  196 ;  The  John  Henry,  3  Ware,  264 ;  The 
David  Daws,  16  Fed.  Sep.,  154 ;  The  Comet,  1  Abb.  U.  S., 
451 ;  The  Breeze,  6  Ben.,  14 ;  The  Summit,  2  Curtis,  150.) 

If  no  trace  is  to  be  found  of  any  doctrine  of  liability 
or  rule  of  damages  in  cases  of  marine  torts  which  is  pe- 
culiar to  the  Admiralty,  except  that  which  obtains  in  cases  of 
collision,  and  has  exclusive  reference  to  the  conduct  of  ships 
towards  each  other  and  the  faults  or  accidents  incident  to 
their  navigation,  resort  may  be  had  to  the  principles  or  an- 
alogies of  the  common  law  or  of  the  civil  law,  when  a  new 
Vol.  XXTV.— 10 
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question  arises ;  and  it  has  also  been  said,  that  local  statutes 
or  general  statutes  not  obligatory  upon  Courts  of  Admiralty 
furnish  a  rule  of  decision.  (The  Highland  Light,  Chase's 
Decisions,  150 ;  Steamboat  Orleans  v.  Phoebus,  11  Pet.,  175  J 
Steamboat  Co.  v.  Chase,  16  Wall.,  522,  581 ;  Cutting  v.  Seabury, 
1  Sprague,  522 ;  The  Lottawanna,  21  Watt.,  558.)  Ordinarily, 
to  determine  the  rights  and  remedies  of  parties  for  marine 
torts,  the  Courts  recur  to  the  rules  of  the  common  law,  to  ascer- 
tain what  acts  are  marine  torts.  (Peterson  v.  Watson,  Blotch. 
dk  How.,  487.)  In  the  language  of  the  decisions,  marine 
torts  are  said  to  embrace  wrongs  committed  by  direct  force 
and  those  suffered  in  consequence  of  the  negligence  or  mal- 
feasance of  others,  "  where  the  remedy  at  common  law  is  by 
an  action  on  the  case."  (Phil.,  W.  dk  B.  R.  Co.  v.  Phil. 
Steam  Towboal  Co.,  23  How.,  209,  216 ;  Leathers  v.  Blessing, 
105  TJ.  S.,  626,  630.) 

As  has  been  stated,  both  the  common  law  and  the  civil 
law  agree  in  denying  a  right  of  recovery  for  negligence, 
when  the  negligence  of  the  party  injured  has  concurred  in 
producing  the  injury.  The  reason  for  the  rule  is  sometimes 
said  to  be  based  upon  grounds  of  public  policy,  which  require, 
in  the  interest  of  the  whole  community,  that  every  one  shall 
take  such  care  of  himself  as  can  reasonably  be  expected ;  but 
the  reason  more  commonly  assigned  why  contributory  negli- 
gence is  never  considered  in  mitigation  of  damages,  but  is 
deemed  a  complete  defence,  is,  because  "  the  law  has  no  scales 
to  determine,  in  such  cases,  whose  wrong-doing  weighed  most 
in  the  compound  that  occasioned  the  mischief.9'  (R.  R.  Co. 
v.  Norton,  24  Pa.  St.,  465,  469 ;  ChreenUmd  v.  Chaplin,  5 
Ecch.,  243,  247 ;  Wilds  v.  H.  R.  R.  Co.,  24  N.  Y.,  430, 432.) 
The  language  of  Strong,  J.,  in  Heil  v.  Glanding,  (42  Pa.  St., 
493,  499,)  is  as  follows :  "  The  reason  why,  in  cases  of  mutual 
concurring  negligence,  neither  party  can  maintain  an  action 
against  the  other,  is,  not  that  the  wrong  of  the  one  is  set  off 
against  the  wrong  of  the  other ;  it  is  that  the  law  cannot 
measure  how  much  the  damage  suffered  is  attributable  to  the 
plaintiff's  own  fault.    If  he  were  allowed  to  recover,  it  might 
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be  that  he  would  obtain  from  the  other  party  compensation 
for  his  own  misconduct."  It  would  seem  that  either  of  the 
reasons  assigned  should  be  as  controlling  with  a  Court  of  Ad- 
miralty as  in  a  Court  of  common  law.  It  is  also  to  be  ob- 
served, that  the  rule  relates  to  the  cause  of  action  and  denies 
any  right  of  recovery,  and  is  not  one  of  damages,  for  ascertain- 
ing what  measure  of  compensation  should  be  awarded. 

The  question  presented  by  this  appeal  is  both  novel  and 
interesting.  Oases  similar  to  this  are  now  frequently  brought 
in  the  District  Courts,  but  those  in  which  the  amount  in- 
volved is  sufficient  to  enable  an  appeal  to  be  brought  from 
this  Court  to  the  Supreme  Court  are  very  rare ;  and  it  follows 
that  the  decisions  of  the  Circuit  Courts  must  be  accepted  as 
final,  and  as  definitely  determining  the  law  of  such  cases  for 
probably  many  years.  The  judgment  of  the  Circuit  Court  in 
the  case  of  The  Explorer  is  embodied  in  a  carefully  considered 
opinion  and  is  entitled  to  great  weight  in  this  Court.  But 
whatever  doubts  might  be  entertained  of  its  correctness,  or 
of  the  duty  of  this  Court  to  yield  to  its  authority  as  the  judg- 
ment of  a  Court  of  co-ordinate  jurisdiction,  pronounced  after 
fall  consideration,  by  a  Judge  whose  opinions  always  com- 
mand the  highest  respect,  have  been  removed  by  a  decision 
of  the  Supreme  Court,  which  seems  to  have  been  overlooked 
by  counsel  as  well  as  by  the  Judges  who  have  hitherto  con- 
sidered the  question  involved.  In  Attee  v.  Packet  Co.,  (21 
Wall.,  389,)  there  was  an  appeal  in  Admiralty  from  a  decree 
of  the  Circuit  Court  of  the  District  of  Iowa,  awarding  dam- 
ages to  the  owners  of  a  barge  which  was  injured  by  being  run 
against  a  stone  pier  built  by  the  respondent  in  a  navigable 
part  of  the  Mississippi  river.  The  Circuit  Court  decided  that 
the  pier  was  an  unlawful  obstruction  and  decreed  for  the 
whole  damages  sustained  by  the  libellant ;  but  the  Supreme 
Court,  although  agreeing  that  the  pier  was  an  unlawful 
structure,  and  that  the  respondent  was  liable,  decided  that 
the  pilot  of  the  barge  was  guilty  of  negligence  for  want  of 
knowledge  of  the  pier,  and  for  hugging  the  shore,  when,  by 
proceeding  further  out,  in  deep  water,  his  vessel  would  have 
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been  safe ;  and  reversed  the  decree  below,  by  dividing  the 
damages.  The  question  whether  damages  should  be  divided 
in  such  cases  was  considered  and  disposed  of,  Mr.  Justice 
Miller  delivering  the  opinion  of  the  Court,  in  the  following 
language :  "  But  the  plaintiff  has  elected  to  bring  his  suit  in 
an  Admiralty  Court,  which  has  jurisdiction  of  the  case,  not- 
withstanding the  concurrent  right  to  sue  at  law.  In  this 
Court  the  course  of  proceeding  is  in  many  respects  different, 
and  the  rules  of  decision  are  different.  The  mode  of  plead- 
ing is  different,  the  proceeding  more  summary  and  informal, 
and  neither  party  has  a  right  to  trial  by  jury.  An  important 
difference  as  regards  this  case  is  the  rule  for  estimating  the 
damages.  In  the  common  law  Court  the  defendant  must  pay 
all  the  damages  or  none.  If  there  has  been,  on  the  part  of 
plaintiffs,  such  carelessness  or  want  of  skill  as  the  common 
law  would  esteem  to  be  contributory  negligence  they  can  re- 
cover nothing.  By  the  rule  of  the  Admiralty  Court,  where 
there  has  been  such  contributory  negligence,  or  in  other 
words  when  both  have  been  in  fault,  the  entire  damage  re- 
sulting from  the  collision  must  be  equally  divided  between 
the  parties.  This  rule  of  the  Admiralty  commends  itself  quite 
as  favorably,  in  its  influence  in  securing  practical  justice,  as 
the  other,  and  the  plaintiff,  who  has  the  selection  of  the  forum 
in  which  he  will  litigate,  cannot  complain  of  the  rule  of  that 
forum.  It  is  not  intended  to  say,  that  the  principles  which 
determine  the  existence  of  mutual  fault,  on  which  the  dam- 
ages are  divided,  in  Admiralty,  are  precisely  the  same  as  those 
which  establish  contributory  negligence  at  law  that  would  de- 
feat the  action.  Each  Court  has  its  own  set  of  rules  for  de- 
termining these  questions,  which  may  be  in  some  respects 
the  same,  but  in  others  vary  materially."  Upon  these  views 
of  the  law,  the  collision  rule  for  dividing  damages  can  no 
longer  be  considered  as  applicable  only  to  cases  involving  the 
rights  and  responsibilities  of  parties  for  colliding  vessels. 
The  principles  enunciated  apply  to  all  cases  of  marine  tort 
founded  upon  negligence,  without  regard  to  any  peculiar  con- 
siderations of  maritime  policy  for  regulating  the  conduct  of 


SEPTEMBER,  1886.  149 


Harper  «.  Shoppell. 


ships  towards  each  other,  or  to  any  exceptional  .roles  of  prac- 
tice adopted  by  the  Admiralty  Courts,  because  of  the  intrinsic 
difficulty,  in  collision  cases,  of  locating  the  fault  or  the  cause 
of  the  disaster.  This  decision  covers  the  whole  ground  and 
fully  sustains  the  ruling  in  The  Explorer  and  in  the  District 
Court. 

The  decree  of  the  District  Court  is  affirmed. 


James  A.  Patrick,  for  the  libellant. 
WilJiefon/us  Mynderse,  for  the  claimant. 


Philip  J.  A.  Habpeb  and  othebb 

vs. 

Bobbbt  W.  Shoppell. 

A  person  who  makes  an  electrotype  plate  which  is  a  copy  of  an  "important, 
substantial  and  material  part "  of  the  plaintiff's  copyrighted  illustrated  news- 
paper, and  sells  the  plate  to  the  proprietor  of  another  illustrated  news- 
paper, knowing  that  it  will  be  used  by  him  in  publishing  the  latter,  infringes 
the  plaintiff's  copyright. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  September  8th,  1886.) 

Wallace,  J.  Upon  the  conceded  facts  appearing  in  the 
stipulation  filed  for  the  purposes  of  the  trial,  the  defendant 
has  made  an  electrotype  copy  of  "  an  important,  substantial 
and  material  part "  of  the  plaintiffs'  copyrighted  illustrated 
newspaper,  and  sold  the  plate  to  the  proprietor  of  another 
illustrated  newspaper,  published  in  the  same  city  where  the 
plaintiffs'  newspaper  is  published,  the  defendant  knowing,  at 
the  time  of  selling  the  plate,  that  it  would  be  used  by  the 
purchaser  for  printing  and  publishing  in  such  newspaper  the 
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matter  copied  by  the  defendant  Under  such  circumstances, 
the  defendant  is  in  no  better  position  than  he  would  be  if  he 
had  himself  printed  and  published  the  copyrighted  matter  in 
the  purchaser's  newspaper,  because,  as  was  stated  in  Harper 
v.  ShoppeUy  (23  Blatchf.  C.  0.  B.,  431,)  he  is  to  be  regarded 
as  having  sanctioned  the  appropriation  of  the  plaintiffs'  copy- 
righted matter,  and  occupies  the  position  of  a  party  acting  in 
concert  with  the  purchaser  who  printed  and  published  it,  and 
is  responsible  with  him  as  a  joint  tortfeasor.  (  Wallace  v. 
Holmes,  9  Blatchf.  C.  C.  B.,  65 ;  Be  Kuyper  v.  WiMeman,  23 
Fed.  Bep.y  871 ;  Travers  v.  Beyer,  26  Fed.  Bep.y  450.) 
Judgment  is  ordered  for  the  plaintiffs. 

James  W.  Hawes,  for  the  plaintiffs. 

A.  T.  GwrKtz,  for  the  defendant. 


Charlotte,  Duohesse  d'Auxy 

vs. 

■ 

Agnes  Gordon  Sotjtter  and  William  K.  Soutter,  Execu- 
tors, &o.    In  Equity. 

On  an  accounting  by  executors  under  an  interlocutory  decree  against  them,  in 
a  suit  in  equity,  one  of  them  is  a  competent  witness  for  himself  as  to  a  trans- 
action between  him  and  the  testator,  and  the  testimony  is  not  excluded  by 
section  858  of  the  Revised  Statutes. 

(Before  Whkbler,  J.,  Southern  District  of  New  York,  October  6th,  1886.) 

Wheeler,  J.  This  cause  has  now  been  heard  upon  a 
motion  to  exclude  the  testimony  of  one  of  the  executors  upon 
the  accounting  heretofore  decreed  to  settle  the  amount  of  the 
estate  in  the  hands  of  the  executors,  one  twentieth  part  of 
which  is  decreed,  when  ascertained,  to  the  oratrix.    The  tes- 
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timony  is  sought  to  be  excluded  under  section  858  of  the 
Revised  Statutes,  which  provides  that,  in  actions  by  or 
against  executors,  administrators,  or  guardians,  in  which 
judgment  may  be  rendered  for  or  against  them,  neither  party 
shall  be  allowed  to  testify  against  the  other,  as  to  any  trans- 
action with,  or  statement  by,  the  testator,  intestate,  or  ward, 
with  certain  qualifications  not  here  material.  The  testimony 
offered  is  as  to  a  transaction  between  the  testator  and  the 
executor  offering  himself  as  a  witness.  No  judgment  can  be 
rendered  in  this  action  upon  that  transaction,  however.  The 
inquiry  is  incidental  to  taking  the  account,  and  not  upon  an 
issue  which  is  the  subject  of  a  decree.  Therefore,  the  testi- 
mony does  not  appear  to  come  within  the  statute.  (Monon- 
gahela  Bank  v.  Jacobus,  109  U.  &,  275.) 

The  motion  to  exclude  the  testimony  is  denied. 

Lewis  Sander 8,  for  the  plaintiff. 

V  cvnderpod,  Green  <fe  Cuming,  for  the  defendants. 


The  Galileo  and  the  Edgar  Baxter. 
The  Hedtbioh  and  Tonio  and  the  Edgab  Baxter. 

In  rait  in  Admiralty,  in  rem,  against  two  vessels,  to  recover  for  damages  from 
a  collision,  the  District  Court  dismissed  the  libel  as  to  one  vessel  and  award- 
ed fall  damages  against  the  other.  The  latter  appealed,  and  the  libellanta, 
after  appealing,  abandoned  their  appeal,  but  they  were  heard  in  the  Circuit 
Court,  which  reversed  the  decree  of  the  District  Court,  and  held  both  vessels 
to  have  been  in  fault :  Held,  that,  although  the  libellanta  did  not  appeal,  they 
could  have  a  decree  in  the  Circuit  Court  against  the  vessel  as  to  which  the 
libel  was  dismissed  by  the  District  Court,  because  the  appeal  on  which  the 
case  was  heard  suspended  the  operation  of  the  decree  below,  and  brought  up 
the  whole  case  for  a  new  hearing. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  October  12th,  1886.) 
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Wallace,  J.  Upon  the  settlement  of  the  decree  in  this 
cause,  (ante,  p.  Ill,)  the  fact  was  first  brought  to  the  atten- 
tion of  the  Court,  that  the  appeal  which  had  been  taken  by 
the  libellants  from  the  decree  of  the  District  Court  had  been 
withdrawn  and  abandoned,  and,  therefore,  at  the  time  of  the 
hearing  in  this  Court,  the  libellants  were  in  the  position  of 
not  having  appealed  from  the  decree. 

The  libel  was  filed  against  the  tug  Baxter  and  the  steam- 
ship Galileo  jointly,  to  recover  damages  to  the  bark  of  the 
libellants  from  a  collision  alleged  to  have  been  produced  by 
the  negligence  of  both  the  Baxter  and  the  Galileo.  Separate 
answers  were  interposed,  each  vessel  denying  negligence  on 
its  own  part  and  asserting  negligence  on  the  part  of  the  other. 
The  District  Court  exonerated  the  Baxter  and  pronounced 
the  Galileo  solely  responsible.  The  decree  dismissed  the 
libel  as  to  the  Baxter,  with  costs,  and  awarded  the  libellants 
their  whole  damages  against  the  Galileo,  with  costs.  The 
Galileo  appealed  from  this  decree,  and  so  did  the  libellants ; 
but,  as  now  appears,  the  latter  abandoned  their  appeal.  Upon 
the  hearing  in  this  Court,  the  owners  of  the  Baxter,  as  well 
as  the  libellants,  appeared  and  litigated  the  cause.  This 
Court  reversed  the  decree  of  the  District  Court  and  pro- 
nounced both  vessels  in  fault. 

If  the  libellants  had  appealed,  they  would  have  been  en- 
titled to  a  decree  in  the  form  approved  in  The  Alabama  and 
The  Game  Cocky  (92  U.  &,  695 ;)  that  is,  to  a  primary  award 
against  each  vessel  of  a  moiety  only  of  the  libellants'  dam- 
ages, with  interest  and  costs,  and  a  further  award  against 
each  vessel  of  such  part  of  the  moiety  of  the  other  as  the 
libellants  might  be  unable  to  collect  of  the  latter.  But  the 
point  is  now  taken,  in  behalf  of  the  Baxter,  that,  as  the  libel- 
lants did  not  appeal  from  the  decree  of  the  Court  below  dis- 
missing the  libel  as  to  her,  they  cannot  be  heard  except  in 
support  of  the  decree,  and  can  have  no  decree  against  her  in 
this  Court ;  and  it  is  insisted,  for  the  Galileo,  that,  if  there 
can  be  no  recovery  for  the  libellants  as  against  the  Baxter, 
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they  should  not  recover  against  the  Galileo  more  than  a 
moiety  of  their  damages. 

It  is  familiar  law,  that  a  party  who  does  not  appeal  cannot 
be  heard  upon  the  appeal  except  in  support  of  the  decree  be- 
low. This  is  the  rule  not  only  in  Admiralty  but  also  in 
equity.  In  suits  at  law  against  joint  tort  feasors,  when  the 
defendants  answer  severally  and  not  jointly,  their  interests 
are  severed,  and,  if  a  judgment  is  recovered  against  one  only, 
he  may  sue  out  a  writ  of  error  without  joining  the  other 
defendant.  {Thomas  v.  Zone,  2  Sumn.y  1 ;  Cox  v.  United 
States,  6  Pet.,  172.)  In  such  case,  the  only  parties  in  the 
appellate  Court  are  the  one  who  takes  the  writ  of  error  and 
the  opposite  party.  The  writ  of  error  is  a  new  suit,  in  effect, 
and,  of  course,  the  only  questions  brought  up  for  review  are 
those  arising  between  those  parties  only,  because  the  party 
who  is  not  joined  in  the  writ  of  error  is  no  longer  in  the  case. 

This  is  not  so,  however,  in  Admiralty  or  in  equity,  where 
the  appeal  suspends  the  operation  of  the  decree  below  and 
brings  up  the  whole  cause  for  a  new  hearing.  Although  a 
writ  of  error  has  been  brought  from  a  judgment  at  law,  the 
judgment  is  nevertheless  a  bar  and  an  estoppel  until  reversed. 
In  equity,  however,  the  decree  does  not  have  this  effect,  when 
an  appeal  has  been  taken.  (See  Sharon  v.  Hill,  11  Saioyer, 
290.) 

In  suits  in  equity,  the  real  controversy  is  often  between 
parties  who  have  been  joined  as  defendants  rather  than 
between  either  of  them  and  the  plaintiff.  An  appeal  by  one 
defendant  brings  up  the  whole  controversy,  so  far  as  it  affects 
him,  and  all  parties  interested  in  supporting  the  decree  ap- 
pealed from  are  entitled  to  be  heard,  although  no  party  ex- 
cept the  appellant  can  be  heard  in  support  of  the  appeal ; 
and,  if  the  decree  is  affirmed,  these  parties  are  entitled  to 
costs  as  against  the  appellant.  In  a  case  where  the  plaintiff's 
bill  was  filed  against  two  defendants  who  separately  claimed 
the  same  property,  and,  the  plaintiff  having  obtained  a  de- 
cree, one  defendant  appealed,  the  Court,  being  of  opinion 
that  the  other  defendant  was  entitled  to  the  property,  die- 
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missed  the  bill,  on  the  appeal,  as  against  both  defendants. 
(  Vaughan  v.  Sattiday,  Z.  J?.,  9  Oh.  Ajpp.9  561 ;  Kent  v. 
Freehold  Zand  cfe  Brick  Making  Co.,  L.  H.9  3  Oh.  App., 
493.) 

In  the  present  case,  the  libellants  conld  have  proceeded 
against  either  vessel,  and  recovered  their  whole  damages, 
notwithstanding  it  might  have  appeared  that  the  collision 
was  produced  by  the  contributing  negligence  of  both.  {The 
Atlas,  93  U.  &,  302.)  It  was  to  obviate  the  hardship  of 
compelling  one  vessel  to  pay  the  whole  damages  for  a  colli- 
sion in  which  another  vessel  not  sued  was  equally  guilty 
with  the  vessel  sued,  that  led  to  the  adoption  of  Supreme 
Court  rule  59,  (112  TJ.  S.,  743,)  by  which  the  claimant  of  the 
vessel  sued  can  require  another  vessel  which  contributed  to 
the  same  collision  to  be  proceeded  against  in  the  same  suit. 
The  object  of  this  rule  is  to  prevent  a  libellant  from  pursu- 
ing one  vessel  alone  when  two  are  equally  responsible  for  the 
damages  caused  by  a  collision,  and  to  require  both,  at  the  op- 
tion of  either,  to  be  brought  in,  in  order  that  a  decree  for  a 
moiety  of  the  damages  may  be  made  against  each,  when  such 
a  decree  will  fully  protect  the  libellant. 

The  party  most  interested  in  supporting  the  decree  of  the 
District  Court  was  the  Baxter.  Her  owners  were  entitled  to 
be  heard  in  support  of  it,  on  the  appeal,  and  they  were  heard. 
If  their  present  contention  is  correct,  either  the  Galileo  has 
appealed  in  vain,  because,  although  she  ought  to  be  held  re- 
sponsible primarily  only  for  a  moiety  of  the  damages,  she 
must  now  be  held  for  the  whole,  or  the  libellants,  who  had  no 
reason  to  be  dissatisfied  with  the  decree  of  the  District  Court, 
inasmuch  as  they  were  awarded  their  whole  damages  against 
the  Galileo,  must  lose  a  moiety  of  the  damages  because  they 
did  not  appeal  and  further  litigate  the  cause  for  the  benefit  of 
the  Galileo.  The  statement  of  such  a  proposition  is  its  an- 
swer. 

The  decree  will  follow  the  form  approved  in  The  Alaba- 
ma amd  The  Game  Cook.  The  libellants  are  entitled  to  the 
costs  of  the  District  Court,  but  not  to  the  costs  of  this  Court, 
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and  the  Galileo  is  entitled  to  the  costs  of  this  Court  against 
the  Baxter. 


Hill,  Wing  <&  Shoudy,  for  the  libellants. 
Foster  &  Thomson,  for  the  Galileo. 
Owen  dc  Gray,  for  the  Edgar  Baxter. 


In  the  Mattes  of  the  Extradition  of  William  J. 

Feerelle. 

Under  section  5,270  of  the  Revised  Statutes,  a  private  person,  not  authorised 
by  the  Executive  of  a  foreign  Government,  cannot  institute  a  proceeding  for 
the  surrender  of  a  fugitive  from  justice  to  such  Government 

(Before  Baowtf,  J.,  Southern  District  of  New  York,  October  12th,  1886.) 

Brown,  J.  The  prisoner  is  brought  before  me  upon 
habeas  corpus,  and  certiorari  to  proceedings  had  before  a 
United  States  commissioner,  upon  his  arrest,  on  the  charge 
of  having  forged  a  note  or  draft  on  William  Owen  Parker,  in 
Canada.  The  prisoner  is  entitled  to  his  discharge,  unless  it 
appears  that  he  is  lawfully  held.  As  the  alleged  crime  was 
committed  in  Canada,  there  is  no  jurisdiction  on  the  part  of 
any  officer  of  this  Government  to  take  cognizance  of  it,  ex- 
cept in  pursuance  of  some  Act  of  Congress.  So  that  the 
question  virtually  is,  whether  these  proceedings,  and  the 
commitment  under  them,  have  been  authorized  by  section 
5,270  of  the  Revised  Statutes,  which  is  the  only  section  that 
covers  the  case. 

On  behalf  of  the  prisoner,  it  is  alleged  that  the  proceed- 
ings before  the  Commissioner  were  not  instituted  by  the  pub- 
lic authorities  of  Canada,  or  by  any  person  authorized  to  rep- 
resent the  Executive  of  that  Government.    That  presents 
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two  questions — one  of  fact,  and  the  other  of  law.  The  ques- 
tion of  fact  is,  whether  the  complaint,  and  the  proceedings 
before  the  Commissioner  nnder  the  complaint,  were,  in  truth, 
made  by  persons  who  were  authorized  thereto  by  the  Execu- 
tive of  Canada ;  and  the  question  of  law,  if  that  was  not  the 
case,  is,  whether  proceedings  for  extradition  may  be  institut- 
ed, and  can  proceed,  at  the  instance  of  private  persons  who 
may  have  been  affected  by  the  crime,  but  who  have  not  been 
authorized  by  the  Executive  of  the  foreign  Government  to 
represent  it  in  such  proceedings. 

There  can  be  no  question  that,  aside  from  the  Act  of 
Congress,  a  private  citizen,  either  of  our  own  country  or  of  a 
foreign  country,  cannot,  within  our  jurisdiction,  institute 
proceedings  on  his  own  account  for  a  crime  committed  in 
another  country.  In  my  judgment,  section  5,270  of  the  Re- 
vised Statutes  did  not  intend  to  give  any  such  power  to  pri- 
vate persons.  Its  whole  scope  and  language  have  reference 
to  a  treaty  made  with  some  foreign  Government,  and  to  pro- 
ceedings for  the  purpose  of  carrying  out  treaty  provisions ; 
and  it  provides  that,  in  such  a  case,  and  for  such  purposes, 
the  officers  named  in  this  section,  including  the  Commission- 
er, "  upon  complaint  made  under  oath,  charging  any  person 
found  within  the  limits  of  any  State,  district  or  Territory, 
with  having  committed,  within  the  jurisdiction  of  any  such 
foreign  Government,  any  of  the  crimes  provided  for  by  such 
treaty  or  convention,"  may  issue  a  warrant  for  the  apprehen- 
sion of  the  person  so  charged ;  and  that  if,  on  such  hearing, 
the  officer  deems  the  evidence  sufficient  to  sustain  the  charge, 
he  shall  certify  the  same,  together  with  a  copy  of  all  the  tes- 
timony taken  before  him,  to  the  Secretary  of  State,  that  a 
warrant  may  issue  upon  the  requisition  of  the  proper  author- 
ities of  such  foreign  Government. 

The  Commissioner  or  other  officer  has  jurisdiction  to  pro- 
ceed "  upon  complaint  made  under  oath."    That  means  upon 
a  "  complaint  under  oath  "  in  behalf  of  the  foreign  Govern- 
.  ment  that  is  authorized  by  the  existing  treaty  to  have  the 
surrender  made.    In  other  words,  the  Government  that  has 
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the  treaty  right,  mast  be  the  promoter  of  the  proceeding. 
The  Act  was  not  intended  to  give  a  private  person  the  author- 
ity to  institute  a  proceeding  upon  his  own  option  merely ; 
and  it  would  be  a  great  hardship  if  that  construction  were 
given  to  it,  because  it  would  enable  any  private  person  to  in- 
stitute a  criminal  proceeding  here  upon  a  crime  committed 
in  a  foreign  country,  and  have  the  prisoner  held  for  the  con- 
siderable period  of  sixty  days,  without  any  one's  knowing 
whether  the  foreign  Government  desired  the  proceeding,  or 
desired  the  prisoner,  to  try  him,  or  would  ever  exercise  its 
option  to  demand  the  accused  under  the  treaty.  I  cannot 
believe  it  was  the  intention  of  Congress,  by  this  section,  to 
give  any  such  general  authority  to  mere  individuals  and  pri- 
vate persons. 

Generally,  complaints  of  this  character  have  been  made 
under  the  clear  authority  or  sanction  of  the  Executive  of  the 
foreign  Government— ordinarily,  through  their  consuls ;  some 
times  directly,  by  papers  sworn  to  by  the  foreign  officers  rep- 
resenting the  Executive. 

I  should  be  inclined  to  hold  that,  at  any  time  while  the 
proceeding  is  pending  before  the  Commissioner,  proof  might 
be  produced  to  show  that  the  persons  who  initiated  the  pro- 
ceeding were  really  acting  in  behalf  of  the  foreign  Govern- 
ment, and  that  their  action  was  sanctioned,  ratified  and 
adopted  by  the  Executive. 

In  this  case,  the  objection  was  seasonably  taken  before  the 
Commissioner,  that  the  proceedings  were  not  prosecuted  by 
the  authority  of  the  Executive  of  Canada,  but  that  it  ap- 
peared to  be  solely  on  the  responsibility  of  private  persons. 
The  only  evidence  that  I  find  in  the  record,  bearing  on  that 
point,  is  not  sufficient  to  show  any  action  on  the  part  of  the 
Executive  of  Canada,  adopting  or  sanctioning  those  proceed- 
ings as  conducted  on  its  behalf. 

The  evidence  consists  of  a  warrant  issued  by  the  Police 
Justice  in  Canada,  to  the  local  sheriff,  for  the  arrest  of  the 
prisoner.  Bat  that  warrant  authorized  action  to  be  taken 
within  the  limits  of  Canada  only,  and  not  within  the  United 
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States.  The  sheriff,  who  was  present  here,  is  not  a  represen- 
tative of  the  Executive  of  Canada,  and  he  gave  no  evidence 
of  its  authoritative  action ;  nor  are  the  original  affidavits  pro- 
cured from  the  files  of  the  Police  Magistrate's  Court  in  Can- 
ada evidence  of  such  action ;  and  that  is  all  the  evidence,  so 
far  as  I  understand,  that  was  produced  before  the  Commis- 
sioner, to  indicate  any  sanction  by  the  Executive  of  Canada 
of  this  prosecution. 

Since  the  proceedings  before  the  Commissioner  were 
closed  two  weeks  have  elapsed,  and  up  to  this  moment 
nothing  is  produced  showing  that  the  Canadian  Government 
has  authorized  or  adopted  these  proceedings.  Counsel  for  the 
prosecution  very  properly  has  repeatedly  desired  express  evi- 
dence of  authority  from  the  Canadian  Government;  and,  as 
it  seems  to  me,  the  letters  from  the  Attorney-General  read  to 
the  Court  show  that  that  Government  was  not  ready  to  give 
him  any  express  authority  in  the  matter.  The  consul,  on 
being  applied  to,  declined  to  take  any  part  in  it.  Both  re- 
plied that  any  authority  from  them  was  unnecessary.  This 
Court  holds  otherwise,  and  that,  where  the  proceeding  is  ini- 
tiated by  a  person  in  his  private  capacity,  and  not  as  the  ac- 
credited agent  of  the  Executive  of  the  foreign  Government, 
the  Commissioner  must  have  satisfactory  evidence,  before  the 
proceeding  is  closed,  that  the  proceeding  is  promoted  by  the 
foreign  Government,  or  carried  on  by  its  authority ;  and  that 
otherwise  the  proceeding  should  be  dismissed,  for  want  of 
authority.    (In  re  Kdly,  26  Fed.  Rep.,  852,  856.) 

The  fact  that  there  is  not  even  now,  two  weeks  after  the 
prisoner  was  committed  to  jail,  any  evidence  of  the  sanction 
or  adoption  of  these  proceedings  by  the  Executive  of  Canada, 
emphasizes  the  impropriety  of  allowing  the  proceedings  to 
be  initiated  even  by  private  persons  in  their  individual  capac- 
ity only,  and  of  the  injustice  likely  to  arise  from  such  a  prac- 
tice. I  cannot  sanction  that  practice,  or  give  such  a  construc- 
tion to  the  law  as  would  "authorize  it.  There  is  no  practical 
necessity  for  it.  The  question  here  has  nothing  to  do  with 
the  Executive  mandate,  or  the  warrant  for  the  final  delivery ; 
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the  only  question  is,  upon  whose  complaint  the  proceedings 
are  to  be  instituted.  It  is  the  foreign  Government  only  that 
is  entitled  to  the  extradition  of  the  accused.  The  initiatory 
steps  for  extradition  must,  therefore,  be  by  authority  of  that 
Government  and  in  its  behalf.  This  proceeding  having  been 
instituted  in  the  name  of  a  private  person  only,  and  having 
been  closed  before  the  Commissioner  without  the  production 
of  any  evidence  that  he  acted  by  authority  of  the  Canadian 
Executive,  and  even  at  this  time,  notwithstanding  strong 
efforts  by  the  counsel  for  the  prosecution  to  have  evidence  of 
such  authority  famished,  none  being  produced,  the  proceed- 
ings should  be  quashed  and  the  prisoner  discharged. 

Charles  A.  Hess,  for  the  prisoner. 

Charles  Blandy,  for  the  respondent. 


Robert  D.  Hunter 

vs. 

The  International  Railway  Impbovement  Company. 

The  plaintiff,  in  necessary  preparation  for  trial,  took  depositions  de  bene  me 
which  were  not  need  at  the  trial,  because  the  defendant  produced  the  wit- 
nesses :  Held,  that  the  expense  of  taking  the  depositions  was  taxable  by  the 
plaintiff,  as  part  of  his  costs. 

(Before  Brown,  J.,  Southern  District  of  New  York,  October  13th,  1886.) 

Brown,  J.  As  the  witnesses  lived  over  100  miles  from 
the  place  of  trial,  the  depositions  were  a  necessary  preparation 
for  the  trial  on  the  part  of  the  plaintiff.  Had  the  plaintiff 
waived  the  use  of  the  depositions  by  his  own  action,  as  by 
procuring  the  attendance  of  the  witnesses,  he  could  not  tax 
both  for  the  depositions  and  for  attendance  at  the  trial.  But 
the  defendant,  it  appears,  had  procured  the  attendance  of  the 
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witnesses ;  and,  the  depositions  being  de  bene  esse  only,  that  is, 
to  be  nsed  conditionally  upon  the  non-attendance  of  the 
witnesses,  the  plaintiff  was  not  legally  entitled  to  read  the 
depositions  when  the  defendant  produced  the  witnesses  in 
Court  ready  for  examination.  Section  865  provides,  in  gen- 
eral, that  the  depositions,  in  such  cases,  are  not  to  be  nsed ; 
and  such  is  the  general  rule  in  regard  to  depositions  taken  de 
bene  esse.  (Patapsoo  Ins.  Co.  v.  Southgate,  5  Pet.,  604, 617 ; 
Pettibone  v.  Derringer,  4  Wash.  C.  C,  215,  219 ;  Stem  v. 
Bowman,  13  Pet.,  209  ;  The  Thomas  and  Henry,  1  Brook., 
367 ;  Barron  v.  The  People,  1  Comst.,  386 ;  Ouyon  v.  Lewis, 
7  Wend.,  26.) 

There  was,  in  this  case,  no  waiver  of  the  depositions  by 
the  party  who  had  taken  them,  nor  any  voluntary  substitution 
therefor  of  their  oral  testimony  on  the  trial.  These  circum- 
stances distinguish  the  present  case  from  that  of  Hathaway 
v.  Roach,  (2  Woodb.  cfe  Min.,  63.) 

As  the  plaintiff  could  not  compel  the  attendance  of  the 
witnesses,  and  did  not  procure  them,  and  was  compelled  to 
be  at  the  necessary  expense  of  taking  the  depositions,  in  order 
to  prepare  for  trial  pursuant  to  statute,  his  right,  as  the  pre- 
vailing party,  to  tax  this  expense,  cannot  be  justly  taken  away 
by  the  defendant's  act  in  producing  the  witnesses  at  the  trial. 
The  taxation  is,  therefore,  affirmed. 

Ewmg  <b  Southard,  for  the  plaintiff. 

Dillon  &  Swayne  and  David  Kewne,  for  the  defendant. 


Field,  Chapman  &  Fenner 

vs. 
Richard  R.  Haines  and  others,  and  trustees. 

The  directors  of  a  private  corporation  in  Vermont,  who  assent  to  the  creation 
by  the  corporation  of  indebtedness  exceeding  in  amount  two-thirds  of  its 
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capital  stock  actually  paid  in,  are,  by  section  8,291  of  the  Revised  Laws  of 
Vermont,  made  personally  liable  for  the  excess ;  and  section  1,067  provides, 
that  actions  founded  on  a  contract,  express  or  implied,  may  be  commenced  by 
trustee  process:  Held,  that  an  action  founded  on  such  liability  is  an  ac- 
tion founded  on  a  contract,  and  may  be  commenced  by  trustee  process. 

(Before  Wkexlbr,  J.,  Vermont,  October  30th,  1886.) 

Wheeler,  J.  Section  3,291,  Revised  Laws  of  Vermont, 
provides,  in  respect  to  private  corporations,  that  no  debts  shall 
be  contracted  by  the  corporation  exceeding  in  amount  two- 
thirds  of  the  capital  stock  actually  paid  in,  and  that  any  di- 
rector assenting  to  the  creation  of  such  indebtedness  shall  be 
personally  liable  for  the  excess ;  and  section  1,067  provides , 
that  actions  founded  on  a  contract,  express  or  implied,  may 
be  commenced  by  trustee  process.  This  action  is  brought 
against  the  defendants,  as  directors  of  the  Bennington  Woolen 
Mills,  a  private  corporation  to  which  this  provision  of  the 
Revised  Laws  applies,  to  enforce  their  liability  thereunder  for 
an  excess  of  indebtedness  over  the  amount  of  capital  stock 
paid  in,  assented  to  by  them,  and  has  been  commenced  by 
trustee  process.  Motions  have  been  made  and  heard  to  dis- 
miss the  suit,  as  not  founded  on  a  contract,  express  or  implied, 
and,  therefore,  not  authorized  to  be  commenced  by  trustee 
process.  The  liability  of  the  directors  is  placed  directly,  by 
the  statute,  upon  th&r  assent  to  the  creation  of  the  indebted- 
ness. They  are  to  be  presumed  to  know  this  law,  and  to 
know  that,  when  they  assent  to  the  creation  of  such  indebted- 
ness, they  assent  to  a  liability  on  their  part  for  the  excess  of 
such  indebtedness  above  the  paid  up  capital.  The  liability  is 
not  imposed  because  of  anything  done  or  omitted,  apart  from 
the  making  of  the  contract  constituting  the  debt,  but  on  ac- 
count of  the  part  taken  by  the  directors  in  making  that  con- 
tract. By  assenting  to  the  act  which  makes  the  debt,  they 
make  themselves  liable  for  the  part  of  the  debt  that  exceeds 
the  capital.  This  part  of  the  debt  is  prohibited,  but  not  so, 
nor  claimed  to  be  so,  but  that  it  is  binding  upon  the  corpora- 
tion ;  the  contract  creating  the  debt  is  not  so  illegal  as  to  be 
void,  and  the  assent  of  the  directors  is  not.  Their  liability 
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appears  to  be  founded  in  their  assent,  which  is,  in  its  nature, 
a  contract. 

In  the  charter  of  the  Jamaica  Leather  Company,  (Laws 
of  Vermont,  1858,  ilfo.  84,)  it  was  provided  that  this  company 
should  not  at  any  time  contract  debts  exceeding  three-fourths 
the  amount  of  its  capital  paid  in  ;  and  that,  if  such  indebted- 
ness should  exceed  the  amonnt  aforesaid,  the  directors  and 
stockholders  should  be  personally  holden  to  the  creditors  of 
said  company.  An  action  was  brought  to  enforce  this  liabil- 
ity against  stockholders,  and  the  nature  of  the  obligation  came 
up  for  consideration.  (  Windham  Provident  Institution  v. 
Sprague,  43  Vt.y  502.)  In  speaking  of  the  stockholders,  Boss, 
J.,  in  delivering  the  opinion  of  the  Court,  said :  "  They  can 
keep  the  indebtedness  of  the  company  within  the  limits  fixed 
by  the  legislature,  or  they  can  extend  the  indebtedness  beyond 
that  limit,  and  voluntarily  take  upon  themselves  the  relation 
of  joint  debtors  to  the  creditors  of  the  company."  This  con- 
struction by  the  highest  Court  of  the  State,  of  statutes  of  the 
State  so  similar,  is  controlling.  (Flash  v.  Conn,  109  U.  S., 
371.)  And  this  construction  does  not  appear  to  be  in  conflict 
with  the  decisions  in  other  States.  Where  a  liability  is  de- 
clared for  some  act  or  neglect  in  no  way  connected  with  the 
contracting  of  the  debt,  as  for  neglecting  to  file  reports,  it  is 
undoubtedly  penal.  (Wyles  v.  Suydam,  64  N.  Y.,  178; 
Bank  v.  BUss,  35  N.  Y.,  412 ;  Garrison  v.  Howe,  17  N.  Y., 
458;  Halsey  v.  McLean,  12  Allen,  438.)  But  where,  as 
here,  the  liability  for  the  debt  arises  oat  of  the  assent  to  the 
contract  creating  the  debt,  it  would  seem  to  he  that  of  a 
contracting  debtor,  and  no  case  to  the  contrary  has  been 
noticed. 

Motions  denied. 

Henry  A.  Rwrman,  for  the  plaintiff. 

James  K.  Batchdder,  for  a  defendant  and  trustee. 

James  Barrett  and  James  C.  Barrett,  for  the  trustees. 
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Oblando  W.  Butleb  and  others 

vs. 

» 

Hannah  M.  Bainbridge  and  others.     In  Equity. 

The  invention  covered  by  letters  patent  No.  278,028,  granted  to  Orlando  W. 
Butler  and  Thomas  W.  Kelley,  February  27th,  1888,  for  an  improvement  in 
paper  for  cards  and  circulars,  namely,  an  invitation  card  with,  two  or  more 
folds,  having  embossed  thereon  panels  to  represent  cards,  upon  which  the 
printing  is  afterwards  done,  was  new  and  useful,  and  patentable,  and  involved 
invention. 

(Before  Con,  J.,  Southern  District  of  New  York,  November  16th,  1886.) 

Ooze,  J.  This  is  an  action  in  equity,  based  upon  letters 
patent,  No.  273,023,  granted  to  Orlando  W.  Butler  and  Thomas 
W.  Kelley,  February  27th,  1883,  for  an  improvement  in  paper 
for  cards  and  circulars.  The  purpose  of  the  invention  was  to 
supersede  the  expensive  and  cumbersome  method  of  pasting 
separate  cards  upon  wedding  invitations  and  similar  papers,  by 
substituting  therefor  a  card  having  two  or  more  folds,  upon 
which  the  desired  number  of  panels,  to  represent  cards,  are 
embossed  or  pressed  out.  On  these  raised  panels  the  printing 
may  afterwards  be  done.  When  the  invitation  is  folded,  the 
unsightly  cavities  produced  by  the  process  of  embossing  are 
concealed  from  view  by  one  of  the  flaps  of  the  paper.  The 
cards,  when  finished,  have  the  same  general  characteristics  as 
their  pasted  predecessors,  but,  in  addition,  they  are  more  sym- 
metrical and  uniform  in  appearance,  can  be  manipulated  with 
greater  ease,  are  less  liable  to  become  soiled,  and  are  about 
fifty  per  cent  cheaper. 

The  invention  has  received  the  marked  approval  of  dealers 
in  stationery  and  of  the  public.  The  patented  cards  have  gone 
into  general  use,  displacing  the  old  devices  referred  to.  The 
claims  are  as  follows :  u  1.  A  circular  or  card  having  two  or 
more  folds,  upon  one  or  more  of  which  are  embossed  or 
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pressed  out  a  raised  panel  or  panels,  to  represent  cards,  upon 
which  the  printing  is  afterwards  done,  substantially  as  and 
for  the  purposes  set  forth.  2.  In  an  invitation-card,  a  por- 
tion upon  which  is  embossed  or  pressed  ont  a  panel  or  card 
for  the  invitation  proper,  in  combination  with  folds,  upon 
one  or  more  of  which  is  embossed  a  smaller  card  or  cards 
for  the  names  of  the  parties,  substantially  as  herein  shown 
and  described.  3.  The  ceutral  portion,  A,  in  combination 
with  the  folds  B  0,  embossed  cards  D  D,  and  embossed 
panel  or  bead  E,  all  constructed  as  described,  and  for  the  pur- 
pose herein  set  forth  and  described." 

The  defences  are  lack  of  novelty  and  invention,  and  that 
the  complainants  are  not  joint  inventors.  Infringement  of 
the  first  and  second  claims  is  admitted.  The  cards  dealt  in 
by  the  defendants  are  almost  the  exact  counterpart  of  figure 
2  of  the  drawings,  and  were  sold  in  boxes  marked  with  the 
date  of  the  complainants'  patent. 

The  defence  that  the  complainants  are  not  joint  inventors 
is  bo  purely  formal  in  character,  that  it  cannot  be  regarded 
with  favor,  unless  it  be  shown  that  the  action  of  the  patentees 
in  this  regard  was  disingenuous  or  calculated  to  mislead  the 
defendants.  Nothing  of  this  kind  appears,  and  it  is  thought 
that,  upon  principle  and  authority,  there  can  be  little  difficulty 
in  sustaining,  upon  the  merits,  the  action  of  the  Patent  Office 
in  issuing  the  patent  in  its  present  form.  (  Worden  v.  Fisher, 
11  Fed.  Rep.,  505  ;  Barrett  v.  Hall,  1  Mason,  447 ;  Hotch- 
hiss  v.  Greenwood,  4  McLean,  456,  461.)  There  is,  however, 
grave  doubt  whether  the  defendants  are  in  a  position  to  pre- 
sent the  question.  The  defence  is  not  pleaded,  and  there  is 
nothing  in  the  answer  which  can  fairly  be  construed  to  put 
the  matter  at  issue.    (  Walker  on  Patents,  §§  440,  452.) 

The  question  of  novelty  and  invention  remains  to  be  con- 
sidered. It  is  entirely  clear  that,  at  the  time  the  complain- 
ants conceived  the  invention,  in  the  fall  of  1880,  the  art  of 
embossing  was  old  and  well  understood.  Cards  having 
smaller  printed  cards  pasted  upon  them,  and  papers  struck 
up  with  various  figures,  emblems  and  devices,  including  small 
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rectangular  panels,  were  all  known  to  printers,  engravers 
and  stationers  prior  to  this  date.  This,  in  brief,  is  a  fair 
general  statement  of  the  art  as  it  existed  at  the  time  of  the 
invention. 

The  defendants  have  introduced  in  evidence  nearly  a  hun- 
dred limiting  and  anticipating  exhibits.  It  is  not  disputed 
that  many  of  them  are  wholly  irrelevant  to  the  issues  involved, 
and  it  is  conceded  that  others  had  no  existence  prior  to  the 
invention.  Of  others  it  may  be  said,  that  the  dates  when  they 
were  first  seen  are  wholly  conjectural.  In  short,  those  which 
are  definitely  proved  to  have  been  before  do  not  anticipate, 
and  those  which  would  anticipate  are  not  definitely  proved  to 
have  been  before.  The  evidence  is  too  vague,  uncertain  and 
indirect  to  satisfy  the  mind  of  the  Court  beyond  a  reasonable 
doubt,  and  to  overcome  the  presumption  of  novelty  arising 
from  the  patent  itself.  Unquestionably,  however,  the  proof 
demonstrates  that  the  field  in  which  the  complainants  oper- 
ated was  at  best  a  narrow  one,  and  the  question  arises — is  the 
patent,  though  it  cannot  be  defeated  for  want  of  novelty,  void 
for  lack  of  invention  ?  To  this  question  it  is  by  no  means 
easy  to  give  an  entirely  satisfactory  answer.  Each  case  must 
depend  upon  its  own  facts  and  circumstances.  The  perplex- 
ities which  surround  such  controversies  cannot  always  be 
solved  by  an  examination  of  adjudged  cases.  They  serve  to 
illuminate  the  paths  to  be  traversed,  but  he  who  desires  to 
select  the  right  one  must  depend  largely  upon  his  own  judg- 
ment. Although  the  presenjt  case  is  very  near  the  border 
line  between  invention  and  mechanical  skill,  it  is  thought  the 
doubt  which  arises  should  be  resolved  in  favor  of  the  patent. 
No  one  ever  did  before  what  the  complainants  did,  viz. :  pro- 
duce an  invitation  card  with  two  or  more  folds,  having  panels, 
to  represent  cards,  embossed  thereon,  upon  which  the  printing 
is  afterwards  done.  This  particular  structure  is  new,  useful 
and  inexpensive.  It  soon  became  popular ;  it  supplies  a  need* 
Time  and  thought  were  required  in  its  development.  The 
obstacles  which  theretofore  could  only  be  surmounted  by 
skilled  labor  were  entirely  eliminated.     All  this  required 
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something  more  than  the  labor  of  the  mechanic.  It  amounted 
to  invention. 

The  whole  matter  is  well  illustrated  by  a  question  and 
answer,  quoted  with  approval  upon  the  defendants'  brief. 
One  of  the  complainants  was  asked  if  he  thought  that,  prior 
to  October,  1880,  persons  of  ordinary  skill  in  the  art  would 
have  been  unable  to  produce  representations  of  cards  by 
embossing  upon  paper,  and  the  answer  was,  "  If  they  hap- 
pened to  think  of  it  probably  they  would  not."  Exactly  so. 
It  is  the  presence  of  a  thought  like  this  which  raises  an 
ordinary  mechanic  to  the  plane  of  the  inventor.  Invention 
requires  thought ;  mechanical  skill  does  not. .  The  one  is  the 
result  of  mental,  the  other  of  manual  action.  Grant  that  the 
invention  is  a  simple  one,  that,  when  viewed  from  our  present 
standing-point,  it  is  hard  to  understand  why  the  idea  did  not 
occur  to  some  one  long  before,  and  yet  the  fact  remains,  that 
it  never  did,  though  something  of  the  kind  was  long  wanted. 
After  giving  the  subject  the  best  thought  of  which  I  am 
capable,  I  am  convinced  that  to  relegate  these  complainants 
to  the  condition  of  mere  skilled  workmen  would  be  to  do 
them  a  grave  injustice. 

In  the  light  of  the  present,  the  idea  of  substituting  hard 
rubber  for  other  material,  as  a  plate  for  holding  artificial 
teeth,  or  of  providing  tubular  kerosene  lanterns  with  an  irre- 
versible current  of  air  by  means  of  deflectors,  seems  simple 
enough,  and  yet  the  men  who  thought  of  the  things  conferred 
lasting  benefits  upon  the  world  .and  received  the  rewards  of 
inventors.  (Lantern  Company  v.  Miller,  21  Fed.  Hep.,  814 ; 
Smith  v.  Goodyear  Dental  Vulcanite  Co.,  93  U.  8.,  4*6.) 

In  Orandal  v.  Waiters,  (20  Blatchf.  0.  G.  JR.,  97,)  the 
patent  was  for  a  box  loop  for  carriage  tops,  made  of  thin 
metal,  from  which  the  loop  was  struck  up.  It  was  used  as 
a  substitute  for  the  old  leather  housing.  In  sustaining  the 
patent,  the  remarks  of  Judge  Blatchford  are  so  applicable  to 
the  case  at  bar  that  I  quote  briefly  from  the  opinion.  At 
page  102  he  says:  "Various  old  devices  are  introduced. 
*    *    *    But  no  article  like  the  plaintiff's,  capable  of  being 
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taken  and  used  for  the  purposes  for  which  the  plaintiff's  can 
be  used,  without  alteration  and  adaptation,  requiring  inven- 
tion, existed  before.  Almost  all  inventions,  at  this  day,  that 
become  the  subject  of  patents,  are  the  embodiment  and  adap- 
tation of  mechanical  appliances  that  are  old.  In  that  consists 
the  invention.  When  the  thing  appears,  it  is  new  and  useful. 
No  one  saw  it  before,  no  one  produced  it  before,  it  supplies  a 
need,  it  is  at  once  adopted,  all  in  the  trade  desire  to  make  and 
use  it,  yet  it  is  said  to  have  been  perfectly  obvious,  and  not  to 
have  been  patentable.  Where  an  article  exists  in  a  given  form 
and  applied  to  a  given  use,  and  is  taken  in  substantially  the 
same  form  and  applied  to  an  analogous  use,  so  as  to  make  a 
case  of  merely  double  use,  there  is  no  invention.  But  it  is 
very  rarely  that  a  thing  of  that  kind  secures  a  patent." 

There  should  be  a  decree  for  the  complainants  for  an  in- 
junction and  an  account,  with  costs. 

James  A.  Whitney  and  Z.  E.  Gilbert,  for  the  plaintiffs. 


Edwin  H.  Brown,  for  the  defendants. 


George  R.  Osbobn  vs.  H.  L.  Jtjdd  &  Co.    In  Equity. 

A  preliminary  injunction  was  not  granted,  to  restrain  the  infringement  of 
letters  patent  for  a  design  for  a  banner  rod,  consisting  of  a  conventional 
imitation  of  a  straight  twig  with  the  bark  on  and  slantingly  cat  ends,  be- 
cause of  doubt  whether  the  design  showed  sufficient  genius  or  invention  to 
be  patentable. 

(Before  Shxfmax,  J.,  Southern  District  of  New  York,  November  26th,  1886.) 

Shepman,  J.  This  is  a  motion  for  a  preliminary  injunc- 
tion against  the  infringement  of  a  design  patent.  The  design 
is  sufficiently  stated  in  the  claim,  which  is  as  follows :   "  The 
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design  for  a  banner  rod,  herein  shown  and  described,  the 
same  consisting  of  a  conventional  imitation  of  a  straight  twig 
with  the  bark  on  and  slantingly  cnt  ends." 

I  have  great  donbt  whether  there  is  anything  which  shows 
genius,  or  which  indicates  the  work  of  an  inventive  mind, 
and,  therefore,  whether  there  is  anything  patentable,  in 
merely  making  a  banner  rod  to  imitate  measurably  a  straight 
twig  with  the  bark  on.  This  natural  and  simple  design  for  a 
banner  rod  would,  I  think,  readily  suggest  itself  to  the  up- 
holsterer. There  is  so  much  reason  to  suppose  that  the  sec- 
tion which  relates  to  design  patents  demands  the  exercise  of 
more  genius  than  is  exhibited  in  the  patented  design,  that 
the  motion  should  be  denied. 

Joshua  Pusey,  for  the  plaintiff. 

Arthur  V.  Briesen,  for  the  defendants. 


RoBEBT   0.    MaoHESNEY 

vs. 
Norton  K.  Brown  and  othebs.    In  Equity. 

A  sealed  assignment  of  letters  patent  for  an  invention,  when  executed  by  a  per- 
son acting  as  an  attorney,  most  be  executed  in  the  name  of  the  principal,  and 
purport  to  be  sealed  with  his  seal,  in  order  to  pass  the  title. 

(Before  Wallaoz,  J.,  Northern  District  of  New  York,  November  27,  1886.) 

Wallace,  J.  The  bill  in  this  case  is  to  restrain  the  in- 
fringement of  letters  patent  for  an  invention  granted  to  one 
Sweet,  and  the  plea,  which  has  been  set  down  for  argument, 
avers  that  the  only  title  of  the  complainant  to  the  invention 
is*  one  derived  by  an  instrument  executed  and  delivered  to 
the  complainant  by  one  Smith,  which  is  set  oat  in  fall  in  the 
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plea.  This  instrument,  in  its  first  clause,  describes  Ira  £. 
Smith  as  a  party  of  the  first  part.  The  second  clause  recites 
that  Smith,  by  power  of  attorney  from  Sweet,  became  the 
attorney  of  Sweet,  for  the  purpose  of  selling  and  assigning 
the  patent.  The  third  clause  recites  that  Machesney  desires 
to  purchase  and  has  paid  a  consideration  to  Smith,  and  that 
Smith  does  thereby  assign  and  set  oyer  all  the  right,  title  and 
interest  he  has  in  and  to  the  said  invention,  and  all  the  right, 
title  and  interest  that  said  Sweet  has.  Then  follows  an  attes- 
tation clause,  reciting  that  Smith  has  set  his  hand  and  seal  to 
the  instrument.  The  instrument  is  signed  "  I.  E.  Smith," 
and  has  a  seal. 

The  assignment  must  be  held  to  be  inoperative  to  pass  the 
title  of  Sweet,  upon  the  well  settled  rale,  that  a  sealed  instru- 
ment, when  executed  by  one  acting  as  attorney,  must  be  exe- 
cuted in  the  name  of  the  principal,  and  purport  to  be  sealed 
with  his  seal,  in  order  to  bind  the  principal.  It  is  true  that 
an  assignment  of  a  patent  for  an  invention  is  valid  without  a 
seal.  This  is  so  because  the  statute  which  creates  the  property 
in  inventions,  and  regulates  the  manner  of  transferring  the 
title,  requires  only  an  assignment  to  be  in  writing.  But  such 
an  assignment  is  a  muniment  of  title  to  incorporeal  property, 
and,  whether  under  seal  or  not,  the  question  whether,  when 
executed  by  an  attorney,  it  is  in  form  to  bind  the  principal, 
is  to  be  determined  by  the  rule  applicable  to  deeds  and  formal 
instruments  under  seal.  (See  Wharton  on  Agency,  sea.  285.) 
As  to  the  general  proposition,  that  a  contract  under  seal,  by 
an  agent  for  a  principal,  is  not  binding  on  the  principal,  unless 
it  profess  to  bind  him  and  be  executed  in  his  name  as  his 
contract,  it  is  sufficient  to  cite  ElweU  v.  Shaw,  (16  Mass.,  42 ;) 
Futtam  v.  Inhabitants  of  West  Broohfield,  (9  Allen,  1 ;)  Town- 
send  v.  Hubbard,  (4  Sill,  351;)  and  Kiersted  v.  Orange  dk  Alex- 
andria H.  JR.  Co.)  (69  N.  T.,  343.)  Although  the  assignment 
recites  that  Smith  has  a  power  of  attorney  from  Sweet  to 
convey  the  title,  and  purports  to  convey  that  title,  as  well  as 
his  own  title,  Smith  assumes  to  transfer  as  vendor  himself 
and  not  as  the  attorney  for  Sweet.   The  remarks  of  Story,  J., 
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in  Clarke  v.  Courtney \  (5  Pet.,  319, 350,)  are  apposite :  "  The 
act  does  not  purport  to  be  the  act  of  the  principals  bat  of  the 
attorney.  It  is  his  deed,  and  his  seal,  and  not  theirs.  This 
may  savor  of  refinement,  since  it  is  apparent  that  the  party 
intended  to  pass  the  interest  and  title  of  his  principals.  But 
the  law  looks  not  to  the  intent  alone,  but  to  die  fact,  whether 
that  intent  has  been  executed  in  each  a  manner  as  to  possess 
a  legal  validity." 

If,  as  was  stated  on  the  argument,  the  defendants  claim 
under  a  title  transferred  to  them  directly  by  Sweet,  and  the 
real  controversy  is  as  to  which  title  should  prevail,  the  bill 
should  make  Sweet  a  party,  and  should  contain  appropriate 
allegations  to  show  the  complainant's  equitable  title  to  be 
prior  in  point  of  time  to  the  title  of  the  defendants,  and  no- 
tice to  the  defendants  of  the  complainant's  rights. 

The  plea  is  allowed,  with  costs.  Leave  is  granted  to  the 
complainant  to  move  to  amend  his  bill. 

Silas  J.  Douglass,  for  the  plaintiff. 
William  H.  Bright,  for  the  defendants. 


James  0.  McAndrew 

vs. 

William  H.  Robertson,  Collector  op  the  Port  of  New 

York. 

Goods  which  were  dutiable  prior  to  the  Act  of  March  8d,  1888,  (22  U.  8.  Stat 
at  Large,  488,)  and  were  made  free  by  that  Act,  which  took  effect  on  July 
1st,  1888,  arrived  in  port  on  Jane  80th,  1883,  bat  too  late  to  go  into  public 
stores  or  bonded  warehouse  on  that  day :  Held,  that  they  were  not  free  from 
dnty. 

(Before  Wheblvr,  J.,  Southern  District  of  New  York,  December  6th,  1888.) 
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Whbblsr,  J.  The  plaintiff's  goods,  200  tons  of  emery 
stone,  on  which  by  law,  prior  to  the  Act  of  1883,  there  was 
a  specific  duty  of  $6  per  ton,  arrived  by  the  barque  Teresina 
Bruno,  at  the  port  of  New  York,  on  June  30th,  1883,  at 
about  3  o'clock  p.  m.,  and  too  late  to  go  into  public  stores  or 
bonded  warehouse  on  that  day.  The  1st  day  of  July  was 
Sunday.  On  the  2d  day  of  July  the  goods  were  entered  for 
consumption  as  free.  They  were  passed  as  free,  on  bond  to 
pay  such  duties  as  they  might  be  found  liable  to,  and  unload- 
ed by  the  plaintiff.  Afterwards  the  duty  of  $6  per  ton  was 
assessed  and  paid  by  the  plaintiff,  under  protest  that  they 
were  free  under  the  Act  of  1883,  and  this  suit  is  brought  to 
recover  the  amount.  By  the  Act  of  March  3d,  1883,  (22  U.  S. 
Stat,  at  Large,  488,)  it  was  enacted  that,  on  and  after  the  1st 
day  of  July,  1883,  the  following  sections  should  constitute  and 
be  a  substitute  for  Title  33  of  the  Revised  Statutes ;  then  fol- 
lows a  tariff  of  duties,  in  which  emery  stone  is  classed  as  free. 
By  section  10,  (p.  525,)  it  is  provided,  that  goods  in  the  public 
stores  or  bonded  warehouses  on  the  day  when  the  Act  should 
take  effect,  should  be  subject  to  no  other  duty  than  if  the 
same  were  imported  after  that  day,  and  that,  if  the  duties  had 
been  paid,  there  should  be  a  refund  of  the  difference ;  and,  by 
section  13,  (j>.  526,)  that  the  repeal  of  existing  laws,  or  modi- 
fications thereof,  by  that  Act,  should  not  affect  any  act  done 
or  any  right  accruing  or  accrued.  It  is  not,  and  could  not 
well  be,  claimed  but  that  the  right  to  duties  on  goods  import- 
ed accrues  on  their  arrival  at  the  port  of  importation,  with 
intent  to  unlade.  (  United  States  v.  Lyman,  1  Mason,  482 ; 
Prince  v.  United  States,  2  Gall.,  204 ;  Perot  v.  United  States, 
1  Pet.  C.  C,  256 ;  Meredith  v.  United  States,  13  Pet.,  486 ; 
United  States  v.  Cobb,  11  Fed.  Rep.,  76 ;  United  States  v. 
Benzm,  2  Cliff.,  512.) 

It  is  argued,  however,  that,  as  goods  imported  prior  to  this 
time  and  which  had  gone  to  bonded  warehouse  would  come 
under  the  provisions  of  the  new  Act,  it  must  have  been  the 
intention  of  Congress  that  these  goods  should ;  and  that  for 
this  purpose  the  deck  of  the  vessel  should  be  considered  the 
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warehouse.  This  question  must  be  determined  by  the  appar- 
ent intention  of  Congress,  which  must  be  gathered  from  the 
language  of  the  Act  itself.  Congress  fixed  upon  the  1st 
day  of  July  as  the  day  when  the  new  Act  should  take  effect. 
The  right  to  these  duties,  therefore,  accrued  under  the  old 
Act,  and  was  saved  by  the  13th  section,  unless  the  provisions 
of  the  10th  section  prevented.  Those  provisions  do  not  in- 
clude this  merchandise  in  their  description.  Nothing  is  in- 
cluded but  such  goods  as  are  in  bonded  warehouses  or  public 
stores  at  that  time  and  are  entered  for  consumption  after- 
wards. These  goods  were  on  board  the  ship  at  that  time, 
and  not  in  the  public  stores  or  warehouses,  in  the  sense  of  this 
section. 

A  verdict  for  the  defendant  is  directed. 

George  J8.  Adams,  for  the  plaintiff. 

Henry  C.  Piatt,  (Assistant  District  Attorney,)  for  the 
defendant. 


The  Buffalo  Insurance  Company 

vs. 

m 

The  Providence  and  Stonington  Steamship  Company. 

Where  a  witness  residing  in  Buffalo  attends  the  trial  of  a  cause  in  the  Southern 
District  of  New  York,  his  travelling  fees  can  be  taxed  only  to  the  extent  of 
100  miles. 

(Before  Coxa,  J.,  Southern  District  of  New  York,  December  16th,  1886.) 

This  was  an  appeal  by  the  plaintiff  from  the  disallowance 
by  the  clerk,  on  the  taxation  of  costs,  of  travelling  fees,  for 
more  than  100  miles,  of  a  witness  residing  in  Buffalo,  who 
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attended  the  trial  of  this  cause  in  the  Southern  District  of 
New  York. 

Carpenter  &  Mother,  for  the  plaintiff. 

Wm.  Henry  Knox,  for  the  defendant. 

Coxe,  J.  The  taxation  by  the  clerk  is  correct.  The  law- 
is  well  settled  in  this  Circuit,  that  the  travelling  fees  of  a 
witness  residing  out  of  the  District  can  only  be  taxed  to  the 
extent  of  100  miles.  {Anon.,  5  Blatchf.,  C.  C.  B.,  134 ;  The 
Leo,  5  Ben.,  486 ;  Bechmth  v.  Boston,  4  Ben.,  357.) 

It  is  true  that  this  rule  may  work  injustice  in  some  in- 
stances, but  still  greater  injustice  might  ensue  from  the  es- 
tablishment of  a  rule  permitting  the  successful  party  to  tax 
the  fees  of  witnesses  brought  from  the  remote  corners  of  the 
Union,  to  testify  upon  a  collateral  or  inconsequential  issue, 
when  their  testimony  could  as  well  have  been  taken  by  com- 
mission. 

Taxation  affirmed. 


Henry  L.  Bisohoffsheim 
John  Cbosby^Bbown  and  others.    In  Equity. 

A  motion  by  the  defendants  in  a  suit  in  equity,  that  the  plaintiff  produce  before 
an  examiner,  in  the  taking  of  proofs,  certain  classes  of  papers,  alleged  to  be 
under  his  control,  but  not  specifying  any  particular  book,  document  or  writ- 
ing, will  be  denied. 

The  proper  practice  on  the  subject,  in  a  suit  in  equity,  pointed  out. 

(Before  Wallaci,  J.,  Southern  District  of  New  York,  December  24th,  1886.) 

Wallace,  J.    This  is  a  motion  on  behalf  of  the  defend- 
ants Seligman  and  Brown,  to  compel  the  production  by  the 
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plaintiff,  for  inspection,  of  books,  papers  and  documents  de- 
scribed in  Exhibit  A  annexed  to  the  moving  papers.  The 
proofs  in  the  cause  are  taken  orally  before  an  examiner,  and 
certain  witnesses  for  the  plaintiff  have  testified  that  the  papers 
and  documents  are  under  the  control  of  the  plaintiff.  The 
papers  specified  in  Exhibit  A  are  not  any  particular  book, 
document  or  writing,  but  comprise  all  of  a  great  number  of 
several  classes  of  papers,  some  of  which  may  possibly  be  found, 
when  examined,  to  contain  evidence  advantageous  to  the  de- 
fendants in  controverting  the  plaintiff's  case  or  supporting 
their  own  case.  The  motion  seems  to  have  been  made,  and  has 
been  argued,  upon  the  theory  that  either  party  to  a  suit  in 
equity  may  call  upon  his  adversary  to  exhibit  for  inspection 
anything  and  everything  in  writing  under  the  latter's  control, 
which  may  assist  the  party  who  makes  the  call.  The  case  of 
Govt  v.  North  Carolina  Gold  Amalgamating  Co.9  (9  Fed. 
Hep.,  577,)  is  cited  as  an  authority  in  tbis'direction.  Notwith- 
standing this  authority,  it  must  be  held  that  such  practice 
cannot  be  sanctioned.  Courts  of  equity  and  Courts  of  law 
have  always  been  solicitous  to  protect  parties  and  witnesses 
against  any  unnecessary  inquisition  into  the  contents  of  their 
private  papers  by  those  who  have  no  interest  in  them,  and 
exercise  the  power  of  assisting  parties  in  obtaining  a  compul- 
sory production  of  written  evidence  from  their  adversaries  or 
from  witnesses,  only  under  well  established  restrictions. 

In  Courts  of  equity,  a  bill  or  a  cross-bill,  alleging  that  the 
defendant  has  in  his  possession  or  power  documents  or  papers 
relating  to  the  matters  of  the  bill,  which,  if  produced,  will 
establish  their  truth,  is  the  foundation  of  the  proceeding. 
The  defendant  is  required  by  the  bill  to  admit  or  deny  the 
truth  of  these  allegations.  If  he  admits  having  possession  or 
power  over  any  of  the  documents  or  papers,  he  is  required  by 
the  bill,  and  is  prima  fade  bound,  to  describe  them  either  in 
the  body  of  his  answer  or  in  a  schedule  to  it.  The  plaintiff 
then  moves  the  Court  that  the  defendant  may  be  ordered  to 
produce  and  leave  in  the  hands  of  the  proper  officer  the  docu- 
ments and  papers,  with  liberty  to  the  plaintiff  to  take  copies 
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thereof.  Upon  this  application  the  defendant  may  contro- 
vert the  materiality  of  the  evidence  sought  for,  and  he  can, 
in  any  event,  be  required  to  produce  only  such  documents 
and  papers  as  are  referred  to  in  his  answer  to  the  bill.  This 
is  the  ordinary  and  the  only  practice  to  compel  the  produc- 
tion of  documents  except  under  special  circumstances,  as 
where  deeds  or  other  papers  contested  as  false  or  forged  are 
ordered  to  be  brought  into  Court  for  inspection. 

In  actions  at  law  in  the  Courts  of  the  United  States,  the 
proceeding  is  regulated  by  section  724  of  the  Revised  Stat- 
utes. This  section  originated  in  the  Judiciary  Act  of  1789. 
The  provision  of  this  Act  was  framed  in  order  to  confer 
power  which  did  not  theretofore  exist  at  common  law,  in 
compelling  the  production  of  documents  by  parties  upon 
motion.  Sixty-two  years  later  the  provisions  of  this  Act 
were  copied  and  adopted  in  England,  by  section  6,  chapter  99, 
Act  of  14  &  15  Yict.  Referring  to  this  Act,  it  is  said  by 
Mr.  Pollock,  (Power  of  the  Courts  of  Common  Law  to  compel 
Production  of  Documents,  p.  2 :)  u  An  order  to  inspect  docu- 
ments could  hitherto,  according  to  the  practice  of  the  Courts, 
be  obtained  only  in  a  very  limited  number  of  cases ;  as  where 
one  party  could  be  considered  as  holding  a  document  as  agent 
or  trustee  of  the  party  seeking  inspection,  or  where  the  appli- 
cant was  a  party  to  a  written  contract  of  which  but  one  part 
was  executed,  or  where  one  part  had  been  lost  or  destroyed ; 
and  it  was  also  in  general  considered  necessary  that  the  party 
applying  should  be  a  party  to  the  instrument  which  he  sought 
to  inspect,  and  although  a  trial  was  sometimes  postponed  for 
the  purpose  of  enabling  a  party  to  take  proceedings  in  equity, 
yet  wherever  an  application  to  the  Courts  of  law  was  in  the 
nature  of  a  bill  for  discovery,  they  invariably  refused  to  grant 
inspection.  The  insufficiency  of  both  these  methods  of  ob- 
taining inspection  has  long  been  acknowledged,  and  has  at 
length  been  supplied." 

As  the  present  suit  is  one  in  equity,  the  procedure  author- 
ized by  section  724  does  not  apply.  Its  convenience  may  be 
admitted,  but  Congress  restricted  the  practice  to  actions  at 
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law,  and  to  cases  and  under  circumstances  where  the  party 
might  be  compelled  to  produce  by  the  ordinary  rules  of  pro- 
ceeding in  chancery,  thus  manifesting  in  the  plainest  terms 
the  legislative  understanding  that  the  established  practice  in 
equity  was  adequate  on  that  side  of  the  Court,  and  should 
not  be  enlarged  beyond  the  limits  which  that  Court  had 
always  maintained. 

Parties  to  suits  in  equity,  as  well  as  in  suits  at  law,  are 
now  competent  witnesses  in  the  Courts  of  the  United  States, 
by  statute,  and  may  now  be  examined  at  the  instance  of  their 
adversary.  As  a  witness,  a  party  can  be  compelled  by  a  sub- 
poena duces  tecum  to  produce  books,  documents  and  papers  in 
his  possession,  the  same  as  any  other  witness.  (Merchants? 
National  Bank  v.  State  National  Bank*  3  Cliffy  201.)  He 
is  bound  to  obey  the  writ  and  be  ready  to  produce  the  papers 
in  obedience  to  the  summons.  like  any  other  witness  it  is 
his  duty  to  make  reasonable  search  for  the  papers  and  docu- 
ments required,  if  they  are  in  his  possession,  (3  ChiUy,  Pr.y 
829) ;  but  before  he  can  be  required  to  exhibit  their  contents 
he  is  entitled  to  appeal  to  the  discretion  of  the  Court,  if  any 
sufficient  reason  exists  to  protect  him  from  a  disclosure. 

If  the  case  were  now  here  upon  a  motion  to  compel  the 
plaintiff,  as  a  witness  for  the  defendants,  to  produce  the  books, 
papers  and  writings  described  in  Exhibit  A,  it  would  seem 
that  he  should  not  be  required  to  exhibit  them.  The  volu- 
minous pleadings  in  the  case,  when  analyzed,  present  a  com- 
paratively narrow  controversy  between  the  parties.  The 
plaintiff's  case  rests  upon  the  agreement  entered  into  be- 
tween Bischoffsheim  and  Goldschmidt  and  the  railroad  com- 
pany, of  the  date  of  September  30th,  1873,  and  the  agree- 
ment between  Bischoffsheim  and  Goldschmidt  and  the  de- 
fendants Seligman  and  Brown,  evidenced  by  the  letter  of  the 
date  of  September  29th,  1873.  By  force  of  these  agreements, 
Bischoffsheim  and  Goldschmidt  advanced,  and  the  defend- 
ants Seligman  and  Brown  received,  certain  moneys  which 
were  to  be  appropriated  by  the  latter  to  specified  purposes, 
and  which  became  a  trust  fund  in  their  hands  for  such  appli- 
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cation.  The  only  issue  between  these  defendants  and  the 
plaintiff  is,  whether  this  trust  fund  was  appropriated  by 
them,  in  whole  or  in  part,  pursuant  to  the  agreement.  As  to 
the  other  defendants,  the  bill  alleges  that  they  received  cer- 
tain of  the  moneys  which  were  a  trust  fund  in  the  hands  of 
Seligman  and  Brown,  with  notice  of  the  trust,  and  applied 
them  for  other  purposes;  and  as  to  these  defendants  the 
only  issue  is,  whether  they  did  so  receive  a  part  of  the  trust 
fund,  and  how  much,  if  any,  of  it  was  not  devoted  to  the 
purposes  of  the  trust  by  them.  All  transactions  between  the 
firm  of  Bischoffsheim  and  Goldschmidt  and  the  railroad  com- 
pany, or  between  them  and  third  persons,  which  took  place 
before  the  execution  of  the  two  agreements  referred  to,  are 
wholly  foreign  to  any  issue  which  can  be  litigated  in  the 
present  controversy.  For  this  reason  the  books,  papers  and 
documents  specified  in  Exhibit  A,  annexed  to  the  moving 
papers,  and  which  it  is  now  sought  to  compel  the  plaintiff  to 
produce,  are  not  material  or  relevant. 
The  motion  is  denied. 

Joseph  &.  Choate  and  Charles  H.  Tweed,  for  the  plaint- 
iff. 

Wayne  Mc  Veagh  and  Francis  X.  Stetson,  for  the  defend- 
ants. 


Alfred  E.  Paillard  and  others 

vs. 
Oharles  Bruno.    In  Equity. 

Under  section  4,887  of  the  Revised  Statutes,  letters  patent  of  the  United  States 
for  an  invention  previously  patented  in  a  foreign  country  for  a  definite  term, 
run  for  that  term,  and  their  duration  is  not  shortened  by  the  fact  that  the 
patentee  failed  to  pay  a  stamp  duty  required  as  a  condition  of  the  continu- 
ance of  the  foreign  patent  beyond  the  term  of  8  years  from  its  date. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  December  28th,  1886.) 
Vol.  XXIV.— 12 


178  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Paillard  v.  Bruno. 


"Wallace,  J.  The  bill  of  complaint  alleges  infringement 
by  the  defendant  of  letters  patent  of  the  United  States,  of 
the  date  of  March  23d,  1875,  granted  to  Charles  Paillard,  for 
an  improvement  in  music  boxes.  The  plea  of  the  defendant 
alleges,  in  substance,  that,  prior  to  the  grant  of  the  patent  in 
suit,  the  invention  which  is  the  subject  of  the  patent  had  been 
patented  by  Paillard,  in  England,  by  letters  patent  of  the 
date  of  October  26th,  1874,  for  the  term  of  fourteen  years, 
which  grant  determined  before  the  commission  of  the  acts  of 
infringement  complained  of,  to  wit,  October  26th,  1877,  by 
the  failure  of  the  patentee  to  pay  the  stamp  duty  required  to 
be  paid  by  the  terms  of  the  English  patent,  as  a  condition  of 
the  continuance  of  the  grant  beyond  the  term  of  three  years 
from  its  date.  The  plea  presents  the  question,  whether  the 
patent  in  suit  expired  upon  the  failure  of  the  patentee  to  pay 
the  stamp  duty  which  he  was  required  to  pay  in  order  to  pro- 
long the  existence  of  the  English  patent,  or  whether  it  does 
not  expire  until  the  expiration  of  the  original  term  of  the 
English  patent.  This  question  depends  upon  the  meaning  of 
that  part  of  section  4,887  of  the  United  States  Revised  Stat- 
utes which  provides  that  "every  patent  for  an  invention 
which  has  been,  previously  patented  in  a  foreign  country  shall 
be  so  limited  as  to  expire  at  the  same  time  with  the  foreign 
patent,  or,  if  there  be  more  than  one,  at  the  same  time  with 
the  one  having  the  shortest  term,  and  in  no  case  shall  it  be  in 
force  more  than  seventeen  years."  The  defendant  contends 
that  Congress  intended  to  declare  that  the  patent  shall  not  re- 
main in  force  beyond  that  time  when  the  foreign  patent 
ceases  to  be  in  force,  and  that  the  right  to  the  monopoly  in 
the  United  States  shall  cease  with  the  right  to  it  in  the  coun- 
try of  the  foreign  patent. 

The  precise  question  has  been  considered  and  decided  ad- 
versely to  the  defendant,  in  this  Court,  by  Judge  Wheeler,  in 
the  case  of  Holmes  Electric  Protective  Co.  v.  Metropolitan 
Burglar  Alarm  Co.,  (22  Blotch/.  O.  C.  B.,  471.)  That  de- 
cision was  upon  a  motion  for  a  preliminary  injunction,  and 
should  not  necessarily  preclude  further  consideration  upon  a 
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more  deliberate  hearing ;  but  it  is  supported  by  the  decisions 
in  Henry  y.  Providence  Tool  Co.,  (3  Barm.  <&  Ar.,  501,)  and 
Reismer  v.  Sharp,  (16  Blatchf.  C.  C.  R.,  383.)  Both  of 
these  were  cases  in  which  the  original  term  of  the  foreign 
patent  had  been  extended  subsequently  to  the  grant  of  the 
United  States  patent,  and  it  was  contended  that  the  prolong- 
ation of  the  term  of  the  foreign  patent,  by  an  extension,  pro- 
longed correspondingly  the  term  of  the  United  States  patent. 
It  was  held,  in  both  cases,  that  the  section  in  question  should 
be  construed  to  mean  that  the  United  States  patent  is  to  ex- 
pire at  the  time  of  the  original  term  of  a  foreign  patent  for 
the  same  invention.  In  Henry  v.  Providence  Tool  Co.,  Mr. 
Justice  Clifford  said :  "  Congress  employs  the  words  i  the 
foreign-'  patent  evidently  referring  to  the  term  of  the  foreign 
patent  to  define  the  term  of  the  domestic  patent,"  and  his 
conclusion  was  reached  upon  the  consideration  that  Congress 
could  not  have  intended  to  grant  a  patent  for  an  indefinite 
term,  or  for  an  uncertain  and  undefined  duration,  which  would 
be  the  case  if  its  duration  could  not  be  ascertained  by  refer- 
ring to  the  foreign  patent,  or  were  to  depend  upon  any  events 
occurring  subsequently  to  the  issue  of  the  foreign  patent.  He 
also  considered  that  the  U6e  of  the  word  "term,"  in  reference 
to  a  foreign  patent,  when  there  is  more  than  one,  indicates 
that  the  time  of  expiration  is  to  be  ascertained  by  the  term 
of  the  patent,  and  because  the  use  of  the  word  "  term,"  in 
reference  to  a  foreign  patent,  when  more  than  one  such  pat- 
ent exists,  indicates  what  was  meant  as  the  time  of  duration. 
In  Reismer  v.  Sharp,  the  force  of  these  considerations  was 
recognized  by  Judge  Blatchford,  in  reaching  the  same  con- 
clusion. According  to  the  construction  thus  placed  upon  the 
section,  it  should  be  read  as  though  it  declared  that  the  United 
States  patent  is  to  expire  at  the  same  time  with  the  term  of 
the  foreign  patent  previously  obtained  for  the  same  invention 
or,  if  there  be  more  than  one,  at  the  same  time  with  the  one 
having  the  shortest  term.  Upon  this  construction,  the  dura- 
tion of  the  term  of  the  United  States  patent  is  fixed  when  the 
patent  issues,  according  to  the  maxim,  id  cerium  est  quod 
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cerPum  reddi  potest  Upon  any  other  construction,  neither 
the  Commissioner  of  Patents,  nor  the  patentee,  nor  the  public 
would  know  the  duration  of  the  grant.  The  term  of  a  patent 
is  the  period  of  duration  expressed  in  the  grant.  It  may  be 
terminated  by  operation  of  law,  or  by  the  act  of  the  parties, 
at  an  earlier  time ;  and,  consequently,  it  might  happen  that 
of  two  patents  the  one  having  the  shortest  term  may  have 
the  longest  life.  Unless  the  true  meaning  of  the  section  is  as 
indicated,  the  patent  might  expire,  if  there  were  two  foreign 
patents,  at  the  same  time  with  the  one  having  the  longest 
term,  and,  in  a  case  like  the  present,  by  the  non-payment 
of  a  stamp  duty,  notwithstanding  the  language  of  the  section, 
that,  in  such  case  it  is  to  expire  with  the  one  having  the 
shortest  term. 

The  prior  legislation  of  Congress  does  not  throw  any  light 
upon  the  question  of  legislative  intent,  and  the  argument  that 
it  was  the  intention  of  Congress  to  provide  that  the  exclusive 
right  to  the  invention  here  should  cease  with  the  exclusive 
right  of  the  patentee  in  any  foreign  country,  rests  solely  upon 
the  language  of  the  section.  Such  was  not  the  purpose  of 
the  Act  of  July  4th,  1836,  or  the  Act  of  March  3d,  1839, 
both  of  which  enabled  a  patentee  to  enjoy  a  monopoly  here 
when  his  invention  had  become  public  property  abroad. 
Supposed  considerations  of  policy  are  a  very  unreliable  guide 
in  the  interpretation  of  statutory  law,  when  they  are  not  de- 
rived from  the  law  itself,  or  Acts  in  pari  materia;  and 
the  argument  in  the  present  case  would  tend  to  a  construc- 
tion of  the  section  which  would  fix  the  duration  of  a  United 
States  patent  by  the  extension  of  a  foreign  patent,  or  the 
renewal  of  one  capable  of  prolongation,  like  an  Austrian 
patent. 

The  plea  is  overruled. 

Louis  C.  Raegener,  for  the  plaintiffs. 
John  R.  Bennett,  for  the  defendant. 
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Andbew  B.  Lewis,  Juniob 

vs. 

The  New  England  Fire  Inbubanoe  Company. 

A  policy  of  fire  insurance  was  to  become  void  if  the  assured  did  not  own  in  fee 
simple  the  ground  on  which  the  building  stood.  The  assured  had  a  writ- 
ten contract  with  the  fee  simple  owner  of  the  ground  to  buy  it,  had  paid 
the  consideration,  and  had  gone  into  possession,  but  the  deed  had  not  been 
delivered,  though  without  the  fault  or  neglect  of  the  assured :  Held,  that  the 
policy  did  not  become  void. 

(Before  Whmler,  J.,  Vermont,  December  29th,  1886.) 

Wheeler,  J.  This  is  an  action  on  a  fire  insurance  policy, 
in  which  the  defendant,  on  various  conditions,  insured  the 
plaintiff  against  loss  by  fire  or  lightning,  on  his  steam  saw  and 
stave  mill.  The  policy  was  to  become  void  if,  among  other 
things,  the  assured  was  not  the  sole  and  unconditional  owner 
of  the  property ;  or  if  any  building  intended  to  be  insured 
stood  on  ground  not  owned  in  fee  simple  by  the  assured ;  or 
if  the  interest  of  the  assured  was  not  truly  stated  in  the  pol- 
icy ;  unless  consent  in  writing  should  be  endorsed  by  the 
company  thereon.  The  defendant  has,  by  plea,  set  out  these 
conditions  and  alleged,  in  substance,  that  the  plaintiff  had  no 
title  or  right  to  the  property  insured,  or  the  ground  on  which 
it  stood,  except  by  virtue  of  a  contract  in  writing  betwixt  him 
and  the  owner  of  the  property  in  fee  simple,  signed  by  both, 
by  which  the  owner  agreed  to  sell,  transfer  and  convey  by 
deed  of  quit-claim,  to  the  plaintiff,  all  the  property,  in  consid- 
eration of  the  full  and  complete  payment  of  three  notes  of 
the  plaintiff,  described ;  possession  of  the  property,  and  full 
payment  of  the  notes,  by  the  plaintiff ;  with  failure  to  deliver 
the  deed  without  fault  or  neglect  of  the  plaintiff.  To  this 
plea  the  plaintiff  has  demurred,  and  the  cause  has  now  been 
heard  on  this  demurrer.    The  question  raised  by  this  demur- 
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per  is  whether,  on  these  facts,  the  plaintiff  became  the  sole 
and  unconditional  owner  of  the  property  insured,  and  the 
owner  in  fee  simple  of  the  land.  If  he  did  not,  as  there  was 
no  consent  in  writing  on  the  policy,  it  was  by  its  terms  void. 
According  to  these  allegations,  the  plaintiff  had  bought 
the  property,  including  the  land,  of  the  owner  in  fee  simple, 
had  paid  for  it,  and  got  it.  There  was  no  condition  about 
the  manner  of  his  acquiring  it,  by  which  he  could  be  disturbed 
in  his  possession  and  enjoyment  of  it.  No  one  is  shown  to 
have  any  color  of  claim  whatever  but  the  holder  of  the  prior 
legal  title,  and  he  had  left  in  him  the  bare  record  title,  with- 
out ownership.  In  equity,  the  plaintiff  could  successfully  re- 
sist any  attempt  on  his  part,  by  legal  proceeding  or  entry,  to 
deprive  the  plaintiff  of  the  property  or  land,  or  of  their  pos- 
session. The  plaintiff  so  had  and  held  the  property  that  he 
could  defend  his  right  to  and  possession  of  it  against  all  the 
world.  This  is  nothing  less  than  sole  and  unconditional  own- 
ership. By  the  terms  of  the  contract,  the  property,  including 
the  land,  was  to  be  conveyed  to  the  plaintiff.  This  would 
signify  that  the  whole  interest  in  the  whole  was  to  be  con- 
veyed, and  the  contract  would  not  be  answered  by  the  convey- 
ance of  a  mere  life  estate,  leaving  the  remainder  in  him  who 
had  agreed  to  convey  the  whole.  Nothing  short  of  a  deed  to 
the  plaintiff  and  his  heirs  would  be  a  fulfilment.  The  plaint- 
iff, therefore,  held  the  whole  for  his  heirs,  and  his  heirs  for 
ever,  all  of  whom  were  included  within  himself,  as  well  as  for 
himself.  His  estate  would  descend  to  his  heirs,  and  it  was  the 
whole  interest  in  the  land  and  property.  "Tenant  in  fee 
simple  is  he  which  hath  lands  or  tenements  to  hold  to  him 
and  his  heires  for  ever."  {Litt.,  sect.  1;  Co.  Lift.,  1,  a.) 
The  title  by  which  they  are  held  is  immaterial.  The  de- 
scription is  answered  if  he  hath  them  to  so  hold.  The  es- 
tate in  the  land,  and  the  title  by  which  the  estate  is  held, 
are  distinct  from  each  other.  (1  Wash.,  Heal  Prop.,  chap. 
3,  pi.  4.)  By  statute,  in  Massachusetts,  a  person  "  having  an 
estate  of  inheritance  or  freehold  in  any  town,"  with  certain 
conditions,  gained  a  settlement  in  that  town.  It  was  held 
that  a  mere  equitable  estate,  resting  on  a  bond  for  a  deed, 
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was  sufficient  to  give  a  settlement  under  this  statute.  {Or- 
leans v.  Chatham,  2.  Pick.,  29;  Seituate  v.  Hanover,  16 
Pick.,  222.)  And  a  person  occupying  land  without  title, 
but  whose  possession  was  protected  by  the  statute  of  limita- 
tions only,  was  held  to  have  an  estate  of  inheritance,  so  as 
to  gain  a  settlement,  if  the  other  conditions  were  fulfilled. 
(Brewster  v.  Dennis,  21  Pick.,  233.)  In  Vermont,  a  pauper 
is  uot  removable  from  his  freehold,  and  a  mere  equitable 
freehold  is  sufficient  to  prevent  removal.  (  Walden  v.  Cabot, 
25  Vt,  522.) 

The  object  of  these  and  similar  conditions,  in  this  and  like 
policies,  is  to  make  sure  that  the  person  seeking  insurance  is 
the  real  and  substantial  owner  of  the  property,  or  interest  in 
it,  on  which  he  intends  to  obtain  insurance,  and  thereby  to 
prevent  wagering  policies  and  fraudulent  losses.  The  state 
of  the  title  otherwise  than  in  this  view  is  not  material. 
Therefore,  in  actions  on  policies  of  insurance,  the  person 
having  the  whole  interest  has  been  held  to  be  the  true  owner. 
{Hough  v.  Insurance  Co.,  29  Conn.,  10 ;  American  Basket 
Co.  v.  Insurance  Co.,  3  Hughes,  251 ;  Franklin  Fire  Insur- 
ance Co.  v.  Crockett,  7  Lea,  725  ;  Oaylord  v.  Insurance  Co., 
40  Mo.,  13 ;  Pdton  v.  Insurance  Co.,  77  H.  T.,  605 ;  In- 
surance Co.  v.  Simons,  96  Penn.  St.,  520,  527;  Chase  v. 
Insurance  Co.,  22  Barb.,  527,  535 ;  Insurance  Co.  v.  Dough- 
erty, 102  Penn.  St.,  568 ;  Insurance  Co.  v.  Haven,  95  U.  S., 
242 ;  Carrigan  v.  Insurance  Co.,  53  Vt,  418.)  The  cases 
cited  in  behalf  of  the  defendant  do  not  appear  to  be  to  the 
contrary.  In  Cofru?7ibian  Insurance  Co.  v.  Lawrence,  (2  Pet., 
25,  42,)  and  Smith  v.  Insurance  Co.,  (6  Cush.,  448,)  the  con- 
dition of  the  bond  for  a  deed  to  the  assured  had  not  been 
complied  with.  These  are  the  most  directly  in  point  of  any 
that  have  been  noticed. 

The  demurrer  is  sustained,  and  the  plea  adjudged  insuf- 
ficient. 

William  O.  Shaw,  for  the  plaintiff. 
Joel  C.  Baker,  for  the  defendant. 
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Samuel  P.  Kittle 

vs. 

Frank  A.  Hall  and  others.    In  Equity. 

Claims  I  and  2  of  letters  patent  No.  08,505,  granted  to  Samuel  P.  Kittle, 
January  4th,  1870,  for  an  improved  spiral  spring  for  mattresses  and  furni- 
tore,  are  valid. 

Claim  3  was  inserted  in  the  application  more  than  4  years  after  the  application 
was  filed,  and  more  than  2  years  after  articles  containing  what  is  covered 
by  the  claim  were  sold  with  the  knowledge  and  consent  of  the  patentee. 
Claim  3  is,  therefore,  Invalid. 

Under  the  circumstances  of  this  case,  a  delay  of  7  years  in  bringing  suit  on  the 
patent  was  held  not  to  bar  the  right  of  action  in  equity. 

The  defendant  held  to  infringe  claims  1  and  2. 

(Before  Coxa,  J.,  Southern  District  of  New  York,  January  3d,  1887.) 

Coxe,  J.  This  action  is  for  the  infringement  of  letters 
patent,  No.  98,505,  granted  to  the  complainant,  January  4th, 
1870,  for  an  improved  spiral  spring  for  mattresses  and  furni- 
ture. The  double  cone  or  hour-glass  spring  is  constructed  by 
having  one  or  more  of  its  central  coils  wound  at  right  angles 
to  its  axis,  instead  of  spirally,  as  before.  When  several  of 
these  springs  are  used,  as  in  a  mattress,  for  instance,  the  cen- 
tral coils  are  all  on  the  same  horizontal  plane,  so  that,  when 
strips  of  cross-webbing,  fastened  to  a  suitable  frame,  are 
passed  between  the  coils,  the  springs  are  held  firmly  in  a  ver- 
tical position. 

It  is  asserted  by  the  patentee,  that,  prior  to  his  invention, 
the  spring  in  use  could  not  be  successfully  supported  in  the 
middle  or  held  in  a  vertical  position.  It  had  a  tendency  to 
Ci  bag  out."  The  specification  provides  for  a  slight  wooden 
frame  to  support  the  webbing  and  the  springs.  The  web- 
bing, having  its  ends  secured  to  this  frame,  is  passed  through 
and  fastened  to  the  central  horizontal  coils,  each  strip  of 
webbing  passing  alternately  over  and  under  the  strip,  crossing 
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at  right  angles.  The  middles  of  all  the  springs  are  thus  held 
in  the  same  relative  position,  their  fall  elasticity  is  preserved, 
and  durability  is  assured. 

The  claims  are  as  follows  :  u  1.  A  spiral  spring  for  nse  in 
mattresses,  furniture,  etc.,  so  constructed  that  its  central  coil 
or  coils  are  wound  at  right  angles  to  its  axis,  substantially  as 
and  for  the  purposes  set  forth.  2.  The  combination  of  a 
spiral  spring,  when  constructed  as  described,  with  the  cross- 
webbing  0  0  and  frame  D,  or  their  equivalent,  when  arranged 
to  support  such  spring,  substantially  as  and  for  the  purposes 
set  forth.  8.  In  a  spring  mattress,  having  the  springs  sup- 
ported from  or  at  their  centre,  the  arrangement  of  a  rattan 
or  a  like  flexible  border,  attached  to  the  outer  edges,  at  bot- 
tom and  top,  of  the  outside  rows  of  springs,  to  furnish  a  suit- 
able support  to  keep  the  ticking  in  line,  but  which  will  also 
yield  as  any  spring  or  part  of  the  mattress  is  compressed." 

The  defences  are,  first,  that  the  complainant  has  no  title 
to  the  patent ;  second,  that  he  is  guilty  of  laches  ;  third,  aban- 
donment; fourth,  lack  of  novelty;  fifth,  non-infringement. 
To  the  third  claim  several  distinct  and  separate  defences  are 
urged,  which  will  be  stated  hereafter. 

There  is  no  flaw  in  the  complainant's  title.  On  the  31st 
of  December,  1877,  he  was  forced  into  bankruptcy.  The 
adjudication  vested  the  title  in  the  Court.  On  the  11th  of 
April,  1878,  the  register  in  charge  assigned  all  the  property, 
as  provided  by  law,  to  De  "Witt  0.  Weeks,  the  duly  appointed 
assignee.  On  the  28th  of  January,  1879,  Weeks  sold  and 
assigned  the  patent  to  Francis  0.  Devlin.  Six  days  thereaf 
ter  Devlin  assigned  it  to  Theodore  Wilkins,  who  held  it  until 
the  8th  of  October,  1884,  when  it  was  transferred  by  him  to 
the  complainant.  On  the  4th  of  October,  1878,  the  complain- 
ant was  discharged  in  bankruptcy  by  the  District  Court. 
The  chain  of  title  is  perfect.  No  valid  accusation  can  be 
made  against  it. 

The  proposition  that  the  bill  cannot  be  maintained  because 
of  the  laches  of  the  complainant  is  a  most  perplexing  one. 
The  solution  of  it  has  been  rendered  more  difficult  from  the 
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fact  that  the  complainant's  brief,  bo  full  and  exhaustive  upon 
other  branches  of  the  case,  makes  only  casual  and  passing 
allusion  to  the  question,  which  is  elaborately  presented  upon 
the  brief  of  the  defendants.  The  facts  bearing  upon  this 
question  are  as  follows :  In  the  autumn  of  1865,  the  patentee 
conceived  the  invention.  On  the  4th  of  January,  1870,  the 
patent  was  granted.  In  February  1885,  fifteen  years  there- 
after, this  action  was  commenced.  In  1875  a  suit  for  in- 
fringement was  commenced  against  one  James  Y.  Schenck, 
but  the  proofs  were  not  completed  and  it  was  never  brought 
to  a  final  hearing.  No  step  appears  to  have  been  taken  in  it 
after  July,  1877.  No  other  action  was  at  any  time  com- 
menced. 

In  the  autumn  of  1877  the  defendants  commenced  making 
the  infringing  mattresses.  They  were  made  under  a  patent 
granted  to  James  I.  Spencer,  July  24th,  1877,  for  an  improve- 
ment in  spring  bed  bottoms.  In  November,  1877,  the  de- 
fendants issued  a  circular  to  the  trade,  in  which  they  insisted, 
in  most  vigorous  and  uncompromising  language,  upon  their 
right  to  manufacture  under  the  Spencer  patent,  and  closed 
with  these  words :  "  We  have  only  to  say,  in  conclusion,  that 
Mr.  Kittle  must  do  one  of  two  things ;  he  must  stop  inter- 
fering with  our  business,  or  he  must  bring  suit  upon  his  pat- 
ent and  thus  give  us  a  chance  to  see  how  little  it  amounts  to. 
If  he  does  not  do  one  thing  or  the  other  of  these  he  will  soon 
find  himself  defendant,  instead  of  plaintiff,  in  a  lawsuit." 
The  complainant  appears  to  have  chosen  the  first  of  these 
alternatives;  for,  from  that  time  until  this  suit  was  com- 
menced there  was  no  more  interference  with  the  defendants 
or  their  customers,  except  he  testifies  that  he  told  the  defend- 
ant Hall,  in  April,  1882,  that  a  day  of  reckoning  was  ap- 
proaching and  he  wished  him  to  keep  a  strict  account  of  his 
sales.  From  December,  1877,  neither  the  complainant,  nor 
any  of  the  intermediate  owners  of  the  patent,  have  manufac- 
tured, or  asserted  any  right,  under  it,  except  as  before  stated. 
The  assignees,  with  the  exception  of  Mr.  Devlin,  who  held 
the  patent  but  a  short  time,  all  knew  of  the  infringement,  by 
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the  defendants  not  only,  bnt  by  the  trade  generally,  and  yet 
they  made  no  move  to  prevent  it,  though  frequently  nrged 
to  do  so.  In  short,  the  patent,  from  the  fall  of  1877,  has 
been  pirated  npon  by  the  whole  trade.  Since  then  no  one 
has  respected  it. 

On  the  4th  of  February,  1876,  the  defendants,  then  doing 
business  at  Philadelphia,  took  from  the  complainant  a  license 
to  make  and  vend  the  patented  mattress  in  that  city,  for  one 
year.  The  license  provided  that,  in  case  of  the  failure  of  the 
defendants  to  perform  the  conditions  of  the  license,  the  same 
was  to  become  null  and  void  and  all  rights  and  privileges 
under  it  to  cease  and  determine. 

These  are  the  facts.  Bearing  in  mind  the  theory  upon 
which  equity  takes  cognizance  in  patent  causes,  as  established 
by  the  decision  of  the  Supreme  Court  in  Root  v.  Railway 
Co.,  (105  U.  S.,  189,)  it  becomes  important  to  ascertain  what 
the  law  is,  as  applicable  to  these  facts.  The  accumulated 
wisdom  of  a  multitude  of  precedents  has  established  the 
principle,  that  he  who  invokes  the  protection  of  a  Court  of 
equity  must  be  u  prompt,  eager  and  ready "  in  the  enforce- 
ment of  his  rights.  Equity  will  not  encourage  a  sleepy 
suitor.  As  time  passes,  memory  fails,  witnesses  die,  proof  is 
destroyed,  and  the  rights  of  individuals  and  of  the  public  in- 
tervene. Long  acquiescence  and  laches  can  only  be  excused 
by  proof  showing  excusable  ignorance  or  positive  inability  to 
proceed  on  the  part  of  the  complainant,  or  that  he  is  the  vic- 
tim of  fraud  or  concealment  on  the  part  of  others ;  a  mere 
"imaginary  impediment  or  technical  disability  "  is  not  enough. 
The  Court  will  not  entertain  a  case  when  it  appears  that  the 
complainant  or  those  to  whose  rights  he  has  succeeded  have 
acquiesced  for  a  long  term  of  years  in  the  infringement  of 
the  exclusive  right  conferred  by  the  patent,  or  have  delayed, 
without  legal  excuse,  the  prosecution  of  those  who  have 
openly  violated  it.  These  propositions  are,  it  is  thought, 
abundantly  sustained  by  the  following  authorities :  (Piatt  v. 
Vatiier,  9  Peters,  405 ;  Wyeth  v.  Stone,  1  Story,  273 ;  Mc- 
Laughlvn  v.  People's  Railway  Co.,  21  Fed.  Rep.,  574 ;  Spei- 
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deU  v.  Henrioi,  15  Fed.  Rep.,  753;  The  Fleming,  9  Fed. 
Bepn  474 ;  Fries  v.  Worthington,  23  Blatohf.  C.  C.  B.,  66 ; 
Borden  v.  Duluth,  28  Fed.  Rep.,  14 ;  Wagner  v.  Bavrd,  7 
How.,  234 ;  City  cf  Concord  v.  Norton,  16  jRafc  Bep.,  477 ; 
Badger  v.  Badger,  2  TPoK.,  87 ;  TPirffowtfi  v.  Beiher,  115  Z7. 
&,  96, 101 ;  -ffrown  v.  County  of  Buena  Vista,  95  XT.  &,  157 ; 
Zansdale  v.  5mftA,  106  £7.  A,  891 ;  £W<fen  y.  FimmeU,  99 
IT.  &,  201 ;  Maxwell  v.  Kennedy,  8  Bow.,  210 ;  Sperry  v. 
Bibbans,  3  j5<mn.  <fe  ^1.,  260 ;  Owtt*  on  Patents,  §§  440, 
441;  IPaMw  on  Patents,  §§  596,  597;  Pomeroy,  Eg.  Jur., 
§§  418,  419.) 

In  the  present  case,  it  is  argued,  with  considerable  plausi- 
bility, that  the  complainant,  from  the  date  of  his  patent  until 
the  commencement  of  this  action,  with  the  exception  of  the 
abortive  and  abandoned  suit  against  Schenck,  has  made  no 
active  effort  to  stop  infringements,  although  they  commenced 
before  the  patent  was  issued,  and  continued,  with  the  knowl- 
edge of  the  complainant,  until  they  were  well  nigh  universal ; 
and  that  the  public  had  a  right  to  assume,  from  this  profound 
silence  and  supineness,  that  the  patentee,  and  his  successors, 
had  relinquished  any  claim  which  they  might  possess. 

The  complainant  seems  to  proceed  upon  the  theory,  that, 
if  it  can  be  shown  that  he  personally  is  free  from  negligence, 
it  is  sufficient,  and  that  he  shows  this  when  it  appears  that  the 
title  passed  out  of  him  when  he  was  adjudicated  a  bankrupt, 
and  that,  when  he  obtained  it  again,  in  October,  1884,  he 
used  due  diligence  in  prosecuting  infringers.  The  proposi- 
tion stated  thus  broadly  cannot  be  maintained.  A  party 
who  purchases  a  patent  which  has  for  years  been  freely  plun- 
dered by  a  multitude  of  trespassers  does  not  answer  the 
charge  of  laches  by  showing  that  he  commenced,  immedi- 
ately after  he  acquired  title,  to  bring  the  wrongdoers  to 
account.  Such  a  fact  is  of  no  more  interest  to  a  defendant 
sued  for  infringement  than  the  fact  that  the  last  holder  of  an 
outlawed  note  brought  an  action  upon  it  without  delay,  is  to  • 
the  maker  of  the  note.  But,  so  far  as  these  defendants  are 
concerned,  it  cannot  be  maintained  that  there  was  any  laches 
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until  they  stood  out  from  under  their  license  and  boldly  pro- 
claimed their  purpose  to  continue  the  manufacture  under  the 
Spencer  patent.  This  was  in  November,  1877.  A  month 
later  the  complainant  was  in  bankruptcy.  It  was  not  until 
the  12th  of  April,  1878,  that  the  patent  was  transferred  to 
the  assignee  in  bankruptcy.  -  He  held  the  title  until  the  28th 
of  January,  1879.  During  this  period,  when  the  patent  was 
in  the  Court  of  bankruptcy,  negligence  can  be  imputed  to  no 
one.  For  several  months  the  title  was  suspended  and  no  ac- 
tion could  have  been  maintained,  and  as  to  the  remaining 
time  it  cannot  be  maintained  that  it  is  the  duty  of  an  assignee 
in  bankruptcy  to  institute  suits  for  the  infringement  of  a  pat- 
ent owned  by  the  bankrupt,  and  that  his  failure  so  to  do  is 
negligence.  Wilkins  held  the  patent  from  February  3d, 
1879,  until  October  8th,  1884,  and  no  valid  reason  is  discov- 
ered in  the  record  why  he  could  not  have  made  some  effort 
to  prevent  the  patent  from  being  plundered.  It  appears, 
however,  that  the  complainant  early  commenced  negotiations 
with  Wilkins,  looking  to  a  re-assignment  of  the  patent,  and 
that,  early  in  1882  the  defendant  Hall  had  notice  that  the 
complainant  still  asserted  its  validity  and  intended  to  hold 
him  to  a  strict  account  for  his  actions.  Furthermore,  it  is 
entirely  clear  that,  whatever  may  be  said  as  to  other  manu- 
facturers, the  defendants  were  not  misled.  The  defiant  chal- 
lenge of  their  circular  leaves  no  doubt  that  they  had  made  up 
their  minds  as  to  the  course  to  be  pursued,  and  that  they  did 
not  intend  to  desist  unless  prevented  by  the  command  of  the 
Court.  So,  the  simple  question  is — will  equity  refuse  to  en- 
tertain a  cause,  where,  in  the  circumstances  disclosed  by  this 
record,  there  has  been  a  delay  of  about  seven  years  in  its 
prosecution  ?  The  question  is  an  interesting  one  and  is  by 
no  means  free  from  doubt,  but  it  is  thought,  taking  into  con- 
sideration the  fact  that  the  delay  has  been  partially  accounted 
for  and  excused,  that  the  case  is,  in  some  respects,  eui  gener- 
tSj  and  that  no  precedent  has  been  discovered  for  the  dismis- 
sal of  a  bill  for  laches  extending  through  so  short  a  period, 
that  it  should  be  answered  in  the  negative. 
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It  is  entirely  clear  that  the.  invention  must  be  confined  to 
what  is  covered  by  the  first  and  second  claims. 

The  accusations  urged  against  the  third  claim  are  so 
numerous  that  it  will  be  impossible  to  consider  them  all. 
It  is  said  that  the  drawings  which  relate  to  it  are  defective ; 
that  the  subject-matter  of  the  claim  was  abandoned  to  the 
public ;  that  no  application  was  ever  filed  for  the  invention 
which  it  covers ;  that  it  is  for  a  mere  aggregation  and  not  for 
a  patentable  combination;  and  that  it  is  void  for  uncer- 
tainty. 

It  is  by  no  means  an  easy  task  to  place  an  intelligent  con- 
struction upon  this  claim.  The  expert  witnesses  do  not 
agree  as  to  what  it  includes,  and,  in  one  instance,  at  least, 
tiie  same  witness,  when  he  is  again  called  to  testify,  greatly 
modifies  his  first  opinion  regarding  it.  It  may  be  said,  that 
if  the  broad  construction  suggested  is  adopted  the  claim  is 
anticipated ;  if  the  narrow  one  is  taken  the  defendants  do  not 
infringe. 

But  the  manner  in  which  the  claim  found  its  way  into  the 
patent  was  irregular  and,  it  would  seem,  illegal,  and  the  pub- 
lic acquired  vested  rights  in  the  invention  covered  by  the 
claim  years  prior  to  its  first  appearance  in  the  Patent  Office. 
The  application  was  filed  November  28th,  1865.  It  recites, 
that  the  petitioner  has  invented,  not  a  new  mattress,  but  a 
new  improved  spiral  spring,  and  prays  that  a  patent  may 
issue  therefor.  No  other  application  was  ever  filed.  The 
patent,  when  issued,  was  for  a  spring  alone.  The  claims  of 
the  original  specification,  three  in  number,  related  only  to 
the  spring  and  the  "  former  "  on  which  it  was  constructed. 
The  application  was  rejected.  A  year  later,  the  patentee, 
after  correspondence  with  the  Commissioner,  forwarded 
amendments,  omitting  the  claim  for  the  u  former,"  and  sub- 
stituting the  present  second  claim  for  the  proposed  third 
claim,  so  that  the  patent  then  had  but  two  claims — the  first 
and  second  as  they  now  appear.  On  the  10th  of  December, 
1866,  the  application  was  re-examined  and  again  rejected. 
Nothing  more  was  done  until  ^November  22d,  1869,  when 
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a  request  was  made  by  the  complainant,  through  his  solic- 
itor, for  a  re-examination  of  the  case:  This  was  granted 
and  the  patent  allowed  about  the  27th  of  the  same  month. 
Three  weeks  thereafter,  on  the  17th  of  December,  1869,  the 
solicitor  wrote  the  Commissioner  proposing,  if  it  was  not  too 
late,  that  the  present  third  claim  should  be  inserted.  It  was 
inserted.  So  far  as  appears  from  the  file  wrapper,  the  atten- 
tion of  the  Patent  Office  was  never  called  to  the  third  claim, 
nntil  December,  1879,  and  then  only  by  this  letter  of  the  solic- 
itor. For  more  than  two  years  prior  to  the  first  suggestion 
of  this  claim,  mattresses  embodying  all  its  elements  were, 
with  the  knowledge  and  consent  of  the  complainant,  bought 
and  sold  in  the  open  market.  In  this  connection  it  is  worthy 
of  comment,  that  one  of  the  defendants  testifies  that  the 
complainant  repeatedly  informed  him,  in  substance,  that  his 
invention  was  confined  to  the  spring  and  the  mode  of  fasten- 
ing it,  and  that  the  third  claim  could  not  stand  the  test  of  a 
judicial  examination.     This  testimony  is  not  denied. 

Assume  that  the  patent  had  been  granted  in  1865  for  a 
spring  as  prayed  for,  and,  on  the  17th  of  December,  1869, 
four  years  later,  the  complainant  had  petitioned  for  a  new  or 
re-issued  patent,  covering  the  combination  of  the  third  claim. 
It  needs  no  citation  of  authorities  to  prove  that  such  a  pro- 
ceeding would  not  have  been  received  with  favor  by  the 
Court ;  and  yet,  how  is  the  position  strengthened  by  an  at- 
tempt to  graft  the  invention  upon  an  application  which  will 
not  sustain  it,  especially  when  it  is  shown  that  during  the 
interval  the  invention  went  into  public  use  ?  In  Railway  Co. 
v.  Sayles,  (97  U.  &,  554,)  Mr.  Justice  Bradley,  at  page  563, 
says:  "It  will  be  observed  that  we  have  given  particular 
attention  to  the  original  application,  drawings  and  models 
filed  in  the  Patent  Office  by  Thompson  and  Bachelder.  We 
have  deemed  it  proper  to  do  this,  because,  if  the  amended 
application  and  model,  filed  by  Tanner  five  years  later,  em- 
bodied any  material  addition  to  or  variance  from  the  original 
— anything  new  that  was  not  comprised  in  that — such  addi- 
tion or  variance  cannot  be  sustained  on  the  original  applica- 
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tion.  The  law  does  not  permit  such  enlargements  of  an  orig- 
inal specification,  which  would  interfere  with  other  inventors 
who  have  entered  the  field  in  the  meantime,  any  more  than 
it  does  in  the  case  of  re-issue  of  patents  previously  granted. 
Courts  should  regard  with  jealousy  and  disfavor  any  attempts 
to  enlarge  the  scope  of  an  application  once  filed,  or  of  a  pat- 
ent once  granted,  the  effect  of  which  would  be  to  enable  the 
patentee  to  appropriate  other  inventions  made  prior  to  such 
alteration,  or  to  appropriate  that  which  has,  in  the  meantime, 
gone  into  public  use.'9  (See,  also,  Eagleton  Mfg.  Co.  v.  West, 
etc.,  Mfg.  Co.,  Ill  U.  8.,  490,  and  at  Circuit,  18  Blatchf.  C. 
C.  R.,  218 ;  Planvng-Machine  Co.  v.  Keith,  101  U.  S.,  479 ; 
Fruit  Jar  Co.  v.  Belavre  Co.,  27  Fed.  Rep.,  877,  881 ;  Lind- 
say v.  Stem,  20  Blatchf.  C.  C.  R.,  870,  876 ;  U.  8.  Rifle  Co. 
v.  Whitney  Arms  Co.,  14  Blatchf.  C.  C.  R.,  94 ;  Consolidated 
Fruit  Jar  Co.  v.  Wright,  12  Blatchf  C.  C.  R.,  149,  and  94 
U.  8,  92 ;  Bevin  v.  East  Hampton  BeU  Co.,  9  Blatchf.  C. 
C.  R.,  50.) 

It  is  asserted  that  the  invention,  confining  it  to  the  spring 
and  the  means  of  fastening  it,  is  void  for  lack  of  novelty. 
The  proof  shows  that,  prior  to  the  patent,  it  frequently  hap- 
pened that  double  cone  springs,  made  of  iron  wire,  which 
was  then  in  use,  "  broke  down  "  in  the  centre.  This  occurred 
from  accident  or  want  of  skill  in  the  maker.  When  in  this 
condition  they  were  regarded  as  second  class  or  damaged 
springs,  and  were  sold  as  such,  for  use  in  cheap  and  inferior 
furniture.  The  central  coils  which  thus  happened,  in  some 
instances,  to  be  at  right  angles  to  the  axis  of  the  spring,  were 
not  of  the  same  size,  so  that,  when  in  use,  the  smaller  coil 
would  frequently  pass  through  the  larger,  thus  causing  the 
spring  to  rattle.  These  springs  did  not  break  down  in  the 
same  place  and  were  incapable  of  performing  the  functions 
of  the  patented  spring,  even  if  any  one  had  thought  of  put- 
ting them  to  this  use;  but  no  one  ever  did.  Neither  the 
damaged  spring,  nor  the  French  patent,  nor  any  of  the  other 
references,  is  sufficient  to  defeat  the  patent.  The  evidence 
all  falls  far  short  of  that  clear  and  convincing  proof  which  is 
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required  in  such  cases.  (Coffin  v.  Ogden,  18  Watt.,  120 ;  Co- 
burn  v.  Schroeder,  19  Blatehf.  C.  C.  B.,  377 ;  Webster  Zoom 
Co.  v.  Biggins,  15  Id.,  446 ;  Herring  v.  Nelson,  14  Blatehf. 
C.  C.  B.,  293 ;  TPiwZ  v.  Cleveland  Boiling  Mills  Co.,  4  Fisher, 
550 ;  Putnam  v.  HoUender,  19  Blatehf.  C.  C.  B.,  48 ;  ifowi 
v.  Underwood,  1  Fisher,  160 ;  Clough  v.  Barker,  106  J7.  &, 
166.) 

The  defendants  infringe.  The  Spencer  spring  nsed  by 
them  is  constructed  with  a  vertical  bend  or  bearing-loop  at 
the  central  axis  of  the  spring.  This  bend  or  pin  passes 
through  a  metallic  eyelet  in  the  webbing.  The  spring  is  so 
wound  that  on  either  side  of  the  webbing  there  is  a  horizon- 
tal or  nearly  horizontal  coil,  at  right  angles  to  the  axis  of  the 
spring,  which  helps  to  support  the  spring  in  a  vertical  posi- 
tion. A  portion  of  the  central  coil  is  wound  at  right  angles 
to  the  axis,  and  there  is  a  level  bearing  of  the  spring  upon 
the  webbing.  It  is  quite  likely  an  improvement,  but,  never- 
theless, it  performs  all  the  functions  of  the  patented  spring. 

The  questions  argued  relating  to  the  amount  of  damages 
and  profits  can  best  be  considered  upon  the  coming  in  of  the 
report  of  the  master. 

The  complainant  is  entitled  to  a  decree  for  an  accounting 
upon  the  first  and  second  claims  of  the  patent. 


James  P.  Foster,  for  the  plaintiff. 
James  A.  WMtney,  for  the  defendants. 
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The  Jackson  and  Sharp  Company  and  the  Diamond 

State  Iron  Company 

vs. 

The  Burlington   and  Lamoille  Bailroad  Company  and 

others.    In  Equity. 

Where  a  bill  to  foreclose  a  mortgage  on  a  railroad  in  Vermont  in  filed  by  citi- 
zens of  New  Jersey  against  a  Vermont  railroad  corporation,  in  the  Circuit 
Court  of  the  United  States  for  the  District  of  Vermont,  such  owners  only  of 
the  bonds  secured  by  the  mortgage  as  are  not  citizens  of  Vermont  will  be 
allowed  to  be  made  co-plaintiffs. 

As  the  statute  of  Vermont  allows  to  mortgagors  time  to  redeem  before  sale,  on 
foreclosure,  the  Court  will  allow  the  same  time  to  redeem. 

According  to  the  law  of  Vermont,  the  principal  of  the  bonds  will  carry  interest, 
after  due,  at  the  rate  in  the  bond,  and  the  coupons,  after  due,  at  the  usual 
rate  allowed  in  Vermont. 

(Before  Whklkr,  J.,  Vermont,  January  5th,  1887.) 

Wheeler,  J.  This  bill  is  brought  by  the  orators,  in  be- 
half of  themselves  and  all  others  in  like  interest,  to  foreclose 
a  mortgage  of  the  railroad  of  the  defendant  railroad  company, 
made  to  trustees  to  secure  $200,000  of  its  bonds,  payable  to 
bearer,  in  five  years  from  date,  which  was  November  1st, 
1878,  with  interest  at  seven  per  centum  per  annum,  semi- 
annually. The  orators  are  citizens  of  New  Jersey ;  the  de- 
fendant railroad  company  is  a  citizen  of  Vermont ;  and  the 
railroad  is  situated  there.  It  is  alleged  in  the  bill  that  the 
bonds  became  due,  and  the  condition  of  the  mortgage  broken, 
by  non-payment,  and  that  the  orators  afterwards  applied  to 
the  trustees  to  foreclose  the  mortgage  and  enforce  the  secu- 
rity, and  that  they  refused  to  do  so.  This  is  admitted  in  the 
answer ;  and  no  question  is  made  about  the  validity  of  the 
mortgage,  or  the  bonds,  nor  but  that  they  were  due  and  un- 
paid at  the  bringing  of  the  suit. 

The  case  has  been  to  a  master  to  take  an  account  of  the 
mortgage  debt,  and  he  has  made  report.    From  his  report  it 


JAKUARY,  1887.  195 


The  Jackson  and  Sharp  Co.,  Ac.  v.  The  Burlington  and  Lamoille  R.  B.  Co. 

* 

appears  that  the  orator  the  Jackson  &  Sharp  Company  is  the 
owner  and  holder  of  $13,000  of  the  principal  of  the  bonds, 
on  which  there  is  doe,  reckoning  the  interest  at  seven  per 
cent,  from  the  time  they  fell  due  as  well  as  before,  and  inter- 
est on  the  instalments  of  interest  at  six  per  cent,  the  usual 
legal  rate  in  Vermont,  from  the  time  they  respectively  fell 
dne,  in  all  $18,109.65 ;  and  that  the  orator  the  Diamond  State 
Iron  Company  is  the  owner  and  holder  of  $9,000  of  the  prin- 
cipal of  the  bonds,  on  which  there  is  dne,  reckoning  interest 
in  like  manner,  $13,791.19.  All  the  holders  of  the  other 
bonds  respectively  presented  them  and  proved  the  amount 
due  before  the  master,  and  he  has  reported  the  names  of  the 
holders  and  the  amounts  due  to  them  on  the  bonds.  Some 
of  them  have  asked  and  obtained  leave  of  Conrt  to  become 
parties  as  orators  to  the  suit,  on  contributing  a  ratable  pro- 
portion of  its  expense.  It  does  not  appear,  however,  that 
any  of  them  have  so  in  fact  availed  themselves  of  the  leave 
of  Court  as  yet  to  have  become  such  parties.  The  report 
does  not  show  but  that  some  or  all  of  them  are  citizens  of 
Vermont.  Such  citizens  cannot  be  parties  plaintiffs  in  the 
prosecution  of  this  suit  in  this  Court,  limited  as  it  is,  in  suits 
of  this  kind,  in  jurisdiction,  to  suits  in  which  there  is  a 
controversy  between  citizens  of  different  States.  {Act  of 
March  Sd,  1875, 18  O.  S.  Stat,  at  Large,  470 ;  Svp.  Bev.  Stat, 
173.)  Therefore,  this  leave  of  Court  should  be  so  modified 
as  to  permit  the  owners  and  holders  of  such  bonds  as  are  not 
citizens  of  this  State  to  become  parties  plaintiffs  in  this  suit, 
on  the  terms  mentioned.  These  proceedings  before  the  mas- 
ter by  the  others  may,  however,  be  useful  in  case  there  shall 
be  a  sale  of  the  property  and  distribution  of  its  avails  in  the 
course  of  the  suit.  The  orators  are  entitled,  under  the  cir- 
cumstances, separately  to  foreclose  the  mortgage,  independ- 
ently ot  the  other  bondholders,  and,  if  the  foreclosure  results 
in  a  sale,  the  proceeds  are  to  be  distributed  according  to  the 
rights  of  all  in  the  property.  {Chicago  &  Vtncennes  JRailroad 
Co.  v.  Fosdick,  106  U.  S.9  47.) 

The  orators  have  not,  in  the  prayer  for  relief,  prayed  a 
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sale,  but,  at  the  hearing,  have  asked  a  sale,  under  the  gen- 
eral prayer  for  any  proper  relief.  By  the  laws  of  Vermont, 
as  recognized  and  administered  by  the  Courts  of  the  State, 
mortgagors  are  entitled  to  time  to  redeem  on  foreclosure, 
and  to  one  year,  unless  the  security  is  inadequate,  or  there 
are  other  special  reasons  why  the  time  should  be  shortened. 
This  is  a  right  of  property  which  attaches  to  the  mortgage, 
and  must  be  regarded  and  preserved  in  a  suit  for  fore- 
closure in  the  Courts  of  the  United  States,  although  the 
procedure  in  such  a  case  is  according  to  the  practice  of 
Courts  of  the  United  States  and  not  according  to  the  practice 
of  the  Courts  of  the  State,  in  equity,  if  the  practice  differs. 
(Brine  v.  Insurance  Company,  96  U.  &,  627;  Connecticut 
Mutual  Life  Insurwnce  Company  v.  Ov&hmcm,  108  U.  &, 
51.)  The  usual  course  of  the  Courts  of  the  United  States 
appears  to  be  to  decree  a  sale  in  the  end  on  foreclosure,  as 
is  shown  by  these  cases,  care  being  taken  to  so  carry  out 
the  proceedings  as  to  protect  all  the  rights  of  the  mortgagor. 
This  cannot  be  done  in  this  case  without  giving  time  to  re- 
deem before  sale,  and,  as  the  security  is  not  shown  to  be  in- 
adequate, a  year  must  be  given,  which,  as  is  sometimes  done 
in  the  State  Courts,  may  be  reckoned  from  the  first  day  of  the 
term,  to  which  time  the  computations  of  the  master  have 
been  made.  If  the  sum  due  the  orators,  with  the  costs,  is 
paid  within  that  time,  including  those,  if  any,  who  come  in 
and  become  parties  plaintiff,  under  the  leave  of  Court  as  mod- 
ified, all  right  to  a  sale  or  to  further  proceedings  in  this  cause 
will  be  ended.  Therefore,  no  decree  for  a  sale,  or  decision 
as  to  whether  the  orators  are  entitled  to  a  decree  for  a  sale, 
under  the  prayer  of  the  bill  as  framed,  is  now  made,  but  the 
cause  18  retained  for  further  proceedings  and  directions  in  that 
respect,  on  failure,  if  any,  to  redeem. 

Question  has  been  made  as  to  the  right  to  the  special  rate 
of  seven  per  cent,  interest  after  the  falling  due  of  the  bonds. 
This  is  a  Vermont  contract,  to  be  construed  by  the  laws  of 
Vermont.  This  question  arose  upon  bonds  and  mortgage  of 
the  Rutland  and  Burlington  Railroad,  in  Cheever  and  Hart, 
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Trustees  t.  The  Rutland  &  Burlington  Railroad  Company 
et  ale.,  in  the  Supreme  Court  of  Vermont,  the  highest  Court 
of  the  State,  at  the  General  Term,  1869,  not  reported  in  the 
State  reports.  In  that  case  it  was  held  that  the  principal  of 
the  bonds  bore  interest  at  the  special  rate  after  they  were  due 
as  well  as  before,  and  the  interest  coupons  at  the  usual  rate 
allowed  by  law,  from  the  time  when  they  fell  due.  (Opin- 
ion by  Steele,  «/".,  Pamphlet,  18, 19.)  The  reckoning  stated 
from  the  master's  report  is  in  accordance  with  this  decision, 
which  is  controlling  upon  this  question.  These  are  all  the 
points  about  which  any  question  has  arisen. 

The  master's  report  is  accepted  and  confirmed.  The  leave 
heretofore  granted  to  bondholders  to  become  parties  plaintiff 
is  so  modified  that  bondholders  not  citizens  of  Yermont  may 
become  such  parties  at  any  time  before  the  1st  day  of  March, 
1887,  by  entering  an  appearance  for  that  purpose,  with  con- 
sent to  share  ratably  the  expenses  of  this  suit.  And  let  a 
decree  be  entered  to  the  effect  that,  unless  the  defendants, 
within  one  year  from  the  fifth  day  of  October,  1886,  pay 
to  the  orator  the  Jackson  &  Sharp  Company  the  sum  of 
$18,109.65,  and  to  the  orator  the  Diamond  State  Iron  Com- 
pany the  sum  of  $13,791.19,  and  to  such  other  bondholders 
as  shall  become  parties  plaintiff,  pursuant  to  the  leave  granted, 
the  several  sums  due  them  respectively,  as  shown  by  the  mas- 
ter's report,  with  interest  on  all  of  the  sums,  respectively, 
from  the  fifth  day  of  October,  1886,  to  the  time  of  payment, 
together  with  the  costs  of  this  suit,  they  be  foreclosed  of  all 
equity  of  redemption  in  the  premises ;  and  this  suit  is  re- 
tained for  further  proceedings  and  directions,  in  case  of  such 
failure. 

Luke  P.  Poland,  for  the  orator. 
Eleazer  R.  Hard,  for  the  defendants. 
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Theda  M.  June  vs.  John  J.  Welub.    In  Equity. 

In  this  ease  a  deed  of  land  from  the  plaintiff  to  the  defendant  was  set  aside 
for  undue  influence,  and  because  of  the  confidential  relations  between  the 
parties. 

(Before  Com,  JM  Northern  District  of  New  York,  January  12th,  1881) 

Coxe,  J.  This  is  a  suit  in  equity  to  set  aside  a  deed  exe- 
cuted by  the  plaintiff  to  the  defendant,  on  the  ground  of  fraud 
and  undue  influence,  and  because  of  confidential  relations  ex- 
isting between  the  parties.  The  plaintiff,  her  sister  and  the 
children  of  a  deceased  brother  were,  on  the  16th  of  December, 
1884,  the  day  the  deed  was  executed,  entitled  each  to  an  un- 
divided one-third  interest  in  a  farm  situated  in  North  Salem, 
Westchester  county,  New  York.  This  farm  had  been  the 
property  of  John  J.  June,  another  brother,  who  died  in  Feb- 
ruary, 1884,  leaving  a  will,  by  virtue  of  which  the  plaintiff 
acquired  her  interest. 

At  the  time  of  the  transaction  in  question  the  plaintiff 
was  a  maiden  lady,  seventy-seven  years  of  age.  Her  property 
consisted  in  this  interest  in  her  brother's  real  estate,  an  un- 
liquidated claim  against  his  estate  of  about  eight  thousand 
dollars,  and  fifteen  hundred  dollars  in  money.  She  had  no 
other  property  or  other  means  of  support.  The  defendant 
was  an  active  business  man,  in  the  prime  of  life.  He  was 
the  favorite  nephew  of  the  plaintiff.  For  seventeen  years  he 
had  invested  what  little  money  she  possessed  and  had  her 
unlimited  confidence.  This  is  conceded.  It  is  by  no  means 
easy  to  arrive  at  an  accurate  estimate  of  the  value  of  the 
property  conveyed  to  the  defendant.  Although  the  proof 
regarding  it  is  far  from  satisfactory,  it  is  thought  that  it  was 
worth  between  two  thousand  and  three  thousand  dollars; 
probably  not  far  from  twenty-five  hundred  dollars.  The  es- 
tate of  John  J.  June  was  in  a  confused  and  unsettled  condi- 
tion.    The  personal  property  was  insufficient  to  pay  the 
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claims  against  it.  The  settlement  of  the  estate  had  perplexed 
and  worried  the  plaintiff  and  her  sister,  Mrs.  Margaret  J. 
Willis,  the  defendant's  mother.  The  two  old  ladies  had  lived 
at  the  homestead  for  many  years.  They  hoped  to  retain  pos- 
session of  the  farm,  to  own  it,  and  to  spend  their  remaining 
days  npon  it.  To  this  end  their  best  efforts  were  directed. 
Before  it  could  be  accomplished,  however,  it  was  necessary 
to  purchase  the  interest  of  the  children  of  their  deceased 
brother  and  discbarge  other  encumbrances  upon  the  place. 
This  required  the  command  of,  at  least,  two  thousand  dollars 
ready  money.  How  to  secure  this  sum  was  the  problem 
which  confronted  and  annoyed  them. 

The  plaintiff  is  and  was  possessed  of  a  perfectly  sound 
mind.  She  is  a  woman  of  intelligence,  but  at  the  time  in 
question  she  was  feeble  in  body ;  she  complained  frequently 
of  headache  and  was  worried  and  nervous  about  the  settle- 
ment of  the  estate.  In  these  circumstances  she  sought  the 
defendant  for  counsel  and  advice.  As  a  result  of  several 
interviews  with  him  she  went,  in  his  company,  to  White 
Plains  and  signed  the  deed  in  question.  She  testifies  that 
in  these  interviews  he  promised  to  take  the  place  of  a 
lawyer  and  act  for  her  as  her  adviser  and  friend,  but  said 
that  it  would  be  impossible  to  do  so  intelligently  without 
some  written  authority  from  her;  that,  when  she  signed 
the  deed,  she  supposed  it  was  simply  a  power  of  attorney  ; 
that  she  had  no  idea  that  she  was  making  an  absolute  con- 
veyance. 

After  a  careful  examination  of  the  testimony,  the  convic- 
tion cannot  be  resisted  that  her  contention  in  this  regard  is 
true — that  it  was  not  her  intention  to  vest  irrevocably  in  the 
defendant  the  title  to  her  property.  That  a  woman  nearly 
eighty  years  of  age,  dependent  for  her  support  upon  her  own 
scanty  means,  should  thus  voluntarily  and  without  advantage 
divest  herself  of  the  most  valuable  share  of  her  property  not 
only,  but  give  up  the  title  to  the  home  where  she  had  lived 
for  over  thirty  years  and  around  which  clustered  a  multitude 
of  sacred  associations,  retaining  only  the  right  to  a  precarious 
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residence  upon  the  premises,  is  hardly  credible*  What  was 
she  to  gain  ?  What  motive  had  she  for  such  a  coarse  f 
The  deed  was  without  adequate  consideration.  There  is 
nothing  to  uphold  it.  The  theory  that  it  was  given  for  past 
and  future  services  cannot  be  sustained,  in  the  light  of  the 
fact  that  she  was  not  bonnd  to  pay  the  defendant  for  the 
slight  service  he  had  rendered  in  investing  small  sums  for  her 
from  time  to  time,  and  the  other  fact,  that  there  was  no  obli- 
gation on  his  part  to  render  any  service  in  the  f  atnre.  There 
is  nothing  in  the  deed,  or  in  any  other  writing,  which  requires 
the  defendant  to  do  any  act  or  pay  any  money  for  her  or  on 
her  account.  She  has  given  him  property  worth  twenty- 
five  hundred  dollars  and  has  received  nothing  in  return.  So 
far  as  the  written  transaction  is  concerned,  he  may  refuse  to 
raise  his  finger  in  her  behalf,  and  she  will  be  without  remedy. 
But  even  had  the  consideration  suggested  by  the  defendant 
been  expressed  in  the  deed,  or  in  another  waiting,  it  would 
have  been  entirely  out  of  proportion  to  the  value  of  the  inter- 
est received  by  him. 

Not  only  is  the  plaintiff  corroborated  by  numerous  pre- 
sumptions, but  many  declarations  of  the  defendant's  witnesses 
are  hardly  compatible  with  the  theory  that  the  deed  was 
an  absolute  one.  A  forcible  illustration  of  this  is  found  in 
the  letter  of  the  defendant's  sister  written  soon  after  the 
deed  was  executed.  She  says:  "John  (the  defendant)  is 
simply  seeing  to  Fea's  (the  plaintiff's)  affairs,  which  she  says 
she  cannot  do,  that  she  cannot  think ;  when  the  thing  is  set- 
tled John  gives  up,  but  he  could  not  act  for  her  without  au- 
thority." The  plaintiff's  version  of  the  transaction  could 
hardly  have  been  stated  more  concisely. 

It  is  not  at  all  material  what  name  was  given  to  the  paper 
by  the  plaintiff;  she  may  have  understood  that  it  was  a  deed ; 
she  may  have  called  it  a  deed.  But  this  matters  not  when 
the  testimony  clearly  indicates  that  she  signed  it  only  for  the 
purpose  of  giving  the  defendant  authority  to  act  in  her  name 
and  not  to  give  him  an  adverse  title  to  the  property.  The 
proposition,  in  brief,  is  this :   A  woman  nearly  eighty  years 
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of  age,  worried,  anxious  and  in  feeble  health,  seeks  a  trusted 
relative  and  friend,  in  whose  good  faith  she  has  the  most  im- 
plicit confidence,  for  sympathy  and  advice.  Her  object  is  to 
devise  some  means  by  which  her  sister  and  herself  can  obtain 
title  to  an  outstanding  interest  in  the  farm  which  had  been 
her  home  for  many  years.  A  few  days  elapse,  and  the  ad- 
viser and  friend  appears  as  the  absolute  owner  of  her  own 
interest  in  the  farm.  For  this  he  pays  nothing.  No  advan- 
tage or  benefit  to  her  at  all  commensurate  with  the  value  of 
the  property  is  proved,  no  rational  motive  for  her  act  is  sug- 
gested. She  insists  that  she  did  not  intend  to  convey  the 
property  absolutely  and  had  no  idea  that  she  was  doing  so. 
A  deed  given  in  such  circumstances  is  repugnant  to  the  prin- 
ciples of  equity  and  cannot  be  upheld. 

The  plaintiff  is  entitled  to  the  relief  demanded  in  the 
complaint. 


H.  D.  Donnelly,  for  the  plaintiff. 
W.  G.  Peckham,  for  the  defendant. 


Edgar  Holliday  and  others 

V8. 
WlLHELM  PlOKHABDT  AND  OTHEBS.      In  EQUITY. 

In  a  suit  in  equity  brought  to  restrain  the  infringement  of  letters  patent  No. 
250,247,  granted  to  John  Holliday,  assignor,  November  20th,  1881,  and  to 
racate  letters  patent  No.  250,201,  granted  to  Heinrich  Caro,  assignor,  the 
same  date,  each  claiming  a  coloring  matter  as  a  product,  and  each  claiming 
a  process  of  converting  rosaniline  into  a  sulpho-acid :  Held,  that,  as  be- 
tween Holliday  and  Caro,  the  former  was  the  prior  inventor  of  the  pro- 
duct and  process  of  his  patent ;  and  that  a  dye  stuff  having  the  properties 
specified  in  that  patent  can  be  produced  by  following  its  description  of  the 
process. 
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Each  process  will  produce  a  tri-sulpho  acid  of  rosaniline. 

The  second  or  process  claim  of  the  Holliday  patent  is  void  for  want  of  noY- 
elty. 

The  defendants  are  not  estopped  from  contesting  the  validity  of  the  claims  of 
the  Holliday  patent,  by  reason  of  the  fact  that,  in  an  interference  declared  by 
the  Patent  Office  between  the  two  applications,  they  contended  that  the  sub- 
ject-matter of  the  claims  was  patentable,  and  that  Garo  was  entitled  to  a  pat- 
ent as  the  prior  inventor. 

The  first  or  product  claim  of  the  Holliday  patent  is  valid,  and  is  not  limited 
to  an  article  produced  by  the  process  of  the  second  claim. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  31st,  1887.) 

Wallace,  J.  This  suit  is  brought  to  restrain  infringe- 
ment of  letters  patent  No.  250,247,  dated  November  29th, 
1881,  issued  to  John  Holliday,  assignor,  etc.,  and  also  to 
vacate  letters  patent  No.  250,201,  of  the  same  date,  now 
owned  by  the  defendants,  issued  to  Heinrich  Oaro,  assignor, 
etc.  Both  patents  claim  a  chemical  product,  as  a  new  article 
of  manufacture,  and  the  process  by  which  it  is  produced.  The 
product  claimed  in  each  is  a  coloring  matter  having  specified 
properties  or  characteristics,  and  the  process  claimed  in 
each  relates  to  the  conversion  of  rosaniline  into  a  sulpho- 
acid,  which  is  capable  of  being  used  in  an  acid  dye  bath,  and, 
when  so  used,  will  retain  the  original  rosaniline  or  magenta 
color. 

The  application  for  the  Holliday  patent  was  filed  in  the 
Patent  Office  December  24th,  1877,  and  the  application  for 
the  Caro  Patent  was  filed  March  28th,  1878.  Interference 
between  the  two  applications  was  declared  July  2d,  1878,  and, 
after  the  taking  of  the  proofs,  priority  was  awarded  by  the 
primary  examiner  to  Holliday,  February  11th,  1881.  Subse- 
quent proceedings  took  place  in  the  Patent  Office  to  ascer- 
tain, among  other  things,  whether  the  specimen  product  filed 
by  Holliday  at  the  time  of  his  application  was  the  dye-stuff  in 
controversy,  and  whether  such  dye-stuff  could  be  produced 
by  following  the  process  of  the  Holliday  application ;  and  a 
decision  resulted  in  favor  of  Holliday.  An  appeal  was  taken 
from  the  decision  of  the  primary  examiner  by  Caro,  but  this 
was  withdrawn  before  the  decision  of  the  appeal  to  the  Com- 
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missioner  of  Patents.  No  material  amendment  was  subse- 
quently made  in  the  Caro  application  ;  and  the  action  of  the 
Patent  Office  in  issuing  a  patent  to  each  applicant  is  denounced 
by  the  plaintiffs  as  unwarranted,  and  is  justified  by  the  de- 
fendants upon  the  hypothesis  that  the  applications  were,  in 
fact,  for  different  inventions.  The  proofs  sustain  the  findings 
of  the  Patent  Office,  that  Holliday  was  the  prior  inventor  of 
the  process  and  product  of  his  patent.  They  also  sustain 
the  decision  of  the  Patent  Office  that  a  dye-stuff  having 
the  properties  specified  in  the  Holliday  patent  can  be  pro- 
duced by  following  the  description  of  the  process  in  the 
patent. 

The  primary  question  in  the  case  is,  whether  the  product 
claim  of  the  Caro  patent  is  for  the  same  new  article  of  manu- 
facture embraced  in  the  product  claim  of  the  Holliday  patent, 
and  whether  the  process  claim  in  each  patent  is  for  the  same 
invention. 

The  material  parts  of  the  Holliday  patent  are  as  follows : 
"  The  coloring-matter  which  I  operate  upon  is  known  com- 
mercially as  '  rosaniline,'  6  f  uchsine,'  '  magenta '  or  '  aniline- 
red,'  these  being  classed  as  aniline-reds.  It  is  well  known 
that,  owing  to  the  character  of  rosaniline,  the  coloring  matter 
thereof  cannot  be  employed,  either  alone  or  mixed  with  other 
coloring  matters,  where  the  process  of  dying  or  printing  re- 
quires the  employment  of  an  acid  or  acid  mordant.  I  have 
discovered  that  the  aniline-reds  before  referred  to  may  be  con- 
verted into  new  coloring-matters,  still  retaining  the  same 
color  possessing  acid  properties,  and  thus  be  rendered  capable 
of  being  employed  in  the  preoence  of  acids  or  acid  mordants. 
I  submit  the  before-mentioned  rosaniline,  separately  or  con- 
jointly, to  the  action  of  sulphuric  acid,  in  such  a  manner  as  to 
convert  it  into  a  sulpho-conjugated  rosaniline,  the  same  being 
a  new  article  possessing  properties  different  from  any  rosani- 
line ever  produced  before  my  invention.  In  order  to  make 
the  desired  conversion,  I  use  about  ten  pounds  of  rosaniline 
or  its  salts,  (by  preference  anhydrous  chloride  of  rosaniline,) 
and  dissolve  it  in  about  fifty  pounds  of  fuming  sulphuric  acid. 
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I  operate  either  at  the  ordinary  or  at  a  moderate  temperature 
until  the  conversion  into  the  new  coloring  matter  or  com- 
pound is  complete.  The  desired  result  may  be  ascertained  by 
testing  a  portion  of  the  mixture,  and,  when  the  coloring  mat- 
ter contained  therein  is  found  to  be  soluble  in  caustic  alkali, 
the  operation  may  be  considered  at  an  end.  *  *  *  I  have 
found  that,  in  making  combinations  such  as  described,  it  is 
well  to  employ  fuming  sulphuric  acid  gauging  from  69  to  70 
degrees  Beaum£.  I  claim,  as  my  invention :  1.  The  sulpho- 
conjugated  compound  of  rosaniline,  possessing  the  properties 
specified,  as  a  new  article  of  manufacture.  2.  The  method 
herein  specified  of  manufacturing  the  within-described  sul- 
pho-conjugated  compound  of  rosaniline,  substantially  as  set 
forth." 

The  material  parts  of  the  Oaro  patent  are  as  follows: 
"  This  invention  relates  to  a  dye-stuff  or  red  coloring  matter, 
which  is  obtained  by  acting  upon  fuchsine  with  crystallizable 
sulphuric  acid,  commonly  called  '  anhydrous  sulphuric  acid,' 
by  which  is  formed  a  tri-sulpho  compound  of  rosaniline.  The 
dye-stuff  called  '  fuchsine '  is  also  known  under  the  names  of 
i  roseine,' '  magenta,9  and  *  ruby.1  In  carrying  out  my  inven- 
tion, I  take  ten  kilograms  of  fuchsine,  which  has  been  dried 
at  110  degrees  centigrade,  and  add  thereto,  little  by  little, 
forty  kilograms  of  crystallizable  sulphuric  acid,  commonly 
called  '  anhydrous  sulphuric  acid,'  finder  constant  agitation, 
while  the  temperature  of  the  mixture  must  not  be  allowed  to 
sink  below  120  degrees  centigrade,  nor  to  rise  above  170  de- 
grees centigrade.  A  sample  of  the  mass  is  supersaturated 
from  time  to  time  with  an  alkali,  such  as  soda-lye,  and,  if  a 
clear  yellowish  solution  is  produced  without  a  precipitate,  the 
conversion  is  completed.  The  thick  fluid  mass  which  is  ob- 
tained by  this  conversion  is  easily  soluble  in  water,  and,  after 
it  has  been  dissolved,  it  is  treated  with  milk  of  lime.  *  *  * 
The  characteristics  of  the  new  dye-stuff  or  coloring  matter 
prepared  from  fuchsine  in  the  manner  above  described  are  as 
follows :  First,  by  a  surplus  of  alkali  its  aqueous  solution  is 
changed  from  a  fuchsine-red  to  a  light  yellow ;  second,  the 
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dyeing  on  wool  is  done  in  a  boiling  dye-bath,  with  the  addi- 
tion of  mineral  acids  or  acid  mordants,  such  as  are  commonly 
used  in  dying  or  printing ;  third,  it  produces  on  wool  nearly 
the  same  shades  of  color  which  are  produced  with  ordinary 
fuchsine,  from  which  it  is  derived ;  fourth,  the  color  obtained 
on  wool  is  only  changed  with  great  difficulty  by  strong  acids ; 
fifth,  this  product  is  the  compound  whose  name,  in  strict 
chemical  language,  is  '  tri-sulpho  acid  of  rosaniline.'  What  I 
claim  as  new,  and  desire  to  secure  by  letters  patent,  is :  1.  As 
a  new  article  of  manufacture,  the  dye-stuff  or  red  coloring 
matter  having  the  characteristics  above  set  forth.  2.  The 
within  described  process  for  producing  a  new  dye-stuff  or  red 
coloring  matter,  by  the  action  of  crystallizable  sulphuric  acid, 
commonly  called  '  anhydrous  sulphuric  acid/  or  c  fuchsine/ 
substantially  in  the  manner  set  forth." 

The  testimony  of  the  experts  for  the  plaintiffs,  to  the 
effect  that,  although  the  descriptions  of  the  process  differ 
in  the  respective  patents  somewhat,  those  skilled  in  the  art 
cannot  fail  to  recognize  their  essential  identity,  and  that  both 
processes  will  produce  a  tri-sulpho  acid  of  rosaniline,  is  ac- 
cepted as  established  by  the  proofs ;  and  the  proofs  demon- 
strate, beyond  a  fair  doubt,  that  this  is  so,  unless  hypercritical 
and  irrational  meaning  is  applied  to  the  descriptive  terms  of 
the  process  of  the  Holliday  patent  and  the  process  is  prac- 
ticed in  accordance  with  such  an  interpretation. 

According  to  the  process  of  the  Holliday  patent,  the  ma- 
terial to  be  treated  is  rosaniline  or  its  salts,  by  preference  an- 
hydrous chloride  of  rosaniline,  and  this  material  is  to  be  dis- 
solved in  fuming  sulphuric  acid,  preferably  gauging  from  69 
to  70  degrees  Beaum6,  in  the  proportion  of  10  pounds  of 
rosaniline  to  50  pounds  of  sulphuric  acid.  If  the  descrip- 
tion denotes  that  the  rosaniline  to  be  employed  is  to  be 
in  fact  anhydrous,  or  practically  so,  and  that  the  fuming 
sulphuric  acid  to  be  employed  is  to  be  of  such  a  degree  of 
strength  as  may  be  ascertained  with  practical  precision  by  the 
reference  to  the  degrees  Beaum6,  it  is  conceded  substantially, 
by  the  expert  witnesses  for  the  defendants,  that  the  process  is, 
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in  essentials,  the  process  of  the  Caro  patent  and  will  produce 
the  coloring  matter  specified  in  the  claim  of  that  patent.  As 
is  stated  in  the  original  application  for  the  Caro  patent,  the  pro- 
portions or  the  ingredients  used,  and  the  temperatures  of  the 
operation,  admit  of  a  wide  range,  and  depend  in  a  great  meas- 
ure upon  the  degree  of  concentration  of  the  acid  employed. 
The  final  treatment  of  the  sulpho-acid  in  accordance  with  the 
processes  of  the  patents,  which  consists  ia  reducing  it  to  the 
condition  of  a  lime  soda  or  potash  salt,  and  diluting  it  with 
a  foreign  material  for  convenience  for  commercial  purposes, 
is  not  of  the  essence  of  the  invention  and  does  not  require 
consideration.  The  acid  solution  of  the  sulpho  compound  can 
be  used  directly  in  the  dye-bath,  either  alone  or  mixed  with 
other  colors  which  will  dye  in  an  acid  bath. 

It  seems  entirely  clear,  that  the  rosaniline  preferably  to 
be  employed  is,  according  to  the  specification,  to  be  practically 
anhydrous,  when  used  in  the  process  of  conversion.  There  is 
no  commercial  article  known  as  anhydrous  chloride  of  rosani- 
line. The  language  is  addressed  to  those  who  understand 
that  crystalline  substances  like  rosaniline  absorb  moisture, 
and  must  be  dried  in  the  proper  degree  before  the  residuum 
will  become  anhydrous.  The  term  used  has  no  "meaning  un- 
less it  implies  that  the  rosaniline  is  to  be  subjected  to  the 
ordinary  treatment  required  to  render  the  article  an  anhy- 
drous chloride ;  and  it  is  significant,  that,  when  the  experts 
for  the  defendants  undertook  to  follow  the  process  of  the 
patent,  to  ascertain  whether  Holliday's  process  would  produce 
the  tri-sulpho  acid  of  rosaniline,  they  first  dried  the  requisite 
quantity  of  fuchsine  until  it  became  anhydrous.  It  is  also 
plain,  that,  according  to  the  specification  of  the  Holliday  pat- 
ent, the  fuming  sulphuric  acid  preferably  to  be  employed  is 
to  be  of  a  strength  which  those  skilled  in  the  art  can  readily 
determine  by  the  reference  to  the  degrees  Beaum6,  with 
sufficient  accuracy  for  the  practical  purposes  of  the  process. 

Sulphuric  acid  to  fume  mast  contain  sulphur  tri-oxide  in 
admixture  with  the  mono-hydrate,  and  the  tri-oxide  is  found 
only  in  a  sulphuric  acid  of  a  strength  indicated  by  a  specific 
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gravity  of  1.855  or  above.  The  strength  of  fuming  sulphuric 
acid  is  usually  ganged  by  the  weight  or  gravity  of  the  liquid, 
and  by  this  test  varies,  according  to  the  proofs,  from  about  1.85 
to  1.97.  One  variety  of  the  commercial  article  was  known, 
at  the  date  of  Holliday's  invention,  as  Nordhausen  acid ;  and 
this  was  the  article  purchased,  on  different  occasions,  of 
dealers,  by  the  experts  for  the  defendants,  for  the  purpose  of 
following  the  specification  of  the  Holliday  patent,  and  it  had 
a  specific  gravity  of  1.89.  The  reference  to  the  degrees 
Beaum6  is  intended  to  designate  the  density  of  the  fuming 
acid,  according  to  the  Beaum6  hydrometer  scale.  Although 
the  original  Beaum6  scale  has  long  been  obsolete,  reference 
to  that  scale,  as  one  for  determining  the  density  of  acids,  alka- 
lies and  many  other  liquids,  is  not  only  common,  but  is  gen- 
erally employed  in  patents  and  industrial  publications ;  and 
various  tables  based  upon  the  Beaum6  scale,  notably  those  of 
Mr.  Pemberton  and  Mr.  Elliott,  translating  the  degrees 
Beaum6  into  corresponding  values  of  specific  gravity,  are 
found  in  the  works  of  especial  authority  in  this  country. 
According  to  the  estimates  approved  in  the  "  United  States 
Dispensatory,"  the  specific  gravity  of  the  degrees  Beaum6 
ranges  from  1.9031  the  lowest,  to  1.921  the  highest;  and  the 
specific  gravity  value  for  70  degrees  Beaum6,  from  1.9291 
the  lowest,  to  1.946  the  highest.  In  view  of  these  facts, 
which  are  substantiated  by  the  proofs,  the  reference  to  the 
degrees  Beaumfe  denotes,  not  with  precision  but  with  reason- 
able accuracy,  that  the  sulphuric  acid  preferably  to  be  em- 
ployed is  to  be  of  a  strength  ranging  from  1.9  to  about 
1.95  specific  gravity ;  and  the  very  elaborate  arguments  made 
by  the  experts  for  the  defendants,  based  upon  the  facts 
they  adduce,  to  show  that  the  hydrometer  test,  according  to 
the  degrees  Beaum6,  is  not  scientific  or  exact,  as  a  gauge 
of  the  strength  of  acids,  and  that  the  reference  in  the  spec- 
ification has  no  definite  meaning,  have  no  merit  but  inge- 
nuity. 

The  first  claim  of  each  patent  being  for  a  coloring  matter 
having  specified  characteristics,  these  claims  interfere,  whether 
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the  sulphonated  compound  of  rosaniline  of  the  Holliday  pat- 
ent is  a  tri-sulpho  acid  or  a  tetra-sulpho  acid.  Each  dyes  in 
an  acid  bath  and  produces  the  same  shade  of  color  as  the 
original  fuchsine,  and  thus  enables  the  dyer  to  apply  to 
fabrics  in  an  acid  bath  the  exact  shade  of  color  which  had 
been  previously  obtained  by  the  use  oi  fuchsine  in  neutral 
or  alkaline  baths,  and  accomplish  what  was  never  before 
done. 

If,  in  the  process  of  the  Holliday  patent,  fuming  sulphuric 
acid  of  a  strength  less  than  1.89  specific  gravity  is  used,  the 
proofs  indicate  that  the  product  will  be  a  mono-  or  di-sulpho 
acid,  although  evidence  is  produced  for  the  plaintiffs  to  show 
that  an  acid  having  a  specific  gravity  of  1.88  is  of  sufficient 
strength  to  produce  the  tri-sulpho  acid.  Such  a  product  does 
not  have  the  properties  which  are  required  to  identify  the 
new  article  of  the  claims  of  the  patent ;  it  does  not  dye  the 
original  fuchsine  color,  but  tinges  that  color  with  a  purplish 
shade. 

The  specification  of  the  Holliday  patent  advises  the  treat- 
ment of  the  anhydrous  chloride  of  rosaniline  with  fuming 
sulphuric  acid  gauging  from  69  to  70  degrees  Beaum6,  but 
does  not  make  the  employment  of  these  specific  kinds  of 
rosaniline  and  fuming  sulphuric  acid  essential  to  the  process. 
It  describes  the  ingredients  and  the  process  in  terms  suf- 
ficiently full,  clear  and  exact  to  enable  those  skilled  in  the 
art  to  which  the  invention  appertains  to  make  and  compound 
a  coloring  matter  which  will  possess  the  characteristics  spec- 
ified in  the  first  claim.  But  the  specification  authorizes  a 
claim  for  the  process  of  sulphonating  rosaniline  with  fuming 
sulphuric  acid  in  given  proportions,  without  regard  to  the 
anhydrous  condition  of  the  rosaniline  or  the  density  of  the 
sulphuric  acid  employed,  and  the  terms  of  the  process  claim 
are  commensurate  with  such  a  process.  The  process  claim 
must,  therefore,  be  construed  as  embracing  the  conversion  of 
the  rosaniline  by  means  of  fuming  sulphuric  acid,  without  re- 
spect to  the  anhydrous  condition  of  the  rosaniline  or  the  pe 
culiar  strength  of  the  fuming  acid. 
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Thus  construed,  the  process  claim  is  void  for  want  of 
novelty.  The  art  of  sulphonating  dye-stuffs  by  combining 
them  with  the  elements  of  sulphuric  acid  and  converting 
them  into  sulpho-acids  is  very  old.  The  proofs  show,  that, 
prior  to  the  date  of  the  invention  of  Holliday,  it  was  well 
known  in  the  art,  that,  owing  to  the  character  of  unsulpho- 
nated  indigo,  the  coloring  matter  thereof  could  not  be  em- 
ployed either  alone  or  mixed  with  other  coloring  matters, 
where  the  process  of  dyeing  or  printing  required  the  employ- 
ment of  an  acid  or  acid  mordant,  and  that  the  indigo,  by  being 
sulphonated,  could  be  converted  into  new  coloring  matter, 
possessing  acid  properties  and  retaining  substantially  its  orig- 
inal color,  when  used  in  an  acid  bath. 

The  proofs  also  show,  that  the  process  for  sulphonating 
indigo  was  substantially  the  same  as  the  process  of  the  Holli- 
day patent,  disregarding  the  reference  to  the  degrees  Beaum6 
and  the  treatment  of  rosaniline  to  render  it  anhydrous.  The 
treatment  of  the  indigo  subsequent  to  that  part  of  the  pro- 
cess which  produced  the  acid  solution  was  different,  but  prob- 
ably not  substantially  so,  and  that  part  of  the  process,  as  has 
been  already  stated,  is  not  of  the  essence  of  the  Holliday 
invention. 

It  is  unnecessary  to  consider  the  sulphonation  of  aniline 
blue  by  Nicholson  in  1862,  or  the  other  cognate  instances  of 
the  sulphonation  of  coloring  matters.  Enough  has  been 
shown  to  indicate  that  Holliday  was  not  entitled  to  make  a 
broad  claim  for  a  process  of  sulphonation  which  had  been 
applied  before  the  date  of  his  invention  to  other  coloring 
matters,  to  convert  them  into  sulpho-acids.  The  use  of  these 
processes  with  rosaniline  would  have  produced  a  sulpho-con- 
jugated  compound  which  might  have  been  a  mono-  or  di- 
sulpho  acid,  or  an  unchanged  rosaniline  mixed  with  traces  of 
the  tri-Bulpho  acid,  but  would  not  have  produced  a  coloring 
matter  which  would  retain  the  original  fuchsine  shade  and 
quality,  when  used  in  an  acid  bath.  His  real  invention  con- 
sisted in  discovering  and  adopting  such  modifications  of  the 
Vol.  XXIV.— 14 
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old  process  of  sulphonation  as  would  produce  something  more 
than  a  mere  mono-  or  di-sulpho  acid  of  rosaniline. 

It  is  nnfortanate  that  the  claim  cannot  be  limited,  without 
violence  to  its  language  and  without  disregarding  well  settled 
rules  of  construction,  to  one  for  the  efficient  process  which  is 
described  as  preferably  to  be  employed.  But  a  method  or 
feature  which  is  mentioned  only  by  way  of  recommendation, 
in  describing  an  invention,  must  generally  be  considered  as  a 
subordinate  or  secondary  and  not  an  essential  part  of  the  in- 
vention, and,  in  the  absence  of  apt  language  in  the  claim,  it 
cannot  be  read  into  the  claim,  even  to  limit  the  claim  to  the 
real  invention  of  the  patentee. 

It  is  obvious,  from  an  examination  of  the  file  wrapper, 
that,  during  the  pendency  of  the  application  in  the  Patent 
Office,  Holliday  did  not  regard  the  employment  of  acid  of 
the  density  indicated  by  the  degrees  Beaum6  as  essential. 
He  intended  to  patent  both  the  process  in  which  the  acid  of 
high  density  is  used  and  that  in  which  an  acid  of  a  lower 
density  is  used.  In  his  letter  to  the  Commissioner  of  Pat- 
ents of  the  date  of  May  11th,  1878,  he  admitted  that  the  pro- 
cess of  his  treatment  had  been  applied  to  Nicholson  blues, 
and  he  insisted  that  his  process  was  novel  because  he  applied 
it  to  rose  colors,  and,  when  applied  to  rose  colors,  they  would 
possess  new  properties.  The  language  of  the  claim  is  appro- 
priate to  include  any  process  which,  when  applied  to  rosani- 
line, will  produce  a  sulpho-acid,  and  cannot  be  limited  to  the 
narrower  process  which  produces  the  peculiar  sulpho-acid 
which  is  the  new  article  of  manufacture  of  the  second  claim. 

It  has  been  urged,  that  the  defendants  are  estopped  from 
contesting  the  validity  of  the  claims  of  the  patent,  in  conse- 
quence of  their  action  in  the  Patent  Office,  and  cannot  recede 
from  the  position  they  then  took,  that  the  subject-matter  was 
patentable  and  that  they  were  entitled  to  a  patent  because  of 
priority  of  invention  by  Caro.  If  the  plaintiffs  had  been 
misled,  or  induced  to  take  action  or  incur  expense,  in  conse- 
quence of  representations  or  conduct  on  the  part  of  the  de- 
fendants which  authorized  them  to  suppose  that  they  would 
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obtain  a  valid  patent,  if  they  succeeded  upon  the  issue  of 
priority,  the  doctrine  of  estoppel  might  be  invoked.  It 
would  be  an  exceptional  case,  where  a  party  who  has  pre- 
vailed upon  one  issue  or  defence  in  a  litigation,  would  be 
estopped  from  eetting  up  a  different  defence  in  a  subsequent 
suit  brought  by  his  adversary.  Such  a  case  might  exist  where 
the  defence  in  the  second  suit  is  so  inconsistent  with  that 
asserted  in  the  first  that  both  could  not  be  true,  or  where  the 
defence  in  the  first  suit  was  of  a  character  to  induce  the 
plaintiff  to  change  his  ground  of  action  and  bring  a  second 
suit.  An  interesting  example  of  the  latter  class  is  found  in 
the  case  of  Philadelphia,  Wilmington  &  Baltimore  R.  R.  Co. 
v.  Howard,  (13  How.,  307,)  where  the  defendant,  having 
defeated  the  plaintiff,  in  a  prior  action,  by  asserting  and 
maintaining  that  a  paper  in  its  possession  was  sealed  with 
the  corporate  seal  of  the  defendant,  was  not  permitted, 
in  a  second  action,  brought  against  it  by  the  plaintiff,  to 
defeat  the  action  by  proof  that  the  seal  was  not  affixed  by 
the  authority  of  the  corporation.  But  it  is  not  true,  as  a 
general  proposition,  that  a  party,  by  putting  forward  one 
defence  in  a  litigation,  is  precluded  from  asserting  another, 
against  his  adversary,  in  a  subsequent  suit  between  them; 
nor  can  the  general  proposition  be  maintained,  that  a  contest 
in  the  Patent  Office,  upon  the  question  of  priority  of  in- 
vention, will  forever  foreclose  the  defeated  applicant  for  a 
patent  from  assailing  the  validity  of  the  patent  upon  other 
grounds.  In  the  present  case,  there  is  no  foundation  for  an 
estoppel,  because  both  parties  were  fully  aware  of  the  prior 
state  of  the  art,  before  the  interference  was  declared.  The 
plaintiffs  could  not,  therefore,  have  been  misled  or  prejudiced 
by  the  conduct  of  the  defendants  in  attempting  to  defeat 
their  application  for  a  patent  upon  the  ground  that  Caro  was 
a  prior  inventor. 

The  first  claim  of  the  Holliday  patent  is  not  limited  to 
one  for  the  new  compound  or  article  of  manufacture  pro- 
duced by  the  process  of  the  second  claim.  It  is  a  valid 
claim  for  the  real  invention  of  Holliday.    In  the  language  of 
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the  Court  in  Cochrane  v.  Badische  Co.,  (Ill  V.  8.,  294,  310 ;) 
"  Every  patent  for  a  product  or  composition  of  matter  must 
identify  it,  so  that  it  can  be  recognized  aside  from  the  de- 
scription of  the  process  for  making  it,  or  else  nothing  can  be 
held  to  infringe  the  patent  which  is  not  made  by  that  pro- 
cess." This  claim  fulfils  that  condition ;  the  product  can  be 
identified  by  the  characteristics  specified ;  it  dyes  by  the 
addition  of  acid  to  the  bath,  and  retains  the  original  fuchsine 
color.  The  description  of  the  process  informs  those  skilled 
in  the  art  how  to  make  the  product  without  making  any  ex- 
periments of  their  own,  because  it  points  out  the  best  means 
for  producing  the  desired  result.  (TUghman  v.  Proctor,  102 
U.  S.,  707.)  The  patent  doe6  not  fall  within  the  category  of 
those  in  which  the  claim  is  limited  by  its  terms  to  a  product 
produced  by  a  specified  process,  {Pickhardt  v.  Packard,  23 
Blatchf.  C.  C.  R.,  23;  Smith  v.  Dental  Vulcanite  Co.,  93  U. 
&,  486;)  nor  of  those  in  which  the  article  is  old  but  is  made 
by  a  new  process,  or  made  by  machinery  instead  of  by  hand. 
(  Wooster  v.  Cal/ioun,  11  Blotch/.  C.  C.  R.,  215 ;  Rubber  Co. 
v.  Goodyear,  9  WaU.,  788.) 

Although  the  specification  of  each  patent  describes  the 
same  process,  the  description  in  the  Caro  patent  is  more 
specific  and  has  the  effect  to  confine  the  claim  of  that  patent 
to  a  process  which  will  produce  the  tri-sulpho  acid,  as  dis- 
tinguished from  a  mono-  or  di-sulpho  acid.  It  requires  the 
fuchsine  to  be  dried  at  a  given  temperature,  and  requires  the 
treatment  with  crystallizable  sulphuric  acid,  commonly  called 
anhydrous  sulphuric  acid,  maintaining  a  given  temperature 
during  the  operation.  Exactly  what  degree  of  density  of  the 
sulphuric  acid  is  indicated  by  the  term  "  crystallizable  sul- 
phuric acid,"  commonly  called  "  anhydrous  sulphuric  acid," 
as  used  in  the  Caro  patent,  is  not  clear.  In  his  English  patent, 
Caro  treats  the  term  "  anhydrous  sulphuric  acid  "  as  synony- 
mous with  "  fuming  sulphuric  acid."  In  the  original  applica- 
tion for  the  present  patent,  he  6tates,  that  it'  anhydrous  sul- 
phuric acid  is  used,  the  reaction  of  fuchsine  takes  place  in  a 
short  time,  and  without  requiring  any  external  heat,  but,  if 
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faming  sulphuric  acid  is  used,  the  reaction  requires  more 
time  and  external  application.  Thus  it  is  evident  that  he 
considers  them  as  equivalents  in  a  process  in  which  propor- 
tions and  temperatures  admit  of  a  wide  range  and  depend 
upon  the  degree  of  concentration  of  the  acid.  But  the  speci- 
fication requires  a  much  higher  temperature  to  be  maintained 
during  the  operation  than  is  required  by  the  Holliday  specifi- 
cation, and  there  is  no  reason  to  doubt  that  the  process 
described  is  substantially  identical  with  that  of  the  Holliday 
patent,  when  fuming  acid  of  the  density  of  69  to  70  degrees 
Beaum6  is  used  and  an  ordinary  or  moderate  temperature  is 
maintained.  In  other  words,  if,  in  the  process  of  the  Holli- 
day patent,  the  use  of  fuming  acid  of  the  density  of  69  to 
70  degrees  Beaum6  were  essential,  instead  of  optional,  the 
second  claim  of  each  patent  would  be  for  the  same  process. 

These  views  lead  to  the  conclusions,  (1)  that  Holliday  was 
the  prior  inventor  of  the  process  by  which  the  tri-sulpho 
compound  of  rosaniline  is  produced ;  (2)  that  the  first  claims 
of  the  patents  are  interfering  claims;  (3)  that  the  second 
claims  are  not  interfering  claims ;  (4)  that  the  first  claim  of 
the  defendants'  patent  is  void,  as  against  the  first  claim  of  the 
plaintiffs9  patent ;  (5)  that  the  second  claim  of  the  defendants' 
patent  is  invalid,  because  Holliday  was  the  prior  inventor  of 
the  process.  If  the  action  were  not  brought  to  restrain  in- 
fringement, but  only  for  the  purpose  of  declaring  the  patent 
of  the  defendants  void  as  against  the  patent  of  the  plaintiffs, 
it  is  not  entirely  clear  whether  the  defence  of  want  of  novelty 
as  to  either  claim  of  the  plaintiffs'  patent  would  be  pertinent 
to  the  issue.  Such  a  defence  was  allowed  in  Foster  v.  Lind- 
say,  (3  Dill.,  126,)  where  the  point  was  considered,  and  the 
Court  made  a  decree  declaring  both  patents  void,  upon  the 
consideration,  that  a  Court  of  equity  should  not  grant  relief 
to  a  plaintiff  who  has  no  equity,  and  the  statute  authorizes 
the  Court  to  adjudge  either  of  the  patents  void  in  whole  or 
in  part.  But  in  the  present  case  it  is  unnecessary  to  decide 
the  question.  The  first  claim  of  the  Holliday  patent  being 
valid,  the  plaintiffs  are  entitled  to  a  decree  annulling  the 
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interfering  claim  of  the  Caro  patent,  with  costs.  Upon  filing 
a  disclaimer  respecting  the  second  claim,  they  will  be  entitled 
to  an  injunction  against  infringement  of  the  first  claim  and 
an  accounting. 

A  decree  is  ordered  accordingly. 

Edward  N.  Dickerson  and  Edward  N.  Dickerson,  Jr., 
for  the  plaintiffs. 

Benjamin  F.  Thurston  and  Livingston  Gifford,  for  the 
defendants. 


Jost  Moller  and  others  vs.  Edwin  A.  Merritt. 

A  suit  to  recover  back  duties  paid  June  2d,  under  protest,  was  brought  June 
80th,  before  the  decisions  of  the  Secretary  of  the  Treasury  on  the  appeals  to 
him  from  the  decisions  of  the  collector.  The  decisions  were  made  by  the 
Secretary  July  18th  and  23d.  The  complaint  in  the  suit,  and  a  bill  of  par- 
ticulars covering  the  importations,  were  served  August  19th.  Objection  was 
taken  at  the  trial,  that  section  2,931  of  the  Revised  Statutes  authorized  a  suit 
only  after  a  decision  by  the  Secretary :  Held,  that  objection  could  not  avail. 

(Before  Whmlsb,  J.,  Southern  District  of  New  York,  February  1st,  1887.) 

Wheeler,  J.  The  plaintiffs  made  four  importations  ot 
sugar  at  the  port  of  New  York,  while  the  defendant  was  col- 
lector there  in  1881,  on  which  he  exacted  duties,  which  they 
paid,  but  against  which  they  duly  protested  and  appealed. 
Two  of  the  appeals  were  decided  against  them  May  27th ; 
the  last  payment  was  made  June  2d ;  the  summons  in  this 
action  was  served  June  30th ;  one  of  the  remaining  appeals 
was  decided  against  them  July  18th,  and  the  other  July  23d ; 
the  complaint  in  this  action,  with  a  bill  of  particulars,  in  dne 
form,  covering  all  the  importations,  was  served  August  19th, 
and  issue  was  joined  upon  the  answer  to  this  complaint,  with- 


FEBRUARY,  1887.  215 


Moller  v.  Merritt. 


out  objection  to  the  time  or  manner  of  the  commencement  of 
the  action.  By  the  decision  in  Merritt  v.  Welsh,  (104  JJ.  S.f 
6J4,)  the  exaction  of  these  duties  was  shown  to  be  illegal, 
and  those  as  to  which  decision  was  made  May  27th  were 
refunded ;  and  the  case  has  been  tried  as  to  those  concerning 
which  decisions  were  made  July  18th  and  23d.  On  the  trial, 
no  question  was  made  but  that  the  exaction  of  the  duties  was 
illegal,  nor  about  any  of  the  proceedings  in  any  respect, 
except  that  a  direction  of  a  verdict  for  the  defendant  was 
requested  on  the  ground  that  this  suit  was  not  commenced  at 
a  proper  time.  The  Court  ruled  against  the  defendant  on 
this  point,  and,  as  there  was  no  other  question  about  the  right 
of  the  plaintiffs  to  recover,  directed  a  verdict  for  them.  The 
defendant  has  moved  for  a  new  trial,  on  account  of  alleged 
error  in  this  ruling,  and  this  motion  has  now  been  heard* 
The  only  question  now  is,  whether  the  plaintiffs  are  defeated 
of  their  right  to  recover  by  bringing  their  action  too  soon. 

There  are  three  sections  of  the  Revised  Statutes  which  ap- 
pear to  have  some  bearing  upon  this  question — sections  2,931, 
3,011,  and  3,012.  Section  2,931  provides  that  the  decision  of 
the  collector  as  to  the  rate  and  amount  of  duties  shall  be  final 
and  conclusive,  unless  protest  be  made  within  ten  days, 
and  an  appeal  to  the  Secretary  of  the  Treasury  be  taken 
within  thirty  days,  and  that  the  decision  of  the  Secretary 
shall  be  final  unless  suit  be  brought  within  ninety  days  after; 
and  that  no  suit  shall  be  maintained  for  the  recovery  of  the 
duties  until  the  decision  of  the  Secretary,  unless  it  is  delayed 
more  than  ninety  days.  Section  3,011  gives  an  action  to  any 
person  who  shall  have  made  payment  under  protest  and  fn 
order  to  obtain  possession  of  merchandise  imported  for  him, 
to  ascertain  the  validity  of  the  demand,  and  to  recover  back 
any  excess  paid ;  but  provides  that  no  recovery  shall  be  al- 
lowed in  such  action  unless  a  protest  and  appeal  shall  have 
been  taken  as  prescribed  in  section  2,931.  Section  3,012  pro- 
vides that  no  suit  shall  be  maintained  for  the  recovery  of 
duties  unless  the  plaintiff  serves  a  bill  of  particulars  within 
thirty  days  after  notice  of  the  appearance  of  the  defendant. 
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The  restriction  of  recovery  to  cases  in  which  a  protest  and 
appeal  have  been  taken,  in  section  3,011,  was  passed  in  1877, 
and  is  the  latest  of  these  enactments.  (19  U.  S.  Stat,  at  Large, 
247.)  The  action  given  appears  to  be  an  action  for  the  re- 
covery of  the  money,  in  which  the  principal  question  triable 
is  the  validity  of  the  demand  of  the  money  made  by  the  col* 
lector,  about  which  the  other  provisions  of  these  statutes 
appear  to  be  regulations  governing  the  action,  and  conditions 
upon  which  it  is  given,  compliance  with  which  must  be  shown 
to  entitle  the  plaintiff  to  recover;  but  which  need  not  be 
alleged  by  the  plaintiff  in  his  pleading  as  a  foundation  for,  or 
a  part  of,  his  cause  of  action,  to  give  him  a  right  to  show 
compliance  with  them,  and  the  want  of  which  need  not  be 
set  up  by  the  defendant  in  his  pleading,  to  give  him  the  right 
to  disprove  such  compliance.  This  is  the  effect  given  to  the 
statutes  conferring  a  right  of  action,  but  limiting  the  right  to 
maintain  the  action  unless  certain  notices  should  be  given. 
(Kent  v.  Zincoln,  32  Vt,  591 ;  Matthie  v.  Barton,  40  Vt.,  286.) 
Therefore,  in  States  where  the  common  law  method  of  plead- 
ing prevails,  the  common  counts  in  indebitatus  assumpsit 
would  seem  to  be  a  sufficient  declaration,  and  the  general 
issue  a  sufficient  plea.  (ElUott  v.  Swartwout,  10  Pet.,  137.) 
The  money  is  what  is  recovered  for,  with  interest  from  the 
time  of  its  illegal  exaction,  ordinarily.  (Erskme  v.  Van  Ars- 
dale,  15  Watt.,  75 ;  Bedfield  v.  Ystalyfera  Iron  Co.,  110  U. 
8.,  174.)  According  to  the  provisions  of  section  3,011  the 
plaintiff  might  bring  an  appropriate  action  for  the  recovery 
of  the  money,  and,  on  showing  that  the  defendant  took  his 
money  for  duties  by  illegal  exaction,  and  protest  and  appeal 
as  prescribed  in  section  2,931,  have  a  recovery.  There  is 
nothing  there  about  a  decision  by  the  Secretary,  and  there  is 
nothing  about  protest  and  appeal  before  the  commencement 
of  the  suit.  It  is  the  recovery  in  the  action,  not  its  com- 
mencement, which  is  restrained  by  the  want  of  these.  Sec- 
tion 2,931  does  not  provide  that  suit  shall  not  be  brought 
until  decision  by  the  Secretary,  but  that  it  shall  not  be  main- 
tained.   The  same  expression  is  used  in  section  3,012,  where- 
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by  it  is  provided  that  no  suit  shall  be  maintained,  unless  a 
bill  of  particulars  is  filed,  which  is  not  to  be  done  until  after 
suit  brought.  This  shows  that  prohibition  of  maintenance, 
does  not  there  prohibit  commencement,  of  suit.  The  impres- 
sion made  by  the  reading  of  these  three  sections  and  consider- 
ing them  together  is,  that  it  was  intended  by  them  to  give  an 
action  for  the  recovery  of  money  illegally  exacted  for  duties, 
but  to  restrain  maintaining  it  to  recovery  of  judgment,  with- 
out protest,  appeal  and  adverse  decision  by  the  Secretary. 
Of  course,  if  there  should  be  no  protest  and  appeal  in  due 
time  shown,  the  decision  of  the  collector  would  be  final  and 
conclusive  as  to  the  legality  of  the  exaction,  and,  if  these 
should  be  shown,  and  the  suit  should  not  be  brought  in  time, 
the  decision  of  the  Secretary  would  be  likewise  final  and  con- 
clusive, and  the  plaintiff  would  have  no  ground  for  a  recov- 
ery, whether  the  suit  was  otherwise  well  brought  or  not;  but 
that  does  not  show  that  a  suit  brought  before  decision  would 
be  premature.  This  suit  was  not  delayed  more  than  ninety 
days  after  the  decision  of  the  Secretary,  and,  as  there  is  no 
question  about  the  rest  of  the  plaintiffs'  case,  would  seem  to 
be  well  bronght,  if  the  question  is  not  foreclosed  by  the  ex- 
pressions of  the  Supreme  Court  in  Arnson  v.  Murphy,  (109 
U.  S.,  238,  and  115  U.  &,  579.)  The  question  in  that  suit, 
about  the  time  of  bringing  it,  was  whether  it  was  brought 
soon  enough,  not  whether  it  was  brought  too  soon  ;  and  what 
is  said  about  the  bringing  of  a  suit  being  prohibited  until 
after  decision  by  the  Secretary  appears  to  have  been  said 
with  reference  to  the  language  of  section  2,931,  in  general, 
without  reference  to  the  language  of  that  section  in  connec- 
tion with  that  of  sections  3,011  and  3,012,  in  particular. 
These  expressions  are  so  direct,  however,  that  they  may 
have  been  intended  to  indicate  that  this  subject  was  consid- 
ered in  all  its  bearings  and  decided,  although  not  involved, 
in  this  aspect.  But  whether  so  or  not  those  expressions  are 
not  considered  to  be  decisive  of  this  case  against  the  plaint- 
iffs. 

The  time  when  the  complaint  and  bill  of  particulars  in 
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thi6  action  were  served  was  after  the  decisions  of  the  Secre- 
tary upon  the  appeals,  and  long  before  the  expiration  of  ninety 
days  after.  The  answer  of  the  defendant  was  served  Septem- 
ber 3d,  and  more  than  forty  days  before  the  expiration  of 
ninety  days  after  the  first  of  these  decisions.  This  complaint 
was  the  first  pleading  under  the  provisions  of  the  Code  of 
Procedure  of  the  State  in  which  the  suit  was  brought.  (New 
York  Code  of  Civil  Procedure,  §  478.)  Until  the  complaint 
was  filed  there  does  not  appear  to  have  been  anything  on 
which  any  judgment  could  have  been  rendered.  (Ibid., 
§§  419,  420.)  This  suit  was  well  brought  as  to  the  other 
entries,  in  any  view.  There  could  be  no  advantage  or  benefit 
to  the  defendant  or  the  Government  in  having  two  suits  in- 
stead of  one.  The  answer  of  the  defendant  was  filed  by  the 
District  Attorney  of  the  Government,  who  then  knew,  from 
the  bill  of  particulars,  or  is  to  be  presumed  to  have  known, 
that  this  suit  was  brought  to  recover  these  duties  as  well  as 
the  others.  The  objection  that  these  causes  of  action  were 
improperly  united  with  the  others  could  apparently  have  then 
been  taken  by  the  answer.  (Ibid.,  %  488.)  Had  it  then  been 
so  taken,  the  plaintiff  could  have  brought  a  new  suit  within 
the  required  time.  When  it  was  taken  this  could  not  be 
done.  The  service  of  this  complaint  would  seem  to  be  suf- 
ficiently the  commencement  of  this  action  for  these  causes  of 
action,  for  all  the  purposes  for  which  a  delay  until  the  decis- 
ion of  the  Secretary  can  be  required.  Certainly  it  does  not 
appear  to  be  just  to  allow  this  objection  to  be  taken  and  pre- 
vail now  unless  the  rules  of  law  strictly  require.  It  is  a  mere 
technicality,  which  does  not  at  all  touch  the  merits  of  the 
plaintiffs'  claim,  which  is  confessedly  just,  for  it  is  for  the 
recovery  of  money  which  was  confessedly  illegally  exacted. 
It  is  true,  that  the  action  is  given  only  upon  the  condition 
that  it  be  brought  within  ninety  day6  after  the  decision  of  the 
Secretary.  This  action  was  not  so  brought  as  to  include  the 
items  in  question  until  after  that  decision,  and  it  was  so 
brought  as  to  include  them  within  the  ninety  days  after. 
What  was  done  about  it  before  the  decision  did  not  subject 
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the  defendant  or  the  Government  to  any  additional  costs, 
charges  or  expense.  If  the  spit  is  overthrown  on  this  ground 
money  illegally  exacted  of  the  plaintiffs  will  be  left  in  the 
hands  of  the  Government ;  if  it  is  sustained,  the  plaintiffs 
will  only  recover  that.  The  rules  of  law  do  not  appear  to 
stand  in  the  way  of  doing  justice  by  sustaining  this  recovery. 

Motion  denied. 

Jerome  F.  Manning,  for  the  plaintiffs. 

Stephen  A.   Walker,  (District  Attorney})   and   Thomas 
Greenwood,  (Assistant  District  Attorney})  for  the  defendant. 


In  the  Matter  of  Herbert  Steward. 

A  Circuit  Court  of  the  United  States  in  New  York  has  power,  by  subpoana,  to 
compel  the  attendance  of  a  witness  within  its  jurisdiction,  before  a  special 
master  appointed  by  a  Circuit  Court  of  the  United  States  in  Indiana,  in  a 
cause  there  pending,  and  to  punish  such  witness  for  disobeying  the  sub- 
poena. 

(Before  Sbifman,  J.,  Southern  District  of  New  York,  February  11th,  1887.) 

Shifman,  J.  The  Circuit  Court  of  the  United  States  for 
the  District  of  Indiana  appointed  A.  J.  Ricks,  Esq.,  special 
master  to  take  and  state  the  accounts  of  a  receiver  in  two 
cases  pending  before  said  Court,  and,  among  other  things,  to 
inquire  and  report  into  the  amount,  consideration  and  owner- 
ship of  any  receiver's  certificate  which  may  have  been  issued 
by  said  officer. 

The  master  found  it  necessary  to  take  the  testimony,  in 
the  city  of  New  York,  of  some  witnesses  living  in  said  city, 
and  obtained  an  order  of  this  Court  for  a  subpoena,  which 
was  duly  issued  by  the  clerk  and  was  duly  served  upon  Her- 
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bert  Steward,  a  person  who  has  his  legal  domicil  in  Connecti- 
cut, but  who  lives  in  this  District.  Steward  personally  at- 
tended before  the  master  on  the  day  bnt  not  at  the  hour 
named  in  the  subpoena,  and  promised  to  attend  again  at  the 
honr  appointed  by  the  master,  but  did  not  do  so.  By  order 
of  this  Court  he  was  again  subpoenaed  to  appear  and  testify 
before  the  master,  at  a  named  place  in  said  city,  and  on  a 
named  day,  and,  in  default  of  appearance,  was  directed  to  ap- 
pear before  this  Court  on  another  day,  to  show  cause  why  he 
should  not  be  punished  for  contempt.  The  subpoena  and 
notice  were  duly  served.  Steward  did  not  obey  the  subpoena, 
the  parties  have  now  appeared,  and  the  question  at  issue  is  as 
to  the  power  of  this  Court,  by  its  subpoena,  to  compel  Stew- 
ard's attendance  before  the  special  master  appointed  by  an- 
other Circuit  Court,  in  a  cause  pending  therein. 

It  is  settled,  and  the  practice  has  been  in  accordance  with 
the  decision,  that  a  Circuit  Court  in  one  District  has  power, 
under  the  67th  rule  in  equity,  to  appoint  a  special  examiner 
to  take  testimony  in  another  Circuit.  (12.  It.  Co.  v.  Drew, 
3  Woods,  691.)  The  decision  is  founded  upon  the  literal  lan- 
guage of  the  rule,  and  is  justified  by  the  fact  that  a  different 
construction  would  prevent  the  convenient  taking  of  testi- 
mony. If  Circuit  Courts  have  such  power,  I  am  of  opinion 
that,  under  Rule  78,  this  Court  has  power  to  issue  a  subpoena 
commanding  a  person  living  in  this  District  to  appear  and 
testify  before  an  examiner,  or  before  a  master,  who  has  been 
appointed  by  another  Circuit  Court,  and  who  is  discharging 
the  duties  of  his  office  in  this  District,  and  is  also  enabled, 
under  said  rule,  to  punish  such  person  for  refusing  to  obey 
the  subpoena. 

A  power  in  the  Circuit  Courts  to  appoint  an  examiner  or  a 
master  to  take  testimony  beyond  the  jurisdiction  of  the  Court 
which  appointed  him,  would  not  be  very  useful  unless  the 
Court  within  the  jurisdiction  possessed  also  the  power  to  com- 
pel the  attendance  of  witnesses  before  such  officer.  Rule  78, 
which  was  passed  under  the  general  authority  of  the  Supreme 
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Court  to  prescribe  "  the  modes  of  taking  and  obtaining  evi- 
dence'' to  be  used  in  equity  suits,  recognizes  such  power. 

I  find  that  said  Steward  has  been  guilty  of  contempt,  but 
as  the  object  of  the  hearing  has  been  to  obtain  the  opinion  of 
the  Court  upon  the  question  of  law,  I  shall  not  impose  a  large 
fine,  but  I  direct  that  he  pay,  as  a  penalty  for  said  disobedi- 
ence, the  costs  and  the  disbursements  pertaining  to  the  dis- 
obeyed subpoena  and  to  this  proceeding  for  contempt,  to  be 
taxed  and  allowed  by  the  clerk. 

Robert  G.  IngersoU,  for  the  motion. 

Thomas  Thacher,  against  the  motion. 


Agnes  Ronald 

vs. 

The  Mutual  Reserve  Fund  Life  Association. 

An  attorney  was  employed  to  bring  a  suit  to  recover  $5,000,  on  an  agreement 
that  he  should  be  paid  10  per  eerti.  of  the  collections  as  hia  compensation. 
The  suit  haying  been  brought,  a  motion  by  the  plaintiff  to  substitute  a  new 
attorney  was  granted,  on  the  plaintiff's  filing  a  stipulation,  and  the  entering 
of  an  order,  declaring  the  lien  of  the  former  attorney  pro  rata  on  any 
moneys  or  judgment  to  be  recovered,  to  the  extent  to  be  thereafter  de- 
termined, if  the  plaintiffs'  should  succeed,  notice  of  the  lien  to  be  given  to 
the  defendant 

(Before  Brow*,  J.,  Southern  District  of  New  York,  February  14th,  1887.) 

Bbown,  J.  A  motion  is  made,  on  behalf  of  the  plaintiff, 
for  the  substitution  of  new  attorneys,  which  is  resisted  on  the 
ground  of  a  special  agreement,  made  with  the  present  attor- 
ney, on  bis  taking  the  cause,  to  wit,  that  he  should  be  paid 
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ten  per  cent,  of  the  collections  as  his  compensation.  The 
action  was  for  the  recovery  of  $5,000  upon  an  insurance  of 
the  life  of  the  plaintiffs  husband,  now  deceased. 

The  right,  in  general,  of  a  litigant  to  change  his  attorney 
at  pleasure,  has  been  repeatedly  affirmed.  (In  re  Paschal, 
10  Wall.,  483,  493,  496;  Dodge  v.  SoheU,  20  Blotch/.  C.  C. 
R.,  517;  In  re  Wilson,  12  Fed.  Rep.,  235,  238,  and  oases 
there  cited.) 

In  the  present  case,  not  much  progress  has  been  made  in 
the  disposition  of  the  cause ;  a  demurrer  to  the  complaint  has 
not  been  argued ;  and  the  plaintiffs  proceedings  have  been 
stayed  until  security  for  costs  on  her  part  is  filed.  The 
plaintiff  herself  resides  in  Scotland,  and  is  understood  to  be 
in  poor  circumstances.  Her  attorney  in  fact,  who  undertook 
the  prosecution  of  her  interests  here,  desired  to  be  relieved 
of  his  charge ;  and  a  new  attorney  in  fact  has  been  substi- 
tuted, by  whom  this  application  for  a  change  of  attorneys  in 
the  litigation  has  been  promoted. 

Contracts  like  that  in  the  present  instance,  for  the  com- 
pensation of  attorneys,  to  be  paid  from  the  amount  recovered 
and  contingent  upon  a  recovery,  are  not  to  be  construed  as 
debarring  a  plaintiff  from  any  change  of  attorney,  nor  as  giv- 
ing the  original  attorney  an  absolute  control  of  the  litigation 
to  the  end.  Such  a  construction  would  be  impolitic  in  its 
results,  and  cannot  be  sustained.  The  agreement  should  be 
regarded  as  providing  for  the  mode  of  compensation  only, 
and  subject  to  such  reasonable  changes  and  provisions  as  sub- 
sequent circumstances  may  make  proper.  The  attorney  has 
a  lien  upon  the  papers  in  his  possession  for  his  contingent  fees 
in  case  of  final  recovery,  to  the  extent  of  the  proportion  of 
services  already  rendered.  The  motion  for  a  substitution 
should  be  granted,  upon  the  plaintiff's  stipulation  being  filed, 
with  an  order  entered  herein,  declaring  the  present  attorney's 
Wen  pro  rata  upon  any  moneys  or  judgment  hereafter  recov- 
ered, to  the  extent  that  may  be  hereafter  determined,  should 
the  plaintiff  be  successful  in  the  suit ;  and  that  notice  of  such 
lien  be  given  to  the  defendant.     This  will  probably  be  a  satis- 
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factory  security  to  the  present  attorney ;  if  not,  I  will  con- 
sider any  further  application  in  that  respect  in  his  behalf. 


Charles  B.  Meyer,  for  the  petitioner. 
J.  K*  Hayward,  opposed. 


The  International  Tooth  Crown  Company 

vs. 

CaSSIUS  M.   BlCHMOND  AND  OTHEE8. 

Letters  patent  No.  288,940,  granted  to  James  £.  Low,  March  16th,  1881,  for  an 
improvement  in  dentistry,  are  valid. 

An  application  for  the  patent  was  filed  January  6th,  1879.  It  was  not  aban- 
doned, bnt  a  second  application  was  filed  December  20th,  1880,  on  the  sug- 
gestion of  the  examiner  in  the  Patent  Office.  Both  applications  are  to  be 
considered  as  part  of  one  continuous  proceeding. 

Claims  4,  5  and  6  of  letters  patent  No.  277,941,  granted  to  Cassius  M.  Rich- 
mond, assignor,  May  22d,  1888,  for  an  improvement  in  dentistry,  are  invalid, 
because  the  inventions  had  been  in  public  use  for  more  than  two  years  before 
the  application  for  the  patent. 

Claims  1,  2  and  8  of  that  patent  cover  a  mere  matter  of  mechanical  improve- 
ment on  what  existed  before,  which  in  itself  has  no  patentable  novelty. 

The  three  claims  of  letters  patent  No.  277,988,  granted  to  Alvan  S.  Richmond, 
assignor,  May  22d,  1888,  for  an  improvement  in  dentistry,  embrace  nothing 
which  involves  invention. 

(Before  Wallaci  and  Shopman,  JJ.,  Southern  District  of  New  York,  February 
22d,  1887.) 

"Wallace,  J.  The  complainant  is  the  owner  of  fonr 
patents  relating  to  improvements  in  the  dental  art,  all  of 
which  are  alleged  to  be  infringed  by  the  defendants.  This 
suit  is  brought  for  an  injunction  and  accounting. 

The  first  of  the  patents  in  suit,  No.  238,940,  was  granted 
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to  James  E.  Low,  March  15th,  1881,  upon  an  application  filed 
December  20th,  1880.  The  subject  is  an  improvement  in 
dentistry,  whereby  artificial  dental  surfaces  may  be  perma-  - 
nently  fixed  in  the  month  in  place  of  lost  teeth,  withont  the 
use  of  plates  or  other  means  of  deriving  support  from  the 
gum  beneath  the  artificial  dentition.  The  patentee  refers,  in 
his  specification,  to  the  preexisting  state  of  the  art,  as  follows : 
"  Heretofore  artificial  teetli  have  invariably  been  supported 
entirely  by  the  gum,  and  usually  upon  a  plate  fitted  to  the 
gum,  and  in  the  case  of  upper  teeth  to  the  roof  of  the  mouth. 
Clasps  or  attachments  to  the  adjacent  teeth  have  been  em- 
ployed for  the  lower  jaw,  to  retain  the  artificial  teeth  in 
proper  relation  to  the  adjacent  teeth ;  but  said  attachments 
have  never  been  designed  or  adapted  to  sustain  the  pressure 
upon  the  artificial  teeth  in  mastication,  without  aid  from  the 
gum.  The  use  of  plates  or  other  methods  of  supporting  the 
artificial  tooth  by  the  gum  is  highly  objectionable,  because, 
first,  they  necessarily  cover  the  cutaneous  surfaces  which 
health  requires  should  be  uncovered ;  second,  they  occupy  a 
space  within  the  mouth  and  are  uncomfortable ;  third,  they 
require  frequent  removal  for  the  purpose  of  being  cleansed ; 
fourth,  they  accumulate  offensive  matter  next  the  skin  and, 
therefore,  promote  disease.  The  use  of  clasps  to  retain  the 
teeth,  with  very  small  supporting  plates,  has  very  generally 
been  abandoned  for  the  upper  jaw,  because  the  injury  to  the 
teeth  by  the  clasp  is  supposed  to  be  more  objectionable  than 
the  discomfort  and  other  disadvantages  attending  the  use  of 
the  suction  plate."  He  points  out  the  general  advantages  of 
his  invention  as  follows :  "  All  the  objections  to  the  presence 
of  artificial  dentition  mentioned  above  are  obviated  by  my  im- 
provement, which  leaves  the  cutaneous  surfaces  uncovered, 
and  supports  the  artificial  dentition  by  its  attachment  to  the 
adjacent  natural  teeth,  and  the  same  method  of  attachment  i6 
equally  applicable  to  both  the  upper  and  lower  jaw."  The 
general  description  of  his  improved  method  is  as  follows :  "A 
bund  of  gold  or  other  suitable  metal  is  first  prepared  and  ac- 
curately fitted  around  the  tooth,  adjacent  to  the  vacant  spaces 
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to  be  supplied  with  an  artificial  tooth.  This  band  is  firmly 
secured  in  place  by  cement,  which  effectually  excludes  water 
or  the  fluids  of  the  mouth,  and  is  thus  permanently  attached 
to  the  tooth,  so  that  it  cannot  be  removed  without  an  opera- 
tion directly  for  that  purpose.  It  is  sometimes  sufficient  to 
prepare  one  of  the  adjacent  teeth  in  this  way ;  but  generally 
it  is  desirable  to  prepare  the  adjacent  teeth  on  each  side  of 
the  vacant  space ;  it  will  always  be  advisable  to  do  so  if  the 
vacant  place  is  to  be  occupied  with  more  than  one  tooth. 
The  artificial  block  to  fill  this  vacant  place  may  comprise  one 
or  more  teeth,  as  the  case  may  require,  and,  if  desired,  may 
be  moulded  in  a  single  block.  The  lower  surface  adjacent  to 
the  gum  is  cut  away  at  the  back,  and  only  descends  to  contact 
with  the  gum  along  its  front  edge,  so  as  to  prevent  the  ap- 
pearance of  an  open  space  between  the  artificial  teeth  aod 
the  gum.  The  artificial  block  is  provided  with  protecting 
lngs  or  pins  of  suitable  metal,  and  may  thereby  permanently 
be  secured  by  screws,  or  otherwise,  to  the  permanently  fixed 
bands  around  the  adjacent  fixed  natural  teeth.  The  small 
area  covered  by  the  bases  of  the  artificial  teeth,  and  its  non- 
contact  with  or  pressure  upon  the  gum,  renders  the  deposition 
of  secreted  or  foreign  matter  from  the  food  unlikely,  and 
easily  removable  with  the  brush,  or  by  water  forced  under 
the  artificial  teeth,  in  the  process  of  rinsing  the  mouth.  It 
sometimes  happens  that  a  tooth  has  elongated  to  such  an  ex- 
tent that  there  is  not  space  between  its  crown  and  the  oppo- 
site gum  for  the  insertion  of  a  regular  tooth,  and  in  such  a 
case  as  that  I  sometimes  supply  an  artificial  dental  surface, 
composed  of  one  or  more  metallic  bars,  extending  from 
on&  permaneut  tooth  to  the  next  and  secured  at  their  end  to 
the  band." 

The  specification  states  that  the  patentee  does  not  propose 
to  limit  himself  to  the  details  as  shown  in  his  specification 
and  drawings,  but  considers  that  his  invention  includes  "  the 
permanent  attachment  of  artificial  teeth  by  securing  them 
to  continuous  bands  permanently  attached  to  adjoining  teeth 
supported  upon  natural  roots,  and  supporting  said  artificial 
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teeth  by  said  attachments,  without  dependence  npon  the  gum 
beneath  said  artificial  tooth." 

The  claims  of  the  patent  are  as  follows  :  "  1.  The  herein- 
described  method  of  inserting  and  supporting  artificial  teeth, 
which  consists  in  attaching  said  artificial  teeth  to  continuous 
bands  fitted  and  cemented  to  the  adjoining  permanent  teeth, 
whereby  said  artificial  teeth  are  supported  by  said  perma- 
nent teeth,  without  dependence  upon  the  gum  beneath.  2. 
An  artificial  tooth  cut  away  at  the  back,  so  as  not  to  pre- 
sent any  contact  with  the  gum  except  along  its  front  lower 
edge,  and  supported  by  rigid  attachment  to  one  or  more  ad- 
joining permanent  teeth,  substantially  as  and  for  the  purpose 
set  forth." 

It  is  entirely  clear,  that  the  invention  described  in  the 
patent  was  not  only  new  and  useful,  but  was  an  improvement 
in  the  dental  art  of  considerable  merit.  The  former  methods 
of  supporting  artificial  teeth  referred  to  in  the  patent  were 
not  designed  to  secure  a  permanent  attachment  of  the  arti- 
ficial teeth  to  the  natural  teeth,  but  were  intended  to  secure 
a  removable  attachment,  the  theory  of  many  dentists  being, 
that  a  rigid  attachment  was  undesirable  and  impracticable,  as 
uncleanly,  and  also  as  liable  to  produce  inflammation  of  the 
natural  teeth.  The  methods  which  had  been  employed  to 
secure  a  permanent  or  rigid  attachment  of  the  artificial  to  the 
natural  teeth  were  well  calculated  to  excite  the  distrust  and 
opposition  of  intelligent  dentists.  One  of  these  is  described 
in  an  article  of  which  W.  H.  H.  Eliot  was  the  author,  pub- 
lished in  March,  1844,  in  the  American  Journal  of  Dental 
Science.  This  describes  an  artificial  denture  consisting  of 
three  teeth  fastened  upon  a  backing  of  metal.  The  ex- 
treme teeth,  or  the  ones  at  each  end  of  the  artificial  denture, 
are  provided  each  with  a  pin.  These  pins  are  to  go  into 
holes  drilled  in  the  prepared  roots  of  natural  teeth,  and  in 
this  way  the  denture  is  to  be  held  in  place.  A  slight  bearing 
surface  is  formed  by  plates  which  are  to  bear  upon  the  smooth 
ends  of  the  natural  roots  remaining  in  the  gum.  This  den- 
ture simply  consists  of  teeth  held  in  by  pivots  and  connected 
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by  a  bar  or  backing  of  metal.  Another  of  these  methods  is 
described  in  the  United  States  patent  to  Benjamin  J.  Bing, 
of  January  23d,  1871.  This  method  consist*  in  attaching 
artificial  teeth  to  metallic  bars,  which  bars,  at  either  end, 
are  to  be  secured  to  natural  teeth,  by  forming  cavities  in  the 
natural  teeth,  inserting  the  ends  of  the  bars  in  the  cavities, 
and  then  filling  the  cavities  with  gold. 

The  objection  to  the  use  of  plates  or  other  methods  of 
supporting  the  artificial  tooth  by  the  gum  are  sufficiently 
pointed  out  in  the  patent,  and  the  objections  to  methods  like 
those  of  Eliot  and  Bing,  for  supporting  the  artificial  teeth  by 
a  permanent  attachment  to  natural  teeth,  or  the  roots  of  such 
teeth,  are  obvious.  Where  pivots  are  inserted  in  the  teeth, 
to  secure  a  rigid  attachment,  as  in  the  Eliot  method,  they 
become  loosened  in  the  process  of  mastication,  and  the  teeth 
are  liable  to  be  split  by  side  wise  wrench  or  motion.  Such 
methods  as  Binges  tend  to  the  destruction  of  the  adjacent 
natural  teeth,  the  strain  and  motion  in  mastication  loosen- 
ing the  metal  fillings,  and  requiring  a  re-attachment  of  the 
denture  from  time  to  time,  to  the  increasing  injury  of  the 
natural  teeth. 

By  the  method  of  the  patent  a  plate  is  dispensed  with 
when  some  natural  teeth  remain,  and,  instead  of  the  arti- 
ficial teeth  being  loosely  clasped  to  the  adjacent  natural  teeth, 
they  are  attached  with  strength  and  permanency,  and  are  not 
forced  into  contact  with  the  gum  during  the  strain  of  masti- 
cation. By  being  firmly  fixed  upon  bands  of  metal,  secured 
rigidly  and  permanently,  by  cement  or  otherwise,  upon  the 
adjacent  natural  teeth  which  they  surround,  the  denture  has 
an  easy  and  efficient  bearing,  the  gum  escapes  injury,  and  the 
strain  of  mastication  is  transferred  to  the  natural  teeth. 
When  the  artificial  teeth  employed  have  their  surface  ad- 
jacent to  the  gum  cut  away  at  the  back,  and  only  descend  to 
contact  with  the  gum  along  the  front  edge,  another  advantage 
results  ;  because  the  small  area  covered  by  the  bases  of  the 
teeth  precludes  such  an  accumulation  of  food  or  other  for- 
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eign  matter  between  the  gam  and  the  denture  as  cannot  be 
readily  removed. 

It  is  not  contested  that  Low  was  the  first  to  devise  and 
perfect  the  improvement  described  in  the  patent ;  bat  it  is 
urged,  that,  in  view  of  the  prior  state  of  the  art,  as  described 
by  the  publications  referred  to,  and  as  also  described  by  the 
publications  of  Lintott,  Scott,  Fowell  and  others,  the  im- 
provement of  Low  did  not  involve  invention.  The  refer- 
ences to  the  publications  of  Lintott,  Scott  and  Fowell  are  not 
of  sufficient  importance  to  require  comment.  Undoubtedly 
Low  was  materially  assisted,  in  perfecting  his  invention,  by 
his  observations  of  the  artificial  crown  of  Dr.  Richmond, 
and  it  is  not  unlikely  that  the  invention  derives  its  chief  value 
from  its  adaptability  to  use  with  the  Richmond  crown.  It 
may  not  have  involved  a  high  order  of  inventive  faculty  to 
work  out  the  conception,  by  connecting  such  crowns  by  a  bar 
or  bridge  bearing  an  artificial  tooth  or  teeth.  Nevertheless 
the  fact  remains  that  Dr.  Low  was  the  first  to  accomplish 
successfully  what  skilful  dentists  like  Dr.  Richmond  did  not 
believe  to  be  practicable,  and  to  demonstrate  how  the  objec- 
tions which  were  supposed  to  be  so  serious  to  the  method 
of  rigid  attachment  could  be  obviated.  It  is  not  difficult, 
after  the  fact,  to  show,  by  argument,  how  simple  the  achieve- 
ment was,  and,  by  aggregating  all  the  failures  of  others,  to 
point  out  the  plain  and  easy  road  to  success.  This  is  the 
wisdom  after  the  event,  that  often  confutes  invention  and 
levels  it  to  the  plane  of  mere  mechanical  skill.  The  ingenious 
argument  in  this  case  has  not  satisfied  us  that  there  was  no 
invention  in  the  improvement  of  Low. 

The  defence  is  relied  on,  that  the  invention  had  been  in 
public  use  for  more  than  two  years  before  the  application  for 
the  patent.  The  proofs  show  that  operations  were  per- 
formed by  Low  during  the  latter  part  of  the  year  1877,  in 
which  he  inserted  the  dentures  of  the  patent  in  the  mouths 
of  patients.  As  the  application  upon  which  the  patent  was 
granted  was  not  filed  until  December  20th,  1880,  the  defence 
would  be  established  were  it  not  for  the  fact  that  Low  had 
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made  an  application,  which  was  filed  in  the  Patent  Office 
January  6th,  1879,  which  had  never  been  abandoned,  for  sub- 
stantially the  same  invention.  That  application  contained 
some  matters  foreign  to  the  subject  of  the  second  applica- 
tion, but,  so  far  as  it  related  to  the  inventions  covered  by  the 
claims  of  the  patent,  it  did  not  differ  from  the  second  ap- 
plication, except  in  a  single  particular.  The  specification  of 
the  patent  states  that  non-contact  of  the  artificial  tooth  or 
denture  carried  by  the  bridge  with  the  gum,  or  the  absence  of 
pressure  upon  the  gam,  is  one  of  the  advantages  of  the  inven- 
tion ;  while  it  was  stated  in  the  first  application  to  be  neces- 
sary u  to  carefully  fit  the  base  of  the  tooth  or  block  to  be 
inserted,  to  the  jaw,  and,  when  secured,  it  should  be  so 
pressed  down  as  to  leave  no  space  beneath  it  for  the  ad- 
mission of  food."  The  statement  in  the  first  application  is 
not  inconsistent  with  the  method  of  the  patent,  which  consists 
in  attaching  the  artificial  tooth,  or  the  denture,  to  bands  and 
supporting  them  by  the  adjoining  permanent  teeth,  "  without 
dependence  upon  the  gum  beneath."  So  long  as  this  essential 
feature  of  the  invention  is  retained,  it  is  quite  immaterial 
whether  the  artificial  dentition  "  is  so  pressed  down  as  to 
leave  no  space  beneath  it  for  the  admission  of  food,"  in  the 
language  of  the  specification,  or  whether  it  is  in  positive 
non-contact  with  the  gum.  When  the  artificial  denture  is  in 
non-contact  with  the  gum,  cleanliness  is  facilitated,  and  the 
suggestion  which  was  first  made  in  the  second  application 
was,  therefore,  a  useful  one.  But  it  did  not  change  the 
invention  in  essentials.  Although  the  tooth  or  denture  is 
pressed  down  so  close  to  the  jaw  that  food  cannot  lodge  be- 
tween it  and  the  gum,  it  is  still  supported  by  the  adjoining 
tooth  or  teeth,  and  not  by  the  gum.  As  was  stated  in  the 
first  application,  "  the  yielding  surface  on  which  it  rests  will 
readily  conform  to  the  tooth  or  block,  and  any  pain  at  first 
induced  by  the  pressure  will  disappear." 

There  is  nothing  to  indicate  that  Low  intended  to  abandon 
his  first  application.  His  application  was  refused,  correspond- 
ence ensued  with  the  Patent  Office,  and  finally  Low  made  a 
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personal  visit  to  the  Office,  had  an  interview  with  the  exam- 
iner, and  convinced  the  examiner  that  the  invention  which 
was  the  subject  of  the  application  was  meritorious  and  novel, 
and  one  for  which  he  was  entitled  to  a  patent.  During  the 
controversy  with  the  Patent  Office,  various  interpolations 
had  been  made  in  the  first  application,  and  the  examiner 
suggested  that  Low  had  better  make  a  new  application,  and 
thereupon  the  second  application  was  drawn  up.  So  far  as 
relates  to  the  present  invention,  the  new  application  differed 
from  the  first  merely  in  omitting  some  superfluous  matters, 
and  in  changing  the  description  in  reference  to  the  character 
of  the  contact  between  the  denture  and  the  gum.  There  was 
no  act  on  the  part  of  Low  which  was  equivalent  to  a  with- 
drawal of  his  first  application,  or  to  an  acquiescence  in  its 
rejection.  He  merely  made  a  new  application,  as  a  more 
convenient  way  of  presenting  the  original  application  for  the 
final  action  of  the  Office,  after  he  had  been  assured  that  the 
rejection  of  his  first  application  would  be  reconsidered  and  a 
patent  would  be  granted  for  the  present  invention.  Both 
applications  are  to  be  considered  as  parts  of  one  continuous 
proceeding,  and  the  two  years  within  which  the  invention 
could  not  be  publicly  used  without  invalidating  the  patent  did 
not  begin  to  run  until  January  6th,  1879.  (Godfrey  v. 
Eamea,  1  Wall.,  317 ;  Smith  v.  Goodyear  Co.,  93  U.  S.,  486, 
500 ;  Graham  v.  Geneva  Lake  Co.,  11  Fed.  Rep.,  138.) 

The  second  claim  includes  with  the  elements  of  the  first 
claim  the  features  of  a  tooth  cut  away  at  the  back.  Thus 
construed,  the  defendants  infringe  both  claims  of  this  patent. 

The  next  patent  in  suit  which  may  be  most  conveniently 
considered  is  No.  277,941,  granted,  May  22d,  1883,  to  Cassias 
M.  Richmond,  assignor,  etc.  The  application  for  this  patent 
was  filed  December  1st,  1882.  This  patent  is  for  the  inven- 
tion known  in  the  dental  profession  as  the  Richmond  Tooth 
Crown.  A  patent  was  granted  to  Richmond,  dated  February 
10th,  1880,  for  an  artificial  tooth  crown,  and  the  present  in- 
vention is  said  to  be  for  an  improvement  upon  the  tooth 
crown  therein  described,  but  it  is,  in  fact,  for  a  radically  dif- 
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ferent  tooth  crown.  The  invention  relates  to  an  improved 
method  or  device  for  attaching  such  crown  to  the  roots  or 
stomps  of  natural  teeth  remaining  in  the  month,  the  object 
being  to  provide  an  artificial  crown  of  improved  construction, 
to  be  adjusted  and  secured  to  the  root  of  the  natural  tooth, 
in  a  permanent,  practical  and  artistic  manner,  so  that  the 
tooth,  when  finished,  will  present  a  natural  appearance  and 
be  capable  of  the  same  service  as  a  sound  natural  tooth. 
After  the  natural  root  or  stump  has  been  cut  off  or  ground, 
preferably,  on  a  level  with  the  gum,  and  a  hole  is  drilled 
therein  into  which  a  pin  is  to  be  subsequently  inserted,  a 
metallic  ferrule  is  then  fitted  upon  and  shaped  to  the  pre- 
pared root  of  the  tooth.  A  suitable  crown  is  then  selected 
to  be  applied  to  the  root,  color,  size  and  shape  being  consult- 
ed, in  order  to  make  it  conform  in  appearance  to,  and  as  a 
substitute  for,  a  natural  tooth.  The  artificial  crown  is  pro- 
vided with  a  metallic  back  or  attachment,  which  has  holes 
through  it,  to  allow  the  passage  of  the  pins,  which  are  firmly 
imbedded  into  porcelain.  The  root  and  crown  having  been 
so  prepared,  the  crown  is  placed  in  position  and  attached  to 
the  ferrule  by  wax,  sufficiently  to  hold  the  crown  firmly  in 
position  to  allow  of  the  removal  of  the  ferrule.  Then  a  suit- 
able pin,  designed  to  be  inserted  in  the  hole  drilled  in  the 
root,  is  embedded  in  the  wax.  The  prepared  crown  is  then 
invested  or  protected  by  a  suitable  cover  of  marble  dust  and 
plaster,  leaving  the  wax  portion  exposed.  This  investiture 
will  hold  the  parts  in  the  position  which  they  are  to  occupy 
when  placed  in  the  mouth.  The  wax  is  then  melted  from 
the  pin  and  crown,  and  replaced  by  a  suitable  gold  solder, 
which  may  be  blown  in  a  blow  pipe  and  fused  around  the 
pin.  This  solder  will  unite  with  the  pin  extending  into  the 
root,  the  ferrule,  the  pin  extending  into  the  porcelain,  and 
the  porcelain  backing,  making  a  solid  metal  backing  to  the 
crown  and  firmly  holding  all  the  parts  together.  The  pre- 
pared crown  is  then  slipped  upon  the  prepared  root  and 
cemented  thereon,  the  ferrule,  when  placed  in  position,  pro- 
jecting along  the  very  margin  of  the  gum,  sufficiently  to 


832  SOUTHERN  DISTRICT  OF  HEW  YORK, 

Hie  International  Tooth  Crown  Company  v.  Richmond. 

protect  the  root  from  decay  and  to  conceal  the  ferrule  from 
view.  The  specification  contains  the  following  statement: 
"  It  will  be  seen  that,  when  this  denture  is  applied  to  a  root, 
the  end  of  the  root  is  entirely  protected  from  the  injurious 
action  of  the  fluids  of  the  month,  and  is  hermetically  sealed, 
being  covered  by  a  closed  cap.  This  inclosing  cap  is  of  the 
greatest  importance,  because  otherwise  decay  must  necessa- 
rily take  place,  by  reason  of  the  action  of  the  fluids  of  the 
mouth  on  the  exposed  denture,  and  the  denture  would  be- 
come useless.  By  this  arrangement,  therefore,  both  the  end 
of  the  root  and  so  much  of  the  same  as  might  otherwise  be 
exposed  to  the  fluids  of  the  mouth  are  hermetically  sealed, 
and  the  root  is  thus  protected  from  the  injurious  effect  which 
would  otherwise  result  from'  the  action  of  the  fluids.  It  is 
obvious  that  this  part  of  my  invention,  namely,  the  sealing 
cap  on  the  end  of  the  root,  may  be  used  with  other  kinds  of 
dentures,  and  other  arrangements  of  artificial  crowns,  besides 
those  shown  herein,  and  that,  when  properly  applied,  the 
root  is  completely  protected.  As  shown  in  Figs.  2,  4,  and  7, 
the  flange  of  the  cap  should  project  beneath  the  gum  and 
allow  the  gum  to  extend  to  the  porcelain  crown.  The  free- 
dom of  the  gum  from  permanent  attachment  with  the  end  of 
the  root  allows  this  band  to  be  placed  in  position  without 
causing  irritation.  I  do  not  limit  myself  to  the  precise 
method  of  attaching  this  inclosing  cap  to  the  root,  as  other 
methods  might  be  employed  ;  but  the  one  here  shown  is  the 
simplest  known  to  me.  The  caps  hereinbefore  described  are 
so  constructed,  as  set  forth,  as  to  cover  and  inclose  the  pre- 
pared end  of  the  root,  wholly  excluding  the  juices  of  the 
mouth  therefrom,  and  preventing  the  decay  that  would 
otherwise  result." 

The  claims  of  the  patent  are  as  follows :  "  1.  The  com- 
bination of  a  prepared  root,  having  its  natural  terminal  con- 
tour near  the  margin  of  the  gum,  with  an  inclosing-cap 
attached  thereto,  for  supporting  an  artificial  denture,  sub- 
stantially as  described.  2.  The  combination  of  a  prepared 
root,  having  its  natural  terminal  contour  near  the  margin  of 
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the  gum,  with  an  inclosing-cap  attached  thereto,  and  with  an 
artificial  porcelain  or  other  crown  supported  by  said  cap, 
substantially  as  described.  3.  The  combination  of  a  prepared 
root,  having  its  natural  terminal  contour  near  the  margin  of 
the  gum,  with  an  inclosing-cap  attached  thereto,  the  said  cap 
being  attached  to  the  root  by  a  pin  or  suitable  attaching  con- 
trivance, passing  upward  and  into  a  suitable  cavity  in  the 
root,  substantially  as  described.  4.  The  combination  of  a 
tooth  crown,  a  metallic  backing  soldered  to  said  crown,  and  a 
pin  firmly  soldered  to  said  artificial  backing,  and  secured  to 
and  passiug  through  a  ferrule  adapted  to  surround  the  root, 
substantially  as  described.  5.  The  combination  of  the  crown 
0,  provided  with  suitable  attaching  pins  E,  the  backing-plate 
D,  and  the  metallic  backing  N,  united  to  ferrule  B  and  pin 
Z,  substantially  as  described.  6.  The  combination  of  the 
crown  0,  metallic  backing  N,  united  to  protecting  plate  D 
and  pin  Z,  the  root  A,  and  cement  J,  uniting  the  pin  Z  to 
the  root,  substantially  as  described." 

It  is  not  open  to  doubt  that  this  patent  describes  an  in* 
vention  in  dentistry  of  the  greatest  utility  and  value.  The 
invention  enables  an  artificial  tooth  to  be  placed  upon  a 
natural  root  which  can  only  be  distinguished  from  the  natu- 
ral tooth  by  the  most  critical  examination,  which  is  as  serv- 
iceable while  it  lasts  as  a  natural  tooth,  and  which  is  very 
durable.  The  Richmond  crown  not  only  supplies  the  place 
of  a  natural  tooth  for  the  purposes  of  use,  so  as  to  be  a  per- 
fect substitute  for  a  lost  tooth,  but  it  can  be  so  artistically 
made  as  in  many  instances  to  be  an  improvement  in  appear- 
ance upon  the  natural  tooth.  Nevertheless,  if  the  patent  can 
be  sustained  as  valid  to  any  extent,  it  can  only  be  upheld  by 
placing  a  very  narrow  limitation  upon  the  claims. 

Without  referring,  at  present,  to  the  prior  state  of  the  art 
at  the  time  Dr.  Richmond  conceived  the  inventions  of  the 
patent  of  1880  and  of  the  present  patent,  it  suffices  to  say, 
that  everything  which  is  the  subject  of  the  4th,  5th  and  6th 
claims  of  the  present  patent  had  been  in  prior  public  use  for 
more  than  two  years  prior  to  the  application  for  the  patent, 
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and  was  public  property  prior  to  the  year  1880 ;  and,  if  the 
remaining  claims  are  valid,  it  is  only  because  an  inclosing 
cap,  by  which  the  end  of  the  root  is  hermetically  sealed  and 
thus  protected  from  the  action  of  the  fluids  of  the  mouth,  is 
an  element  of  each  claim.  The  inventor  himself  has  aban- 
doned  all  the  rest  of  his  invention  to  the  public.  As  early 
as  in  December,  1876,  Dr.  Richmond  had  inserted  a  denture 
in  the  mouth  of  a  patient  in  San  Francisco,  involving  the 
principle  of  the  patent.  That  denture  differed  from  the  arti- 
ficial tooth  crown  of  the  patent  only  because  the  inclosing 
ferrule  or  band  was  not  a  cap  which  covered  the  end  of  the 
root,  and  did  not  extend  so  far  under  the  gum  of  the  patient 
as  to  wholly  conceal  the  gold  surface.  The  denture  as  then  in- 
serted by  him  was  a  complete  practical  success,  and,  so  far  as 
is  known,  still  remains  in  use  in  the  mouth  of  the  patient. 
In  the  years  1878  and  1879,  Dr.  Richmond  practiced  the 
invention  extensively  in  many  of  the  large  cities  of  the 
United  States,  and  demonstrated  to  hundreds  of  dentists,  in 
public  clinics  and  private  practice,  the  method  of  preparing 
and  inserting  his  artificial  tooth  crowns.  The  method  was 
practiced  with  differences  of  detail,  but  was  always  the  same 
in  essentials.  The  root  was  always  prepared  in  the  way 
pointed  out  in  the  patent,  and  the  denture  always  consisted 
of  a  ferrule  or  band  accurately  fitted  to  surround  the  root,  to 
which  was  soldered  a  crown  with  a  porcelain  front,  having  a 
pin  extending  into  the  root,  the  whole  being  cemented  on  the 
root  in  one  piece.  Sometimes  a  loose  floor  of  platinum  or 
gold  was  packed  inside  the  band,  behind  the  backing  of  the 
porcelain  front,  so  as  to  make  a  floor  above  the  solder,  when 
the  crown  was  invested  in  position  and  the  solder  blown  in ; 
and  sometimes,  instead  of  a  loose  floor,  a  half  floor  was  joined 
to  the  band,  extending  partly  over  the  end  of  the  root,  form- 
ing a  cap  embracing  part  of  the  exposed  end  of  the  root,  and 
the  solder  was  then  blown  in  under  this  cap.  When  made  in 
either  of  these  ways,  the  denture  consisted  of  a  porcelain 
tooth  attached  to  a  ring  of  gold  at  its  upper  part,  and, 
where  the  porcelain  itself  met  the  ring,  there  was  no  solid 
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floor  to  the  ring,  bat  the  porcelain  itself  impinged  upon 
the  ring. 

Among  those  to  whom  Dr.  Richmond  tanght  the  inven- 
tion was  Dr.  Gaylord,  a  dentist,  one  of  the  defendants  in  this 
canse.  Two  original  dentures  made  by  Dr.  Gaylord,  and  in- 
serted in  the  mouths  of  patients,  one  in  April,  1879,  and  the 
other  in  May,  1879,  have  been  produced  in  evidence  and 
identified,  and  the  fact  that  these  tooth  crowns  were  made 
and  inserted  at  those  dates  and  were  practical  and  successful 
operations,  and  that,  with  a  single  exception,  both  were,  in 
all  respects,  the  tooth  crowns  of  the  patent,  inserted  accord- 
ing to  the  method  of  the  patent,  is  clearly  established.  It  is 
conceded  by  the  expert  for  the  complainant,  that,  if  these 
dentures  bad  been  made  with  a  ring  or  ferrule  having  a  com- 
plete floor  embracing  the  exposed  end  of  the  root,  they 
would  be  the  tooth  crowns  of  the  patent.  One  of  them  has 
a  half  floor  of  platinnm  back  of  the  porcelain  under  the  ring, 
intended  to  partially  inclose  the  exposed  end  of  the  root,  and 
the  other  has  a  partial  floor  made  of  loose  gold  foil  stuffed 
behind  the  porcelain  before  the  solder  was  flowed  through 
the  back  of  the  crown.  It  is  insisted  that  when  the  crown  is 
constructed  in  this  way  it  does  not  have  the  inclosing  cap  of 
the  patent  and,  consequently,  the  end  of  the  root  is  not  her- 
metically sealed.  The  controversy  as  to  this  patent  is  thus 
narrowed  to  the  question  whether  the  substitution  of  a  com- 
plete floor  over  the  end  of  the  ferrule,  so  as  to  wholly  inclose 
the  end  of  the  natural  root,  in  the  place  of  a  partial  floor, 
involves  sufficient  invention  to  sustain  the  patent. 

It  is  to  be  observed,  that,  in  one  sense,  the  end  of  the 
root  is  hermetically  sealed  according  to  the  method  of  the 
patent,  whether  covered  with  the  closed  cap  or  not.  The 
specification  states  that  the  prepared  crown  is  slipped  upon 
the  prepared  root  and  cemented  thereto.  As  the  invention 
was  practiced  by  Dr.  Richmond  from  1876,  enough  cement 
was  placed  inside  the  recess  of  the  prepared  crown  to  exude 
at  the  margin  of  the  gum  when  the  crown  was  forced  on  the 
root,  to  fill  up  the  space,  and  to  make  a  solid  contact,  when 
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hard,  between  the  root  at  all  the  parts  exposed  and  the  crown 
beneath  and  the  ring  snrronnding  the  root.  The  cement  not 
only  serves  to  hold  the  crown  firmly  in  its  place  upon  the 
root,  bnt  forms  a  hermetically  sealed  inclosnre  of  the  root. 
But  it  is  insisted  by  the  experts  for  the  complainant,  and  by 
some  of  the  witnesses  who  have  applied  the  invention  prac- 
tically, that,  unless  the  ring  has  a  solid  metallic  floor,  the 
porcelain  where  it  joins  the  ring  cannot  be  so  closely  nnited 
that  the  juices  of  the  mouth  will  not  enter  at  the  joint ;  that 
the  solder  flowed  in  behind  the  porcelain  will  not  effectually 
close  this  joint ;  and  that,  in  consequence,  the  cement  inclos- 
ing the  root  will  be  soon  dissolved  and  destroyed  by  the 
secretions  of  the  mouth.  It  is  alleged,  that  if  the  minutest 
hole  or  perforation  is  left  in  the  floor  of  the  inclosing  cap, 
the  cement  is  exposed  to  the  secretions ;  that  the  secretions  of 
different  mouths  vary  wonderfully  in  their  destructive  ac- 
tion ;  that  while,  in  some  cases,  the  cement  might  resist  for 
years,  in  others  it  would  fail  speedily;  and  that  thus  the 
practical  value  of  the  invention  depends  roost  materially 
upon  the  inclosing  cap. 

Inasmuch  as  Dr.  Richmond  had  for  years  been  practicing 
the  invention  without  a  closed  cap,  and  introducing  his  arti- 
ficial crown  everywhere  to  the  profession  as  a  perfect  substi- 
tute, when  inserted  upon  a  natural  root,  for  the  natural 
tooth,  it  may  be  doubted  whether  the  mechanical  change  of 
covering  the  ring  with  a  solid  floor,  thereby  converting  it 
into  a  cap,  was  introduced  by  him  so  much  for  its  utility  as 
it  was  for  the  purpose  of  suggesting  novelty,  and  enabling 
him  and  those  with  whom  he  had  become  engaged  to  obtain 
a  patent.  The  change  was  not  made  until  others  had  be- 
come pecuniarily  interested  with  Dr.  Richmond  in  his  inven- 
tions. Then  it  was  suggested  that  the  reason  of  the  failure 
of  several  crowns  which  had  been  inserted  for  patients  was 
that  they  were  defective  because  they  were  open  at  the  end 
of  the  cap  inclosing  the  end  of  the  root,  at  the  point  where 
the  porcelain  came  in  contact  with  the  cap.  Thereupon  the 
closed  cap  was  adopted.    No  experiments  were  apparently 
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necessary,  but  the  defect  was  remedied  as  soon  as  it  was  sug- 
gested. It  is  testified,  that  the  effect  of  this  change  was 
greatly  to  increase  the  strength  of  the  artificial  crown  and 
assist  in  protecting  the  root  from  the  leverage  of  the  pin  by 
lateral  pressure,  as  well,  also,  as  to  protect  more  efficiently 
the  cement  from  the  action  of  the  secretions  of  the  mouth. 
On  the  other  hand,  the  testimony  indicates,  that  since  the 
closed  cap  has  been  adopted,  it  is  not  exclusively  used  by 
those  who  are  authorized  to  practice  the  invention  under  the 
patentees,  and,  although  it  is  perhaps  generally  preferred, 
the  impression  left  by  the  proofs  is,  that  there  is  considerable 
exaggeration  in  the  opinion  that  attributes  to  the  closed  cap 
the  peculiar  efficacy  which  has  been  assigned  to  it. 

If  Dr.  Richmond  had  been  the  first  to  make  a  closed  cap 
for  a  use  cognate  to  that  to  which  it  was  applied  by  him,  the 
question  whether  there  was  any  invention  in  making  the 
change  might  be  resolved  in  favor  of  the  complainant.  But 
it  was  not  new  in  the  art  to  use  a  closed  cap  in  order  to  her- 
metically enclose  the  root  of  a  tooth.  This  sufficiently  appears 
by  reference  to  a  publication  in  the  Missouri  Dental  Journal, 
in  1869,  of  the  operation  of  Dr.  Morrison.  That  publication 
describes  an  operation  in  which  a  gold  cap  is  fitted  upon  the 
root  of  a  lost  or  decayed  tooth,  so  as  to  be  adjusted  accurately 
to  the  remaining  portions  of  the  tooth,  and  made  to  corre- 
spond in  configuration  with  the  original  tooth.  The  cap  is 
filled  with  a  thin  paste  of  cement  and  pressed  to  its  place 
upon  the  root,  the  superfluous  cement  being  crowded  out  at 
the  margin  of  the  gum,  where  the  cap  extends  quite  to  the 
alveolus.  Another  instance  of  the  use  of  caps  having  a  tight 
metal  floor  to  be  inserted  on  the  natural  roots  of  teeth,  and 
having  a  porcelain  tooth  crown  soldered  on  the  cap,  is  dis- 
closed in  the  patent  granted,  February  3d,  1881,  to  John  B. 
Beers,  for  an  improvement  in  artificial  crowns  for  teeth.  In 
view  of  these  references  alone,  it  must  be  held,  that  there  was 
no  invention  in  making  the  change  which  was  effected  by 
Dr.  Richmond  in  the  tall  of  1381,  by  substituting  the  closed 
cap  in  the  place  of  the  cap  with  a  partial  floor  or  without  a 
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solid  floor.  All  that  Dr.  Richmond  did  was  to  close  the  band 
or  ferrule  with  a  bottom  of  gold  and  build  rip  his  artificial 
crown  upon  it,  and  the  way  to  do  this  had  been  already 
pointed  out. 

The  patent  cannot  be  sustained  upon  the  theory  that  Dr. 
Richmond  was  experimenting  with  and  improving  his  method 
of  making  and  inserting  artificial  tooth  crowns,  during  the 
time  intervening  between  his  operation  in  San  Francisco  in 
1876,  until  at  last,  with  the  change  to  the  closed  cap  made  by 
him  in  the  fall  of  1881,  he  succeeded  in  perfecting  an  inven- 
tion which  up  to  that  time  had  been  inchoate  or  incomplete. 
During  all  this  period  he  had  been  demonstrating  and  prac- 
ticing the  invention  in  public,  to  dentists  throughout  the 
United  States,  and  in  his  private  practice,  with  all  the  varia- 
tions of  mechanical  detail.  Those  to  whom  he  taught  his 
method  for  compensation  bought  their  instruction  in  order  to 
practice  the  invention  in  their  profession ;  they  did  practice 
it  and  it  was  put  into  successful  use  in  all  parts  of  the  country ; 
and  it  is  now  too  late  to  deprive  the  public  of  what  became 
rightfully  theirs,  by  supplementing  to  the  invention  a  mere 
matter  of  mechanical  improvement,  which  in  itself  had  no 
patentable  novelty. 

The  third  patent  in  suit  is  No.  277,933,  granted  May  22d, 
1883,  to  Alvan  S.  Richmond,  assignor,  etc.,  for  an  artificial 
denture. 

It  is  sufficient  to  say  of  this  patent  that,  in  view  of  the 
inventions  of  Dr.  0.  M.  Richmond  and  Dr.  Low,  the  first  and 
third  claims  embrace  nothing  which  involves  invention,  and 
that  carrying  the  metal  of  the  bridge  under  the  wearing  sur- 
face of  the  porcelain  does  not  impart  patentable  character  to 
the  third  claim. 

At  the  hearing  of  the  cause  we  indicated  sufficiently  the 
reasons  for  considering  the  fourth  patent  upon  which  the  suit 
was  brought  invalid  for  want  of  novelty  and  it  is  unnecessary 
to  enlarge  upon  them  now. 

A  decree  is  ordered  for  an  injunction  and  an  accounting 
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as  to  the  first  of  the  patents  in  suit.     As  to  the  others,  the 
bill  is  dismissed.    Neither  party  is  awarded  costs. 

E.  N.  Dicherson    and   E.  N.    Dicherson,  Jr.,  for  the 
plaintiff. 

John  Kimberley  Beach  and   8.  J.  Gordon,  for  the  de- 
fendants. 


Ferdinand  N.  Massa 
Robert  L.  Cutting,  Jr.,  and  others.    In  Equity. 

A  suit  brought  in  a  State  Court  on  behalf  of  the  plaintiff  and  all  others  simi- 
larly situated,  who  may  become  plaintiffs,  cannot  be  removed  into  the  Fed- 
eral Court,  where  the  plaintiff  claims  only  $500,  and  no  other  person  hns 
become  a  plaintiff,  although  the  amount  to  which  all  others  similarly  situated 
would  be  entitled  is  $90,000. 

(Before  Wheels*,  J.,  Southern  District  of  New  York,  February  22d,  1887.) 

Wheeler,  J.  This  suit  was  brought  in  the  State  Court, 
by  the  orator,  as  one  of  a  large  number  of  owners  of  stock, 
in  behalf  of  himself  and  all  others  similarly  situated  who  may 
become  plaintiffs.  The  amount  for  which  a  decree  is  sought 
by  the  orator  in  his  own  behalf  is  much  less  than  $500.  The 
amount  to  which  all  others  similarly  situated  would  be  enti- 
tled, according  to  the  allegations  of  the  bill,  is  more  than 
$90,000.  The  defendants  removed  the  cause  into  this  Court. 
The  plaintiff  moves  to  have  it  remanded  to  the  State  Court, 
on  the  ground  that  the  matter  in  dispute  does  not  exceed  the 
sum  or  value  of  $500.  {Act  of  March  3d,  1875,  §  2,  18  U. 
8.  Stat  at  Large,  470.)  No  others  having  become  plaintiffs, 
nothing  can  be  decreed  to  them  ;  and  neither  they  nor  the 
defendants  will  be  bound  by  any  decree  which  may  be  made 
in  the  case,  as  it  stood  at  the  time  of  removal   and   now 
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stands.  There  is  no  matter  in  dispute  yet  beyond  what  the 
plaintiff  claims  on  behalf  of  himself.  As  that  is  less  than 
$500,  the  case  has  not  yet  been  one  in  which  the  matter  in 
dispute  exceeds  that  sum.  Upon  these  considerations,  the 
motion  to  remand  must  be  granted. 

Motion  granted. 

Daniel  Nason,  for  the  plaintiff. 

C.  M.  Da  Costa,  for  the  defendants. 


Nathaniel  Whitman 

V8. 

William    L.    Hubbell,   as   Treasures  of  the  Adams 

Express  Company. 

A  rait  brought  in  a  State  Court  of  New  York,  by  a  citizen  of  New  York  against 
a  citizen  of  Connecticut,  as  treasurer  of  a  joint-stock  association  of  New 
York,  which  is  a  partnership  and  not  a  corporation,  and  isv  by  a  statute  of 
New  York,  suable  by  its  treasurer,  the  suit  being  brought  to  restrain  the 
maintenance  of  an  awning  oyer  part  of  a  street  adjoining  the  plaintiff's 
premises,  involves  more  than  $500,  if  the  value  of  the  right  to  maintain 
the  awning  is  more  than  $500,  and  is  a  suit  between  citizens  of  different 
States. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  February  22d,  1887.) 

Wheeler,  J.  The  plaintiff  is  a  citizen  of  New  York, 
and  the  defendant,  of  Connecticut.  The  Adams  Express 
Company  is  a  joint-stock  association  of  New  York.  This  suit 
was  brought  in  the  State  Court  to  restrain  the  maintenance  of 
an  awning  over  a  part  of  Great  Jones  street,  adjoining  the 
plaintiff's  premises.  The  defendant  removed  the  cause  into 
this  Court.  The  plaintiff  moves  to  have  it  remanded,  because, 
as  he  says,  the  matter  in  dispute  does  not  exceed  the  sum  or 
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value  of  $500 ;  and  there  is  not  a  controversy  in  it  between 
citizens  of  different  States.  (Act  of  March  3d,  1875, 18  271 
S.  Stat,  at  Large,  470,  sec.  2.) 

The  matter  in  dispute  is  the  value  of  the  right  to  maintain 
the  awning ;  not  the  amount  of  damage  done  by  it  to  the 
plaintiff.  (Railroad  Company  v.  Ward,  2  Black,  485.)  This 
appears  to  be  more  than  $500. 

The  Adams  Express  Company  is  a  partnership  and  not  a 
corporation.  It  has  no  existence  apart  from  its  members,  and 
does  not  appear  to  be  of  itself  a  citizen  of  any  place.  The 
law  of  the  State  permits  suit  to  be  brought  by  or  against  the 
president  or  treasurer  of  such  an  association,  instead  of  joining 
all  the  individual  members.  (Cod*  of  Civil  Procedure, 
§§  1,919, 1,923.)  When  an  action  is  so  brought  no  action  can 
be  brought  against  the  members  except  on  failure  to  obtain 
satisfaction  of  the  judgment.  (§  1,921.)  The  officer  is  the 
only  defendant  on  the  record,  although  he  represents  the 
association,  and  the  execution  against  him,  if  obtained,  is  to 
be  satisfied  out  of  the  assets  of  the  association.  (§  1,921.) 
The  controversy  is,  therefore,  between  citizens  of  different 
States  in  this  case,  although  others  who  may  or  may  not  be  citi- 
zens of  the  same  State  with  the  plaintiff  are  interested  in  the 
controversy.  The  representative  character  of  a  party  does  not 
affect  his  right  of  removal.  It  depends  upon  his  citizenship 
alone,  without  regard  to  that  of  those  whom  he  represents,  or 
of  those  who  are  interested  in  the  controversy  but  are  not 
parties  to  the  record.  (Marshall  v.  Railroad  Co.,  16  How.% 
314 ;  Knapp  v.  Railroad  Co.,  20  Wall,  117.) 

Motion  denied. 


Ira  D.  Warren,  for  the  plaintiff. 
Clarence  A.  Seward,  for  the  defendant. 
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ElfllL  DlEOKERHOFF    VS.  WlLLIAM  H.  B0BBRT8ON. 

Two  suits  were  brought  to  recover  back  duties  paid  to  a  collector  of  customs, 
No.  1  was  brought  within  90  days  after  the  decision  of  the  Secretary  of  the 
Treasury  on  appeal.  No.  2  was  not  brought  till  after  the  00  days  had  ex- 
pired. The  plaintiff  moved  to  amend  the  bill  of  particulars  in  No.  1  by  in- 
cluding in  it  the  items  sought  to  be  recovered  in  No.  2 :  Hddy  that,  under 
section  2,981  of  the  Revised  Statutes,  the  motion  must  be  denied. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  February  24th,  1887.) 

Wallace,  J.  Since  the  decision  in  Pott  v.  Arthwr^  (15 
Blatchf.  C.  C.  -ff.,  314,)  this  Court  has  frequently  exercised 
the  power  of  permitting  plaintiffs,  in  suits  to  recover  duties 
illegally  exacted  by  collectors  of  customs,  to  amend  the  bill 
of  particulars  as  to  essential  contents,  notwithstanding  the 
mandatory  language  of  section  3,012  of  the  Revised  Statutes, 
which  enacts  that  the  suit  shall  not  be  maintained  unless 
the  bill  of  particulars  containing  the  matters  specified  be 
served  within  thirty  days  after  due  notice  of  the  appearance 
of  the  defendant.  In  that  case,  Judge  Blatchford  con- 
strued the  statute  as  directory  merely,  and  allowed  the  dates 
of  the  invoices  which  had  been  omitted  to  be  supplied  by 
amendment. 

In  subsequent  cases,  when  a  similar  application  has  been 
made,  the  amendment  sought  has  always  been  as  to  some 
formal  matter,  not  involving  any  substantial  rights  of  the 
defendant,  which  had  been  omitted  or  misstated  by  inad- 
vertence ;  and  the  United  States  attorney,  probably  feeling 
that  it  was  hardly  consistent  with  the  dignity  of  the  Govern- 
ment to  seek  to  defeat  a  just  claim  by  insisting  upon  a  trivial 
slip  in  practice,  has  not  opposed  the  application  further  than 
by  refusing  to  consent  to  its  allowance. 

The  present  motion,  however,  stands  upon  a  different 
footing,  and  the  effort  is  now  made  by  the  plaintiff,  by  an 
amendment  of  the  bill  of  particulars,  to  transfer  a  cause  of 
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action  pending  in  another  suit  brought  by  the  plaintiff  against 
the  defendant,  (No.  10,072,)  to  recover  duties,  from  that  suit 
to  this,  {So.  9,187.)  No.  10,072  was  not  brought  within 
ninety  days  after  the  decision  of  the  Secretary  of  the  Treasury 
upon  the  appeal  relative  to  the  duties  in  question,  and,  conse- 
quently, will  be  defeated  by  the  short  bar  of  section  2,931  of 
the  Revised  Statutes.  This  suit,  brought  to  recover  other 
items  of  duties,  was  brought  within  ninety  days,  and  after  the 
cause  of  action  in  No.  10,072  accrued ;  and,  under  the  form 
of  the  complaint,  if  the  plaintiff  can  amend  his  bill  of  partic- 
ulars, he  can  try  his  right  to  recover  for  the  duties  which 
cannot  be  recovered  in  the  other  suit.  In  effect,  the  Court 
is  asked,  where  a  plaintiff  has  brought  two  suits  for  causes  of 
action  that  might  have  beeu  united  in  the  first  of  them,  and 
is  met  by  a  defence  in  the  second  which  is  fatal,  to  allow 
him  to  amend  his  pleadings  in  the  first,  and  introduce,  as  a 
new  cause  of  action,  the  one  which  he  cannot  sustain  in  the 
second  suit. 

Although  section  954  of  the  Revised  Statutes  confers 
power  upon  the  Courts  of  the  United  States  to  exercise  the 
widest  discretion  in  permitting  amendments  of  pleadings,  it 
would  be  an  abuse  of  this  discretion  to  permit  a  plaintiff  to 
revive  a  cause  of  action  that  is  dead.  In  The  Schooner  Har- 
mony, (1  Gall.y  123,)  Judge  Story  said :  "  That  the  statute  of 
limitations  would  run  against  a  cause  of  action  then  before 
the  Court,  has  been  held  a  good  reason  for  allowing  an 
amendment  as  to  such  cause  of  action.  But  in  such  cases  the 
Court  will  not  admit  an  amendment,  if  it  be  to  introduce  a 
new  substantive  cause  of  action,  or  new  charge  against  the 
defendant."  He  refused  to  allow  the  amendment  because  it 
sought  to  introduce  a  new  substantive  cause  of  action  which 
would  be  gone  on  an  original  information. 

To  permit  the  amendment  now  asked  for  would  be  a  pal- 
pable violation  of  section  2,931,  which,  in  declaring  that  the 
decision  of  the  Secretary  shall  be  final  and  conclusive  unless 
suit  is  brought  within  ninety  days  after  the  decision,  evinces 
in  the  plainest  terms  the  intention  of  Congress  that  this  class 
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of  actions,  which  could  not  be  maintained  at  all  except  for 
the  permission  of  Congress,  shall  be  brought  within  that 
period  or  not  at  all. 

The  motion  is  denied. 

Dudley  F.  Plidps,  for  the  plaintiff. 

Henry  C.  Piatt,  (Assistant  District  Attorney,)  for  the 
defendant. 


The  Old  Dominion  Steamship  Company 

vs. 
John  J.  MoKenna  and  othebs. 

The  defendants,  not  in  the  employ  of  the  plaintiff,  a  corporation  and  a  oommon 
carrier,  procured  its  workmen  to  quit  work  in  a  body,  with  the  design  to  in- 
jure it;  and  afterwards,  for  the  purpose  of  compelling  it  to  pay  such  wages 
as  they  might  demand,  declared  a  boycott  of  its  business,  and  attempted  to 
prevent  persons  from  dealing  with  it:  Held,  that  such  acts  were  illegal  and 
actionable  and  the  defendants  were  liable  to  arrest. 

(Before  Brow*,  J.,  Southern  District  of  New  York,  February  25th,  1887.) 

Bbown,  J.  This  action  was  bronght  to  recover  $20,000 
damages  alleged  to  have  been  sustained  by  the  plaintiff,  a 
corporation,  through  the  unlawful  action  of  the  defendants 
in  the  recent  strike  of  the  longshoremen,  and  in  their  at- 
tempt to  boycott  the  plaintiff  in  its  business  as  a  common 
carrier.  The  defendants  are  alleged  to  constitute,  or  to  style 
themselves,  an  "  Executive  Board  of  the  Ocean  Association 
of  the  Longshoremen's  Union."  At  the  time  of  the  com- 
mencement of  the  action  they  were  arrested  and  held  to  bail, 
under  orders  of  arrest  issued  in  conformity  with  the  State 
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practice.  The  defendants  now  move,  upon  the  plaintiff's 
papers  only,  to  vacate  the  order  of  arrest,  on  the  gronnd  that 
the  material  facts  charged  are  alleged  on  information  and 
belief  only,  without  a  sufficient  statement  of  the  sources  of 
information ;  that  the  facts  stated  do  not  make  out  a  prima 
fade  case ;  that  it  appears  that  the  defendants  were  acting 
within  their  legal  rights;  that  the  plaintiff's  loss,  if  any,  is 
damnum  absque  injuria;  and  that,  at  best,  the  plaintiff's 
case  is  sa  doubtful,  that  the  order  of  arrest  should  not  be 
sustained. 

I  have  carefully  considered  the  elaborate  arguments  of 
counsel  and  examined  the  numerous  authorities  referred  to. 
For  lack  of  time,  I  can  only  state  my  conclusions : 

1.  All  the  material  averments  are  either  stated  positively, 
or  the  source  of  information  is  sufficiently  indicated. 

2.  The  facts  stated  in  the  complaint  and  affidavit  consti- 
tute a  legal  cause  of  action  against  all  the  defendants,  for  the 
actual  damages  suffered,  for  the  following  reasons : 

(a)  The  plaintiff  was  engaged  in  the  legal  calling  of  a 
common  carrier,  owning  vessels,  lighters  and  other  craft  used 
in  its  business,  in  the  employment  of  which  numerous  work- 
men  were  necessary,  who,  as  the  complaint  avers,  were  em- 
ployed "  upon  terms  as  to  wages  which  were  just  and  satis- 
factory." 

(ft)  The  defendants,  not  being  in  the  plaintiff 's  employ,  and 
without  any  legal  justification,  so  far  as  appears — a  mere  dis- 
pute about  wages,  the  merits  of  which  are  not  stated,  not  be- 
ing any  legal  justification — procured  the  plaintiff's  workmen 
in  this  city  and  in  Southern  ports  to  quit  work  in  a  body,  for 
the  purpose  of  inflicting  injury  and  damage  upon  the  plaint- 
iff until  it  should  accede  to  the  defendants'  demands,  and 
pay  Southern  negroes  the  same  wages  as  New  York  long- 
shoremen, which  the  plaintiff  was  under  no  obligation  to 
grant;  and,  such  procurement  of  workmen  to  quit  work, 
being  designed  to  inflict  injury  on  the  plaintiff,  and  not 
being  justified,  constituted  in  law  a  malicious  and  illegal 
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interference  with  the  plaintiff's  business,  which  is  action- 
able. 

(<?)  After  the  plaintiff's  workmen,  through  the  defend- 
ants' procurement,  had  quit  work,  the  defendants,  for  the 
farther  unlawful  purpose  of  compelling  the  plaintiff  to  pay 
such  a  rate  of  wages  as  they  might  demand,  declared  a  boy- 
cott of  the  plaintiff's  business,  and  attempted  to  prevent  the 
plaintiff  from  carrying  on  any  business  as  common  carrier,  or 
from  using  or  employing  its  vessels,  lighters,  etc.,  in  that 
business,  and  endeavored  to  stop  all  dealings  of  other  persons  ~ 
with  the  plaintiff,  by  sending  threatening  notices  or  messages 
to  its  various  customers  and  patrons,  and  to  the  agents  of 
various  steamship  lines,  and  to  wharfingers  and  warehouse- 
men usually  dealing  with  the  plaintiff,  designed  to  intimi- 
date them  from  having  any  dealings  with  it,  through  threats 
of  loss  and  expense  in  case  they  dealt  with  the  plaintiff  by 
receiving,  storing,  or  transmitting  its  goods,  or  otherwise; 
and  various  persons  were  deterred  from  dealing  with  the 
plaintiff  in  consequence  of  such  intimidations,  and  refused  to 
perform  existing  contracts,  and  withheld  their  former  cus- 
tomary business,  greatly  to  the  plaintiff's  damage. 

(d)  The  acts  last  mentioned  were  not  only  illegal,  render- 
ing the  defendants  liable  in  damages,  but  also  misdemeanors 
at  common  law,  as  well  as  by  section  168  of  the  Penal  Code 
of  this  State. 

(e)  Associations  have  no  more  right  to  inflict  injury  upon 
others  than  individuals  have.  All  combinations  and  associa- 
tions designed  to  coerce  workmen  to  become  members,  or  to 
interfere  with,  obstruct,  vex,  or  annoy  them  in  working,  or 
in  obtaining  work,  because  tjiey  are  not  members,  or  in  order 
to  induce  them  to  become  members ;  or  designed  to  prevent 
employers  from  making  a  just  discrimination  in  the  rate  of 
wages  paid  to  the  skilful  and  to  the  unskilful ;  to  the  diligent 
and  'to  the  lazy;  to  the  efficient  and  to  the  inefficient;  and 
all  associations  designed  to  interfere  with  the  perfect  free- 
dom of  employers  in  the  proper  management  and  control  of 
their  lawful  business,  or  to  dictate  in  any  particular  the 
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terms  upon  which  their  business  shall  be  conducted,  by 
means  of  threats  of  injury  or  loss,  by  interference  with  their 
property  or  traffic,  or  with  their  lawful  employment  of  other 
persons ;  or  designed  to  abridge  any  of  these  rights — are  pro 
tanto  illegal  combinations  or  associations;  and  all  acts  done 
in  furtherance  of  such  intentions,  by  such  means,  and  accom- 
panied by  damage,  are  actionable.  (See  Cfreenhood  on  Public 
Policy ',  648,  653 ;  People  v.  Fishery  14  Wend.,  1 ;  Tarlton  v. 
McGawley,  Peake,  *205 ;  Rafael  v.  Verelst,  2  W.  Blackstone, 
1055 ;  Zumley  v.  Gye,  2  El.  &  B.,  216 ;  Bowen  v.  EaU,  6 
Q.  B.  Div.,  333,  337;  Gregory  v.  Duke  of  Brunswick,  6  M. 
<fe  G.,  205 ;  Gunter  v.  Astor,  4  J.  B.  Moore,  12 ;  Reg.  v.  Row- 
lands,  17  Ad.  <&  El.,  N.  S,  671,  685 ;  Mogul  Steamship  Co. 
v.  McGregor,  15  Q.  B.  Dw.,  476 ;  Walker  v.  Cronm,  107 
Mass.,  555;  Carew  v.  Rutherford,  106  Mass.,  1;  State  v. 
Donaldson,  3  Vroom,  (32  N.  J.  Law,)  151 ;  Master  Stevedores 
Association  v.  Walsh,  2  Daly,  1, 13 ;  Johnston  Co.  v.  Mem- 
hwrdt,  60  Zfow.  Pr.,  168 ;  Slaughter  Bouse  Cases,  16  Wall., 
36, 116.) 

3.  There  is  no  such  doubt  concerning  the  plaintiff's  legal 
rights  as  should  debar  it  from  the  usual  remedy. 

The  motion  to  discharge  from  arrest  is,  therefore,  denied. 

Clarence  A.  Seward,  for  the  plaintiff. 

Louis  F.  Post  and  Samud  Ashton,  for  the  defendants. 


Levi  J.  Gunn,  Trustee,  ahd  othees 

vs. 
Julius  B.  Savage  and  othees.    In  Equity. 

Where  the  descriptive  port  of  the  specification  of  a  patent  is  not  only  silent  in 
regard  to  a  feature  of  an  invention  claimed,  but  places  the  novelty  npon  a 
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different  and  described  feature,  each  omission  cannot  be  aided  by  the  draw- 
ings. 

(Before  8hdmav,  J„  Connecticut,  March  3d,  1887.) 

Shipman,  J.  This  is  a  bill  in  equity  which  is  founded 
upon  the  alleged  infringement  of  letters  patent,  No.  314,189 
and  No.  314,192,  each  dated  March  17th,  1885,  and  each  issued 
to  William  Pearce,  the  first  mentioned  patent  being  for  im- 
provements in  dies  for  forging  ox  shoes,  and  the  second  being 
for  an  improved  method  of  forging  ox  shoes.  The  second 
patent  is  for  the  method  of  making  shoes  by  the  use  of  the 
dies  of  the  first  patent.  As  the  decision  of  this  case  depends, 
in  my  opinion,  upon  the  construction  to  be  placed  upon  No. 
314,189,  it  is  important  to  give  in  full  the  substantial  part  of 
the  specification,  which  is  as  follows :  "  The  design  of  my 
invention  is  to  enable  ox  shoes  to  be  more  easily,  quickly  and 
cheaply  produced  by  means  of  dies ;  to  which  end  said  inven- 
tion consists,  principally,  in  the  construction  of  the  dies, 
whereby  a  number  of  shoes  may  be  forged  at  one  heat  from 
a  bar,  substantially  as  and  for  the  purpose  hereinafter  shown. 
It  consists,  further,  in  the  series  of  dies  used  for  forging  a 
shoe,  substantially  as  and  for  the  purpose  hereinafter  set 
forth.  It  consists,  finally,  in  combining  with  the  forging- 
dies,  constructed  substantially  as  shown,  a  trimming  die 
adapted  to  receive  the  sprue-connected  blanks  and  to  trim 
from  each  the  surplus  metal,  substantially  as  and  for  the  pur- 
pose hereinafter  specified.  In  the  carrying  into  effect  of  my 
invention,  I  make  use  of  two  forging-dies,  A  and  B,  which, 
for  convenience,  are  formed  within  one  block  of  metal  and 
are  arranged  side  by  side,  but  may,  if  desired,  be  formed 
separately.  The  firet  of  said  dies,  A,  has  the  general  size  and 
shape  of  the  desired  shoe  C,  but  is  without  means  for  forming 
the  nail  groove,  while  said  second  die,  B,  has  the  exact  size 
and  shape  desired,  and  is  provided  with  a  ^-shaped  rib,  b, 
which  operates  to  produce  the  said  nail  groove  c  in  said  shoe. 
In  practice,  a  straight  bar  of  iron  is  heated  and  placed  over 
the  die  A  in  substantially  a  line  with  the  transverse  centres 
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of  the  calk-recesses  a  and  a',  in  which  position  said  bar  is 
subjected  to  the  action  of  a  plain  faced  tipper  die  and  caused 
to  fill  the  cavities  of  said  die  A.  The  partially-forged  shoe  C 
is  now  placed  over  the  second  die,  B,  and  by  means  of  said 
upper  die  is  forced  into  the  same  and  receives  the  exact  shape 
required,  including  the  nail  groove  c.  In  order  that  shoes 
may  be  forged  directly  from  a  bar,  at  each  end  of  each  die  A 
and  B  is  formed  an  outward  and  downward  inclined  face,  a* 
and  ft*,  respectively,  which  operates  to  produce  a  A-shaped 
transverse  notch,  </,  at  each  end  of  the  shoe  0  and  nearly 
severs  the  metal  at  such  point.  After  the  first  shoe  G  has 
been  partially  completed  by  action  of  the  die  A,  the  heated 
bar  is  moved  forward  until  the  notch  c'  at  its  rear  end  fits 
over  the  correspondingly-shaped  part  that  is  formed  by  the 
calk-recess  a9  and  the  adjacent  inclined  face  a',  and  thus 
operate  as  a  gage  and  enables  the  longitudinal  position  of  the 
bar  to  be  easily  and  accurately  determined.  After  shoe  C 
has  passed  through  the  finishing  die  B,  it  is  placed  over  a 
female  trimming  die,  D,  within  which  is  an  opening,  d,  that 
corresponds  to  the  outline  of  the  completed  shoe,  and  is  then 
operated  upon  by  an  upper  male  die,  E,  which  forces  said 
shoe  through  said  opening  and  removes  all  surplus  metal 
from  its  edges.  In  order  that  said  shoe  when  connected  with 
the  bar  may  more  readily  find  a  bearing  upon  said  lower 
trimming  die,  the  ends  of  the  latter  are  provided  with  in- 
clined feces  d',  which  corresponds  to  the  faces  a9  and  V  of  the 
dies  A  and  B." 

The  claims  are  as  follows :  "  1.  The  forging  dies  described, 
each  of  which  beyond  the  end  of  its  intaglio  has  the  metal 
cut  away,  to  form  a  downward  and  outward  inclining  face,  a 
or  a',  substantially  as  and  for  the  purpose  specified.  2.  The 
dies  A  and  B,  constructed  as  described,  and  adapted  for  forg- 
ing an  ox  shoe  from  a  straight  bar  of  metal,  substantially  as 
set  forth.  3.  The  series  of  dies  A,  B,  D  and  E,  constructed 
as  described,  and  adapted  for  forging  and  trimming  an  ox 
shoe,  substantially  as  shown." 

The  invention  which  was  in  fact  made  by  the  patentee 
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consisted  of  two  parts :  1.  The  outward  and  downward  in- 
clined face  at  each  end  of  each  die  A  and  B,  and  which  is 
particularly  described  in  the  first  claim.  The  defendants  do 
not  infringe  this  claim.  2.  Prior  to  this  invention  of  Pearce, 
the  blank  was  subjected  to  one  or  more  forging  or  bending 
operations,  before  it  was  placed  in  the  die  which  gave  it  sub- 
stantially the  form  of  an  ox  shoe.  By  his  invention,  a 
straight  bar  of  heated  iron,  having  been  placed  in  die  A, 
was  subjected  to  the  action  of  a  plain  faced  upper  die  and 
was  thereby  brought  into  "a  close  approximation  of  the 
shape  desired  for  making  an  ox  shoe."  This  blank  was  then 
placed  in  the  second  die  B,  which  contained  a  rib  or  means 
for  forming  the  nail  groove,  and  was  thereby  finished,  ready 
for 'the  trimming  dies  D  and  E.  The  dies  B,  D  and  E  were 
each  old.  A.  is  a  new  die,  whose  characteristic,  in  the  lan- 
guage of  the  plaintiffs'  expert,  is,  "  that  there  are  no  abrupt 
turns  and  the  contours  are  joined  to  the  bottom  of  the  sink- 
age  by  incline  warped  surfaces,  so  that  the  plastic  metal  is 
easily  forced  into  all  parts  of  the  die,  thus  giving,  at  a  single 
operation,  a  form  so  nearly  perfect,  that  it  can  be  finished  by 
placing  it  in  a  finishing  die."  "  It  is  n't  the  shape  of  the  die 
that  gives  it  its  peculiarity.  The  peculiarity  of  the  die  con- 
sists in  forming  a  sinkage  of  easy  flowing  surface,  especially 
adapted  to  receive  and  shape  soft  metal." 

A  vigorous  attempt  was  made  to  show  that  a  ribless  die 
and  the  finishing  die  for  forming  the  nail  groove,  which  is 
always  a  ribbed  die,  had  been  consecutively  used  by  John 
Deeble,  one  of  the  defendants,  who  offered  much  evidence  to 
show  that,  prior  to  the  Pearce  invention  in  suit,  he  had  made 
one  size  of  ox  shoes,  by  using,  after  the  blank  had  been  par- 
tially formed  and  bent  by  the  use  of  other  dies,  a  ribless  die, 
instead  of  subjecting  the  blank  directly  to  the  ribbed  or  fin- 
ishing die.  This  ribless  die  is  said  to  have  been  used  before 
the  blank  was  completed  by  the  ribbed  die,  because  the  rib 
frequently  broke  unless  the  blank  had  been  previously  pre- 
pared by  the  ribless  die.  This  may  have  been  true,  but,  if  it 
was,  it  is  immaterial,  for  the  Deeble  ribless  die  was  a  differ- 
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ent  article  from  the  Pearce  die  A,  and  the  Deeble  method  of 
forging  shoes  was  different  from  that  of  Pearce.  By  the 
Deeble  process,  the  heated  blank  was  struck  edgewise  in  a 
die,  to  give  the  requisite  curve ;  it  was  then  struck  in  another* 
impression,  whereby  each  end  of  the  blank  was  bent  to  form 
rudimentary  calks,  and  was  then  placed  in  the  finishing  die* 
If  the  Deeble  ribless  die  existed,  it,  like  the  Miller  ribless 
die,  which  also  preceded  Pearce,  did  not  contain  the  incline 
warped  surface  upon  the  inside  of  the  intaglio.  By  the 
Pearce  die  A,  a  straight  bar  of  heated  iron  was  brought, 
without  any  previous  manipulation  or  bending,  into  the 
general  shape  of  an  ox  shoe,  in  readiness  for  the  finishing 
die.  The  state  of  the  art  shows  no  anticipation  of  such  an 
effect  upon  a  straight  bar  of  iron  by  a  single  die.  The  in- 
vention consisted  in  two  dies  A  and  B,  the  first  new  and  the 
second  old,  by  whose  co-operative  action,  and  without  previ- 
ous forging,  a  straight  bar  of  iron  can  be  forged  into  a  fin- 
ished ox  shoe,  in  readiness  for  the  usual  trimming  dies.  The 
novel  feature  was  such  a  construction  of  die  A  that  it  forged 
a  straight  bar  into  such  a  shape  that  it  was  in  complete 
readiness  for  the  finishing  die.  The  invention  greatly  re- 
duced the  cost  of  making  forged  ox  shoes,  was  not  only  novel 
and  useful,  but  was  the  product  of  an  inventive  mind.  The 
history  of  the  gradual  progress  of  the  art  is  very  instructive 
upon  this  point. 

The  important  question  in  the  case  is,  whether  the  patent 
described  the  second  part  of  the  actual  invention,  or  omitted 
it  so  entirely  that  the  second  claim  can  only  be  construed  to 
mean  the  dies  A  and  B,  as  described,  which  description  was 
confined  to  the  double  inclined  face  of  the  first  claim.  The 
only  peculiarity  of  construction  which  the  descriptive  part  of 
the  specification  mentions  is  the  one  which  the  patentee  says 
enables  shoes  to  be  forged  directly  from  a  bar,  and  consists  in 
placing  at  each  end  of  each  die  A  and  B  an  inclined  face, 
which  produced  a  ^-shaped  transverse  notch  at  each  end  of 
the  shoe,  and  nearly  severed  the  metal  at  such  point.  This 
peculiarity  is  clearly  pointed  out.     The  only  other  thing 
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which  is  said  about  the  construction  of  dies  A  and  B  is,  that 
A  has  the  general  size  and  shape  of  the  desired  shoe,  whereas 
the  second  die  has  the  exact  size  and  shape  desired,  and  has 
the  well  known  rib  for  forming  the  nail  groove*  Not  a  word 
and  not  an  intimation  is  given  that  die  A  contained  any 
peculiarity,  or  any  advantage,  by  reasoh  of  the  incline  warped 
surfaces,  or  that  the  drawing  showed  a  new  feature  of  this 
kind,  or  that  there  was  any  construction  which  enabled  shoes 
to  be  forged  directly  from  a  bar,  except  that  of  the  two  in- 
clined ends ;  and  the  only  knowledge  in  regard  to  the  novelty 
of  construction  of  either  of  the  dies  which  can  be  gained 
from  the  descriptive  part  of  the  specification  is  with  refer- 
ence to  the  peculiarity  pointed  out  in  the  first  claim. 

It  is  contended  that  the  drawings  indicate  or  show  clearly 
to  a  skilled  mechanic  the  new  feature  of  the  incline  warped 
planes  upon  the  inside  of  the  intaglio,  and  that,  therefore, 
the  drawings  supplement  any  lack  of  clearness  in  the  written 
part  of  the  specification,  and  furnish  the  requisite  description 
of  the  invention.  The  fact  that  the  drawings  show  the  in- 
vention  is  denied,  but  I  am  inclined  to  think  that  they  do, 
partlyfrom  an  inspection  of  the  copies  which  are  attached  to 
the  ordinary  printed  copies  of  the  patent,  and  partly  from 
the  testimony  of  the  patentee  as  to  the  care  and  exactness 
which  were  used  by  the  draughtsman,  and  shall,  therefore, 
assume  that  the  plaintiffs  are  correct  in  their  position  in  this 
regard. 

The  second  claim  employs  general  language,,  but,  if  the 
second  feature  of  the  invention  is  properly  designated  and 
described  in  the  specification,  the  language  aptly  includes 
that  feature.  This  question  is  then  presented  :  One  part  of 
an  invention  is  properly  described,  and  the  second  part  is  not 
alluded  to  in  the  written  descriptive  part  of  the  specification, 
but  is  shown  in  the  drawings.  The  second  claim  is  broad 
enough  to  include  the  second  portion  of  the  invention,  if  it 
had  been  properly  described  in  the  specification.  Can  the 
drawings  supply  the  entire  absence  of  written  description  and 
enable  the  second  claim  to  be  so  construed  as  to  include  the 
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omitted  portion  of  the  invention  ?  The  statute  seems  to  be 
clear  upon  this  point.  Section  4,888  provides,  that  the  in- 
ventor shall  file  in  the  Patent  Office  a  written  description  of 
his  invention,  "  and  of  the  manner  and  process  of  making, 
constructing,  compounding  and  using  it,  in  such  full,  clear, 
concise  and  exact  terms  as  to  enable  any  person  skilled  in  the 
art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound  and  nse  the 
same."  Section  4,889  provides,  that,  when  the  nature  of  the 
case  admits  of  drawings,  the  applicant  shall  furnish  one  copy, 
which  shall  be  filed  in  the  Patent  Office,  "  and  a  copy  of  the 
drawing,  to  be  furnished  by  the  Patent  Office,  shall  be  at- 
tached to  the  patent,  as  a  part  of  the  specification."  There 
must  be  a  written  description  of  the  invention.  A  descrip- 
tion which  is  said  to  be  vague  and  uncertain  may  be  made 
clear  by  the  drawings  which  are  a  part  of  the  specification. 
An  imperfect  written  description  will  be  aided  by  correct 
drawings;  but,  when  the  written  description  is  not  only  silent 
in  regard  to  a  feature  of  the  invention,  but  places  the  novelty 
upon  a  different  and  described  feature,  the  drawings  will  not 
help  an  entire  omission,  because  the  necessity  of  a  written 
description  is  made  absolute  by  the  statute.  Doubtful  or 
ambiguous  specifications  can  be  aided  and  made  plain  by 
drawings,  but  they  cannot  supply  an  entire  absence  of  de- 
scription in  the  specification.  (Tinker  v.  Wilier  Mfg.  Co., 
1  Fed.  Hep.,  138 ;  Frazer  v.  Gates  <&  Seoville  Iron  Works, 
22  Fed.  Hep.,  439,  442.)  Again,  the  drawings  will  not  aid 
the  non-description,  because,  although  they  may  show  to  an 
expert  the  new  feature,  they  do  not  show  that  the  patentee 
claimed  to  be  the  inventor  of  that  part  of  the  die,  when,  in 
his  specification,  he  had  distinctly  placed  his  invention  upon 
another  part.     (Ives  v.  Sargent,  119  TJ.  S.,  652.) 

It  follows,  that  the  construction  of  the  second  and  third 
claims  must  be,  that  dies  A  and  B  are  the  dies  of  the  first 
claim  and  that  the  defendants  do  not  infringe.  This  con- 
clusion makes  it  unnecessary  to  consider  the  validity  of  the 
third  claim. 
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No.  314,192,  being  for  the  method  of  making  ox  shoes  by 
the  dies  of  the  first  patent,  is,  also,  not  infringed. 
The  bill  is  dismissed. 

Bowdoin   S.  Parker  and    Charles  JEl  Perkins,  for  the 
plaintiffs. 

Marcus  H.  Hclcorrib  and    Charles  E.  Mitchell^  for  the 
defendants. 


In  re  Robert  Bruoe  McPhun. 

In  an  extradition  proceeding  under  article  10  of  the  Treaty  with  Great  Britain 
of  August  9th,  1842,  (8  U.  8.  Stat  at  Large,  676,)  for  the  delivery  of  a  person 
charged  with  forgery  committed  in  India,  copies  of  depositions  taken  before 
a  magistrate  in  India  were  presented,  bat  no  original  depositions.  The  cer- 
tificate of  the  consul  did  not  certify  that  they  were  "  authenticated  so  as  to 
entitle  them  to  be  received  for  similar  purposes  by  the  tribunals  of  the 
foreign  country ,"  as  required  by  g  5  of  the  Act  of  August  3d,  1882,  (22  U.  A 
Stat  at  Large,  216,)  nor  was  there  any  oral  or  other  proof  to  that  effect 
The  accused,  haying  been  held  by  the  Commissioner,  was  discharged  by  the 
Court. 

(Before  Baowir,  J.,  Southern  District  of  New  York,  March  9th,  1887.) 

Bbowh,  J.  Upon  the  complaint  of  the  Consul-General  of 
Great  Britain  at  this  port,  the  relator  was  arrested  apon  a 
charge  of  forgery,  alleged  to  have  been  committed  at  Calcutta, 
in  April,  1883,  and  brought  before  Commissioner  Osborn,  in 
proceedings  for  extradition,  under  article  10  of  the  Treaty  of 
August  9th,  1842.  Having  been  held  by  the  Commissioner, 
the  relator  has  been  brought  before  the  Court  on  habeas 
corpus,  together  with  the  proceedings,  under  a  writ  of  cer- 
tiorari. 

Article  10  of  the  treaty  with  Great  Britain,  (8  U.  8.  Stat. 
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at  Large,  576,)  provides,  that  the  persons  charged  are  to  be 
delivered  up  "  provided  that  this  shall  only  be  done  upon 
8och  evidence  of  criminality  as,  according  to  the  laws  of  the 
place  where  the  fugitive  or  person  so  charged  shall  be  found, 
would  justify  his  apprehension  and  commitment  for  trial,  if 
the  crime  or  offence  had  there  been  committed  ; "  that  the 
magistrate  shall  have  power  to  issue  a  warrant  that  the  per- 
son charged  may  be  brought  before  such  magistrate,  "  to  the 
end  that  the  evidence  of  criminality  may  be  heard  and  con- 
sidered ;  and  if,  on  such  hearing,  the  evidence  be  deemed 
sufficient  to  sustain  the  charge,"  that  fact  is  to  be  certified 
and  the  person  delivered  up. 

Section  5,270  of  the  Revised  Statutes  provides,  that  such 
proceedings  may  be  had  before  Commissioners,  and  uses 
nearly  the  language  of  the  treaty.  The  hearing  before  the 
Commissioner  involves  essentially  two  things — the  identity 
of  the  prisoner,  and  the  sufficiency  of  the  evidence  of  crim- 
inality. 

The  identity  of  the  prisoner  is,  in  this  case,  established  by 
the  testimony  of  the  officer  who  came  from  Calcutta  with 
the  warrant,  and  with  the  other  papers  designed  to  sustain 
the  charge.  These  papers  embrace  the  original  warrant,  dated 
August  11th,  1886,  signed  by  the  Chief  Presidency  Magistrate 
of  Calcutta,  and  bearing  the  seal  of  that  Court.  The  only 
evidence  of  criminality,  however,  is  found  in  the  copies  of 
numerous  depositions,  which  were  taken  before  the  Presidency 
Magistrate  at  Calcutta,  in  September,  1884,  and  in  August, 
1886.  No  originals  are  produced.  The  only  question  neces- 
sary for  me  to  consider  is  the  competency  of  these  copies  as 
evidence  of  criminality. 

By  the  very  terms  of  the  treaty  just  quoted,  the  evidence 
of  criminality  must  be  such  as,  according  to  the  law  of  the 
place  where  the  fugitive  is  found,  would  justify  his  appre- 
hension and  commitment.  The  competency  of  the  evidence 
must,  therefore,  be  judged  wholly  according  to  our  own  law 
(1  Cheerti.  JSv.,  §  522) ;  and  this  must  be  either  according 
to  such  rules  of  evidence  as  Congress  may  have  prescribed, 
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or,  in  the  absence  of  such  provisions,  and  in  so  far  as  they 
may  be  inapplicable,  according  to  the  rules  of  the  common 
law. 

It  is  not  contended  that,  by  the  common  law  rules  of  evi- 
dence, mere  copies  of  ex  parte  depositions,  taken  before  a 
foreign  criminal  magistrate,  though  attested  by  the  clerk  of 
his  Court,  would  here  be  competent  evidence  of  criminality. 
Betts,  J.,  in  the  Case  of  Kavne,  (10  N.  Y.  Legal  Obs.,  257, 
268,)  says  expressly,  that  such  copies,  though  they  were  there 
attested  by  the  clerk,  and  by  the  oath  of  the  witness  produc- 
ing them,  were  not  competent  proof  at  common  law,  though 
he  held  them  sufficient  under  the  Act  of  1848.  See,  also. 
In  re  Koine,  (14  How.,  103, 115, 116, 144, 146,  and  3  Blotch/. 
0.  C.  B.,  1.)  Where  the  ultimate  fact  to  be  proved  is  merely 
the  existence  of  a  foreign  record,  such,  for  instance,  as  the 
fact  of  a  foreign  judgment  in  a  suit  brought  upon  that  judg- 
ment, a  properly  attested  or  authenticated  copy  is  admissible. 
(1  Greenl.  jSv.,  §§  514,  527,  538,  552.)  Here  the  ultimate  fact 
is  the  criminality  of  the  accused.  The  original  depositions  are 
only  evidence  tending  to  show  criminality,  and  the  attested 
copies  presented  are  only  evidence  of  evidence. 

The  statutes  of  a  foreign  country  relating  to  the  sufficiency 
of  evidence  in  extradition  proceedings,  within  its  own  domin- 
ions, such  as  the  statute  of  33  &  34  Victoria,  ch.  52,  §§  14, 
15,  (Z.  B.,  5  Stat,  292,)  have  no  relevancy,  except  in  so  far 
as  the  laws  of  our  own  country  may  make  them  relevant ; 
because,  by  the  treaty  itself,  the  primary  question  is  not 
what  is  competent  evidence  abroad,  but  what  is  competent 
evidence  here.  (In  re  I*bwler,  18  Blatchf.  C.  G.  B.,  430, 
439.)  The  statute  of  33  &  34  Victoria  relates  to  copies  of 
foreign  depositions  only,  not  to  copies  of  depositions  taken 
within  the  British  dominions. 

Various  provisions  have  been  enacted  by  Congress,  from 
time  to  time,  touching  the  papers  and  documents,  or  copies 
thereof,  which  may  be  received  as  evidence  of  criminality. 
As  respects  copies,  it  was  provided  by  the  Act  of  August  12th, 
1848,  (9  U.  S.  Stat,  at  Large,  302,  §  2,)  that  "  copies  of  depo- 
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sitions  upon  which  an  original  warrant  in  any  such  foreign 
country  may  have  been  granted,  certified  under  the  hand  of 
the  person  or  persons  issuing  such  warrant,  and  attested  upon 
the  oath  of  the  party  producing  them  to  be  true  copies  of  the 
original  depositions,  may  be  received  in  evidence  of  the  crim- 
inality of  the  person  so  apprehended."  By  the  Act  of  Jqne 
22d,  1860,  (12  U.  S.  Stat,  at  Large,  84,)  it  was  provided  that 
any  "  depositions,  warrants  or  other  papers,  or  copies  thereof," 
shall  be  admitted  "  for  the  purposes  mentioned  in  the  said 
section  "  \i.  e.,  as  evidence  of  criminality]  "  if  they  shall  be 
properly  and  legally  authenticated,  so  as  to  entitle  them  to  be 
received  for  similar  purposes,"  [i.  e.9  as  evidence  of  criminal- 
ity] "  by  the  tribunals  of  the  foreign  country  from  which  the 
accused  party  shall  have  escaped."  By  the  Act  of  June  19th, 
1876,  (19  XT.  S.  Stat,  at  Large,  59,)  it  was  provided,  1st,  that 
"  any  depositions,  warrants  or  other  papers  "  shall  be  admitted, 
if  "  properly  and  legally  authenticated  so  as  to  entitle  them 
to  be  received  as  evidence  of  the  criminality  of  the  person  so 
apprehended,  by  the  tribunals  of  the  foreign  country  from 
which  "  he  escaped ;  and,  2d,  that  "  copies  of  any  such  depo- 
sitions, warrants,  or  other  papers,  shall,  if  authenticated  accord- 
ing to  the  law  of  such  foreign  country,  be  in  like  manner 
received  as  evidence."  By  section  5  of  the  Act  of  August  3d, 
1882,  (22  U.  S.  Stat,  at  Large,  216,)  the  Act  of  1860  is,  in 
substance,  restored,  and  it  is  enacted,  that  any  "  depositions, 
warrants,  or  other  papers,  or  copies  thereof,"  "  shall  be  re- 
ceived and  admitted  as  evidence  on  such  hearing,  for  all 
the  purposes  of  such  hearing,  if  they  shall  be  properly  and 
legally  authenticated  so  as  to  entitle  them  to  be  received  for 
similar  purposes  by  the  tribunals  of  the  foreign  country  from 
which  the  accused  party  shall  have  escaped  ;  and  the  certifi- 
cate of  the  principal  diplomatic  or  consular  officer  of  the 
United  States  resident  in  such  foreign  country  shall  be  proof 
that  any  deposition,  warrant,  or  other  paper,  or  copies  thereof, 
so  offered,  are  authenticated  in  the  manner  required  by  this 
Act."  There  is  no  other  provision  for  the  admission  of 
Vol.  XXIV.— 17 
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copied.    By  section  6  of  the  Act  last  Darned,  prior  statutes, 
so  far  as  inconsistent  with  that  Act,  were  repealed. 

The  term  "  Aimilar  purposes  "  must  receive  the  same  con- 
struction in  the  last  named  Act  as  in  prior  Acts.  By  its  con- 
text it  naturally  refers  to  the  words  in  the  previous  line,  "  for 
all  the  purposes  of  such  hearing ; "  that  is,  to  the  proof  of 
criminality,  which  is  the  purpose  of  the  hearing.  The  same 
construction  had  been  given  to  similar  words  in  prior  stat- 
utes. (In  re  Farez,  7  Blatchf.  C.  C.  2?.,  345,  353 ;  In  re 
Henrich,  5  Id.,  414,  424.) 

The  Act  of  1876  made  different  provisions  as  respects 
original  depositions,  and  copies  of  such  depositions.  This  dis- 
tinction is  pointed  out  and  commented  upon  by  Mr.  Justice 
Blatchford,  in  the  case  of  George  Fowler,  (18  Blatchf.  C.  C. 
B.j  430, 435.)  Under  that  Act,  in  order  to  make  use  of  copies, 
there  must,  first,  be  original  depositions,  which,  by  the  foreign 
law,  would  be  proof  of  criminality  ;  and  then  the  copies  of- 
fered in  evidence  were  only  required  to  be  "  authenticated 
according  to  the  law  of  such  foreign  country."  The  Act  of 
1882  in  repealing  the  former  statutes  inconsistent  with  it, 
and  in  placing  copies  upon  the  same  footing  as  originals,  has 
required  the  same  conditions  as  respects  copies  that  it  requires 
as  respects  originals;  namely,  that,  whichever  be  offered, 
whether  the  original  or  a  copy,  it  must  be  a  paper  legally 
authenticated  so  as  to  entitle  it  to  be  received  for  similar 
purposes,  (that  is,  as  evidence  of  criminality,)  by  the  tribu- 
nals of  the  foreign  country.  In  this  respect,  the  Act  of 
1882  is  precisely  similar  to  that  of  June  22d,  1860,  above 

referred  to. 

The  case  of  Henrich,  (5  Blatchf.  0.  0.  i?.,  414,)  arose 
under  the  Act  of  i860,  and  was  very  carefully  considered. 
The  opinion,  delivered  by  Shipman,  J.,  was  concurred  in  by 
Mr.  Justice  Nelson  and  by  Blatchford,  J.  It  was  there  said, 
(p.  425 :)  "  Each  piece  of  the  documentary  evidence  offered 
by  the  agents  of  the  foreign  government,  in  support  of  the 
charge  of  criminality,  should  be  accompanied  by  a  certificate 
of  the  principal  diplomatic  or  consular  officer  of  the  United 
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States,  resident  in  the  foreign  country  from  which  the  fugi- 
tive shall  have  escaped,  stating  clearly  that  it  is  properly  and 
legally  authenticated,  so  as  to  entitle  it  to  be  received  in 
evidence  in  support  of  the  same  criminal  charge  by  the  tri- 
bunals of  each  foreign  country." 

Under  none  of  the  previous  statutes  could  the  copies  of 
the  depositions  in  the  present  case  be  admitted ;  for  the  rea- 
son that  these  copies  are  not  "  certified  under  the  hand  of  the 
person  issuing  such  warrant,"  that  is,  under  the  hand  of  the 
Presidency  Magistrate,  even  if  these  provisions  could  be 
deemed  now  in  force.  As  attested  copies  are  not  competent 
merely  upon  the  common  law  rules  of  evidence,  the  case  as 
against  the  accused  must  stand  upon  tne  provisions  of  section 
5  of  the  Act  of  August  3d,  1882.  Under  that  Act,  as  under 
the  Act  of  1860,  the  prosecution  may  rely  upon  the  certificate 
of  the  diplomatic  or  consular  officer,  which,  if  in  conformity 
with  the  statute,  is,  of  itself,  absolute  proof  that  the  papers 
so  certified  are  receivable  in  the  foreign  country  in  proof  of 
criminality.  But,  if  that  certificate  be  not  conformable  to 
the  Act  of  Congress,  resort  may  then  be  had,  under  the  for- 
mer part  of  the  5th  section,  to  any  oral  or  other  proof  that 
may  be  competent  to  show  that  the  copies  presented  are  so 
authenticated  as  to  entitle  them  to  be  received,  as  evidence  of 
criminality,  in  a  proceeding  for  commitment  or  transportation 
for  trial,  in  the  foreign  conntry  from  which  the  accused  party 
shall  have  escaped.  (In  re  Fowler, 18  Elatchf.  G.  G.  -ff.,  430, 
487,  438 ;  In  re  Wadge,  15  Fed.  Rep.,  864,  affirmed  on  ap- 
peal, 21  Blatehf.  G.  G.  R.,  300.)  The  foreign  law  in  the  lat- 
ter case  must  be  proved  as  a  fact.  No  oral  proof  of  this  kind 
has  been  submitted,  nor,  so  far  as  the  general  law  of  Great 
Britain,  or  the  local  British  law  of  India,  has  been  ascertained 
by  reference  to  books,  has  it  been  found  that  mere  copies  of 
original  depositions  taken  before  a  magistrate,  and  attested 
by  the  clerk  of  his  Court,  would  be  anywhere  within  the 
British  dominions  competent  proof  against  the  accused  for 
the  purposes  of  commitment. 

if,  for  instance,  the  prisoner  had  been  found  in  London, 
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and  proceedings  were  had  there,  upon  this  original  warrant 
from  Calcutta,  for  the  purpose  of  his  commitment  and  trans- 
portation to  Calcutta  for  trial,  it  is  provided,  by  the  statute 
of  6  &  7  Victoria,  that,  upon  such  an  arrest  in  London,  and 
on  his  being  brought  before  a  criminal  magistrate  there,  such 
evidence  of  criminality  must  be  there  produced  as  would  justi- 
fy committal  if  the  offence  had  been  there  committed,  provided 
always,  (§  2,)  "that,  in  every  such  case,  copies  of  the  deposi- 
tions upon  which  the  original  warrant  was  granted,  certified 
under  the  hand  of  the  person  or  persons  issuing  such  warrant, 
and  attested  upon  the  oath  of  the  party  producing  them  to  be 
true  copies  of  the  original  depositions,  may  be  received  in 
evidence  of  the  criminality  of  the  person  so  apprehended." 
Our  statute  of  1848,  above  cited,  was  manifestly  framed  upon 
the  statute  of  6  &  7  Victoria.  The  language  is  nearly  iden- 
tical in  each.  From  this  it  is  clear,  that,  unless  there  be  some 
later  statutes  that  I  have  not  found,  the  attested  copies  in  this 
case  could  not  have  been  received  in  evidence  if  this  proceed- 
ing had  been  in  London,  for  example,  nor  could  the  prisoner 
have  been  committed  for  transportation ;  because  the  attested 
copies  are  not  certified  under  the  hand  of  the  Presidency 
Magistrate  who  issued  the  original  warrant. 

The  case  must  stand,  therefore,  upon  the  certificate  of  the 
consul  alone.  That  certificate  is  very  full  in  many  respects.  All 
that  relates  to  the  certified  copies,  however,  is  in  the  following 
words :  "And  I  certify  that  all  and  every,  the  certified  copies 
hereunto  attached,  are  properly  and  legally  authenticated 
and  certified  according  to  the  law  in  force  in  British  India, 
so  as  to  enable  them  to  be  used  in  evidence,  and  as  proof  that 
the  originals  were  duly  received  in  evidence  by  the  said  Gil- 
bert Stuart  Henderson,  Esquire,  and  the  said  Frederick  John 
Marsden,  Esquire,  respectively,  in  proof  of  the  criminality  of 
the  said  Robert  Bruce  McPhun  named  therein,  in  respect  of 
the  said  charges  of  forgery,  uttering  and  cheating." 

Had  the  foregoing  certificate  omitted  all  that  follows  the 
words  u  used  in  evidence,"  and  added  only  "  for  similar  pur- 
poses/' that,  with  the  context,  must  have  been  held  sufficient; 
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as  in  the  case  of  Wadge,  (supra.)  But,  upon  repeated  con- 
sideration, I  find  myself  unable  to  construe  what  follows  the 
words  "  used  in  evidence  "  as  intended  otherwise  than  as  a 
definition  of  the  purposes  for  which  the  copies  might  be  re- 
ceived ;  namely,  as  evidence  that  certain  originals  were  on 
file,  which  originals  had  been  duly  received  in  evidence  by 
the  magistrates  at  Calcutta,  as  proof  of  criminality.  That  is 
manifestly  quite  a  different  thing  from  what  our  statute  re- 
quires. The  certificate  amounts  to  no  more  than  what  would 
be  the  force  of  the  copies  as  evidence  at  common  law,  namely, 
that  such  depositions  existed  at  Calcutta,  which  might  be 
used  as  evidence  as  against  the  parties  who  made  the  deposi- 
tions, perhaps,  though  not  competent  evidence  of  the  crimi- 
nality of  the  accused.    (1  Greenl.  Ev.,  §§  532,  538,  539.) 

The  evident  meaning  of  the  Act  of  1882  is,  that  whatever 
papers  are  so  authenticated  as  to  be  receivable  in  evidence  in 
the  foreign  country,  as  proof  of  the  criminality  of  the  accused, 
may  be  received  in  evidence  here ;  and  that  our  consul's  cer- 
tificate that  they  are  so  authenticated  as  to  be  entitled  to  be 
used  for  that  purpose  there  shall  be  conclusive  proof  on  that 
point. 

Proof  that  there  is  competent  and  legal  evidence  on  file 
elsewhere  is  not  the  same  thing  as  proof  of  criminality 
here.  If  these  copy  depositions,  attested,  as  these  are,  by 
the  clerk,  are  competent  evidence  of  criminality  as  against 
the  accused  in  any  part  of  the  British  dominions,  a  certificate 
to  that  effect,  by  the  general  consular  officer,  is  sufficient. 
The  elaborate  form  of  the  consul's  certificate  in  the  present 
case  rather  supports  the  inference  that  copies  thus  attested 
by  the  clerk  of  the  foreign  Court  could  not  be  used  as,  in 
themselves,  evidence  of  criminality.  Had  the  consul's  cer- 
tificate ended  with  the  words  "  used  in  evidence,"  it  would 
have  been  clearly  insufficient.  What  follows  those  words 
manifestly  does  not  comport  with  the  meaning  of  the  statute, 
but  is  a  very  different  qualification. 

It  cannot  be  justly  claimed  that  there  is  anything  unreason- 
able in  the  Act  of  Congress,  or  in  the  construction  here  given 
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to  the  certificate  of  the  consul,  which  requires,  as  a  condition 
of  the  receipt  of  copies  of  depositions  as  evidence  of  crimi- 
nality here,  that  the  copies  should  be  legally  receivable  in  evi- 
dence, as  proof  of  criminality,  within  the  kingdom  from  which 
the  accused  has  escaped.  If  such  copies  were  receivable  here, 
although  they  were  not  competent  evidence  of  criminality  in 
the  foreign  country,  the  effect  would  be  that  persons  would  be 
committed  and  extradited  to  distant  lands  upon  proof  which 
was  there  incompetent.  Nor  can  there  be  any  practical  diffi- 
culty in  obtaining  the  magistrate's  certificate  to  the  original 
depositions  taken  by  him,  and  then  such  copies  so  attested 
and  certified  could  be  received  here,  on  the  proper  certificate 
of  the  consul,  or  on  proof  of  the  British  law,  as  found  in  the 
6  <fe  7  Victoria,  above  quoted. 

The  Act  of  Congress  of  1876  may  possibly  have  permitted 
for  a  time  the  introduction  of  copies  on  less  proof,  because 
the  authentication  required  as  to  copies  did  not  expressly  re- 
quire that  the  copies  should  be  competent  evidence  abroad, 
but  the  Act  of  1882,  as  stated  above,  has  placed  both  originals 
and  copies  under  the  same  restrictions,  and  has  provided,  in 
effect,  that  they  are  not  to  be  receivable  here  unless  they 
would  be  receivable  in  the  foreign  country  as  proof  of  crimi- 
nality, or  are  certified  to  have  that  effect 

There  has  long  been  a  practice,  where  an  original  warrant, 
upon  competent  original  proof,  has  been  issued  by  the  magis- 
trate where  the  offence  was  committed,  to  transmit  the  war- 
.  rant  to  some  other  district  where  the  accused  may  be  found, 
and  to  procure  his  arrest  there  under  the  original  warrant, 
upon  the  endorsement  and  allowance  thereof  by  the  local 
magistrate,  under  which  the  prisoner  is  thereupon  removed 
to  the  place  of  trial.  In  such  cases,  there  may  or  may  not 
be  further  inquiry  concerning  the  criminality  of  the  accused 
in  the  place  where  he  is  found  and  arrested.  (See  1  Chitty, 
Orim.  Law,  75,  82,  88,  89.)  Various  statutes  of  Geo.  II  and 
Geo.  Ill  expressly  authorized  this  practice.  (See  46  Geo.  Ill, 
eh.  92 ;  48  Geo.  Ill,  ch.  58 ;  2  Bale,  P.  C,  285.)  The  statute 
of  6  &  7  Victoria,  above  quoted,  required  proof  of  criminality, 
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and  admitted  copies  of  depositions,  nnder  conditions  not  in 
this  case  complied  with.  Snch  proceedings  rest  upon  statute 
law.  Whatever  may  be  the  practice  at  present  as  respects 
British  India,  nothing  appears  that  has  relevancy  to  the 
present  case.  The  treaty  itself,  as  I  have  said,  requires 
proof  of  criminality  here.  As  I  am  obliged  to  hold  that 
the  proof  produced  in  this  case  was  not  competent,  either 
according  to  the  law  of  Congress,  or  according  to  the  common 
law,  the  commitment  cannot  be  sustained. 

If  there  were  reasonable  grounds  to  suppose  that  the  im- 
perfection of  the  consul's  certificate  in  this  case  had  arisen 
from  inadvertence,  or  from  a  misunderstanding  of  the  in- 
tention of  the  Act  of  Congress  that  the  copies  must  be 
certified  to  be  competent  evidence  of  criminality,  the  Court 
would  remit  the  proceedings  to  the  Commissioner  for  a  fur- 
ther hearing,  if  it  also  appeared  that,  by  the  general  Eng- 
lish law,  or  by  that  of  British  India,  copies  of  depositions 
attested  in  this  manner  were,  in  fact,  competent  proof  of 
criminality ;  for  other  proof  of  this  fact  might  supply  the 
defects  of  the  consul's  certificate.  But,  though  inquiries 
have  been  made  by  the  Court,  from  the  first,  concerning 
the  British  law  in  this  respect,  nothing  has  been  cited  from 
the  text-books,  statutes,  or  reports,  that  goes  to  show  that 
there  is  any  such  law  or  practice  within  the  British  domin- 
ions as  would  make  these  copies  evidence  of  criminality. 

The  prisoner  must,  therefore,  be  discharged. 

F.  F.  Marhury  and  Charles  JRw,  for  the  British  Gov- 
ernment. 

K  R.  Johns*,  John  R.  Ahney  and  J.  T.  Hoffman,  for 
the  petitioner. 
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Rosooe  Bean 

vs. 

William  P.  Clabk  and  others.    In  Equity. 

Where  issue  ia  taken  on  a  plea  to  a  whole  bill  in  equity,  and  the  proofs  estab- 
lish the  facta  alleged  in  the  plea,  the  defendant  is  entitled  to  judgment,  even 
though,  had  the  plea  been  set  down  for  argument,  the  facta  averred  would 
not  have  authorised  such  judgment. 

Rule  88  in  Equity  held  to  warrant  this  conclusion. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  March  18th,  1887.) 

Wallace,  J.  The  plea  of  the  defendants  goes  to  the 
whole  bill.  The  complainant  has  taken  issue  npon  the  plea 
and  the  case  is  now  here  upon  the  proofs.  The  only  inquiry 
is  whether  the  proofs  establish  the  facts  alleged  in  the  plea. 
If  they  do  the  defendants  are  entitled  to  judgment  upon  the 
plea,  even  though,  had  the  plea  been  set  down  for  argument, 
the  facts  averred  would  not  authorize  a  judgment.  Having 
taken  issue  upon  the  plea,  the  complainant  cannot  now  assert 
that  the  facts  alleged  are  not  a  good  defence  to  the  bill. 
{Story,  JEq.  PL,  sec.  697 ;  Rhode  Island  v.  Massachusetts,  14 
Peters,  210 ;  Myers  v.  Dorr,  13  Blatchf.  C.  C.  P.,  22;  Bo- 
gardus  v.  Trmity  Church,  4  Paige,  178 ;  Birdseye  v.  Heil- 
ner,  26  Fed.  Pep.,  147.) 

Equity  Rule  33,  promulgated  by  the  Supreme  Court  in 
1842,  declares,  that  if,  upon  an  issue,  the  facts  stated  in  the 
plea  be  determined  for  the  defendant,  they  shall  "  avail  him 
as  far  as  in  law  and  equity  they  ought  to  avail  him."  It  may 
be  that  this  rule  was  intended  to  relieve  a  complainant  from 
the  hardship  of  having  his  suit  barred  when  the  facts  stated 
are  determined  in  favor  of  the  defendant,  although  they 
would  not  be  a  defence.  But  the  language  is  consistent  with 
the  meaning,  that,  if  the  plea  extends  to  part  only  of  the 
matters  of  the  bill,  the  suit  is  to  be  barred  so  far  as  the  plea 
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extends ;  and,  if  this  is  the  correct  interpretation,  the  rule 
does  not  change  the  pre-existing  practice.  The  effect  of  Rule 
33  has  not  been  considered  by  the  Supreme  Court  in  any 
reported  case ;  and,  until  th£t  Court  passes  upon  the  ques- 
tion, this  Court  should  adhere  to  the  decisions  in  Myers  v. 
Dorr  and  Birdseye  v.  Heitner. 

Disregarding  those  averments  of  the  plea  which  are  only 
matters  of  legal  conclusion,  the  substantive  facts  alleged  are 
these :  that  a  suit  was  pending,  brought  by  the  defendants 
for  infringement  of  patents  belonging  to  them,  against  par- 
ties who  were  the  agents  of  Mast,  Foos  &  Company,  and  a 
suit  was  also  pending,  brought  against  these  defendants  by 
Mast,  Foos  &  Company  and  the  present  complainant,  for  in- 
fringement of  patents  belonging  to  the  latter ;  and  that,  in 
consideration  of  an  agreement  on  the  part  of  these  defend- 
ants to  dismiss  their  suit,  Mast,  Foos  &  Co.  and  the  com- 
plainant "  agreed  forthwith  to  dismiss  their  aforesaid  bill 
against  the  defendants  and  to  release  and  license  them "  to 
use  their  inventions  for  the  term  of  their  patents.  The  plea 
then  avero,  that,  in  pursuance  of  said  contract,  on  or  about 
the  26th  day  of  August,  1882,  an  agreement  in  writing  was 
entered  into  between  the  said  parties,  duly  signed  and  exe- 
cuted by  the  defendants  and  by  said  Mast,  Foos  &  Company, 
with  the  approval  and  acquiescence  of  the  complainant,  with 
full  authority  from  him  to  make  the  terms  and  conditions 
and  grant  the  rights,  licenses  and  privileges  therein  provided 
for ;  that  the  said  agreement  was  at  the  time  fully  under- 
stood and  intended  by  the  complainant,  and  all  the  parties 
thereto,  to  be  a  final  agreement,  executed,  and  in  force  and 
effect  from  the  date  thereof,  and  not  a  mere  memorandum  of 
an  unexecuted  agreement ;  that  no  alteration  or  modification 
thereof  was  ever  agreed  upon  between  the  parties  thereto ; 
and  that  the  said  contract  is  still  in  full  force,  and  the  de- 
fendants have  complied  with,  and  ever  have  been  and  still 
are  ready  to  comply  with,  all  the  terms  and  obligations 
thereof.  By  the  contract  the  parties  agree  "  that  the  suits 
now  pending  on  both  sides  be  withdrawn,  and  that  each 


266  NORTHERN  DISTRICT  OF  NEW  YORK, 

Beanv.Gkrk. 

party  take  license  from  the  other  at  a  fixed  price  for  shop 
right,  the  consideration  on  both  sides  to  be  equal ; "  that  they 
make  uniform  prices  on  pumps  of  the  same  size,  and  adopt 
the  same  discounts  to  dealers,  aft  the  minimum  prices  below 
which  they  will  not  sell  directly  or  indirectly ;  and,  as  the 
cost  of  manufacture  may  change  from  time  to  time,  and  it 
may  be  deemed  necessary  to  change  the  lists  of  discounts, 
then  that  such  changes  of  lists  of  discounts  shall  be  adopted 
by  mutual  consent ;  that  each  party  is  to  maintain  their  own 
distinctive  features  in  their  pumps  and  not  imitate  the  pumps 
of  the  other ;  and  that  the  licenses  to  each  other  shall  convey 
the  right  to  use  only  such  features  as  are  now  used  by  each. 
The  contract  further  recites  as  follows :  "  It  is  also  agreed 
by  both  parties  to  this  agreement,  that  neither  will  license 
to  others  the  use  of  any  of  those  patents  to  be  used  in  the 
same  territory  in  common  with  the  other,  but  may  license 
to  their  successors  in  business  for  a  portion  or  all  the  ter- 
ritory, but  with  the  same  restrictions.  The  adjustment  of 
this  agreement,  as  to  the  forms  to  be  entered  upon  the  Court 
records,  shall  be  referred  to  the  attorneys  of  both  parties 
conjointly." 

The  issues  of  fact  to  which  the  proofs  are  addressed  are 
first,  whether  the  instrument  of  August  26th,  1882,  was  exe- 
cuted by  Mast,  Foos  &  Company  with  the  sanction  and  ap- 
proval of  the  complainant ;  and,  secondly,  whether  this  in- 
strument was  intended  by  the  parties  to  be  a  final  agreement 
in  force  from  its  date,  or  merely  a  memorandum  for  an 
agreement  thereafter  to  be  entered  into  by  the  parties. 

Although  the  complainant  did  not  sign  the  instrument 
and  was  not  mentioned  in  it  as  a  party,  the  proofs  are  clear 
that  he  participated  in  the  negotiation  which  led  to  its  being 
signed,  was  present  when  it  was  signed,  knew  its  terms,  and 
intended  to  allow  Mast,  Foos  &  Company,  who  were  his 
exclusive  licensees  for  the  full  term  of  his  patent,  and  the 
parties  mainly  interested  in  the  litigation  with  the  defend- 
ants, to  make  such  an  adjustment  with  them  as  seemed  at  the 
time  to  be  advantageous  to  all  concerned.    None  of  the  par- 
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ties  considered  it  necessary  for  him  to  sign  the  instrument, 
but  all  assumed  that  Mast,  Foos  &  Company  were  the  per- 
sons interested  in  adjusting  all  questions  in  controversy  with 
the  defendants  and  had  full  authority  to  release  them  from 
liability  for  past  acts  and  license  them  to  use  the  complain- 
ant's inventions  in  the  future.  This  is  plain,  not  only  from 
the  testimony  as  to  what  took  place  during  the  negotiations 
and  when  the  contract  was  signed,  but  also  from  the  circum- 
stance that  the  contract  subsequently  prepared  and  submitted 
by  Mast,  Foos  &  Company  to  the  defendants,  and  which 
complainant  now  insists  was  intended  to  be  the  final  contract, 
was  not  to  be  executed  by  the  complainant  himself  but  was 
one  in  which  Mast,  Foos  &  Company  and  the  defendants 
were  named  as  the  only  contracting  parties. 

The  purpose  of  the  parties  in  reducing  to  writing  what 
they  had  already  agreed  upon  was  to  enter  into  a  definitive 
/  contract,  covering  the  results  of  their  oral  agreement.  Pro- 
tracted negotiations  had  taken  place  between  them.  They 
had  arrived  at  an  understanding  upon  many  matters  which 
had  been  discussed.  They  had  agreed  that  the  pending 
suits  to  which  they  were  parties  should  be  discontinued,  and 
that  each  should  be  released  by  the  other  from  liability  for 
past  invasions  or  alleged  invasions  of  the  other's  rights. 
They  had  also  agreed  that  each  should  have  the  right  to  use 
the  inventions  of  the  other  in  the  future,  for  manufacturing 
such  pumps  as  each  had  been  manufacturing  in  the  past,  and 
that  licenses  should  be  exchanged,  by  which  each  should  con- 
vey to  the  other  the  privilege  to  do  so,  and  that  "  the  con- 
sideration upon  both  sides  should  be  equal."  They  had  also 
agreed  to  adopt  uniform  prices  for  pumps  of  the  same  sizes, 
and  the  same  discounts,  as  the  minimum  prices  at  which  each 
should  sell  their  pumps  in  the  future.  To  the  extent  of  the 
understanding  thus  reached  the  agreement  which  was  re- 
duced to  writing  was  intended  to  be  a  finality.  As  to  other 
matters  they  had  not  fully  come  to  an  understanding. 
Among  other  things,  they  had  not  concluded  fully  upon  the 
terms  and  conditions  of  the  licenses  which  were  to  be  ex- 
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changed.  Various  details  relating  to  the  manner  in  which 
their  future  business  relations  were  to  be  maintained  had  not 
been  adjusted,  and  these  were  intended  to  be  left  open  for 
subsequent  adjustment.  The  instrument  was  not  intended 
to  be  merely  a  written  memorandum  to  serve  as  the  basis  of 
an  agreement  thereafter  to  be  consummated.  Upon  its  face 
it  purports  to  be  a  concluded  contract,  so  far  as  its  provisions 
extend.  If,  as  is  insisted  for  the  complainant,  the  instrument 
was  intended  to  be  merely  "  an  agreement  to  agree  thereaf- 
ter," there  is  no  reason  why  it  should  have  been  reduced  to 
writing  and  signed.  It  is  silent  as  to  any  future  acts  of  for- 
mal  execution.  Although  inartificially  drawn,  obscure,  and 
capable  of  different  interpretations  in  several  particulars,  its 
provisions  embrace,  although  in  very  inadequate  terms,  every 
matter  which  the  parties  had  definitely  agreed  to.  For  this 
reason,  as  also  because  the  circumstances  surrounding  its 
execution  are  consistent  with  no  other  conclusion,  it  seems 
clear  that  it  was  intended  to  be  a  final  and  completed  agree- 
ment, so  far  as  it  related  to  the  matters  upon  which  the 
minds  of  the  parties  had  met.  The  closing  clause  of  the 
agreement  indicates  this  with  great  significance. 

It  may  be  conceded  that  the  language  of  the  contract  is 
so  ambiguous  in  its  provisions  relating  to  licenses  that  it  is 
incapable  of  any  rational  interpretation.  It  may  be  conceded, 
further,  that  the  agreement  does  not  of  itself  license  the 
defendants  to  use  the  complainant's  patented  inventions,  but, 
at  best,  only  confers  upon  them  the  right  to  compel  specific 
performance  of  the  covenant  to  grant  the  license.  It  may  be 
conceded  that  the  contract  is  so  vague  and  uncertain  in  this 
respect  that  specific  performance  could  not  be  enforced.  It 
may  be  conceded  that  the  agreement,  and  the  readiness  of  the 
defendants  to  perform  it  upon  their  part,  would  not  operate 
as  a  discharge  and  satisfaction  of  the  complainant's  claim  for 
damages  for  previous  infringement  of  his  patents.  If  the 
plea  had  been  set  down  for  argument,  these  points  would 
have  been  open  to  discussion,  and  it  is  more  than  likely  that 
the  complainant  would  have  prevailed.    But  the  only  ques- 
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tion  now  is  whether  the  facts  set  up  in  the  plea  are  true.  As 
they  are  found  to  be  established  by  the  proofs  the  defendants 
must  prevail. 


J.  R.  Swan,  for  the  plaintiff. 

John  K  Brandegee,  for  the  defendants. 


The  MoCabty  and  Hall  Trading  Company 

VS. 

Julbs  Glaenzer.     In  Equity. 

A  biU  in  equity  for  the  infringement  of  a  patent,  filed  by  an  exclusive  licensee 
to  nse  and  sell,  averred  that  the  owner  of  the  patent  claimed  that  the  license 
was  forfeited,  and  was  selling  the  patented  article  through  the  defendant,  as 
agent.  The  answer  admitted  the  validity  of  the  patent  and  alleged  the  for- 
feiture of  the  license.  The  bill  was  filed  in  a  Circuit  Court  of  the  United 
States  in  New  York,  of  which  State  both  parties  were  citizens :  Held,  on  the 
authority  of  HarteU  v.  TVghman,  (99  U.  8.,  547,)  that  the  Circuit  Court  had 
no  jurisdiction  of  the  case,  although  the  Court  of  Appeals  of  New  York  sub- 
sequently held  that  the  Courts  of  New  York  had  no  jurisdiction  of  such  a 
case. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  15th,  1887.) 

Wallace,  J.  The  motion  for  a  preliminary  injunction 
must  be  denied  because,  upon  the  authority  of  HarteU  v. 
TUghman,  (99  U.  S.,  547,)  this  Court  has  no  jurisdiction  of 
the  controversy  disclosed  by  the  bill  and  answer. 

The  bill  asserts,  that  the  plaintiff  has  the  exclusive  right 
to  use  and  sell,  throughout  the  United  States,  certain  patent- 
ed mirrors,  by  virtue  of  a  license  granted  to  Hall,  Nicoll  & 
Granbery  by  the  owners  of  the  patent,  and  by  Hall,  Nicoll  & 
Granbery  assigned  to  the  plaintiff,  with  the  consent  of  the 
owners  of  the  patent ;  that  the  owners  of  the  patent  claim. 


270  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  McCarty  and  Hall  Trading  Company  v.  Glaenser. 

without  just  cause,  (and  the  bill  sets  forth  all  the  facts,)  that 
the  license  has  become  forfeited  ;  and  that  the  defendant,  as 
the  agent  of  the  owners  of  the  patent,  is  now  selling  the  pat- 
ented mirrors  in  disregard  of  the  plaintiffs  rights.  The  an- 
swer admits  the  validity  of  the  patent ;  admits  that  the  mir- 
rors the  defendant  is  selling  are  the  mirrors  of  the  patent ; 
admits  that  he  is  selling  them  as  the  agent  of  the  owners  of 
the  patent ;  denies  that  the  plaintiff  has  any  cause  of  action  ; 
and  asserts  that  his  rights  under  the  license  had  terminated, 
by  reason  of  non-performance  of  one  of  the  conditions  of  the 
license,  before  the  alleged  acts  of  infringement. 

The  parties  are  citizens  and  residents  of  this  State,  and, 
according  to  JSartell  v.  Tttghman,  although  the  suit  is 
brought  for  infringement,  inasmuch  as  the  defendant  admits 
the  validity  and  use  of  the  patent,  and  the  rights  of  the  par- 
ties depend  wholly  upon  common  law  and  equity  principles, 
as  applied  to  the  contract  stated  in  the  bill,  the  case  does  not 
arise  under  any  Act  of  Congress,  and  the  plaintiff  can  and 
must  resort  to  the  State  Court  for  his  remedy. 

The  precise  question  has  been  decided  the  other  way  by 
the  Court  of  Appeals  of  this  State,  in  Continental  Store 
Service  Co.  v.  Clark,  (100  ilT.  Y.,  365,)  and  in  Hat  Sweat 
Mfg.  Co.  v.  Beinoehl,  (102  N.Y.,  167,)  where  it  was  held, 
that  in  such  a  case  the  plaintiff  can  and  must  resort  to  the 
Circuit  Court  of  the  United  States.  It  will  probably  afford 
the  plaintiff  poor  comfort  to  know,  that  while  in  this  conflict 
of  authority  he  is  apparently  left  without  a  remedy  for  the 
violation  of  his  rights,  the  question  has  received  careful  con- 
sideration at  the  hands  of  both  the  tribunals  of  last  resort, 
Federal  and  State,  and  was  decided  in  each  by  a  divided 
Court. 

George  W.  Van  Slyck,  for  the  plaintiff. 

Eaton  &  Lewis,  for  the  defendants. 
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Thomas  J.  Phelps  w.  John  Elliott.    In  Equity. 

A  defendant  in  a  salt  in  equity,  after  a  replication  to  hie  answer,  moved  for 
leave  to  withdraw  his  answer  and  to  demur  to  the  bill,  on  the  ground  that, 
since  the  replication  was  filed,  the  bill  had  been  dismissed  as  to  a  co-defend- 
ant,  on  his  demurrer  to  it:  Held,  that  the  motion  most  be  denied. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  March  16th,  1887.) 

Wheeler,  J.  The  defendant  has  answered  the  bill,  and 
issue  has  been  joined  by  replication.  Since  the  joinder  of 
issue,  one  Kieckhoefer,  named  in  the  bill  but  not  served 
with  process,  became  a  party  defendant  and  demurred  to  the 
bill.  His  demurrer  was  sustained  on  a  statute  of  limitations 
and  the  bill  dismissed  as  to  him.  (29  Fed.  Hep.,  53.)  On 
settlement  of  the  order  it  was  claimed  that  the  bill,  on  the 
adjudication  of  insufficiency  as  to  Kieckhoefer,  should  be 
dismissed  as  to  all ;  which  was  denied.  The  defendant  then 
moved  for  leave  to  amend  his  answer,  which  was  denied. 
He  now  moves  for  leave  to  withdraw  his  answer  and  demur. 
This  .motion  is  urged  principally  upon  the  ground  that  a  new 
case  has  been  made  by  what  Kieckhoefer  has  done  in  it. 
The  case  does  not,  however,  appear  to  stand  differently  now 
from  the  manner  in  which  it  stood  when  the  defendant  an- 
swered the  bill.  Kieckhoefer  was  not  a  party  then,  and  is 
not  now.  If  he  was  a  necessary  party  then  when  he  became 
one,  or  has  been  since,  he  was  when  the  defendant  answered, 
and  his  absence,  as  a  ground  of  demurrer,  was  the  same  then 
as  now.  That  Kieckhoefer's  demurrer  was  sustained  does 
not  show  that  one  by  the  defendant  would  be,  for  the  suit 
was  commenced  against  the  defendant  about  two  years  be- 
fore Kieckhoefer  became  a  party  to  it.  If  the  motion  should 
be  granted  and  the  demurrer  be  overruled,  the  defendant 
would  then,  by  Equity  Rule  84,  be  entitled  to  answer  the  bill 
again.  Thus  indirectly  he  would  obtain  that  which  the 
Oourt  has  refused  to  grant  when  asked  for  directly.    It  is 
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not  understood  that  any  question  can  be  raised  by  demurrer 
to  the  bill  that  cannot  be  raised  on  final  hearing,  on  bill,  an- 
swer and  proofs.  The  rights  of  the  parties  are  supposed  to 
stand  upon  the  sufficiency  of  the  allegations  in  the  bill 
throughout.  A  demurrer  would  be  an  experiment  The 
saving  which  might  be  made  in  expense  by  it  is  not  made  to 
appear  to  be  sufficient  to  warrant  trying  it.  Justice  can 
probably  be  as  well  done  by  pursuing  the  usual  course,  on 
which  the  defendant  started. 

Motion  denied. 

Herbert  B.  Titus,  for  the  plaintiff. 

William  O.  Choate,  for  the  defendant. 


William  A.  Cooke,  Jr. 
vs. 

The  Globe  Files  Company  and  others.    In  Equity. 

ClaimB  8  and  4  of  letters  patent  No.  282,275,  granted  to  William  A.  Cooke,  Jr., 
July  81st,  1888,  for  a  letter  and  invoice  file,  do  not  cover  any  patentable  in- 
vention, the  device  added  to  prior  structures  being  one  to  merely  strengthen 
them,  by  obvious  means,  in  weak  places. 

(Before  Whmlir,  J.,  Southern  District  of  New  York,  March  16th,  1887.) 

Wheeleb,  J.  This  suit  is  brought  upon  patent  No. 
282,275,  dated  July  31st,  1883,  granted  to  the  orator  for  a 
letter  and  invoice  file,  for  the  reception  and  classification  of 
papers.  The  specifications  of  the  patent  describe  a  file  hav- 
ing pockets  formed  of  leaves  and  partitions  connected  by 
gussets  at  the  ends,  with  a  piece  of  tape,  of  linen  or  other 
suitable  material,  pasted  or  otherwise  applied  to  the  gussets, 
and  connected  to  the  sides  of  the  file  by  having  its  ends  fas- 


MARCH,  1887.  273 


Cooke  v.  The  Globe  Hies  Company. 


tened  between  the  sides  and  outside  covers.  The  object  of 
the  tape  is  set  forth  to  be  to  strengthen  the  tops  of  the  gus- 
sets and  give  stiffness  to  the  parts  to  which  it  is  attached, 
and  to  connect  the  opposite  sides  of  the  file  by  a  stronger  and 
more  durable  material  than  the  gnsseted  ends  of  the  pockets 
are  required  to  be  made  of.  There  are  five  claims,  the  1st, 
2d  and  5th  of  which  are  for  the  gusseted  bottoms  and  ends 
and  partitions  and  flap.  The  3d  is  for  the  combination  of 
the  tape  called  the  re-enforce  piece  with  the  ends,  partitions, 
and  connecting  pieces.  The  4th  is  for  the  combination  of 
the  tapes  attached  to  the  gussets  and  their  ends  held  between 
the  sides  and  the  outside  covers  with  the  gusseted  ends  of  the 
pockets.  The  use  of  the  re-enforce  piece  is  the  only  infringe- 
ment complained  of  and  applies  only  to  the  3d  and  4th 
claims.  The  case  shows,  and  it  is  conceded  in  argument, 
that  all  the  rest  of  the  structure  of  the  file  is  older  than  the 
plaintiff's  invention.  This  piece  added  no  new  part  or  func- 
tion to  what  was  known  and  in  use  before,  but  merely 
strengthened  the  parts  of  the  files  in  places  where  they  were 
weak  and  needed  strengthening,  to  which  they  were  attached. 
Question  is  made  as  to  whether  the  addition  of  this  piece  for 
this  purpose  constituted  a  patentable  invention.  What  was 
needed  in  the  prior  structures  was  merely  to  make  them 
stronger  where  they  were  shown  by  use  to  be  too  weak. 
The  inventor  in  this  patent  strengthened  them  by  obvious 
means  in  these  weak  places.  Neither  the  discovery  of  any- 
thing new,  nor  the  application  of  genius  to  the  things  known, 
nor  anything  beyond  the  skill  of  a  good  workman,  appears  to 
have  been  required  or  exercised  in  the  accomplishment  of 
this  result.  Careful  and  repeated  consideration  of  this  sub- 
ject, in  view  of  the  cases  which  have  been  decided  bearing 
upon  it,  leads  to  the  conclusion  that  the  part  of  this  patent 
claimed  to  be  infringed  does  not  cover  any  patentable  inven- 
tion. The  invention  does  not  appear  to  be  any  greater  than 
that  in  Gardner  v.  Herz^  (118  U.  8.,  180,)  which  was  held 
not  to  be  sufficient  to  support  a  patent.  No  reference  to  any 
Vol.  XXIV.— 18 
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dther  decided  case  or  to  any  other  point  in  this  case  is  deemed 
to  be  necessary. 

Bill  dismissed,  with  costs. 


William  E.  0leason9  for  the  plaintiff. 
B.  H.  Parkinson,  for  the  defendants. 


Harbison  B.  Johnston 

w. 

Thomas  F.  Donvan  and  another.    In  Equity. 

Where  a  erase  bee  been  remanded  to  a  State  Court,  because  the  petition  for  re- 
moral  by  the  defendant  did  not  set  forth  the  diverse  citizenship  of  the  par- 
ties at  the  commencement  of  the  suit  as  well  as  at  the  time  of  removal,  the 
defendant  cannot  again  remove  the  cause  on  the  ground  of  diversity  of  citi- 
tenship. 

(Before  Wheels*,  J.,  Southern  District  of  Hew  York,  March  18th,  1887.) 

Wheeler,  J.  This  cause  was  removed  from  the  State 
Court  to  this  Court,  on  the  ground  that  the  parties  were  citi- 
zens of  different  States,  by  the  defendants.  On  motion  of 
the  plaintiff  it  was  remanded,  because  the  petition  did  not 
set  forth  the  diverse  citizenship  of  the  parties  at  the  com- 
mencement of  the  suit  as  well  as  at  the  time  of  removal. 
The  defendants  have  now  removed  the  cause  again  on  the 
same  ground.  The  plaintiff  has  moved  to  remand  again,  be- 
cause, as  he  claims,  a  second  removal  on  the  same  grounds  is 
not  allowable.  The  defendants  insist  that  the  former  petition 
was  so  defective  that  it  did  not  really  effect  a  removal,  and 
that,  therefore,  this  is  the  only  removal  and  not  a  second 
removal.  The  former  petition  did,  however,  bring  the  cause 
into  this  Court  and  within  its  jurisdiction,  so  that  a  motion  to 
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remand  was  necessary.  If  the  former  motion  to  remand  had 
not  been  made  this  Court  would  have  properly  retained  the 
ease.  (Denies  v.  Lathrop,  21  Blatohf.  C.  C.  JR.,  164 ;  Ed- 
wards  v.  Conn.  Mut.  Life  Ins.  Co.,  20  Fed.  Rep.,  452.)  The 
former  motion  to  remand  was,  therefore,  properly  before  this 
Court,  and  its  decision  upon  it  was  conclusive,  except  upon 
appeal.  The  defendants'  right  of  removal  was  involved  upon 
such  proceedings  as  the  plaintiff  chose  to  take  that  brought  it 
in  question.  That  right  was  adjudicated  and  settled  and 
could  not  again  be  brought  in  question  upon  new  proceed- 
ings. (Railway  Company  v.  McLean,  108  JJ.  &,  212.)  As 
the  defendants  had  no  right  to  try  that  right  over  again,  this 
second  removal  was  improper,  and  this  motion  to  remand 
must  be  granted.  The  defendants  ask  a  stay  of  proceedings 
for  20  days  to  enable  them  to  take  an  appeal,  if  this  motion 
is  granted ;  no  stay  is  thought  to  be  necessary,  however,  for 
that  purpose,  other  than  that  provided  for  by  seo.  1,007  Rev. 
Stat.  U.  8. 

Motion  granted. 

Walter  C.  OUson,  for  the  plaintiff. 

George  C.  Holt,  for  the  defendants. 


J.  A.  Fat  &  Company  vs.  Oboab  Allot.    In  Equity. 

On  a  reference  to  a  master  to  asoertain  the  profits  from  infringing  a  patent  for 
improvements  on  a  machine,  it  is  erroneous  to  award  the  profits  on  the  entire 
machine,  unless  the  plaintiff  proves  that  the  entire  market  value  of  the  ma- 
chine is  dne  to  the  patented  features. 

(Before  Cox*,  J.,  Northern  District  of  New  York,  March  19th,  1881) 

Ooxb,  J.    This  action  was  founded  upon  two  letters  patent 
owned  by  the  complainants.    The  Court  decided,  (Fay  v. 
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Allen,  24  Fed.  Rep.,  804,)  that  the  defendant  infringed  three 
of  the  five  claims  of  the  Doane  and  Bugbee  patent,  bnt  that 
he  did  not  infringe  the  Locke  patent.    The  master  has  found 
that  the  defendant  has  sold  thirty-five  machines  containing 
the  features  covered  by  the  first  three  claims  of  the  Doane 
and  Bugbee  patent,  upon  which  he  has  received  a  profit  of 
$5,542.10.    This  amount  was  arrived  at  by  deducting  the 
total  cost  of  the  machines  from  the  sum  for  which  they  were 
sold.    The  defendant  excepts  to  the  report  upon  the  ground 
that  the  complainants  have  failed  to  distinguish  what  part  of 
the  defendant's  profits  was  derived  from  the  use  of  the  pat- 
ented improvements.    There  is  no  disagreement  as  to  the 
law ;  the  dispute  arises  upon  the  facts.    The  complainants 
concede  that  they  cannot  recover  the  amount  found  by  the 
master  if  the  claims  infringed  cover  simply  and  only  an  im- 
provement grafted  upon  previously  existing  spoke-throating 
machines.    But  they  contend  that  the  patent  must  be  re- 
garded as  covering  not  an  improvement  but  a  new  machine, 
and  that  the  rule  of  Garretion  v.  Clark,  (111   U.  &,  120,) 
Dobson  v.  Hartford  Carpet  Co^  (114  U.  S.,  439,)  Dobson  v. 
Darnarij  (118  U.  S.,  10,)  and  other  like  cases,  does  not  apply, 
for  that  reason.    This  proposition  is  strenuously  controverted 
by  the  defendant,  who  insists  that  the  claims  cover  improve- 
ments and  nothing  more.    The  conclusion  is  reached,  not, 
however,  without  hesitation,  that  the  defendant's  position  in 
this  regard  is  well  founded. 

Turning  to  the  record  and  the  brief  used  at  final  hearing, 
we  find  it  asserted  over  and  over  again  by  the  counsel  and 
expert  for  the  complainants,  that  the  patent  in  question  covers 
improvements  which  are  superadded  to  the  Locke  invention. 
It  also  appears,  that  the  infringing  machine  contains  devices 
not  at  all  covered  by  the  patent  in  question.  The  defendant 
introduced  no  testimony  before  the  master,  but  the  complain- 
ants proved  that  other  manufacturers  had  on  the  market  an 
old-fashioned  machine  which  throats  but  one  side  of  a  spoke 
at  a  time,  the  usual  selling  price  of  which  was  $100.  These 
facts,  among  others,  made  it  obligatory  upon  the  complain- 
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ants  to  adduce  clear  and  positive  proof  apportioning  the 
profits,  or  equally  convincing  proof  that  they  should  not  be 
apportioned,  for  the  reason  that  the  entire  market  value  of 
the  machine  is  due  to  the  invention.  The  record  returned  by 
the  master  is  silent  upon  the  first  proposition  and  is  not  suf- 
ficiently explicit  as  to  the  second. 

The  complainants  argue  that  they  are  within  the  rule 
enunciated  in  Mtmufaotwrvng  Company  v.  Cowing,  (105  U. 
&,  253.)  It  is  true  that  there  are  many  points  of  similarity 
between  the  two  cases,  but,  as  the  proof  now  stands,  this 
authority  can  hardly  be  regarded  as  controlling.  The  Cow- 
ing case  was  an  exceptional  one.  The  patent  covered  a  pump 
designed  for  a  special  purpose  in  a  particular  locality.  There 
was  no  other  pump  which  performed  the  same  functions.  The 
market  value  of  the  machine  was  due  solely  to  the  invention. 
To  remove  the  patented  features  was  like  taking  out  the  heart 
and  lungs  of  a  human  being.  The  machine  was  dead.  It 
became  an  inert  mass  of  iron,  utterly  useless  for  drawing  off 
the  gas  from  the  casing  of  an  oil  well.  Vitality  could  be  re- 
stored by  replacing  the  parts  thus  removed,  but  in  no  other 
way.  If  similar  facts  exist  in  the  case  at  bar  they  are  not 
fully  disclosed  by  the  record.  On  the  contrary,  as  one  point 
of  dissimilarity,  it  appears  that  other  spoke-throating  ma- 
chines existed  and  were  on  the  market  prior  to  the  patent 
and  up  to  the  time  of  the  accounting.  The  complainants' 
combination  is  undoubtedly  an  improvement  upon  the  old 
machines ;  it  does  the  desired  work  faster  and  better ;  but 
those  who  use  it  should  only  be  required  to  pay  for  those  im- 
provements which  accomplish  these  results.  The  old  machine 
could  hardly  have  cost  more  than  the  patented  machine  and 
there  must  have  been  a  handsome  profit  derived  from  its  sale. 
If  from  the  profit  realized  by  the  defendant  the  profit  on  the 
old  machine  were  deducted,  the  result  would  furnish  some 
guide  for  determining  the  value  of  the  invention.  (Mater  v. 
Brown,  17  Fed.  Rep.,  736.)  Surely  the  old  machine  cannot, 
without  additional  proof,  be  wholly  ignored. 

The  exceptions  should  be  sustained,  but,  as  it  seems  quite 
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likely  that  the  complainant*  can  make  the  necessary  proof, 
the  matter  should  be  referred  back  to  the  master  to  restate 
Hie  account,  confining  the  recorery  to  the  profits  proved  to 
be  attributable  to  the  improvements  covered  by  the  claims  in 
question,  unless  the  complainants  produce  satisfactory  proof 
that  the  entire  market  value  of  the  machine  is  due  to  the 
patented  features. 

The  expenses  of  the  new  reference  should  be  borne  by  the 
complainants. 

Robert  H.  Parkinson,  tor  the  plaintiffs. 

Charles  H.  Duett,  for  the  defendant. 


Makte  A.  Beat,  Executbix,  &o. 

vs. 

The  Bhbijk  abb  Jojbes  Envelope  Company.    In  Equity. 

A  bin  us  filed  on  an  original  patent.  The  defendant  answered  that  it  had 
been  surrendered  and  re-leaned.  The  patent  expired.  Afterwards  the  bin 
was  amended  to  cover  the  re-issue :  Hddt  that  the  Court  had  jurisdiction  of 
the  cause,  in  equity. 

(Before  Vfwuum,  J.,  Southern  District  of  New  York,  March  1Mb*  1887.) 

Wheeler,  J.  An  injunction  against  farther  infringe- 
ment, and  an  account  of  profits  and  damages  for  past  in- 
fringement, of  the  plaintiff's  patent,  was  decreed  on  final 
hearing ;  and  the  jurisdiction  of  this  Court,  in  equity,  of  the 
cause,  was  much  considered  in  making  that  decree.  (19  Fed. 
Rep.,  311 ;  Reay  v.  Raynor,  22  Blotch/.  G.  G.  R.9 13.)  On 
application  of  the  defendant,  in  consideration  of  special  cir- 
cumstances, needless  to  be  stated,  a  re-argument  of  the  ques- 
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tion  of  jurisdiction  in  equity  was  granted,  and  a  stay  of  pro- 
ceedings on  the  accounting,  meanwhile,  entered.  The  re- 
argument  has  been  had.  The  bill  was  brought  on  an  original 
patent ;  the  defendant  answered  that  it  had  been  surrendered 
and  re-issued ;  the  patent  expired ;  and  after  that  the  bill  was 
amended  to  coyer  the  re-issue.  This  amendment  appears  to 
have  been  clearly  within  the  power  of  the  Court  The  ground 
for  relief  was  the  exclusive  right  of  the  owner  of  the  patent 
to  practise  the  invention.  This  was  the  same  under  each 
patent.  The  statement  of  the  patent  was  merely  a  statement 
of  the  title  to  the  exclusive  right.  The  change  of  the  state- 
ment from  that  of  the  original  to  the  re-issue  was  merely  cir- 
cumstantial. The  case  stated  before  the  amendment  was  one 
for  equitable  cognizance;  the  amendment  accomplished  * 
more  correct  statement  of  the  same  case,  within  Hardin  v. 
Boyd,  now  much  relied  upon  by  the  defendant,  (113  U.  &, 
756,)  and  The  Tremolo  Patent,  (28  Wall.,  518.)  The  case 
made  was  not  only  one  in  which  equitable  relief  might  be 
granted,  but  one  in  which  it  was  granted,  by  issuing  an  in- 
junction against  the  further  use  of  machines  made  during  the 
term  of  the  patent,  in  violation  of  the  rights  secured  by  it. 
The  propriety  of  this  relief  is  not  now  under  consideration, 
but  only  the  jurisdiction  in  equity  to  decide  upon  it  and 
deny  or  grant  it.  Such  jurisdiction  appears  to  be  well  sus- 
tained by  Olwrk  v.  Wootter,  (119  U.  8.9  322.) 

Stay  vacated. 


Arthur  V.  Briesen,  for  the  plaintiff. 
Joseph  C.  Clayton,  for  the  defendant. 
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Adam  W.  Spies 

vs. 

The   Chicago  and  Eastern  Illinois  Railroad  Compact. 

In  Equity. 

In  a  suit  in  equity  brought  by  the  holder  of  the  income  bonds  of  a  railroad 
corporation,  against  it,  to  have  the  amount  justly  due  for  interest  on  the 
bonds  ascertained  and  paid,  but  not  to  foreclose  a  mortgage  given  by  the 
corporation  to  a  trustee,  to  secure  the  bonds  and  interest,  the  trustee  is  not  a 
necessary  party  to  the  suit 

(Before  Wobbles,  J.,  Southern  District  of  New  York,  March  21st,  1887.) 

Wheeler,  J.  The  bill  alleges,  in  substance,  that  the  de- 
fendant issued  bonds  of  $1,000  each,  to  the  amount  of 
$1,000,000,  by  each  of  which  it  promised  to  pay  the  bearer 
the  principal  sum  of  $1,000  on  the  let  day  of  December, 
1907,  and  such  interest  on  the  1st  day  of  December  annually, 
if  any,  as  should  be  declared  and  fixed  by  the  board  of  direc- 
tors, not  exceeding  seven  per  cent.,  in  accordance  with  a  deed 
of  trust  to  a  trustee,  pledging  and  appropriating  the  net  in- 
come and  earnings  of  the  road  of  the  defendant,  as  security 
for  the  payment  of  the  principal  and  interest ;  that  the  deed 
of  trust  provides  that  the  directors  shall,  in  the  month  of 
October,  annually,  ascertain,  fix  and  declare  what  amount  of 
net  earnings  of  the  preceding  year  is  justly  applicable  to  the 
payment  of  interest  on  these  bonds,  that,  if  they  adjudge  that 
a  specific  sum  is  available  for  that  purpose,  they  shall  enter  a 
resolve,  in  the  nature  of  a  final  award,  declaring  what  sum  is 
available  out  of  that  year's  net  earnings  for  that  purpose,  and 
the  rate  of  interest  payable  on  each  bond,  that  the  payment 
shall  be  advertised,  that  the  defendant  will  promptly  furnish 
the  funds  necessary  to  make  the  payment,  and  set  apart  so 
much  of  its  net  earnings  as  a  specific  trust  fund  for  such  pay- 
ment, and  that,  if  the  defendant  shall  fail  to  deposit  the  full 
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sum  necessary  to  pay  the  interest  in  any  year,  the  trustee 
shall  have  power,  at  his  discretion,  and  upon  the  written 
request  of  the  holders  of  a  majority  of  the  bonds,  to  demand, 
take  and  hold  possession  of  the  road  and  equipments,  and  re- 
ceive the  income  and  revenue  therefrom,  until  the  net  amount 
shall  be  sufficient  to  pay  all  the  then  arrearages  of  interest ; 
that  the  orator  has  been  the  owner  and  holder  of  such  bonds 
to  the  amount  of  $62,500  since  September,  1st,  1883 ;  that 
since  then  the  defendant,  its  officers  and  directors,  have  con- 
spired to  fraudulently  compel  the  orator  and  other  holders  of 
the  bonds  to  surrender  the  same,  and  to  fraudulently  withhold 
net  earnings  properly  payable  thereon,  and,  for  that  purpose, 
have  made  false,  fraudulent  and  fictitious  ascertainments  of 
the  income,  setting  forth  the  particulars  thereof,  whereby  the 
orator  and  other  bondholders  have  been  deprived  of  their 
share  of  the  net  income.  The  prayer  of  the  bill  is  for  the 
ascertainment  and  payment  of  the  amount  justly  due  for  in- 
terest. The  defendant  has  demurred  to  the  bill.  The  only 
ground  of  demurrer  urged  or  relied  upon  is,  that  the  trustee 
is  not  in  any  manner  made  a  party  to  the  bill ;  and  several 
cases,  and  particularly  Morgan  v.  Railway  Co.,  (21  Blatchf. 
C.  C.  R.,  134,)  and  Barry  v.  Railway  Co.,  (22  Fed.  Rep., 
631,)  are  cited.  If  the  orator  was  seeking  to  reach  income 
through  the  rights  or  powers  of  the  trustee  conferred  by  the 
deed  of  trust,  there  is  no  question  but  that  the  trustee  would 
be  a  necessary  party.  But  that  is  not  the  case.  The  orator 
is  seeking  only  to  compel  the  defendant  to  fulfil  its  agree- 
ment fairly  and  honestly,  and  not  undertaking  to  reach  any 
of  the  security  provided  by  the  deed  of  trust.  The  deed  of 
trust  is  referred  to  for  the  specification  of  the  amount  of  in- 
terest which  the  defendant  agreed  to  pay,  and  is  not  sought 
to  be  enforced  at  all.  The  orator  is  not  seeking  to  foreclose 
the  mortgage  or  to  execute  the  pledge,  but  is  endeavoring  to 
collect  the  debt  secured.  The  amount  of  the  debt  is  in  dis- 
pute, according  to  the  bill,  and  an  account  or  ascertainment 
is  necessary  to  determine  the  amount.  The  trustee  could 
not  bring  this  suit,  and  has  no  interest  in  it  as  trustee.    The 
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cases  referred  to  are  where  the  property  securing  the  debts 
through  a  trustee  was  sought  to  be  reached,  and  in  that  re- 
spect are  distinguishable  from  this. 

Demurrer  overruled. 
John  W.  Weed,  for  the  plaintiff. 

Austen  G.  Fox,  for  the  defendant 


Isaac  F.  Montboss  vs.  William  Mabie.    In  Equity. 

A  copartnership  firm  made  and  sold  stoves  containing  improvements  covered 
by  patents  owned  by  A.,  a  member  of  the  firm,  under  circumstances  implying* 
a  license  to  do  so.  The  firm  being  dissolved,  a  receiver  of  its  assets  was  ap- 
pointed by  a  Court.  He  was  proceeding  to  sell  stoves  made  by  the  firm  be- 
fore its  dissolution.  A  brought  a  suit  in  equity  to  enjoin  the  receiver  from 
doing  so :  Held,  that  the  injunction  ought  not  to  be  granted. 

(Before  Bmwh,  J.,  Southern  District  of  New  York,  March  2Sd,  1887.) 

Bbowx,  J.  In  a  suit  brought  in  the  State  Court  for  wind- 
ing np  the  copartnership  of  Montrose  &  Lent,  of  which  the 
complainant  was  a  member,  the  defendant,  in  February  last, 
was  appointed  receiver  of  the  partnership  effects.  Among 
the  assets  that  came  into  his  hands  are  stoves  of  various  pat- 
terns, manufactured  in  the  ordinary  course  of  the  firm's  busi- 
ness, under  patents  issued,  during  the  continuance  of  the 
partnership,  to  the  plaintiff  individually,  and  also  patterns, 
moulds  and  dies  used  in  the  manufacture.  The  copartner- 
ship, with  some  changes  in  its  members,  had  existed  for 
many  years ;  and  a  large  quantity  of  stoves  under  the  com- 
plainant's patents  had  been  manufactured  and  sold  by  the 
firm,  in  the  ordinary  course  of  its  business,  for  the  benefit  of 
the  firm ;  and  its  accounts  had  been  at  various  times  adjusted 
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and  settled  between  the  copartners,  including  the  manufac- 
ture and  sale  of  similar  stoves*  The  stoves  that  have  come 
into  the  bands  of  the  receiver  were  manufactured  during  the 
copartnership,  and  are  those  only  which  remained  undis- 
posed of  at  the  dissolution  of  the  firm.  The  plaintiff  seeks 
to  enjoin  the  defendant  from  selling  these  stoves,  the  dies, 
patterns,  <fcc,  upon  the  ground  that  the  plaintiff  is  the  sole 
owner  of  the  patents  under  which  the  stoves  were  made; 
and  that,  whatever  license  might  be  implied  in  favor  of  the 
firm,  or  of  the  copartner  Lent,  to  make  and  sell  the  stoves 
during  the  continuance  of  the  firm,  such  license  was  a  purely 
personal  one :  that  the  license  to  make  and  to  sell  are  distinct 
substantive  rights;  that  any  implied  license  either  to  make  or 
to  sell  was  determined  instantly  upon  the  dissolution  of  the 
firm  ;  and  that  the  receiver,  therefore,  acquired  no  authority 
to  sell,  and  cannot  do  so  without  infringement  of  the  com- 
plainant's patent  rights. 

It  is  not  disputed  by  the  plaintiff  that  a  license  to  the  firm 
of  Montross  &  Lent  is  to  be  legally  inferred  from  the  circum- 
stances, to  manufacture  the  patented  articles  and  to  sell  such 
of  them  as  were,  sold  during  the  existence  of  the  firm.  The 
facts  and  the  circumstances,  including  the  conduct  and  acts 
of  both  parties  during  a  long  series  of  years,  are  such  as  to 
leave  no  question  of  a  license  to  that  extent.  (See  Hapgood 
v.  Heutitt,  119  U.  S.y  226,  232;  Wade  v.  Metcalf,  16  Fed. 
Rep.,  130, 132 ;  American  Tube  Works  v.  Bridgewaier  Iron 
Co.,  26  Fed.  Rep.,  334 ;  Herman  v.  Herman,  29  Fed.  Rep., 
92.) 

In  Adams  v.  Burke,  (17  Wall.,  453,  456,)  Mr.  Justice 
Miller  says :  "  The  right  to  manufacture,  the  right  to  sell  and 
the  right  to  use  are  each  substantive  rights,  and  may  be 
granted  or  conferred  separately  by  the  patentee.  But  in  the 
essential  nature  of  things,  when  the  patentee,  or  the  person 
having  his  rights,  sells  a  machine  or  instrument  whose  sole 
value  is  in  its  use,  he  receives  the  consideration  for  its  use, 
and  he  parts  with  the  right  to  restrict  that  use."  All  the 
stoves  manufactured  by  this  firm  were  made  for  the  purpose 
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of  sale  and  not  for  use  by  the  firm.  The  same  facte,  there- 
fore, that  warrant  and  necessitate,  in  this  case,  the  inference 
of  a  license  to  manufacture,  necessarily  include  the  right  to 
sell,  as  well  as  to  make ;  as  that  was  the  only  purpose  and 
interest  of  the  firm  in  their  manufacture.  Following  the  lan- 
guage of  Mr.  Justice  Miller,  above  quoted,  the  sole  value  of 
the  license  and  of  the  stoves  to  the  firm,  in  this  case,  was  the 
right  to  sell  them.  The  license  implied  here  was  undoubted- 
ly a  license  to  make  and  to  sell. 

I  see  no  just  reason  for  holding  the  license  to  sell,  implied 
under  such  circumstances,  to  be  ended  at  the  moment  of  the 
dissolution  of  the  firm.  The  language  of  the  Circuit  Judge 
in  Hapgoodv.  Hewitt,  (supra,)  and  approved  by  the  Supreme 
Court,  that  the  right,  being  a  mere  personal  one,  was  not 
transferable,  and  was  extinguished  with  the  dissolution  of 
the  corporation,  must  be  interpreted  in  reference  to  the  facts 
of  that  case,  which  had  reference  only  to  new  goods,  made 
by  an  independent  corporation,  after  the  dissolution  of  the 
former  corporation. 

The  implied  license  that  is  inferred  from  the  acts  and 
dealings  of  the  parties,  is  in  the  nature  of  an  estoppel,  to 
prevent  what  would  otherwise  be  a  gross  injustice,  if  not 
fraud.  Every  reason  that  exists  for  inferring  a  license  to 
sell  before  dissolution  the  stoves  that  were  made  by  the  firm 
for  the  purpose  of  sale,  applies  equally  in  favor  of  a  license 
to  sell,  after  dissolution,  such  stoves  as  then  remained  unsold, 
for  the  purpose  of  winding  up  the  concern.  As  respects  the 
right  of  the  copartner  Lent,  I  know  of  no  principle  of  law 
that  would  make  his  right  to  sell  after  dissolution  any  less 
than  before.  A  partnership,  and  the  rights  of  partners,  are 
not  ended  by  dissolution.  A  dissolution,  as  Kent  observes, 
(3  Keniy  *63,)  is,  "  in  some  respects,  prospective  only." 
While  neither  party  can  bind  the  other  by  new  contracts, 
both  have  the  same  right  as  before  to  sell  the  partnership 
effects  for  the  purposes  of  settlement  and  distribution.  A 
dissolution,  says  Denio,  Justice,  in  Bobbins  v.  Fuller,  (24  JT. 
Y.y  570,)  "  though  it  annulled  the  powers  of  the  respective 
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partners  for  many  purposes  *  *  did  not  put  an  end  to 
their  authority  to  administer  the  assets  in  accordance  with 
the  rights  and  interests  of  the  parties  interested  in  them,  and 
with  the  intention  of  the  partnership  enterprise.  For  this 
purpose  the  partnership  is  considered  as  continuing."  "  For 
that  purpose,"  6ay  the  Court,  in  Murray  v.  Mumford,  (6 
Cow.,  441,)  "  the  partnership  may  be  said  still  to  continue, 
with  all  the  incidents  belonging  to  that  relation." 

It  is  evident,  therefore,  that  Lent,  as  one  of  the  partners, 
had  an  equal  right  with  the  complainant  to  sell  the  stoves  on 
hand  after  the  dissolution  as  much  as  before.  That  right 
still  exists  in  him,  except  in  so  far  as  it  is  abridged  by  the 
appointment  of  the  defendant  as  receiver  in  the  action  pend- 
ing between  the  parties  in  the  State  Court.  The  receiver  in 
such  a  case  is  but  the  arm  of  the  Court  to  carry  out  and  per- 
form what  the  Court  adjudges  ought  to  be  performed  as  be- 
tween the  parties  to  the  cause.  So  long  as  one  of  the  parties 
has  a  legal  right  to  sell  the  patented  article,  or  to  have  it  sold, 
for  the  firm's  benefit,  the  Court,  having  jurisdiction  of  the 
parties  and  of  the  subject-matter,  must  have  the  power, 
through  its  receiver,  to  do  what  either  of  the  parties  has  the 
right  to  have  done.  In  substance  and  in  effect  the  6ale  in 
such  a  case  is  through  an  agency  and  an  authority  invoked 
by  a  party  who  has  a  right  to  sell,  and  who  asks  the  aid  of 
the  Court  for  that  purpose.  The  general  rule,  that  a  mere 
naked  license  is  not  transferable,  seems  to  me  to  have  no 
application  to  such  a  case,  because  the  receiver  sells  for  the 
benefit  of  the  licensees  themselves,  not  for  the  use  and  bene- 
fit of  others.  These  stoves,  to  the  value  of  about  $16,000, 
are  lawfully  in  the  receiver's  hands,  to  be  sold  for  the  benefit 
of  the  firm,  who  were  licensed  to  sell  them,  and  whose  right 
to  sell  them,  or  to  have  them  sold,  exists  still,  notwithstand- 
ing the  dissolution.  If  they  cannot  be  sold  by  the  receiver 
they  cannot  be  sold  by  any  one,  since  his  authority,  for  the 
time  being,  stands  in  lieu  of  that  oi  the  parties  themselves. 
It  would  be  an  opprobrium  upon  the  law,  and  a  gross  incon- 
gruity, to  hold  that  the  Court  could  not  effect,  through  its 
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receiver,  upon  a  disagreement  of  the  parties,  a  sale  that 
either  of  the  parties  is  authorized  to  make ;  or  that  the  com- 
plainant, from  mere  obstinacy  or  caprice,  might  legally  insist 
that  the  firm  property  that  he  had  licensed  to  be  made  and 
sold  for  the  firm's  benefit,  should  be  broken  up  into  old  iron, 
instead  of  being  devoted  to  the  uses  of  the  firm ;  and  it  would 
be  a  strange  perversion  of  equity  to  sustain  such  a  purpose 
by  injunction. 

Again,  there  is  no  reason  for  treating  the  implied  license 
in  this  case  as  a  mere  personal  privilege  to  be  exercised  by 
the  partners  in  person  alone.  The  extent  of  a  license  is  such 
as  the  contract  of  the  parties  makes  it.  (Ligktner  v.  Boston 
<&  Albany  B.  R.  Co.,  1  Low.,  338 ;  Block  v.  Hubbard,  3  Ban. 
db  Ard.,  39.)  If  made  to  the  licensee  "  and  assigns,"  it  is 
transferable  without  limit.  The  license  may,  indeed,  be 
made  expressly  to  an  individual,  to  be  used  by  himself  alone, 
and  not  through  agents  or  employes.  The  extent  of  the 
license  is  a  question  of  construction ;  and,  as  in  the  case  of 
other  contracts  express  or  implied,  is  to  be  determined  in 
accordance  with  the  intention  of  the  parties.  A  license  to  a 
man  engagedin  business,  to  make  and  sell  a  patented  article 
in  his  business  generally,  unless  there  were  something  else  to 
restrict  it,  would  manifestly  be  co-extensive  with  his  business, 
and  would  continue  till  his  business  was  wound  np.  The 
licensee  in  such  a  case  is  not  restricted  to  manufacturing 
with  his  own  hands,  or  selling  by  his  own  personal  efforts 
only.  He  may  employ  as  many  hands,  and  as  many  salesmen 
and  agents,  as  his  business  will  admit.  So  long  as  the  articles 
are  made  and  are  sold  in  his  business,  and  for  his  use  and 
benefit,  the  sale  would  be  within  the  license,  though  effected 
by  the  hands  of  hundreds  of  different  agents  and  employes. 

The  license  necessarily  implied  from  the  circumstances  in 
this  case  is  a  license  to  manufacture  during  the  continuance 
of  the  firm,  and  to  sell  all  the  manufactured  articles  for  the 
benefit  of  the  firm  until  it  is  legally  wound  up,  after  dissolu- 
tion, as  much  as  before ;  and  by  any  agency  that  may  be 
legally  invoked  in  order  to  wind  up  the  business.    The  li- 
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cense  must  be  construed  as  so  intended,  because  any  other 
construction  would  be  unreasonable  and  ruinous.  A  sale  by 
a  receiver  of  the  stoves  lawfully  manufactured  for  the  pur- 
poses of  sale  during  the  continuance  of  the  partnership,  is,  by 
necessary  implication,  a  part  of  the  license  to  the  firm  to 
manufacture  and  sell ;  because  the  receivership  is  a  lawful 
agency  for  the  sale  of  the  firm  assets  for  the  benefit  of  the 
firm,  as  much  so  as  that  of  a  salesman  appointed  by  the  par- 
ties themselves  to  effect  the  same  object,  either  during  the 
partnership  or  after  its  dissolution.  Substantially  the  same 
question  is  presented  upon  the  insolvency  or  death  of  one 
who  had  been  licensed  by  the  patentee  to  make  and  sell  the 
patented  article,  as  respects  the  right  of  the  executor,  admin- 
istrator, or  assignee  in  insolvency,  as  the  case  may  be,  to  sell 
the  goods  remaining  on  hand  at  the  time  of  the  licensee's 
death,  or  insolvency.  If  the  license  was  not  to  assigns,  it  is 
settled  that  no  new  goods  could  be  made  under  the  license 
by  the  assignee  or  personal  representatives  of  the  licensee, 
though  the  term  of  the  license  had  not  expired.  (Oliver  v. 
Mwnford  Chemical  Works,  109  U.  8.,  75 ;  Ourran  v.  Craig, 
22  Fed.  Hep.,  101.)  But  though  this  situation,  as  respects 
goods  on  hand,  must  have  arisen  often,  no  case  has  been 
cited,  nor  have  I  found  any,  in  which  it  has  been  denied,  or 
any  doubt  intimated,  that  the  assignee  or  executor  might 
lawfully  sell  the  patented  articles  that  had  been  lawfully 
made  for  sale  under  the  license.  This  is  no  slight  negative 
evidence  of  the  practical  interpretation,  at  least,  of  the  intent 
of  such  a  license.  Were  the  rule  of  law  otherwise,  since 
death  may  happen  at  any  moment,  no  one  could  venture  to 
do  business  under  such  a  license,  except  at  the  peril,  in  case 
of  death,  of  the  loss,  it  might  be,  of  all  his  capital.  If  the 
license  were  in  writing,  a  provision  might  doubtless  be  in- 
serted providing  for  the  winding  up  of  the  business  by  per- 
sonal representatives,  or  an  assignee,  though  no  general 
transfer  "  to  assigns  "  was  intended.  Such  a  special  provis- 
ion, however,  would  hardly  be  expected ;  and,  in  my  judg- 
ment, it  is  not  necessary,  because  fairly  contained,  by  neces- 
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sary  implication,  in  the  license  to  make  and  sell.  As  respects 
the  construction  of  the  extent  of  a  license  in  particular 
cases,  see  Bddvng  v.  Turner,  (8  Blotch/.  C.  C.  B.,  821 ;) 
Lightner  v.  Boston,  Ac,  B.  B.  Co.,  (I  Low.,  338.) 

A  further  ground  for  holding  that  the  complainant's  li- 
cense extended  to  a  sale  after  dissolution,  is  found  in  the 
articles  of  copartnership,  which  contain  a  provision  that 
either  partner,  upon  dissolution,  may  acquire  the  firm  prop- 
erty upon  an  offer  and  acceptance  of  some  sum  to  be  named. 
This  necessarily  implies  that  any  such  stoves  remaining  on 
hand  at  the  time  of  dissolution  are  a  subject  of  sale  to  or  by 
either  partner  alike ;  and  hence  it  imports  a  license  to  Lent 
to  acquire  the  property  individually,  for  the  purposes  of  gen- 
eral sale,  and  is,  therefore,  practically  equivalent  to  a  license  to 
Lent,  or  his  assigns.  ( Wade  v.  Metcalf,  16  Fed.  Bep.,  130.) 
This  part  of  the  motion  must,  therefore,  be  denied. 

As  respects  the  patterns,  &c,  inasmuch  as  these  would 
be  of  no  use,  or  of  trifling  value,  except  for  the  further 
manufacture  of  stoves,  the  right  to  sell  them  with  the  right 
to  manufacture  stoves,  would  depend  upon  the  equitable 
right  of  Mr.  Lent  to  a  partnership  in  the  complainant's  pat- 
ents. But  as  I  am  not  able  at  present  to  examine  that 
branch  of  the  motion,  and  there  is  urgent  need  for  an  im- 
mediate decision  as  respects  the  stoves,  I  decide  only  to  re- 
lieve the  defendant  from  the  stipulation  made  by  him  in  this 
cause  on  the  4th  of  March,  1887,  so  far  as  respects  the  stoves, 
and  to  continue  the  stipulation  in  full  force  and  effect  for  30 
days  from  this  date,  as  respects  the  other  articles,  except 
stoves;  and  that  the  motion  as  respects  the  patterns,  &c, 
retain  its  place  on  the  motion  calendar,  for  further  hearing. 

E.  N.  Dickerson,  for  the  plaintiff. 

Clarence  H.  Front  and  George  F.  BetU,  for  the  defend- 
ant. 
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The  J.  L.  Mott  Ibon  Works 
Patkiok  Cabsidy  and  others.    In  Equity. 

Letters  patent  No.  199,806,  granted  to  John  Demarest,  January  29th,  1878,  for 
an  improvement  in  slop-safes  for  water-closets,  are  void,  because  they  cover 
merely  the  making  of  cast  iron  an  article  before  made  of  other  substances. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  March  S2d,  1887.) 

Whxeleb,  J.  This  Bait  is  brought  upon  letters  patent 
No.  199,806,  dated  January  29th,  1878,  granted  to  John 
Demarest,  for  an  improvement  in  slop-safes  for  water-closets. 
Such  slop-safes,  of  substantially  the  same  form,  and  for  the 
same  purpose,  had  previous  to  this  invention  been  made  of 
lead,  or  of  wood  covered  with  lead,  to  such  an  extent  as  to 
have  become  a  matter  of  common  knowledge.  A  similar 
device  called  a  drip-tray,  made  of  porcelain  or  other  earthen- 
ware, is  described  in  letters  patent  No.  197,629,  dated  No- 
vember 27th,  1877,  and  granted  to  Charles  Harrison,  for  an 
improvement  in  drip-trays  for  water-closet  bowls.  The  pat- 
ent in  suit  describes  a  safe  or  safety  plate,  of  cast  iron,  with 
an  upward  rim  or  flange  at  the  sides  and  back,  to  prevent 
slops  running  over  the  edge,  made  dishing  toward  a  central 
opening  in  the  middle,  with  a  downward  flange  around  that 
opening.  The  claim  is  for  the  slop-safe  for  water-closets 
made  of  cast  iron,  having  the  downward  flange  and  the  up- 
ward flanges,  as  and  for  the  purposes  set  forth.  In  the  pat- 
ent to  Harrison,  it  is  said :  "  The  upper  surface  E1  of  the  tray 
inclines  from  all  sides  toward  the  centre,  and  the  interior 
portion,  E',  which  forms  the  boundary  in  the  opening  in  the 
tray,  conforms  to  the  shape  of  the  upper  end  of  the  bowl, 
and  overlaps  the  flange  B.  The  tray  is  provided,  at  its  outer 
edges,  with  the  vertical  flanges  E*.  The  inclining  of  the  up- 
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per  surface  from  all  sides  gives  the  dishing  form  ;  in  the 
drawings,  E9  is  a  downward  flange  aronnd  the  central  open- 
ing ;  and  £s  are  npward  flanges  at  the  back  sides  and  front." 
Here  are  all  the  elements  of  the  claims  of  the  patent  in  suit, 
with  the  addition  of  the  flange  in  front,  which  is  immaterial. 
That  would  have  nothing  to  do  with  the  operation  of  the 
flanges  at  the  back  and  sides.  The  real  difference  between 
the  tray  of  that  patent  and  the  safe  of  this  is,  that  that  tray 
is  made  of  porcelain  or  earthenware  and  this  of  cast  iron. 
What  Demarest  really  invented,  beyond  what  was  known 
before,  was  making  these  things  of  cast  iron,  a  well  known 
material,  instead  of  making  them  of  lead,  or  wood  covered 
with  lead,  or  of  porcelain  or  other  earthenware.  It  is  shown 
and  conceded  that  these  cast  iron  trays  are  good  articles,  and 
have  largely  superseded  the  others,  and  gone  into  general 
use,  since  Demarest's  invention.  These  facts  show  utility 
but  do  not  of  themselves  show  patentable  novelty.  There 
must  be  something  amounting  to  invention,  apart  from  mere 
usefulness,  however  great  (BoUister  v.  Benedict  Manufac- 
turing Co.y  113  U.  &,  59 ;  Thompson  v.  Boissdier,  114  U.  &, 
1.)  The  use  of  one  old  material  in  place  of  another,  when 
the  substituted  material  performs  no  new  function,  and  is  an 
improvement  because  it  is  more  durable,  does  not  appear  to 
amount  to  patentable  invention.  (HotcKkiss  v.  Greenwood, 
11  How.,  248 ;  Hicks  v.  Kdsey,  18  WaM.,  670 ;  Gardner  v. 
Herzy  118  U.  &,  180.)  This  is  all  that  Demarest  appears  to 
have  done.  The  patent  is,  therefore,  apparently,  void,  for 
want  of  any  patentable  invention  to  found  it  upon. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint, 
with  costs. 

Francis  Forbes,  for  the  plaintiff. 

Arthur  V.  Brieseny  for  the  defendants. 
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Edwabd  H.  Movius,  Beoeiver  of  the  First  National 

Bake:  of  Buffalo 

vs. 

Reuben  Pobteb  Lee  and  othebs.    In  Equity. 

A  receiver  of  a  national  bank  has  power  to  enforce  against  its  directors  indi- 
vidually claims  for  losses  incurred  through  the  non-performance,  and  the 
negligent  performance,  of  their  duties. 

On  the  facts,  it  was  held  that  one  of  the  directors  had  ceased  to  be  such  at  the 
time  of  the  alleged  losses. 

As  to  others  it  was  held  that  they  had  no  knowledge  of  the  transactions  which 
resulted  in  the  losses. 

On  dismissing  the  bill,  costs  were  not  allowed  to  certain  of  the  directors. 

(Before  Whmlbe,  J.,  Northern  District  of  New  York,  March  23d,  1881) 

Wheeleb,  J.  The  First  National  Bank  of  Buffalo  was 
organized  December  7th,  1863,  under  the  provisions  of  the 
National  Bank  Act  of  February  25th,  1863,  for  which  the 
National  Bank  Act  of  June  3d,  1864,  was  substituted,  (13  U. 
8.  SttU.  at  Large,  99,)  with  a  capital  stock  of  $100,000,  di- 
vided into  1,000  shares  of  $100  each.  At  the  annual  meeting 
of  its  shareholders  holden  January  11th,  1881,  Charles  T.  Coit, 
B.  Porter  Lee,  Thomas  W.  Gushing,  John  H.  Vought,  and 
George  Ooit,  were  elected  directors.  They  took  the  oath  of 
office  required  by  law,  and  chose  Charles  T.  Ooit,  president, 
and  B.  Porter  Lee,  cashier.  George  Coit  died,  and  May  20th, 
1881,  the  rest  of  the  directors  filled  the  vacancy  caused  by 
his  death  by  electing  Francis  £.  Coit  a  director  in  his  place, 
who  took  the  required  oath  of  office.  Mr.  Cushing  sold  his 
stock,  by  bargain  made  at  the  bank,  to  Charles  T.  Ooit,  the 
president,  September  24th,  1881,  at  the  price  of  $125  per 
share,  to  be  paid,  and  transfer  to  be  made,  afterwards.  In 
consequence  of  this  trade  he  then  and  there,  so  far  as  he 
could,  by  words,  resigned  his  office  of  director  to  the  presi- 
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dent,  and  never  afterwards  assumed  to  be,  or  to  act,  as  a  di- 
rector. The  health  of  the  president  became  poor,  and,  at  a 
meeting  of  the  four  directors,  including  himself,  remaining 
after  the  withdrawal  of  Cushing,  he  stated  that  fact,  aad  that 
he  desired  to  be  relieved  somewhat  of  his  official  duties, 
whereupon  they  voted  that  he  be  given  leave  of  absence,  for 
such  intervals  and  at  such  times  as  he  might  see  proper,  for 
one  year  from  that  date,  which  was  October  3d,  1881.  They 
then  chose  the  cashier,  R.  Porter  Lee,  vice-president,  and 
Theodore  W.  McKnight,  assistant-cashier.  The  bank  then 
had  an  apparent  surplus  of  $50,000,  and  undivided  profits  to 
the  amount  of  $24,277,03,  and  it  is  not  claimed  in  this  suit 
but  that  these  items  were  real.  Mr.  Charles  T.  Coit  paid 
Cushing  for  his  stock  at  the  price  agreed  upon,  October  7th, 

1881,  and  took  a  transfer  of  the  certificates,  signed  in  blank, 
which  was  entered  on  the  books  of  the  bank  in  November,  as 
made  September  24th,  1881.  Charles  T.  Coit  sold  most  of 
his  stock,  510  shares,  to  Lee,  was  absent  from  the  bank  on 
account  of  his  health,  and  took  no  part  in  its  management 
afterwards.  He  died  December  11th,  1881.  The  control 
and  management  of  the  bank  was  left  to  Lee,  who  used  its 
funds  in  the  form  of  discounts  to  his  associates  in  business, 
and  speculations,  until  great  losses  were  incurred.  Prior  to 
the  annual  election  in  1882  he  spoke  of  the  vacancies  in  the 
board  of  directors  to  the  defendant  Spaulding,  and  also  to 
the  defendant  Johnson,  and  proposed  to  transfer  stock  to 
them,  and  that  each  should  become  a  director.  Spaulding 
was  president  of  another  national  bank,  and  connected  with 
other  corporations,  and  did  not  wish  to  assume  new  responsi- 
bilities, and  so  told  Lee,  but  consented  to  the  arrangement, 
and  Johnson  did  likewise.     At  the  meeting,  January  10th, 

1882,  Spaulding.  Johnson,  Francis  E.  Coit,  Yought  and  Lee 
were  elected  directors,  who  took  the  oath  of  office  required 
bylaw.  Lee  was  chosen  president,  and  McKnight  was  elected 
cashier.  The  control  and  management  of  the  bank  were  left 
to  Lee  as  before.  Yought  sold  his  6tock  to  Lee,  January  19th, 
1882,  and  did  not  act  as  director  afterwards.    Spaulding  was 
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engaged  with  his  other  business,  the  family  of  Johnson  was 
sick  and  his  son  died,  and  neither  of  them  did  anything  about 
the  management  of  the  bank.  Coit  went  once  and  looked 
over  the  loans  and  discounts.  Lee  stood  well  in  the  com- 
munity as  a  man  of  honor  and  integrity,  as  financier,  and 
bank  manager,  and  neither  of  them  had  any  suspicion  that 
the  affairs  of  the  bank  were  not  being  well  and  faithfully  at- 
tended to  by  him.  Lee  sent  a  request  to  Spanieling,  April 
11th,  1882,  for  the  return  of  the  stock  transferred  to  him,  and 
Spaulding  signed  a  transfer  upon  the  back  of  the  certificate, 
and  returned  it,  in  pursuance  of  an  understanding  between 
them  that  he  would  return  it  on  request,  and,  as  he  supposed, 
ended  his  connection  with  the  bank.  The  bank  had  become 
hopelessly  insolvent  and  stopped  business,  April  13th,  1882, 
and  was  soon  afterwards  placed  in  the  hands  of  a  receiver. 
The  whole  capital,  surplus,  undivided  profits  and  reserves 
were  gone,  and  the  individual  liability  of  the  directors  would 
not  pay  the  depositors.  The  losses  incurred  amount  in  all  to 
more  than  $600,000.  This  bill  is  brought  to  charge  the  di- 
rectors who  are  living,  and  the  estates  of  those  who  are  dead, 
with  the  amount  of  these  losses. 

The  bill  alleges,  in  substance,  that  the  defendant  Spauld- 
ing sold  and  transferred  his  stock  in  the  bank  on  the  11th  day 
of  April,  1882.  The  evidence  shows  that  he  signed  the  trans- 
fer of  the  stock  in  blank  and  delivered  the  certificate  to  the 
messenger  from  Lee,  without  any  negotiation  with  Lee  or  any 
one  at  that  time  with  reference  to  a  sale  of  the  stock.  The 
plaintiff's  counsel  moved,  on  the  hearing,  to  amend  the  bill,  to 
have  it  allege  that  the  transfer  was  formal  merely,  without 
consideration,  and  that  there  was  not  any  sale  or  valid  trans- 
fer in  effect.  It  is  argued  in  support  of  the  amendment,  that 
this  would  make  the  bill  conform  to  the  proofs  merely,  and 
that  it  should  be  allowed  for  that  reason.  The  evidence 
shows,  however,  in  addition  to  this,  that  Spaulding  had  not 
paid  Lee  anything  for  the  stock,  and  that  it  was  understood 
between  them  that  Lee  might  have  the  stock  back  for  some 
one  else,  if  he  should  so  desire,  at  any  time.    It  appears,  from 
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the  whole  transaction,  that,  when  Lee  sent  the  messenger  for 
the  stock,  it  was  in  pursuance  of  that  understanding,  and  that 
Spanlding  acted  upon  the  understanding  in  complying  with 
the  request.  There  was,  therefore,  an  agreement  for,  and  an 
actual  re-sale  of,  the  stock.  The  blank  in  the  transfer  was 
fQiled  with  the  name  of  a  third  person  to  whom  Lee  had  sold 
the  stock ;  but  that  was  merely  a  method  of  carrying  out  the 
two  sales,  and  required  no  negotiation  between  Spanlding  and 
the  other  person,  to  make  it  effectual.  The  bill  now,  there- 
fore, alleges  the  sale  as  it  in  fact  was,  and  there  is  no  occa- 
sion for  the  amendment.  (Johnston  v.  Laflm,  103  U.  &, 
800.) 

Some  question  has  been  made  and  discussion  had  with 
reference  to  the  right  of  the  plaintiff  to  enforce  the  liability 
of  the  defendants,  if  any  exists,  for  the  benefit  of  stockholders, 
creditors  or  depositors,  as  the  results  might,  if  realized,  event- 
ually enure  to  them  respectively.  It  seems,  however,  that 
the  receiver,  as  the  name  implies,  has  in  his  hands  the  rights 
of  the  bank  itself  against  all  and  any  persons,  however  the 
rights  may  have  arisen,  to  enforce  for  the  benefit  of  whoever 
may  be  entitled  to  the  avails  of  them  ;  and  these  rights  may 
be  enforced  by  him  in  his  own  name,  or  in  the  name  of  the 
bank,  whose  corporate  existence  is  continued  for  that  purpose. 
(Kennedy  v.  Gibson,  8  Wall.,  498 ;  Bank  v.  Kennedy,  17  Wall., 
19 ;  Case  v.  Terrell,  11  Wall.,  199.)  If  the  bank  had  a  claim 
or  right  in  this  respect,  which  it  could  enforce  against  the 
defendants,  or  any  of  them,  the  plaintiff  has  the  same  now, 
which  he  is  entitled  to  enforce  to  the  same  extent,  and  none 
appears  to  have  accrued  to  him  which  the  bank,  in  its  own 
right,  did  not  have.  The  right  rests  entirely  upon  the  alleged 
non-performance,  or  negligent  performance,  of  duty,  as  direc- 
tors, to  the  bank. 

The  defendants  stand  upon  different  grounds,  in  some 
respects,  in  their  defences  to  this  claim  to  charge  them.  The 
defendant  Gushing  sets  up,  in  defence,  among  other  things, 
that  he  was  not  a  director  at  all  and,  therefore,  owed  no  duty 
in  that  behalf  at  the  time  when  the  alleged  losses  took  place. 
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Whether  he  was  or  not  depends  upon  the  effect  of  what  oc- 
curred about  the  sale  of  his  stock  and  resignation.  He  bar- 
gained for  its  sale  on  the  24th  of  September,  1881,  and  orally 
resigned  his  office  of  director,  so  far  as  he  so  could,  to  the 
president  of  the  bank,  in  his  place  of  president,  at  the  bank. 
This  was  prior  to  the  time  of  any  of  the  losses,  as  alleged.  He 
delivered  the  stock  certificate,  with  authority  to  transfer  it,  on 
the  7th  of  October  following,  and  received  his  pay  for  it.  This 
may  be  after  some  of  the  losses  occurred.  The  transaction  of 
September  24th  may,  therefore,  be  of  importance.  The  stat- 
utes provide  that  every  director  must  own  in  his  own  right  at 
least  ten  shares  of  the  capital  stock  of  the  association  of  which 
he  is  a  director;  and  that  any  director  who  ceases  to  be  the 
owner  of  ten  shares  of  the  stock  shall  thereby  vacate  his  place. 
{Rev.  Stat.  U.  &,  sec.  5,146.)  The  purpose  of  this  statute 
obviously  is  to  require  the  office  of  director  to  be  kept  in  the 
hands  of  those  who  are  personally  and  pecuniarily  interested 
in  the  affairs  of  the  bank.  When  Gushing  bargained  his  stock 
he  ceased  to  be  so  interested.  Good  faith  to  the  other  share- 
holders, as  their  interests  were  guarded  by  these  provisions  of 
the  law,  would  seem  to  require  that  he  should  then  cease  to  be 
a  director.  He  appears  to  have  taken  this  view,  and  to  have 
done  what  he  could  to  carry  it  ont.  There  was  no  calamity 
impending,  or  contemplated  by  him,  to  be  avoided  by  vacat- 
ing his  office,  or  which  he  could  prevent  by  retaining  it. 
There  was  no  reason  why  he  should  not  resign  it  if  he  could. 
He  was  an  officer  elected  to  his  place ;  it  was  an  office  that  he 
was  not  obliged  to  accept,  and  would  seem  to  be  one  that  he 
was  not  obliged  to  hold.  (  United  States  v.  Wright,  1  McLean, 
509 ;  The  People  v.  Porter,  6  Vol.,  26 ;  Olmsted  v.  Dennis, 
77  N.  Y.,  378.)  No  mode  of  resignation  was  provided  by 
law,  and  an  oral  one  would  be  as  good  as  any.  (Hex  v.  Mayor 
of  JRippon,  1  LA.  Raym.,  563.)  The  president  was  the  head 
of  the  board  of  directors,  who  alone  could  fill  the  vacancy, 
and  a  resignation  to  him  would  be  a  resignation  to  the  board. 
(Port  Jervis  v.  Bank,  96  N.  T\,  550.)  The  statute  provides 
that  the  directors  shall  be  elected  at  meetings  to  be  held  on 
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such  day  in  January  of  each  year  as  shall  be  specified  in  the 
articles  of  association ;  and  that  they  shall  hold  office  for  one 
year  and  until  their  successors  are  elected  and  have  qualified. 
{Sec.  5,145.)  It  is  urged  that  this  section  prohibits  resigna- 
tion during  the  year.  This  is  not  understood  to  be  its  effect. 
The  apparent  purpose  of  the  provision  in  regard  to  the  term 
of  office  is  to  make  it  conform  to  the  time  of  the  new  election, 
and  not  to  absolutely  require  every  director  to  serve  the  full 
term.  Such  provision  as  to  terms  of  office  are  common  for 
this  purpose.  It  is  said,  in  argument,  that,  if  be  might  resign 
he  would  not  be  relieved  from  duty  until  his  place  should  be 
filled  by  the  remainder  of  the  board,  and  that,  if  they  would 
not  fill  it  without,  it  would  be  incumbent  on  him  to  compel 
them,  by  mandamus,  or  other  appropriate  proceeding,  to  fill 
it.  But,  until  he  had  vacated  the  place  there  would  be  no 
vacancy  which  they  could  fill,  and,  when  he  had  sold  his 
stock,  he  would  be  out  of  the  corporation  and  would  have  no 
interest  or  standing  upon  which  to  institute  any  proceedings 
whatever  to  affect  the  conduct  of  its  affairs.  The  interests  of 
the  corporation  would  be  left  with  the  other  directors  elected 
by  the  stockholders,  whose  duty  it  would  be,  and  on  whom 
the  stockholders  had  relied,  to  fill  the  vacancy,  or  act  upon  it 
as  they  should  be  advised.  Upon  these  considerations,  it  ap- 
pears that  the  defendant  Gushing  was  not  a  director  at  the 
time  of  the  alleged  losses,  and  cannot  be  held  for  any  duty  as 
such  at  that  time. 

The  liability  of  Charles  T.  Coit  also  stands  upon  different 
footing  from  that  of  any  of  the  others.  His  health  had  failed 
and  was  failing  him,  so  that  he  was,  and  was  being,  disabled  for 
the  performance  of  the  duties  of  his  office.  He  had  owned 
more  than  half  of  the  stock  up  to  near  that  time,  and,  so  far 
as  appears,  had  been  diligent  and  faithful  in  the  performance 
of  all  his  duties.  Of  his  associates  in  the  board  Yought  had 
been  director  since  1865,  Lee  since  1877,  and  Francis  E.  Coit 
then  since  the  May  previous,  and  for  several  years  at  a  time 
previous,  and  all  were  in  good  repute.  He  could  resign,  or 
accept  their  leave  of  absence,  which  was  tantamount  to  an 
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undertaking  and  assurance  on  their  part  that  they  wonld  per- 
form the  duties  which  might  otherwise  devolve  upon  him. 
They  were  a  majority  of  the  board,  and,  if  they  would,  conld 
control,  whether  he  was  present  or  absent.  The  oath  of  office 
required  by  law  bound  him,  so  far  as  the  duty  devolved  on 
him,  diligently  and  honestly  to  administer  the  affairs  of  the 
bank.  (See.  5,147.)  The  duties  which  they  could  perform, 
and  assumed  to  and  did  perform,  would  not  appear  to  have 
devolved  on  him,  so  as  to  make  him  chargeable  in  any  degree 
for  the  manner  of  their  performance.  He  did  nothing  him- 
self for  which  it  is  claimed  that  he  became  in  any  manner 
chargeable ;  and  it  does  not  appear  that  he  was  so  responsible 
for  what  the  others  did  that  their  misdoings  could  make  him 
chargeable. 

Neither  Lee,  nor  the  executrix  of  Vought,  makes  any  de- 
fence to  this  suit,  and  the  bill  has  been  taken  for  confessed 
against  them. 

The  positions  of  Francis  E.  Ooit,  Spaulding  and  Johnson, 
with  reference  to  the  bank,  were  so  similar  in  most  respects, 
that  the  questions  as  to  the  liability  of  each  of  them  may 
be  examined  somewhat  together.  It  is  necessary  for  this  pur- 
pose to  look  into  the  manner  of  the  losses  more  closely. 

The  losses  appear  to  have  been  begun  by  the  discount  of 
the  paper  of  persons  engaged  with  Lee  in  business  and  specu- 
lations, not  adequately  responsible  for  the  amount  of  the  dig- 
counts.  The  paper  was  usually  endorsed  by  him,  and  some- 
times secured  to  some  extent  by  collaterals  resulting  from  the 
avails  of  the  discounts.  Great  losses  from  the  transactions  in 
which  he  was  engaged  fell  upon  him,  and  through  him  upon 
the  bank.  As  the  paper  fell  due  it  was  renewed  or  replaced 
by  other  paper  of  like  character,  until  a  large  part  of  the 
loans  and  discounts  of  the  bank  consisted  in  these  notes  of 
irresponsible  persons,  endorsed  by  him.  All  these  discounts, 
renewals  and  substitutions  were  correctly  entered,  as  in  the 
usual  course  of  business,  upon  the  books  of  the  bank,  and  ap- 
peared there  fully,  with  the  entries  of  its  other  current  business. 
These  discounts  were  in  violation  of  the  prohibition,  in  the 
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banking  law,  of  liabilities  to  the  association  in  excess  of  one* 
tenth  the  amount  of  capital  paid  in,  of  any  person,  company, 
or  firm,  for  money  borrowed.  (Seo.  5,200.)  They  did  not, 
however,  appear  to  be  so,  always  or  generally,  for  they  might 
be,  so  far  as  they  showed,  commercial  or  business  paper 
actually  owned  by  the  person  negotiating  them,  within  the 
provisions  of  the  same  law,  allowed  to  be  discounted.  On 
January  18th,  1882,  he  took  from  the  cash  of  the  bank 
$23,680,  and  put  a  slip  of  paper,  with  his  name  and  the 
amount  upon  it,  in  place  of  the  money,  in  the  cash  drawer ; 
and  on  February  15th,  $16,737.50  in  like  manner,  without  giv- 
ing any  other  evidence  of  his  indebtedness  for  these  amounts. 
The  former  amount  was  reduced  by  replacements  of  cash  to 
$12,405,  and  the  latter  to  $11,435.  These  transactions  were 
not  concealed  from  the  cashier  or  employes  in  financial  mat- 
ters of  the  bank,  but  did  not  appear  on  the  books  of  the  bank, 
except  that  they  were  shown  on  the  cash  blotter  of  the  teller. 
These  were  clear  violations  of  the  provisions  of  the  banking 
law  mentioned.  As  Lee  was  the  president  and  at  the  head  of 
the  bank,  and  was  supposed  by  the  cashier  and  subordinates 
to  be  a  man  of  integrity  and  wealth,  and  these  things  were 
done  by  him  and  by  his  direction,  they  excited  no  suspicion 
among  these  persons,  that  loss  to  the  bank  would  be  occa- 
sioned thereby,  until  the  very  last  days  of  the  business  of  the 
bank,  after  all  these  losses  had  been  incurred.  As  the  suspi- 
cions of  these  persons  were  not  aroused,  they  said  nothing  to 
any  of  the  directors  about  what  was  going  on,  and  they  had 
no  knowledge,  supposition  or  suspicion  but  that  the  business 
of  the  bank  was  proceeding  lawfully,  regularly  and  prosper- 
ously. In  the  banking  law  it  is  further  provided,  that,  if  the 
directors  of  any  bank  shall  knowingly  violate,  or  knowingly 
permit  any  of  the  officers, "agents  or  servants  of  it  to  violate, 
any  of  the  provisions  of  that  law,  every  director  who  partici- 
pated in,  or  assented  to,  such  violation,  shall  be  liable  for  all 
damages  sustained  in  consequence  of  such  violation.  (Sec. 
5,239.)  It  is  not  claimed  that  any  of  these  three  directors  so 
knowingly  permitted  or  assented  to  any  of  these  violations  of 
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this  law  as  to  become  liable  at  all  under  this  provision.    As 
there  was  no  misconduct,  default  or  irregularity  on  the  part 
of  the  cashier,  or  of  the  clerks  or  agents  of  the  bank,  in  any 
respect,  that  occasioned  these  losses,  and  what  was  done  that 
did  occasion  them  was  done  by  Lee  and  by  his  express  direc- 
tion, the  question  is,  whether  these  directors,  by  their  con- 
duct, became  liable  to  the  bank  for  what  their  associate  di- 
rector Lee  did.    By  the  bank  Act  of  1864,  it  was  enacted, 
that  these  associations  should  be  bodies  corporate,  and,  by ' 
the  names  designated  in  their  organization  certificates,  should 
have  succession  for  twenty  years,  unless  sooner  dissolved, 
that  by  such  names  they  might  make  contracts,  sue  and  be 
sued,  and  elect  or  appoint  directors,  and  by  their  boards  of 
directors  appoint  officers,  and  exercise  under  that  Act  all 
such  incidental  powers  as  should  be  necessary  to  carry  on  the 
business  of  banking,  by  discounting  and  negotiating  promis- 
sory notes,  drafts,  bills  of  exchange,  and  other  evidences 
of  debt,  by  receiving  deposits,  by  buying  and  selling  exchange, 
coin  and  bullion,  by  loaning  money  on  personal  security,  and 
by  obtaining,  issuing  and  circulating  notes  according  to  the 
provisions  of  that  Act.    (13  U.  S.  Stat,  at  Zarge,  101,  sec.  8.) 
Some  Courts  were  of  the  opinion  that  this  specification  of  the 
means  by  which  the  powers  granted  might  be  exercised  was 
a  limitation  of  the  general  expression  preceding  it.    (  Wiley 
v.  Bank,  47  Vt9  546 ;  First  Nat.  Bank  v.  Ocean  Nat  Bank, 
60  N.  Y.,  278  ;  WeoUer  v.  Bank,  42  Md.,  581 ;   Whitney  v. 
Bank,  50  Vt>  388.)    Others  construed  this  section  as  if  it  had 
stopped  with  the  general  words.     {National  Bank  v.  Ova- 
ham,  79  Pa.  St,  106 ;  Pattison  v.  Syracuse  National  Bank9 
80  N.  JT.,  82.)    The  business  of  banking,  in  either  view,  was, 
as  that  section  then  stood,  to  be  carried  on  by  the  board  of 
directors.    In  the  Revised  Statutes,  as  enacted  in  1874,  this 
part  of  that  section  was  brought  into  the  seventh  subdivision 
of  section  5,136,  and  so  added  to  as  to  authorize  a  national  bank 
to  exercise  by  its  board  of  directors,  or  duly  authorized  officers 
or  agents,  subject  to  law,  the  powers  mentioned.    Atler  this 
alteration  in  the  law,  the  business  of  the  banks  could  be  law  - 
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fully  done  by  the  president,  cashier,  or  other  officer,  as  well 
as  by  the  directors  themselves.  It  was  not  necessary  that  the 
directors,  or  a  majority  of  them,  or  any  of  them,  should 
take  part  in  individual  transactions  in  the  authorized  busi- 
ness. 

It  is  said,  in  some  books,  and  in  argument,  that  the  direc- 
tors are  trustees  of  the  funds  and  property  of  the  bank.  This 
may  be  true  in  some  sense  and  under  some  circumstances, 
but  the  relations  of  the  directors  to,  and  their  duties  toward, 
the  assets  of  the  bank  cannot  be  determined  properly  upon 
names  merely.  The  bank,  being  a  body  corporate  under  the 
law,  is  a  person,  although  artificial,  with  legal  identity,  and 
capable  of  owning  and  holding  its  own  property ;  and  its  prop- 
erty, in  the  hands  of  those  by  whom  it  acts,  is  held  by  itself  for 
itself,  and  not  by  any  person  for  it.  Therefore,  the  directors 
are  not,  and  from  the  nature  of  things  cannot  be,  chargeable 
for  the  assets  of  the  bank  as  for  property  to  which  they  have 
taken  title  or  possession  for  some  use  or  purpose,  for  the  car- 
rying out  of  which  they  may  be  charged  and  held.  They 
have  no  ownership  in  or  title  to  the  assets,  and  cannot  act 
otherwise  than  as  the  officers  and  agents  of  the  bank  about 
them,  unless  they  actually  misappropriate  them,  and  thereby 
become  wrong-doers  about  the  assets  themselves.  They  can- 
not be  held  to  account  for  any  assets  they  have  not  them- 
selves had.  These  directors  are  not,  and  are  not  claimed  to 
be,  chargeable  in  this  view.  As  the  statute  provides  what 
directors  shall  be  liable,  and  how,  for  violations  of  the  stat- 
utes, other  directors  cannot  be  made  liable  for  those  things 
without  in  effect  adding  to  the  statute.  Directors  may, 
doubtless,  be  liable  for  many  things  which  are  not  express 
violations  of  the  statute.  {Brinkerhoff  v.  Bostwicky  88  JV. 
r.,  62,  and  99  N.  T.,  185.)  This  would  probably  be  the 
case  with  respect  to  any  gross  mismanagement  in  the  actual 
transaction  of  the  bank's  business,  or  the  handling  of  its 
property.  These  directors  are  not  sought  to  be  charged  in 
this  view.  The  complaint  against  them  is  not  that  they  acted 
negligently  or  carelessly  in  actually  doing  anything,  but  that 
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they  neglected  to  do  anything.  What  they  did  not  do,  the 
omission  to  do  which  caused  damage,  was  the  restraint  of  Lee 
in  what  he  did.  So  the  real  question  is,  whether  they  are 
chargeable  for  the  consequences  of  what  he  did  because  they 
did  not  prevent  it.  He  was  a  director  elected  by  the  stock- 
holders, and  of  equal  rank  and  authority  with  them.  He  de- 
rived authority  from  the  stockholders  and  not  from  them, 
and  acted  upon  that  authority.  The  president  has  no  greater 
authority,  as  such,  about  the  matters  complained  of  than  any 
other  director.  They  had  no  reason  to  suppose  that  he 
would  not  act  honestly  and  fairly  within  the  law,  any  more 
than  the  stockholders  had  who  had  repeatedly  elected  him 
to  the  office  of  director,  or  than  the  depositors  had  who 
trusted  the  bank  while  visibly  under  his  management.  He 
was  apparently  more  interested  in  the  success  of  the  bank 
during  the  time  of  these  losses  than  any  one  else,  for  he 
held  more  than  a  majority  of  all  the  stock.  The  question  is 
not  as  to  the  liability  of  the  bank  for  the  negligence  of  its 
agents,  but  is  as  to  the  liability  of  some  agents  to  the  bank 
for  not  controlling  others.  The  bank  itself  would  not  be 
liable  to  others  for  the  frauds  or  thefts  of  its  cashier  or 
other  officer,  unless  his  untrustworthiness  was  known  and 
his  employment  continued,  notwithstanding  notice  of  that 
fact.  (Foster  v.  Essex  Bank,  17  Mass.,  479 ;  P rather  v. 
Feati,  29  Fed.  Rep.,  498.)  The  obligation  of  the  corpora- 
tion would  be  measured  by  the  duty  of  its  officers,  and  the 
liability  of  one  officer  for  the  misdoing  of  another  would  not 
appear  to  be  any  greater  than  that  of  the  corporation  for 
acts  of  the  same  nature.  Generally,  one  officer  is  not  liable 
for  the  misconduct  of  another  not  appointed  by  hinu 
(Whitfield  v.  Le  Despencer,  Covop.,  754;  Nicholson  v- 
Mounsey,  15  East,  384 ;  Dunlop  v.  Munroe,  7  Cranoh,  242.) 
Directors  of  banks  and  other  corporations  appear  to  stand  on 
the  same  footing  as  other  officers  in  this  respect.  The  body 
of  directors  of  a  national  bank  is  charged  with  the  super- 
vision and  management  of  its  affairs,  and  is  bound  to  use 
as  much  diligence  and  care  as   the  proper  performance  of 
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these  duties  requires.    (Morawete  on  Corp.,  sec.  243 ;  Thomp- 
son on  Liability  of  Officers,  356.)    But  this  obligation  does 
not  appear  to  require  every  director  to  attend  himself  to 
every  part  of  the  corporate  business,  nor  make  each  liable  for 
every  act  done  by  any  of  them.    They  do  not  undertake  each 
for  the  others.    In  Cargitt  v.  Bower,  (10  Ch.  Div.,  502,)  it  was 
held  that  directors  were  not  liable  for  the  frauds  of  their 
co-directors  unless  they  participated  in  the  frauds,  or  wholly 
abstained  from  inquiry,  in  order  that  they  might  be  com- 
mitted.   Fry,  J.,  said  :    "  I  think  that  there  was  great  negli- 
gence, but  that  it  was  merely  negligence  and  undue  trust  in 
Feigan,  and  that  there  was  not  any  intention  to  allow  him  to 
commit  fraud ;  and,  therefore,  I  cannot  hold  them  responsi- 
ble for  his  acts."    Feigan  was  a  director.     In  Perry**  Case, 
(34  Law  Times,  716,)  Perry  had  consented  to  be  a  director 
at  the  request   of  Duncan,  on   the  understanding  that  his 
qualification  in  paid-up  shares  would  be  found  for  him,  and 
was  appointed  August  5th,  1871,  attended  a  meeting  January 
25th,  1872,  and  resigned  in  May,  1872.     Duncan  misapplied 
funds  in  February,  1872,  for  which  Perry,  with  others,  was 
sought  to  be  charged.    As  to  this,  Bacon,  Vice-Chancellor, 
said :  "  I  think  that  no  case  is  made  against  Mr.  Perry.     Mr. 
Bradford's  argument  is  that,  inasmuch  as  he  accepted  paid- 
up  shares  in  order  to  qualify  him  as  a  director,  he  is  to  be 
treated  as  the  paid  agent  of  Mr.  Duncan  to  do  whatever  Mr. 
Duncan  desired  him  to  do.    It  is  very  easy  to  say  that,  but  I 
see  no  kind  of  foundation  for  it."    "  It  is  said  that  Mr.  Dun- 
can misconducted  himself  in  various  ways  and  that  Mr.  Perry 
is  liable  for  all  the  consequences  of  that  because  he  was  Dun- 
can's paid  agent.    It  would  be  monstrous  to  entertain  any 
such  proposition.    He  became  a  director  and  is  liable  for  all 
that  he  did  as  a  director,  but  he  was  not  bound  to  attend 
every  meeting  of  the  directors.    It  is  not  part  of  the  duty  of 
a  director  to  take  part  in  every  transaction  which  is  con- 
ducted at  a  board  meeting.    His  business  or  his  pleasure  may 
call  him  elsewhere,  and  it  would  be  a  most  unheard  of  thing 
to  say  that  if  anything  wrong  was  done  at  a  board  meeting, 
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he  being  named  among  the  directors  but  not  present,  he  is 
liable  for  what  is  done  in  his  absence."  In  Joint  Stock  Dis- 
count Co.  v.  Brown,  (Law  Rep.,  8  Eq*,  880,  401,)  in  speaking 
of  the  liability  of  directors  for  acts  of  others  in  which  they 
took  no  part  or  measures  to  prevent,  James,  Vice-Chancellor, 
said :  "  Now,  with  regard  to  Mr.  Gillespie,  I  have  held  that 
there  was  no  sufficient  evidence  of  his  concurrence  or  conniv-  • 
ance  to  make  him  responsible.  I  have,  however,  thought  it 
not  right  to  give  him  his  costs,  although  I  dismiss  him  from 
the  suit,  because  I  think  a  roan  who  is  a  director,  and  goes 
on  as  a  director  for  months,  when  a  transaction  of  this  kind 
is  going  on,  is  not  justified  in  saying,  '  I  really  did  not  pay 
the  slightest  attention  to  it ;  I  had  a  sort  of  vague  notion  of 
what  was  going  on  ;  I  was  a  paid  director,  but  I  left  it  to  the 
other  directors  to  attend  to ;  I  did  nothing ;  I  took  it  for 
granted  it  was  all  right.'  I  think  he  is  entitled  to  this,  that 
I  cannot  fix  him  with  a  liability ;  but  I  think  it  is  not  too 
much  of  a  penalty  for  him  to  pay  for  his  negligence,  that  he 
shall  not  have  any  costs  of  the  proceedings  which  have  been 
rendered  necessary  in  this  Court  by  proceedings  of  his  co- 
directors  which  he  took  no  pains  to  inquire  into  or  interfere 
with."  In  Weir  v.  Bell,  (3  Each.  Div.,  238,  250,)  in  speak- 
ing of  the  liability  of  Bell  as  a  director,  Lord  Ch.  J.  Cockburn 
said :  "  In  the  result  Bell  has  been  guilty  of  no  fraud  ;  he  is 
not  a  principal  deriving  a  benefit  from  a  fraud  committed  by 
his  agent  in  procuring  that  benefit ;  nor,  indeed,  has  he  de- 
rived any  benefit  from  the  fraud  committed  by  the  sub-agents 
whom  he  was  authorized  to  employ  on  behalf  of  the  company. 
Upon  this  state  of  facts  I  think  the  plaintiff  fails  to  establish 
the  liability  of  the  defendant  Bell."  The  same  views  pervade 
other  English  cases.  (Turjuand  v.  Marshall,  Law  Rep.,  4 
6'A.,  376 ;  Zand  Credit  Co.  v.  Lord  Fermoy,  Law  Rep.,  8 
Eq.,  7.)  In  Charitable  Corporation  v.  Sutton,  (2  At&.,  400,) 
much  relied  upon  for  the  plaintiff  in  this  case,  only  the  com- 
mittee-men, who  formed  what  was  called  a  confederacy  or 
conspiracy,  were  held  chargeable.  That  a  director  is  not  liar 
ble  for  the  faults  or  frauds  of  a  co-director  appears  to  be  well 
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recognized  in  New  York.  (  Wakeman  v.  Dalley,  51  N.  Y., 
27 ;  Arthur  v.  Oriswold,  55  N.  Y.,  4.00.)  In  Hun  v.  Gary, 
(82  N.  Y.,  65,)  where  the  trustees  of  a  savings  bank  who  par- 
ticipated in  a  misappropriation  of  the  funds  resulting  in  loss 
were  held  liable  for  the  loss,  Smith,  a  trustee,  who  took  no 
part  in  the  transactions,  does  not  appear  to  have  been  held. 

.  And  in  Hand  v.  Burrows,  (Supreme  Court  of  New  York, 
First  Department,  June,  1881,)  it  was  held,  Barrett,  J.,  that 
the  directors  of  a  national  bank  who  knowingly  participated 
in  retaining  an  untrustworthy  cashier  were  liable  for  his  sub- 
sequent defalcations,  and  that  one  who  did  not  know  of  the 
untrustworthiness  was  not  liable ;  which  case  does  not  appear 
to  have  gone  any  further.  There  is  no  case  which  has  been 
cited  or  observed,  in  which  it  has  been  decided  that  a  director 
of  a  corporation  was  liable  to  make  good  a  loss  occasioned  by 
the  fraud  or  misconduct  of  a  co-director,  in  which  he  had  no 
part,  and  which  was  perpetrated  without  his  connivance  or 
knowledge.  (Bobmson  v.  Smith,  3  Paige,  222 ;  Brmkerhoff 
v.  Bostwick,  88  N.  Y.,  52,  and  99  If.  Y.,  185  ;  Ackerman  v. 
HaLsey,  37  N.  J.  Eg.,  356,  and  38  Id.,  501 ;  Hodges  v.  JVew 
England  Screw  Co.,  1  B.  I,  312,  and  3  Id.,  9.)  The  measure 
of  the  duty  of  directors  is  frequently  and  emphatically  laid 
down,  and  is  clear  and  plain,  but  it  is  nowhere  adjudged  that 
all  must  always  act,  or  that  they  must  not  trust  one  another 
to  act,  or  that  any  are  liable  for  the  mere  omission  to  watch 
and  restrain  the  others,  without  wrong  intention  on  their  own 
part,  or  actual  knowledge  of  the  wrong  on  the  part  of  the 
others.  Neither  are  there  cases  where  persons  standing  in 
similar  relations  to  the  property  of  others  have  been  held  lia- 
ble for  the  acts  of  others  standing  in  the  same  relation,  with- 
out some  fraud  or  connivance  on  their  own  part.  The  general 
rule  as  to  trustees  is,  that  they  are  responsible  only  for  their 
own  acts,  and  not  for  the  acts  of  each  other,  unless  by  express 

N  agreement,  "  or  they  have,  by  their  own  voluntary  co-opera- 
tion or  connivance,  enabled  one  or  more  to  accomplish  some 
known  object  in  violation  of  the  trust."  (Stores  Equity, 
§  1,280.)    In  Perry  on  Trusts  the  law  is  stated  to  the  same 
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effect.  (§  417.)  The  law  is  the  same  as  to  executors  and  ad- 
ministrators. ( Bac.  Abr.y  Executors,  D. ;  Brazer  v.  Clarke 
5  Pick.,  96 ;  Peter  v.  Beverly,  10  Pet.,  532.)  In  the  latter 
case  Mr.  Justice  Thompson  said :  "  For  it  is  a  well  settled 
rule,  that  one  executor  is  not  responsible  for  the  devastavit  of 
his  co-executor,  any  further  than  he  is  shown  to  have  been 
knowing  and  assenting  at  the  time  to  such  devastavit  or  mis- 
application of  the  assets ;  and  merely  permitting  his  co-exec- 
utor to  possess  the  assets,  without  going  further,  and  concur- 
ring in  the  application  of  them,  does  not  render  him  answer- 
able for  the  receipts  of  his  co-executor.  Each  executor  is 
liable  only  for  his  own  acts,  and  what  he  receives  and  applies, 
unless  he  joins  in  the  direction  and  misapplication  of  the 
assets.  (Cro.  Eliz.,  348 ;  4  Tee.,  596;  4  Johns.  Ch.,  23  ;  19 
Johns.,  427.)"  And  a  bailee  of  goods  without  reward  is  only 
liable  because  they  actually  come  to  his  hands  and  he  is  guilty 
of  some  wrong  in  respect  to  them  while  there.  (Goggs  v.  Ber- 
nard, 2  Ld.  JSaym.,  909.) 

After  the  careful  and  thorough  presentation  of  this  case 
in  all  its  aspects  by  counsel  on  all  hands,  and  much  and  re- 
peated consideration  of  the  facts  and  principles  involved,  no 
just  ground  of  liability  on  the  part  of  these  directors  is  per- 
ceived. Not  on  the  express  provisions  of  the  statute  on  the 
subject,  for  they  do  not,  and  are  not  claimed  to,  come  within 
that ;  not  by  the  common  law,  for  by  that  each  is  liable  only 
for  his  own  miscarriages,  and  none  are  shown. 

These  conclusions  make  it  unnecessary  to  consider  whether 
this  cause  of  action,  if  made  out,  would  survive  against  the 
personal  representatives  of  Francis  E.  Coit,  or  those  of  Charles 
T.  Coit.  The  bill  must,  upon  the  conclusions  reached,  be 
dismissed  as  to  them,  and  as  to  the  defendants  Gushing, 
Spaulding  and  Johnson.  The  expressions  of  Vice-Chancellor 
James,  as  to  costs,  in  Joint  Stock  Discount  Co.  v.  Brown, 
(supra,)  seem  reasonable,  and  applicable  to  the  directors 
Francis  E.  Coit,  Johnson  and  Spaulding ;  and  no  costs  were 
allowed  in  Hand  v.  Burrows,  (stipra,)  to  the  director  not 
held  to  be  liable. .  Those  cases  are  followed,  and  no  costs 
Vol.  XXIV.— 20 
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sre  allowed  to  the  defendants  Johnson  and  Spanieling  and 
the  representative  of  Francis  £.  Coit.  There  is  nothing  suffi- 
cient to  take  the  cases  of  Gashing  and  Charles  F.  Ooit  out  of 
the  usual  role  as  to  costs.  No  question  has  been  made  as  to 
completion  of  the  decrees  already  made  against  Lee  and  the 
executrix  of  Vought. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint 
as  to  the  defendants  Spaulding,  Johnson,  and  Caroline  £. 
Coit,  executrix,  without  costs;  and  as  to  the  defendant 
Cashing,  and  the  defendants  Frank  8.  Coit  and  Joseph  C. 
Barnes,  administrators,  with  costs. 

Ansley  Wilcox,  for  the  plaintiff. 

E.  C.  Sprague,  for  the  defendant  Spaulding. 

B&nj.  27.  Williams,  for  the  defendant  Johnson. 

David  F.  Day,  for  the  defendant  Cashing. 

Humphrey  <£  Lockwood,  for  the  defendants  Coit  and 
Barnes,  Administrators. 


Chables  H.  Tugman 

vs. 

The  National  Steamship  Company. 

The  Supreme  Court  of  the  United  States  reversed  the  judgment  of  a  State 
Court  in  favor  of  the  plaintiff,  on  the  ground  that  that  Court  had  no  ju- 
risdiction of  the  suit,  because  it  had  been  removed  to  this  Circuit  Court  of 
the  United  States.  The  mandate  directed  the  State  Court  to  proceed  no 
further  in  the  cause,  and  awarded  $108.84,  as  costs  of  the  Supreme  Court, 
against  the  plaintiff.    The  State  Court,  on  the  mandate,  reversed  its  judg- 
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ment,  and  awarded  against  the  plaintiff  $1,206.80,  as  costs  and  allowanoe. 
The  defendant  moved,  in  this  Court,  for  a  stay  until  that  amount  should  be 
paid:    Held,  that  the  motion  must  be  denied,  except  as  to  the  $108.84. 

(Before  Bimkdiot,  J.,  Eastern  District  of  New  York,  March  24th,  1887.) 

Benedict,  J.  This  is  an  application  by  the  defendant  for 
a  stay  of  farther  proceedings  in  this  cause  until  the  plaintiff 
shall  pay  the  defendant  certain  costs.  These  costs  accrued 
nnder  the  following  circumstances.  The  action  was  original- 
ly commenced  in  the  Supreme  Court  of  this  State,  in  the 
year  1875.  The  defendant  being  entitled  so  to  do,  duly  pre- 
sented to  the  State  Court  a  petition  and  bond,  as  required  by 
law,  to  remove  the  cause  to  this  Court.  Notwithstanding 
which,  the  State  Court  proceeded  with  the  cause,  and,  after 
a  hearing  on  the  merits,  gave  the  plaintiff  a  judgment  against 
the  defendant,  for  the  sura  of  $4,324.13.  This  judgment  the 
Court  of  Appeals  of  the  State  upheld.  But  a  writ  of  error 
having  been  issued  in  the  Supreme  Court  of  the  United 
States,  that  Court  reversed  the  action  of  the  State  Court,  and 
held  all  the  proceedings  in  the  State  Court,  subsequent  to 
the  filing  of  the  petition  and  removal  bond,  to  be  void,  upon 
the  ground  that  the  jurisdiction  of  the  State  Court  absolutely 
ceased,  and  the  jurisdiction  of  this  Court  immediately  at- 
tached, on  the  filing  of  the  petition  and  bond.  (106  U.  &, 
118.) 

The  Supreme  Court  also  ordered  that  the  plaintiff  in 
error  recover  against  the  defendant  in  error  $108.34,  for  its 
costs  in  that  Court,  and  have  execution  therefor;  and  or- 
dered that  the  cause  be  remanded  to  the  Supreme  Court  of 
the  State,  with  instructions  to  accept  the  bond  tendered  by 
the  plaintiff  in  error  for  the  removal  of  the  cause,  and  pro- 
ceed no  further  in  the  case.  A  mandate  to  that  effect  was 
thereupon  issued  to  the  Supreme  Court,  upon  the  receipt  of 
which  the  Supreme  Court  accepted  the  bond  and  proceeded 
to  reverse  the  judgment  which  had  been  entered  by  the 
Supreme  Court  in  favor  of  the  plaintiff,  "  with  costs  to  the 
defendant  to  be  taxed,"  and  ordered  that  judgment  be  en* 
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tered  accordingly.  Thereafter  the  said  Court,  upon  motion 
of  the  defendant,  awarded  the  defendant,  in  addition  to  the 
taxable  costs,  an  extra  allowance  of  $500,  and,  on  Novem- 
ber 8th,  1884,  entered  up  its  judgment  in  favor  of  the  de- 
fendant, against  the  plaintiff,  for  the  taxable  costs  and  extra 
allowance,  amounting  in  all  to  the  sum  of  $1,206.80.  These 
costs  not  having  been  paid,  and  the  plaintiff,  being  insolvent, 
now  seeking  to  proceed  with  the  cause  in  this  Court,  the 
"defendant  applies  to  have  further  proceedings  in  this  Court 
stayed  until  the  plaintiff  pay  the  costs  for  which  judgment 
was  entered  against  him  by  the  Supreme  Court  of  the  State, 
in  November,  1884. 

I  do  not  think  it  is  so  clear  as  the  defendant  supposes 
that  a  distinction  can  be  drawn  between  this  case  and  the 
case  of  Penrose  v.  Penrose,  decided  by  this  Court,  and  re- 
ported  in  1  Fed.  Rep.,  479.  The  defendant  contends  for  a 
distinction,  because,  as  he  asserts,  in  this  case  the  State 
Court,  in  awarding  costs  and  an  extra  allowance,  was  acting 
under  a  mandate  issued  by  the  Supreme  Court  of  the  United 
States.  Sut  the  difficulty  is  that  the  mandate  contains  no  di- 
rection to  the  State  Court  to  award  costs.  On  the  contrary, 
the  mandate  directs  that  Court  to  accept  the  removal  bond, 
and  "  proceed  no  further  in  the  cause.'9  If  it  be,  that  when 
a  State  Court,  within  its  jurisdiction,  reverses  its  judgment 
upon  the  mandate  of  the  Supreme  Court  of  the  United 
States,  it  may,  when  reversing  its  judgment,  in  compliance 
with  a  direction  of  the  Supreme  Court,  give  costs  to  the 
plaintiff  in  error,  it  does  not  follow  that  the  State  Court  can 
award  costs  to  the  plaintiff  in  error  without  a  mandate  to 
that  effect,  when,  as  held  by  the  Supreme  Court  in  this  case, 
every  order  in  the  State  Court  subsequent  to  the  filing  of 
the  removal  petition  and  bond  is  coram  nonjudice.  As  it 
seems  to  me,  at  least  the  mandate  of  the  Supreme  Court  to 
that  effect  was  necessary  to  enable  the  State  Court  to  give 
costs  to  the  plaintiff  in  error  in  this  case ;  and,  indeed,  such 
is  the  view  taken  by  the  defendant  in  argument,  for  the  au- 
thority conferred  by  the  mandate  of  the  Supreme  Court  is 
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greatly  relied  on.  But  the  mandate  Bays,  "  accept  the  bond, 
and  proceed  no  further." 

In  Gierke  v.  Hwrwood^  (3  Ddtt.y  342,)  relied  on  by  the 
defendant,  the  Supreme  Court  itself  allowed  the  costs  in  the 
State  Court.  That  was  not  done  by  the  Supreme  Court  in 
this  case.  McKnight  v.  Craitfs  Adrnr.,  (6  Cranch,  183,)  is 
not  an  authority  here,  for  here  the  Supreme  Court  did  not 
direct  the  Court  below  to  enter  judgment  for  the  plaintiff  in 
error,  but  only  to  proceed  no  further  in  the  cause.  The  lan- 
guage in  Middle  v.  Mandevitte,  (6  OrancA9  86,)  where  it  is 
said,  "  the  Court  below  is  always  competent  to  award  costs 
in  a  chancery  suit  in  that  Court,"  is  not  authority  for  holding 
here  that  the  State  Court  is  competent  to  award  costs  in  a 
suit  not  in  that  Court.  But,  whatever  may  be  the  conclusion 
as  to  the  effect  of  the  action  taken  by  the  State  Court,  after 
the  receipt  of  the  mandate  of  the  Supreme  Court,  there  is 
another  ground  upon  which  as  it  seems  to  me  this  motion 
should  be  denied. 

The  order  here  asked  for  is  within  the  discretion  of  the 
Court.  Courts,  in  the  exercise  of  a  sound  discretion,  and  for 
the  purpose  of  mitigating  the  effect  of  vexatious  proceedings, 
when  costs  incurred  in  former  proceedings  have  not  been 
paid,  and  are  not  collectible,  will  stay  further  proceedings 
until  such  costs  be  paid.  But  the  proceedings  in  this  case 
cannot  be  held  to  have  been  vexatious  in  any  aspect.  As  to 
the  demand  itself,  the  State  Court,  supposing  it  to  have  ju- 
risdiction, gave  judgment  for  the  plaintiff;  and  as  to  the  con- 
tinuing of  proceedings  in  the  State  Court,  after  receipt  of 
the  removal  papers,  not  only  the  Supreme  Court  of  the  State, 
but  also  the  Court  of  Appeals,  held  that  the  plaintiff  was 
right  in  continuing  his  proceedings  there.  In  such  a  case, 
where,  merely  because  of  the  inability  of  the  plaintiff,  it 
appears  that  a  stay  of  proceedings  will  in  fact  prevent  abso- 
lutely and  without  right  of  appeal  the  enforcement  of  a 
claim  held  by  the  Courts  of  the  State  to  be  justly  due,  the 
Court  cannot,  I  think,  in  the  exercise  of  a  proper  discretion, 
grant  a  stay.    The  costs  of  the  Supreme  Court  of  the  United 


810  NORTHERN  DISTRICT  OP  NEW  YORK, 


The  Central  National  Bank  of  Boston  v.  Hazard. 


States,  which  the  Supreme  Court  did  award,  are  different ; 
and  these  the  plaintiff  has  offered  to  pay.  On  such  payment 
being  made,  an  order  will  be  made  denying  the  stay  asked 
for  by  the  defendant. 

James  R.  Carmichael,  for  the  plaintiff. 

John  GAetwoadj  for  the  defendant. 


The  Central  National  Bank  of  Boston 

vs. 
Rowland  N.  Hazard  and  others.     In  Equity. 

Where  the  decree  for  the  sale  of  a  railroad,  on  foreclosure,  provided  that  the 
sale  should  he  "  subject  to  the  payment  of  the  undue  principal  and  interest " 
of  certain  receiver's  certificates,  the  purchaser  on  the  sale  cannot,  on  a  bill 
filed  by  the  holder  of  the  certificates  to  enforce  the  lien  therefor,  insist  that 
the  lien  exists  only  to  the  extent  of  the  amount  originally  paid  to  the  receir- 
er  for  the  certificates. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  March  24th,  1881) 

Wallace,  J.  The  complainant  is  the  owner  of  receiver's 
certificates  for  $250,000,  part  of  an  issue  amounting  in  all  to 
$350,000,  created  under  authority  of  an  order  of  the  Supreme 
Court  of  the  State  of  New  York.  That  order  was  made  in 
an  action  pending  in  that  Court,  brought  by  one  Sackett,  for 
himself  and  other  bondholders  of  the  Lebanon  Springs  Bail- 
road  Company,  to  adjudge  such  bondholders  the  equitable 
owners  of  the  franchises  and  property  of  that  company,  and 
to  obtain  a  decree  for  the  sale  of  the  same  for  their  benefit 
During  the  pendency  of  that  action,  a  receiver  of  the  rail- 
road company  was  appointed,  and,  April  2d,  1881,  an  order 
was  made  by  the  Court,  whereby  the  receiver  was  authorized 
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and  directed  to  issue  certificates  of  indebtedness  for  five  hun- 
dred dollars  each,  payable  in  five  years,  with  interest  at  6 
per  cent.,  with  interest  coupons  attached,  payable  on  the  first 
days  of  Jannary  and  July  in  each  year,  in  the  aggregate 
amount  of  $350,000.  The  order  directed  that  the  receiver 
negotiate  such  certificates  and  apply  the  proceeds  to  the  re- 
pair and  the  managing  and  operating  of  the  railroad.  By  the 
terms  of  the  order  the  certificates  were  declared  to  be  a  first 
lien  on  the  railroad  and  all  the  property  of  every  kind  in  the 
possession  of  the  receiver,  and  it  was  provided  that,  in  case 
of  any  sale  under  any  decree  of  the  Court,  the  certificates 
should  be  first  paid  from  the  moneys  realized  thereupon ;  and 
that,  in  case  the  railroad  property  and  franchises,  on  any  sale 
thereof,  should  not  bring  sufficient  to  pay  the  principal  and 
interest  due  on  the  certificates,  then  the  purchaser  should 
assume,  as  a  first  lien  thereon,  so  much  of  the  principal  as  at 
the  time  should  remain  outstanding  and  unpaid,  with  interest 
thereon.  By  the  final  decree  of  the  Court  in  that  action,  the 
relief  sought  by  the  plaintiff  therein  was  substantially  grant- 
ed, and  the  property  and  franchises  of  the  railroad  company 
were  adjudged  to  be  sold  at  public  sale,  for  the  benefit  of  the 
bondholders.  By  that  decree  the  receiver's  certificates  issued 
under  the  order  before  referred  to  were  recited  as  amounting, 
in  the  aggregate,  to  $350,000,  and  were  declared  to  be  a  first 
lien  upon  the  property  and  franchises,  to  the  amount  of  prin- 
cipal and  interest  unpaid  thereon,  as  provided  by  the  order 
by  which  they  were  originally  authorized.  The  decree  di- 
rected that  the  referee  to  whom  it  was  referred  to  make  such 
sale  sell  the  property  and  franchises  of  the  railroad  company, 
"  subject  to  the  payment  of  the  undue  principal  and  interest 
of  the  before  mentioned  receiver's  certificates." 

The  present  bill  is  filed  by  the  complainant,  for  himself 
and  all  others  similarly  situated,  to  have  the  unpaid  principal 
and  interest  of  such  certificates  adjudged  to  be  a  lien  upon 
the  property  sold  under  that  decree,  and  to  enforce  the  lien 
by  a  sale  of  the  property.  The  defendants  were  the  pur- 
chasers at  the  sale,  or  have  acquired  title  under  such  pur- 
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chasers.  The  deed  executed  by  the  referee  to  the  purchasers 
at  the  sale,  bearing  date  October  23d,  1885,  recites  that  the 
conveyance  is  subject  to  the  payment  of  the  undue  principal 
and  interest  on  the  certificates. 

The  defendants  do  not  contest  the  validity  of  the  certifi- 
cates, but  they  claim  that  the  receiver  negotiated  them  collu- 
sively  with  one  Crane,  so  that  there  was  derived  from  them, 
for  the  benefit  of  the  trust  fund,  a  6um  considerably  less  than 
ought  to  have  been  realized ;  and  they  insist  that,  as  these 
certificates  are  not  negotiable  paper,  the  holders  can  enforce 
them  only  for  the  amount  paid  for  them  by  the  person  to 
whom  they  were  originally  transferred  by  the  receiver. 

The  defendants  are  not  in  a  position  to  litigate  such  a 
defence.  Receiver's  certificates  are  not  commercial  paper, 
and  the  holder  takes  them  subject  to  all  equities  between  the 
original  parties,  even  though  he  acquires  them  for  value  and 
without  notice ;  and,  when  they  are  negotiated  at  a  discount 
which  the  receiver  is  not  authorized  to  allow,  a  bona  fide 
holder  will  only  be  protected  to  the  amount  actually  ad- 
vanced by  the  first  purchaser.  (Stanton  v.  Alabama  H.  Co., 
2  Woods,  506 ;  Union  Trust  Co.  v.  Chicago,  dkc.,  H.  Co.,  7 
Fed.  Hep.,  513 ;  Bank  of  Montreal  v.  Chicago  R.  Co.,  48 
Iowa,  518 ;  Turner  v.  Peoria  JR.  Co.,  95  U.  S.,  184.)  Bnt 
the  defendants  have  no  interest  in  the  trust  fund  represented 
by  the  certificates;  and  it  is  wholly  immaterial  to  them 
whether  the  certificates  were  or  were  not  negotiated  upon 
fair  terms  and  for  the  best  interests  of  the  fund.  The  pur- 
chasers at  the  sale  under  the  decree,  and  every  person  claim- 
ing  under  such  purchasers,  are  estopped  from  contesting  the 
validity  of  the  certificates,  or  questioning  the  amount  for 
which  the  certificates  were  declared  to  be  a  lien  upon  the 
property  purchased.  The  decree  adjudicated  the  certificates 
to  be  a  lien,  to  the  extent  of  the  principal  and  interest  un- 
paid, upon  the  entire  issue  of  $350,000.  The  defendants  are 
privies  to  that  judgment,  and  are  concluded  by  it  equally 
with  the  original  parties  to  the  suit.  Every  person  is  a  privy 
to  a  judgment  whose  succession  to  the  rights  of  property 
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thereby  affected  occurred  subsequently  to  the  commencement 
of  the  suit.  Every  grantee  is  estopped  by  the  judgment 
against  his  grantor,  because  he  holds  by  a  derivative  title 
from  such  grantor.  (Freemcm  on  Judgments,  see.  162  ; 
Adams  v.  Barnes,  17  Mass.,  365  ;  Campbell  v.  Rail,  16  JV. 
Y.,  575,  579.)  In  Svxmn  v.  Wrights  Exemtor,  (110  U*  8., 
590,)  a  decree  in  a  mortgage  foreclosure  provided  that  the  sale 
of  the  mortgaged  property  should  be  made  subject  to  the  pay- 
ment of  all  receiver's  certificates  which  had  been  established 
as  valid  by  prior  decrees  in  the  suit  or  by  that  decree,  and  it 
was  held  that  the  purchaser  at  the  sale  could  not  contest  the 
lien  of  certificates  the  validity  of  which  had  been  established 
by  an  interlocutory  decree,  even  upon  the  ground  of  conceal- 
ment and  fraud  subsequently  discovered,  by  which,  as  was 
alleged,  the  decree  had  been  obtained. 

Irrespective  of  the  estoppel  by  the  decree,  the  defendants 
cannot  be  heard  to  assert  that  the  certificates  are  not  a  lien 
for  the  whole  principal  and  interest  due  upon  them.  They 
are  estopped  because  the  deed  executed  by  the  referee,  which 
is  the  source  of  the  title  of  the  defendants,  conveyed  the 
property  u  subject  to  the  payment  of  the  undue  principal  and 
interest "  on  the  certificates.  (Horton  v.  Davis,  26  N.  Y., 
495 ;  Freeman  v.  Avid,  44  iT.  Y.,  50 ;  Parkinson  v.  Sher- 
man, 74  N:  Y.,  88 ;  Orissler  v.  Powers,  81  JV.  Y.,  57.) 

Although  the  certificates  are  a  lien  to  the  extent  of  the 
principal  and  interest  unpaid  upon  them  at  the  time  of 
the  decree,  it  is  open  to  the  defendants  to  establish  that 
this  is  less  than  the  face  of  the  obligations.  But  the  con- 
tention that,  within  the  meaning  of  the  decree,  the  amount 
of  the  lien  is  the  sum  for  which  the  certificates  could  be  en- 
forced by  the  holders  against  the  trust  fund,  upon  an  appli- 
cation to  the  Court  made  in  the  suit  before  the  decree,  is  not 
tenable.  The  meaning  of  the  decree  is  plain.  The  decree 
directed  the  referee  to  pay  out  of  the  proceeds  of  the  sale  all 
the  interest  on  the  receiver's  certificates  which  would  accrue 
up  to  the  time  of  the  sale,  and  the  provision  that  the  sale 
should  be  subject  to  the  payment  by  the  purchasers  of  the 
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"undue  principal  and  interest"  on  the  certificates,  was  in* 
tended  to  denote  that  interest  falling  due  between  the  date 
of  the  decree  and  the  time  of  the  sale  should  be  paid  out  of 
the  proceeds,  while  the  interest  which  would  fall  due  after 
the  sale  should  remain  a  lien  against  the  property,  as  well  as 
the  principal.  The  unpaid  principal  and  interest,  or,  as  it  is 
expressed  in  the  decree,  the  "  undue  principal  and  interest,'9 
is  what  was  unpaid,  according  to  the  tenor  of  the  obligations, 
at  the  time  of  the  sale  under  the  decree.  There  is  no  merit 
in  the  point  taken  by  the  defendants,  that  the  complainant 
has  not  established  the  authenticity  of  its  certificates  as  those 
which  were  issued  by  the  receiver.  The  authentication  of 
the  trustee  is  not  the  only  evidence  that  the  obligations  in 
suit  belong  to  the  authorized  issue,  although  it  may  be  the 
best  evidence.  Their  genuineness  is  shown  by  other  evi- 
dence ;  and,  as  they  were  put  in  evidence  without  any  objec- 
tion that  their  authenticity  could  not  be  proved  by  secondary 
evidence,  that  objection  cannot  now  be  urged. 

A  decree  is  ordered  for  the  complainant,  for  the  relief 
prayed  in  the  bill. 


Hale  &  BvlJdeyj  for  the  plaintiff. 
Robert  Z.  Fowler,  for  the  defendants. 


Annas  Q.  Stubbs,  Executrix,  &c.  vs.  Samuel  0.  Colt. 

A  promissory  note  was  made  in  Georgia,  by  G.,  a  resident  and  oitiien  of  Geor- 
gia, to  the  order  of  C,  a  resident  and  citizen  of  Connecticut,  who  endorsed  it 
in  Connecticut,  for  the  accommodation  of  G„  and  sent  it  to  G.  in  Georgia, 
who  had  it  discounted  there  by  L.,  who  transferred  it  to  8.,  who  sned  C. 
upon  his  endorsement,  in  Connecticut.  The  complaint  did  not  allege  that  C. 
was  notified  of  any  demand  on  the  note,  of  its  protest  for  non-payment,  or  of 
its  non-payment.    On  demurrer  to  the  complaint :  HM9 
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(1.)    By  the  law  of  Georgia,  notice  of  the  non-payment  of  the  note  need  not 

hare  been  giren  to  C. ; 
(2.)  The  endorsement  wa6  to  be  governed  by  the  law  of  Georgia. 

(Before  SamuK,  J.,  Connecticut,  March  26th,  1887.) 

Shipman,  J.  This  is  an  action  at  law  by  the  endorsee 
and  holder  of  a  negotiable  promissory  note  against  the  en- 
dorser. The  defendant  has  demurred  to  the  complaint.  The 
complaint  alleged  that  S.  P.  Goodwin,  on  the  day  of  Octo- 
ber, 1883,  being  then  a  resident  of  Savannah,  Georgia,  and  a 
citizen  of  said  State,  made  his  promissory  note  for  the  snm  of 
$3,000,  payable  on  demand,  after  date,  to  the  order  of  the 
defendant,  at  the  office  of  the  Citizens'  Loan  Company,  Sa- 
vannah, Georgia,  for  value  received ;  that  said  S.  P.  Good- 
<win,  on  the  day  of  October,  1883,  sent  said  note  by  mail 

to  the  defendant,  then  a  resident  of  the  town  of  Farmington, 
in  the  State  of  Connecticut,  and  a  citizen  of  said  State,  who 
received  the  same  in  due  course  of  mail,  on  the  18th  of 
October,  1883 ;  that  the  defendant,  at  said  Farmington,  on  said 
18th  day  of  October,  1883,  endorsed  said  note  and  sent  the 
same  by  mail  to  the  said  S.  P.  Goodwin,  at  said  Savannah, 
who  received  said  note  in  due  course  of  mail ;  that  said  note 
was  so  endorsed  by  the  defendant  for  the  accommodation, 
use  and  benefit  of  the  said  S.  P.  Goodwin  ;  that  the  said  S. 
P.  Goodwin,  after  receiving  said  note  so  endorsed,  thereupon, 
for  value  received,  transferred  and  delivered  the  same  to  the 
said  Citizens'  Loan  Company,  at  Savannah,  Georgia,  and  re- 
ceived the  proceeds  thereof ;  that  said  Citizens9  Loan  Com- 
pany remained  the  owner  of  said  note  until  the  19th  day  of 
January,  1884,  when  the  said  Company,  for  value  received, 
transferred  and  delivered  the  same  to  the  plaintiff,  who  still 
owns  said  note;  and  that  payment  of  said  note  has  been 
demanded,  but  it  remains  unpaid.  The  defendant  demurred, 
1.  because  said  complaint  contains  no  allegation  that  the 
defendant  was  notified  of  any  demand  upon  said  note,  of  its 
protest  for  non-payment,  or  of  its  non-payment,  or  that  the 
holders  looked  to  him,  the  defendant,  for  payment ;  2.  be- 
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cause  it  contains  no  allegation  of  any  demand  of  the  maker 
of  the  note,  or  of  a  demand  of  anybody  connected  with  it,  in 
the  time  required  by  law.  Two  questions  arise  upon  this 
demurrer :  1.  Did  the  law  of  Georgia,  at  the  time  of  the  en- 
dorsement of  the  note  in  suit,  require  notice  to  the  endorser 
of  the  demand  of  payment  and  of  the  non-payment  of  said 
note  at  its  maturity,  and  that  the  holder  looked  to  the  en- 
dorser for  payment.  2.  If  the  law  of  Georgia  did  not  re- 
quire snch  notice,  is  the  contract  of  endorsement  to  be  gov- 
erned, under  the  facts  stated  in  the  complaint,  by  the  law  of 
Connecticut,  which  requires  such  notice  to  the  endorser,  or 
by  the  law  of  Georgia  ? 

The  first  section  of  the  Act  of  Georgia  of  December  26th, 
1826,  (Laws  of  1826,  p.  38,)  provided  as  follows :  "  From 
and  after  the  passage  of  this  Act,  that  the  practice  hereto- 
fore required  of  making  a  demand  of  the  makers  of  promis- 
sory notes  and  other  instruments,  for  the  payment  and  per- 
formance of  the  same,  and  their  giving  notice  of  such  demand 
within  a  reasonable  time  to  the  endorsers  of  said  promissory 
notes  and  other  instruments,  shall  cease  and  become  entirely 
unnecessary  to  bind  said  endorsers,  and  that  when  any  person 
whatever  endorses  a  promissory  note  or  other  instrument,  he 
shall  be  held,  taken  and  considered  as  security  to  the  same, 
and  be  in  all  respects  bound  as  security,  until  said  promissory 
note  or  other  instrument  is  paid  off  and  discharged,  and  shall 
be  liable  to  be  sued  in  the  same  manner  and  in  the  same  ac- 
tion with  the  principal  or  maker  of  said  promissory  notes  or 
other  instruments ;  any  law,  practice  or  usage  to  the  contrary 
notwithstanding.  Provided  always,  that  nothing  herein 
contained  shall  extend  to  any  promissory  notes  which  shall 
be  given  for  the  purpose  of  negotiation,  or  intended  to  be 
negotiated  at  any  chartered  bank,  or  which  may  be  deposited 
in  any  chartered  bank  for  collection.  And  provided,  also, 
that  nothing  contained  in  this  Act  shall  be  construed  as  to 
prevent  the  endorsee  from  defining  his  liability  in  the  en- 
dorsement." 

The  language  of  this  section  was  changed  in  the  Code  of 
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Georgia  of  1862,  (§  2731,)  which  provided,  that  when  bills  of 
exchange  and  promissory  notes  are  made  for  the  purpose  of 
negotiation,  or  intended  to  be  negotiated  at  any  chartered 
bank,  and  the  same  are  not  paid  at  maturity,  notice  of  the 
non-payment  thereof,  and  of  the  protest  of  the  same  for  non- 
payment, or  non-acceptance,  must  be  given  to  the  endorsers 
therein  within  a  reasonable  time  *  *  *  *  or  the  en- 
dorsers will  not  be  held  liable  thereon ;  but  in  no  other  case, 
and  upon  no  other  bills  or  notes,  shall  notice  or  protest  be 
held  necessary  to  charge  the  endorser." 

This  provision  was  modified  by  section  4  of  the  Act  ap- 
proved February  28th,  1876,  (Laws  of  1876,  p.  18,)  as  follows : 
"  It  shall  not  be  necessary  to  protest  as  now  required  by  law 
in  order  to  bind  endorsers,  except  in  the  following  cases,  to 
wit :  1st,  when  a  paper  is  made  payable  on  its  face  at  a  bank 
or  banker's  office ;  2d,  when  it  is  discounted  at  a  bank  or 
banker's  office ;  3d,  when  it  is  left  at  a  bank  or  banker's  office 
for  collection,  and  in  all  such  cases  days  of  grace  shall  be 
allowed." 

Without  undertaking  to  decide  what  effect  the  provisions 
of  the  law  of  1876  in  regard  to  protest  had  upon  previous 
legislation  upon  that  subject,  it  seems  to  be  clear  that  notice 
of  the  non-payment  of  a  promissory  note  need  not  be  given 
to  the  endorser  unless  the  note  is  made  for  the  purpose  of 
negotiation,  or  is  intended  to  be  negotiated,  at  a  chartered 
bank.  This  state  of  the  law  of  Georgia  is  expressed,  with 
considerable  blindness,  in  the  Code  of  1882,  which,  however, 
it  is  said,  has  never  been  enacted  by  the  Legislature  of  the 
State. 

The  remaining  question  is,  whether  the  endorsement  of 
the  defendant  is  to  be  governed  by  the  law  of  Connecticut  or 
of  Georgia.  The  note  was  accommodation  paper,  made  to 
the  order  of  the  defendant,  sent  to  him  by  mail,  endorsed  by 
him  in  Connecticut,  and  returned  by  mail  to  the  maker  in 
Georgia,  and  by  him  delivered  to  the  Company  which  dis- 
counted it.  It  is  agreed  that  an  endorsement  constitutes  a 
new  contract,  which  is  to  be  governed  by  the  law  of  the  place 
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where  it  is  made,  though  the  note  was  made  or  is  to  be  paid 
elsewhere.  The  question  is  confined  to  the  case  of  accommo- 
dation paper,  having  been  endorsed  for  the  purpose  of  its 
being  discounted,  and  the  paper  so  endorsed  having  been 
delivered  to  the  maker  in  another  State,  for  the  purpose  of 
negotiation,  and  negotiated  by  him,  in  that  State,  and  is — In 
which  State  was  the  endorsement  made,  the  State  where  the 
name  was  written,  or  the  State  where  the  note  was  negoti- 
ated? 

The  theory  of  the  law  on  the  subject  of  the  place  of  the 
endorsement  of  accommodation  paper  is  given  in  TUden  v. 
Blair,  (21  Watt.,  241 ;)  Lawrence  v.  Baesett,  (5  Allen,  140 ;) 
Cook  v.  Litchfield^  (5  Selden,  279 ;)  Young  v.  Harris,  (14  2?. 
Monroe,  556 ;)  and  Mott  v.  Wright,  (4  BieeeU,  53 ;)  and  is 
to  the  effect,  that  the  accommodation  endorsement  does  not 
become  operative  until  the  paper  is  negotiated.  So  long  as 
the  note  remained  in  Colt's  or  in  Goodwin's  hands,  the  liabil- 
ity of  the  endorser  did  not  arise,  bnt  commenced  when  the 
note  was  negotiated  to  a  bona  fide  holder.  The  note  was  sent 
to  Georgia  for  the  purpose  of  negotiation,  and  Goodwin,  the 
maker,  was  thus  constituted  the  agent  of  Colt,  "  to  initiate  a 
liability  not  only  of  himself,  but  also  of  the  defendant." 
{TUden  v.  Blair,  wpra.)  The  place  where  the  liability 
upon  the  endorsement  commenced  is  the  place  where  the  en- 
dorsement  was  made. 

This  statement  of  the  law  is  given  in  various  modes  of 
expression  in  the  decisions  which  have  been  cited ;  the  turn- 
ing point  is  the  fact  that  the  accommodation  paper  only  be- 
comes a  valid  promise  to  pay  money,  and  binding  upon  the 
endorser,  when  it  is  delivered  to  the  person  who  gives  a  val- 
uable consideration  for  it,  and  that,  consequently,  the  place 
where  the  endorsement  becomes  effective  is  the  place  where, 
legally  speaking,  it  was  made.  The  Court,  in  TUden  v. 
Blair,  regards  the  person  to  whom  the  paper  is  sent  for  nego- 
tiation, as,  by  that  act,  the  agent  of  the  endorser  to  give  the 
note  life  and  create  the  liability. 

The  law  is  thus  stated  in  1  Daniel  on  Negotiable  Inetiru- 
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mente,  sec.  868 :  "  Where  a  note  is  endorsed  for  accommo- 
dation in  one  State,  and  delivered  in  another,  the  endorse- 
ment is  governed  by  the  laws  of  the  latter,  for  the  accommo- 
dation endorser  makes  that  party  to  whom  he  lends  his  signa- 
ture, hie  agent  for  putting  the  instrument  into  circulation, 
and  his  own  contract  with  those  to  whom  it  is  negotiated 
must  consequently  be  judged  on  the  principles  of  agency, 
which  refer  it  to  the  place  where  the  circulation  commences." 
The  demurrer  is  overruled,  with  liberty  to  plead  anew. 


John  8.  Beach,  for  the  plaintiff. 
Henry  C.  Robinson,  for  the  defendant. 


The  Celluloid  Manufacturing  Company 

vs. 
The  Zylonitb  Novelty  Company.    In  Equity. 

In  view  of  the  state  of  the  art,  it  was  no  patentable  invention  to  fold  down  the 
edge  of  a  celluloid  collar  and  cuff  and  form  a  hem  by  cementing  the  folded 
part  down. 

(Before  Wallaox,  J.,  Southern  District  of  New  York,  March  28th,  1887.) 

Wallace,  J.  The  claim  of  the  patent  in  suit  is  "  a  collar 
or  cuff  made  of  celluloid  or  other  pyroxyline  material,  from 
a  single  thickness  of  material,  having  the  edge  turned  over 
on  to  itself  to  form  a  hem,  substantially  as  specified."  The 
specification,  as  illustrated  by  the  drawings,  denotes  that  the 
collar  or  cuff  is  made  from  a  sheet  of  the  material,  which  has 
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been  cat  into  a  suitable  blank,  and  the  hem  is  formed  by 
turning  the  edges  over  on  the  back  and  cementing  them 
down.  The  specification  contains  no  instructions  as  to  the 
method  of  turning  down  the  hem,  and  cementing  it,  nor  does 
it  give  any  description  of  the  cement  to  be  used. 

Collars  and  cuffs  made  of  celluloid,  but  not  having  their 
edges  turned  down  and  cemented  so  as  to  form  a  hem,  were 
old  at  the  time  the  alleged  invention  of  the  patent  was  made. 
It  was  also  old  to  turn  down  the  edges  of  sheets  of  celluloid. 
There  was  no  novelty  in  cementing  such  material  to  itself ; 
and  cements  for  doing  this  were  well  known.  It  was  not 
new  to  form  a  hem  at  the  edge  of  a  sheet  of  material  like 
cotton,  linen,  leather,  india  rubber,  paper,  tin,  sheet,  iron,  etc., 
by  turning  it  over  at  the  edge  and  cementing  it  down,  and 
different  kinds  of  cement  were  in  use  for  that  purpose.  It 
was  common  to  employ  a  hem  in  such  materials  to  strengthen 
articles  at  the  edge,  and  to  make  a  smooth  turned-over  edge, 
as  distinguished  from  a  raw  edge,  as  in  linen  collars  and  cuffs 
and  in  leather  pocket  books  and  portfolios. 

This  being  the  prior  state  of  the  art,  it  seems  almost  pre- 
posterous to  claim  that  it  was  invention  to  fold  down  the  edge 
of  a  celluloid  collar  or  cuff  and  form  a  hem  by  cementing  the 
folded  part  down.  Undoubtedly,  a  hem  to  collars  and  cuffs 
of  this  material  was  an  improvement,  not  only  as  giving  the 
article  a  more  attractive  appearance,  but  also  as  adding 
strength  at  the  edge  and  substituting  a  finished  edge  in  the 
place  of  a  cut  edge.  The  result  accomplished  was  similar  in 
these  respects  to  that  produced  by  a  hem  upon  linen  collars 
or  cuffs.  But  with  celluloid  collars  and  cuffs  it  was  impor- 
tant to  produce  an  article  of  sufficient  flexibility  to  be 
comfortable  and  yet  of  sufficient  rigidity  and  strength  not 
to  break  at  the  edges.  This  was  effected  by  making  the 
hem.  But  everything  done  by  the  patentee  was  old  except 
to  adopt  a  hem  for  celluloid  articles  such  as  had  been  used 
upon  articles  made  of  other  material,  to  produce  a  result  sim- 
ilar in  kind — that  of  imparting  rigidity  and  smoothness  of 
finish  to  the  material  at  the  edge.    The  adaptability  of  the 
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hem  for  the  use  desired  is  so  obvious  that  it  would  be  sug- 
gested spontaneously  to  any  skilled  mechanic. 

The  bill  is  dismissed. 

Frederic  H.  Betts   and  J.   E.   Hindon  Hyde,  for  the 
plaintiff. 

Benjamin  F.  Thurston   and   Horace  M.  Buggies,  for 
the  defendant. 


The  Celluloid  Manufacturing  Company  and  othbbs 

V8. 

The  American  Zylonite  Company  and  others.    In  Equity. 

The  claim  of  letters  patent  No.  200,987,  granted  to  R.  H.  Sanborn,  C.  O.  Ea- 
nouse  and  A.  A.  Sanborn,  March  6th,  1878,  for  an  improved  fabric  for  collars 
and  cnfib,  namely,  "  A  fabric  for  collars  and  cuffs,  or  other  similar  articles, 
haying  outer  sheets  or  layers  of  celluloid  and  an  interlining  of  textile  or 
fibrous  material,  substantially  as  and  for  the  purpose  specified, v  is  infringed 
where  one  defendant  makes  a  fabric  of  two  sheets  of  cloth,  with  a  paper 
interlining;  and  another  defendant  places  a  sheet  of  zylonite  on  one  aide  of 
the  fabric ;  and  the  first  defendant  then  turns  the  edge  so  that  there  is  a 
surface  of  xylonite  on  both  sides  at  all  the  edges  of  the  collar  except  at  the 
neck-band,  the  edges  being  made  secure  with  paste,  the  body  of  the  back  of 
the  collar  haying  no  zylonite  surface ;  and  a  third  defendant  sells  the  collars. 

All  of  the  defendants,  with  a  common  purpose,  and  aby  concerted  action,  in- 
fringe the  patent. 

(Before  Shtpman,  J.,  Southern  District  of  New  York,  March  80th,  1887.) 

Shipkan,  J.  This  is  a  motion  for  an  injunction,  pendente 
Utey  against  the  alleged  infringement  by  the  defendants  of 
letters  patent  No.  200,937,  dated  March  5th,  1878,  to  R.  H. 
Sanborn,  O.  O.  Kanonse  and  A.  A.  Sanborn,  for  an  improved 
fabric  for  collars  and  cuffs.  The  validity  of  the  patent  was 
Vol.  XXIV.— 21 
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sustained,  in  this  Circuit,  in  the  case  of  Celluloid  Mfg.  Co.  v. 
Chrdithion  Collar  <k  Cuff  Co.  The  nature  of  the  invention 
is  fully  described  in  the  opinion  of  the  Court.  (23  Blatckf. 
C.  C.  R.y  205.)  The  single  claim  of  the  patent  is  as  follows : 
"  A  fabric  for  collars  and  cuffs  or  other  similar  articles,  hav- 
ing outer  sheets  or  layers  of  celluloid  and  an  interlining  of 
textile  or  fibrous  material,  substantially  as  and  for  the  pur- 
pose specified." 

The  infringing  fabric  is  made  as  follows :  A  fabric,  con- 
sisting of  two  sheets  of  cloth  or  muslin,  with  a  paper  in- 
terlining, is  made  by  the  Taylor  &  Tapley  Manufacturing 
Company,  named  in  the  bill  as  a  defendant,  but  not  served 
with  process.  The  American  Zylonite  Company  places  a 
thin  sheet  of  zylonite  upon  one  side  of  this  fabric  and  returns 
the  compound  sheet  to  the  Taylor  &  Tapley  Company. 
After  the  cloth  edge  of  this  sheet  has  been  shaven  off,  the 
zylonite  face  is  turned  back  upon  itself,  so  that  there  is  a  sur- 
face of  zylonite  upon  both  sides  at  all  the  edges  of  the  collar 
except  at  the  neck-band.  These  edges  are  fastened  and  made 
secure  with  paste.  The  parts  of  the  collar  which  demand 
strength,  neatness  and  a  finish,  and  which  are  most  liable  to 
become  soiled,  have  a  double  sheet  of  zylonite  which  encloses 
an  interlining  of  textile  material.  The  body  of  the  back  of 
the  collar  has  no  zylonite  surface.  The  collar  cannot  be  im- 
mersed in  water ;  it  can  be  cleaned  by  the  application  of  a 
wet  sponge  and  water,  and,  it  is  said,  can  be  used  for 
months.  The  collars  are  sold  by  the  third  defendant,  the 
Standard  Collar  Company. 

The  important  question  in  the  case  is  that  of  infringement. 
It  is  insisted  by  the  plaintiffs  that  the  difference  between  the 
facts  in  this  case  and  those  in  the  Chrolithion  case  is  one  of 
details  and  not  of  substance.  The  counsel  and  the  expert  for 
the  defendants  insist,  with  great  confidence,  and  with  a  con- 
viction of  the  validity  and  completeness  of  their  defence,  that 
there  is  no  infringement.  It  is  said  that  the  fabric,  as  it  leaves 
the  Zylonite  Company  and  comes  to  the  collar  maker,  is  not 
the  patented  fabric,  which  is  true,  because  it  contains  the  eel- 
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luloid  layer  upon  one  side  only ;  that  the  collar  maker  simply 
turns  oyer  one  edge  and  thereby  makes  a  collar  in  the  custom- 
ary method ;  that  there  can  be  no  infringement  in  turning 
the  hem  of  an  unpatented  material ;  that  making  a  hem  is  a 
very  old  device  of  the  seamstress,  and  no  one  can  infringe  a 
patent  by  making  a  hem ;  and  that  the  Taylor  &  Tapley 
Company  do  not  make  a  fabric,  but  make  collars  from  an  un- 
patented fabric.  These  are  different  and  ingenious  and  at- 
tractive methods  of  stating  the  same  defence,  which  is,  that 
the  fabric,  as  it  comes  from  the  hands  of  the  collar  manu- 
facturer, is  unpatented,  and  that  its  unpatented  character  is 
not  changed  by  the  subsequent  and  well  known  method  of 
its  manipulation  into  the  shape  of  a  collar.  The  defendants' 
argument  hinges  upon  the  last  clause,  the  important  ques- 
tion being  whether  the  unpatented  fabric  has  been  changed 
into  a  patented  one,  and  not  whether  a  change  has  been  ef- 
fected by  a  familiar  method. 

The  patent  was  not  for  a  new  collar,  but  for  a  new  ma- 
terial from  which  to  make  a  collar,  and  consisted,  in  brief,  of 
double  and  outer  sheets  of  celluloid  and  an  interlining  of 
textile  or  fibrous  material.  A  fabric  which  contains  cellu- 
loid upon  one  side  only  is  not  the  patented  article,  but  if,  by 
an  intended  change  of  form,  it  becomes  a  fabric  having  a 
double  and  outer  sheet  of  celluloid  with  an  interlining  of 
textile  material,  why  has  it  not  become  the  patented  article  f 
If  it  has  become  the  patented  fabric  for  collars,  it  matters 
not  whether  the  change  was  effected  before  or  after  it  came 
into  the  hands  of  the  collar  maker,  or  whether  the  second  and 
outer  sheet  can  be  called  a  hem. 

Is,  then,  the  defendants'  fabric  made  of  double  and  outer 
sheets  of  celluloid  ?  It  is  not  made  of  two  separate  sheets 
which  enclose  an  interlining  and  then  are  pressed  together, 
but  it  is  made  by  doubling  over  a  single  sheet  of  celluloid, 
and  thus  enclosing  the  interlining,  and  then  pasting  the 
edges  together,  whereby  a  compound  sheet  is  made.  This 
difference  cannot  be  a  vital  difference,  unless  the  terms  of  the 
claim  require  that  there  shall  be  originally  more  than  one 
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sheet.  The  claim  defines  the  fabric  to  be  one  which  has  outer 
sheets  or  layers  of  celluloid.  By  the  words  "  sheets  or  layers," 
I  do  not  understand  that  the  patentees  limited  themselves  to 
sheets  originally  detached,  bat  if  the  compound  sheet  had 
outer  layers  of  celluloid,  it  was  sufficient. 

The  object  of  the  invention  was  to  make,  by  the  means  of 
celluloid,  a  fabric  for  a  permanent  collar,  which  could  easily 
be  kept  clean,  without  the  intervention  of  the  laundress. 
The  patentees  accomplished  this  object  by  double  and  outer 
sheets  of  celluloid  and  an  interlining  of  textile  material.  The 
Standard  Collar  Company  receives  from  the  manufacturers 
and  sells  collars  which  contain  so  much  of  the  new  fabric 
as  is  needed  to  make  a  collar ;  so  much  as  is  unnecessary  has 
not  been  used.  It  uses  and  sells  a  double  and  outer  sheet  of 
celluloid,  and  an  interlining  of  textile  material,  wherever  the 
strength  and  the  beauty  of  the  collars  most  demand  such  use, 
and  it  omits  a  double  sheet  where  the  omission  adds  to  the 
convenience  of  the  wearer.  It  has  a  double  sheet  where  such 
a  sheet  is  indispensable,  and,  thereby,  has  taken  the  kernel 
of  the  invention  to  its  own  use,  and  has  become,  to  the  ex- 
tent to  which  it  employs  the  improvement,  an  infringer. 

The  defendants  also  make  the  point  that  the  character  or 
the  kind  of  sheets  of  celluloid  is  not  sufficiently  disclosed  by 
the  patent.  As  there  was  but  one  kind  of  celluloid  sheets 
which  could,  at  the  date  of  the  patent,  be  used  for  the  pur- 
pose, and  the  mechanic  had  no  need  of  definite  instruction, 
because  the  "  cut "  sheets  were  obviously  the  only  ones  which 
were,  at  the  time,  available,  the  objection  seems  to  be  theo- 
retical rather  than  real. 

It  is  apparent  that  the  American  Zylonite  Company  made 
the  compound  sheet  for  the  Taylor  &  Tapley  Company  with 
knowledge  of  the  method  in  which  it  was  to  be  used  by  that 
company  in  the  manufacture  of  collars.  The  affidavit  of  Mr. 
Kipper,  the  president  of  the  company,  does  not  deny  this* 
It  was  engaged  with  the  other  defendants  in  a  common  pur- 
pose to  avoid  the  patent,  and,  in  connection  with  them,  it 
actually,  by  their  concerted  action,  infringed  the  patent. 
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The  motion  is  granted,  as  against  the  defendants  who  have 
been  served  with  process. 

Frederic  H.  BeUs,  for  the  plaintiffs. 

Wetmore  A  Jenner,  for  the  Standard  Collar  Go. 

Horace  M.  Ruggles,  for  the  American  Zylonite  Co. 


In   be   William  W.  Gilbert,   a  United  States   COMMIS- 
SIONER, 

In  this  case,  a  United  States  Commissioner  was  acquitted  of  all  charges  affecting 
his  integrity,  but  the  Court  announced  that  it  should  thereafter  regard  it  as 
sufficient  cause  for  removing  a  Commissioner  if  he  abetted  or  encouraged  the 
prosecution  of  violations  of  the  internal  revenue  laws,  set  in  motion  by  "pro- 
fessional witnesses." 

<Before  Wallace  and  Coxs,  JJ.,  Northern  District  of  New  York,  April  1st, 
1887.) 

An  examiner  of  the  Department  of  Justice,  in  October, 
1886,  made  a  report  charging  William  W.  Gilbert,  a  Commis- 
sioner of  the  Court,  residing  at  Rochester,  N.  T.,  with  irreg- 
ular and  illegal  conduct.  This  report,  with  the  accompanying 
affidavits,  was  transmitted  by  the  Attorney-General  to  the 
Court,  for  such  action  as  was  deemed  advisable.  The  Court 
thereupon  made  an  order,  based  upon  these  papers,  requiring 
the  Commissioner  to  show  cause,  at  the  January  term,  why  he 
should  not  be  removed  from  office.  A  partial  hearing  was 
then  had,  and  an  adjournment  was  taken  to  enable  the  re- 
spondent to  produce  further  evidence,  and  to  give  the  United 
States  Attorney,  who  acted  by  request  of  the  Court,  an  oppor- 
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tunity  to  make  ft  more  extended  examination  of  the  charges 
contained  in  the  report.  The  matter  came  on  for  final  hear- 
ing at  the  March  term,  1887. 

W.  F.  Cogswell,  for  the  respondent. 

D.  JV.  Zookwoodj  {District  Attorney,)  opposed. 

Per  Curiam.  We  have  examined  the  report  of  the  ex- 
aminer, with  accompanying  affidavits,  and  the  answer  and 
other  documents  submitted  by  the  respondent,  and  have 
reached  the  conclusion,  that  all  charges  of  conspiracy  and  of 
illegal  and  dishonest  conduct  on  the  part  of  the  respondent 
are  unsupported  by  the  proof.  The  United  States  Attorney 
frankly  stated,  in  open  Court,  that,  in  his  opinion,  the  re- 
spondent had  kept  within  the  strict  letter  of  the  law,  and 
that,  after  a  careful  investigation,  he  could  produce  no  proof 
connecting  the  respondent  with  any  immoral  or  corrupt 
practices. 

The  Attorney-General,  in  a  communication  to  the  re- 
spondent, exculpates  him  from  the  charge  of  conspiring  with 
others  to  manufacture  business  for  the  purpose  of  extorting 
money  from  the  Government.  Unquestionably  the  record 
discloses  some  cases  of  hardship — prosecutions  for  frivolous 
offences,  which  should  never  have  been  commenced  ;  but  the 
number,  considering  the  amount  of  business  transacted,  is 
not  large,  and  the  suggestion  that  the  respondent  was  instru- 
mental in  procuring  the  complaints  to  be  made,  with  a  knowl- 
edge of  the  inadequacy  of  the  proof,  is  founded  entirely  upon 
conjecture. 

The  respondent  is  a  respectable  citizen  of  Rochester,  where 
he  has  resided  since  he  left  the  army,  at  the  close  of  the  war 
of  the  rebellion,  and  the  reputation  which  he  has  built  up, 
through  years  of  patient  and  painstaking  endeavor,  ought  not 
to  be  assailed  upon  mere  suspicion.  We  are  pleased  to  say 
that  we  do  not  find  any  charge  affecting  his  integrity  sus- 
tained by  the  proof.    The  most  serious  criticism  made  against 
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the  administration  of  his  office  is,  in  our  judgment,  that  he 
received  the  evidence  of  witnesses  who  spent  a  large  portion 
of  their  time  in  ferreting  oat  trivial  and  technical  infractions 
of  the  revenue  laws,  for  the  sole  purpose  of  obtaining  the  fees 
of  witnesses.  In  the  great  majority  of  revenue  cases  pre- 
sented to  the  respondent  these  "  professional  witnesses  "  ap- 
pear. That  they  embarked  in  the  business  solely  for  the 
money  they  could  make  is  not  denied,  and  their  names  appear 
with  painful  regularity  upon  the  roll  of  witnesses.  It  is  true 
that  this  practice  is  not  at  all  confined  to  Rochester.  It  is 
true  that  the  revenue  laws  cannot  be  enforced  if  none  but  the 
most  respectable  members  of  society  can  be  called  to  the 
witness  stand.  It  is  true  that  if  the  prosecution  of  offenders 
becomes  lax  the  Government  will  lose  in  revenue  many  times 
the  amount  now  expended  in  fees.  All  this  is  true,  and  yet 
we  are  of  the  opinion  that  the  practice  of  tolerating  the  co- 
operation of  this  class  of  informers  in  the  manner  stated  is 
demoralizing,  and  tends  to  bring  the  administration  of  justice 
in  the  Federal  Courts  into  disrepute.  If  it  is  necessary  to 
employ  spies  and  informers  to  bring  offenders  to  justice  it 
should  be  done  by  administrative  officers. 

There  is,  unquestionably,  room  for  difference  of  opinion 
upon  this  subject,  and  we  accept  the  statement  of  the  respon- 
dent that  he  thought  it  his  duty  to  act  upon  all  cases  which 
he  considered  meritorious,  no  matter  by  whom  presented  or 
how  supported.  But,  entertaining  the  views  we  do  upon  this 
subject,  we  deem  it  proper  to  say,  that  hereafter  we  shall  re- 
gard it  as  a  sufficient  cause  for  removal,  if  a  Commissioner 
abets  or  encourages  the  prosecution  of  violations  of  the  inter- 
nal revenue  laws  set  in  motion  by  "  professional  witnesses." 
If  the  officers  of  the  revenue,  or  the  law  officers  of  the  Gov- 
ernment, do  not  deem  the  cases  of  sufficient  consequence  to 
institute  and  follow  up  prosecutions,  Commissioners,  who  are 
judicial  officers,  and  whose  only  duty  it  is  to  hear  cases  when 
they  are  presented,  should  not  directly  or  indirectly  insti- 
gate or  countenance  others  in  bringing  criminal  proceedings. 
Much  less  should  they  permit  such  cases  to  be  brought  by  a 
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class  of  men  who  act  merely  from  mercenary  motives  and 
cannot  be  expected  to  exercise  judgment  or  good  sense  in 
discriminating  between  real  and  technical  violations  of  the 
law. 

The  order  to  show  cause  is  discharged. 


Frederick  Blume 


vs. 


Frederick  E.  Spear  and  William  R.  Dehkhoff.    In 

Equity. 

In  a  suit  in  equity  for  tbe  infringement  of  *  copyright  for  a  musical  composi- 
tion, the  plaintiff  testified  that  he  deposited  in  the  mail  two  copies  of  the 
work,  and  received  an  acknowledgment  of  the  receipt  of  them  by  the  rail  title 
of  the  work,  dated  two  days  after  its  entry,  oyer  the  official  signature  of  the 
Librarian  of  Congress:  Held,  that  it  was  sufficiently  shown  that  the  copies 
were  addressed  to  the  Librarian. 

The  statute  held  to  have  been  complied  with  in  regard  to  inserting  the  required 
statement  of  copyright  on  some  risible  portion  of  the  composition  or  of  the 
substance  on  which  it  was  mounted. 

Novelty  was  not  successfully  attacked  and  infringement  was  proved. 

(Before  Whxilke,  J.,  Southern  District  of  New  York,  April  2d,  1887.) 

Wheeler,  J.  This  suit  is  brought  upon  copyright  No. 
13,875,  entered  on  November  27th,  1878,  by  the  orator,  as- 
signee of  Fannie  Beane,  of  a  musical  composition  entitled, 
"  My  Own  Sweet  Darling,  Colleen  Dhas  Machree,"  against 
infringement  by  the  publication  and  sale  of  a  song,  with 
music,  entitled,  "  Call  Me  Back  Again."  The  defences  are, 
in  substance,  that  Miss  Fannie  Beane,  now  Mrs.  Fannie 
Beane  Gilday,  was  not  the  author  of  this  musical  composi- 
tion ;  that  there  is  no  proof  that  the  orator  delivered  two 
copies  of  the  composition  at  the  office  of  the  Librarian  of 
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Congress,  or  deposited  them  in  the  mail,  addressed  to  him, 
within  ten  days  after  publication,  as  required  by  sec.  4,959 
Rev.  Stat.  U.  8.  /  that  the  orator  abandoned  the  composition 
to  the  public  by  publishing  it  under  a  different  title  from  that 
by  which  it  was  copyrighted  ;  and  that  the  music  of  "  Call 
Me  Back  Again  "  does  not  infringe  upon  the  copyright. 

The  defendant  has  put  in  evidence  a  prior  composition 
entitled,  "Sweet  Spirit,  Hear  My  Prayer,"  to  show  that 
some  parts  of  the  music  copyrighted  were  taken  from  that. 
There  does  not  appear  to  be  sufficient  similarity  between 
these  two,  however,  to  warrant  this  conclusion.  There  are 
some  short  parts  of  them  which  appear  to  be  alike,  but  these 
parts  are  not  continuous  enough,  nor  sufficiently  extended,  to 
indicate  with  any  degree  of  certainty  that  the  author  of  the 
latter  was  guided  or  aided  by  the  former.  Her  account  of 
its  composition  is  criticised  because  of  her  youth  at  the 
time  when  she  says  the  music  was  formed  in  her  mind.  It 
clearly  appears,  however,  that,  when  she  was  old  enough  to 
do  so  intelligently,  she  had  it  written  out,  and  no  one  else 
appears  to  have  produced  it  before ;  therefore,  she  appears 
clearly  enough  to  be  the  author  of  it,  even  if  she  had  not 
carried  it  in  her  mind  so  long  as  she  now  seems  to  think  she 
had. 

The  orator  has  put  in  evidence  an  acknowledgment  of  the 
receipt  of  two  copies  of  the  publication  by  its  title,  "  My 
Own  Sweet  Darling,  Colleen  Dhas  Machree  "  in  full,  dated 
November  29th,  1878,  over  the  official  signature  of  the  Li- 
brarian. In  MerreU  v.  Tiee,  (104  U.  S.y  557,)  it  was  held  that 
a  memorandum  of  the  deposit  of  two  copies,  with  the  date, 
on  a  certified  copy  of  the  record  of  the  copyright,  above  the 
official  signature  of  the  Librarian,  was  not  evidence  of  the 
fact  of  such  deposit ;  but  whether  the  certificate  of  that  fact 
above,  and  authenticated  by,  the  official  seal  and  signature  of 
the  Librarian,  would  be  such  evidence,  appears  to  be  left 
open.  In  this  case,  the  orator  has  testified  that  he  deposited 
two  copies  in  the  mail,  and  got  that  receipt,  in  answer,  but 
without  testifying  how  the  copies  were  addressed.     It  is 
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taken,  from  the  connection  between  the  deposit  and  the 
receipt  of  the  acknowledgment,  that  the  copies  were  ad- 
dressed to  the  Librarian.  Therefore,  it  is  not  necessary  in 
this  case  to  decide  the  question  so  left  open  by  the  Supreme 
Court  in  that  case.  There  was  an  edition  in  which  the  whole 
title  was  not  on  the  outside  cover,  but  only,  "  Colleen  Dhas 
Machree ; "  and  it  is  argued  that  perhaps  the  two  copies  sent 
were  of  that  edition.  The  receipt,  however,  is  for  two  copies 
with  the  full  title,  and  that,  in  connection  with  the  testimony, 
shows  that  two  complete  copies  were  sent. 

The  claim  of  abandonment  or  loss  of  the  copyright  is 
made  in  connection  with  this  edition,  alleged  to  be  defective. 
This  edition  has  a  front  cover  on  which  there  is  an  engraving 
covering  most  of  the  outside  page.  At  the  bottom  of  that 
page  there  is  a  list  of  seven  songs,  including  this,  as  "  Colleen 
Dhas  Machree,"  over  the  orator's  name  and  place  of  busi- 
ness, as  an  advertisement  of  those  publications,  and  there  is 
no  notice  of,  or  reference  to,  any  copyright  on  that  page. 
The  inside  of  that  cover  is  entirely  blank.  On  the  next  page 
the  song  and  music  commence.  Above  the  music  is  the  title, 
"  My  Own  Sweet  Darling,  Colleen  Dhas  Machree ; "  below 
the  music  is  the  notice,  "Copyright,  1878,  by  Frederick 
Blume."  By  section  1  of  the  Act  of  June  18th,  1874,  (18 
U.  S.  Stat,  at  Large,  78,)  it  is  enacted :  "  that  no  person  shall 
maintain  an  action  for  the  infringement  of  his  copyright  unless 
he  shall  give  notice  thereof  by  inserting  in  the  several  copies 
of  every  edition  published,  on  the  title  page  or  the  page  imme- 
diately following,  if  it  be  a  book ;  or  if  a  map,  chart,  musical 
composition,  print,  cut,  engraving,  photograph,  painting,  draw- 
ing, chromo,  statue,  statuary,  or  model  or  design  intended  to 
be  perfected  and  completed  as  a  work  of  the  fine  arts,  by  in- 
scribing upon  some  visible  portion  thereof,  or  of  the  substance 
on  which  the  same  shall  be  mounted,  the  following  words, 
viz. :  '  Entered  according  to  Act  of  Congress  in  the  year  — 
by  A.  B.,  in  the  office  of  the  Librarian  of  Congress  at  Wash- 
ington;' or,  at  his  option  the  word,  '  Copyright,'  together 
with  the  year  the  copyright  was  entered,  and  the  name  of 
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the  party  by  whom  it  was  taken  out;  thus — 'Copyright, 
18—,  by  A.  B.' "  This  is  different  from  H&v.  Stat.,  see.  4,962, 
in  respect  to  the  place  where  the  notice  is  to  be  put,  as  well  as 
in  respect  to  what  it  may  be,  on  maps,  charts,  musical  compo- 
sitions and  other  things  except  books.  By  that  section  it  was 
to  be  inscribed  on  "  some  portion  of  the  face  or  front  there- 
of, 'or  on  the  face  of  the  substance  on  which  the  same " 
should  be  mounted.  By  the  latter  Act,  it  is  to  be  inscribed 
"  upon  some  visible  portion  thereof  or  of  the  substance  on 
which  the  same  shall  be  mounted.'9  The  notice  of  copyright 
on  the  edition  in  question  was  on  the  first  page  of  the  com- 
position, in  plain  sight,  and  was,  therefore,  upon  some  visible 
portion  thereof,  or  of  the  substance  upon  which  it  was 
mounted,  within  the  meaning  of  this  section  of  the  Act  of 
1874.  If  the  paper  on  which  the  composition  is  printed  is 
not  a  portion  of  the  composition,  it  is  the  substance  on  which 
it  is  mounted.  There  was  no  loss  or  abandonment  of  the 
copyright  by  failure  to  give  notice  of  it.  If,  however,  the 
orator  published  the  composition  under  a  title  different  from 
that  by  which  he  copyrighted  it,  in  substance,  he  would 
thereby  probably  so  depart  from  his  copyright  that  he  would 
leave  the  composition  to  the  public.  (Drone  on  Copyrights, 
140,  142.)  But  in  that  edition  the  composition  was  published 
under  its  full  title,  by  which,  exactly,  it  was  copyrighted, 
standing  at  the  head  of  it,  on  the  first  page  of  it.  The  adver- 
tisement on  the  cover  did  not  indicate  that  the  pieces  adver- 
tised were  printed  within.  It  merely  signified  that  they  were 
published,  in  some  shape,  by  the  orator.  It  was  not  neces- 
sary, in  advertising  it,  that  he  should  describe  it  in  any  par- 
ticular manner ;  but  when  he  came  to  printing  the  thing  it* 
self,  and  giving  that  out,  it  was  necessary  that  he  should 
follow  the  title  by  which  he  copyrighted  it,  if  he  would  keep 
that  right.  This  he  did  and  the  right  would  seem  to  be  well 
preserved  to  him. 

Upon  the  question  of  infringement  there  is  not  much 
room  for  doubt.  The  theme  or  melody  of  the  music  is  sub- 
stantially the  same  in  the  copyrighted  and  the  alleged  in- 
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fringing  pieces ;  the  measure  of  the  former  is  followed  in  the 
latter,  and  is  somewhat  peculiar.  When  played  by  a  compe- 
tent musician  they  appear  to  be  really  the  same.  There  are 
variations,  but  they  are  so  placed  as  to  indicate  rather  that 
the  former  was  taken  deliberately  than  that  the  latter  was  a 
new  piece. 

Let  there  be  a  decree  making  the  preliminary  injunction 
permanent,  and  for  an  account  of  profits,  with  costs. 


Charles  N.  Judson,  for  the  plaintiff. 
William  Stone,  for  the  defendant. 


Chbstbb  W.  Wittebs,  Keceiveb  of  the   First  National 

Bai*k  of  St.  Albans 

vs. 

Albert  Sowles,  Edwabd  A.   Sowles,  Oboab  A.  Burton 

and  Bbnnbt  0.  Hall.    In  Equity. 

In  a  suit  in  equity  by  the  receiver  of  a  national  bank  Against  four  of  iti  direc- 
tors, to  charge  them  with  losses  in  consequence  of  bad  loans  and  discounts, 
including  some  to  two  of  them,  and  with  the  amounts  of  dividends  taken  from 
its  assets,  it  was  held,  as  to  some  loans,  that  they  were  made  in  good  faith, 
and  the  directors  were  not  chargeable;  two  of  them  were  held  liable  for  loss 
on  a  loan  to  another  of  them,  made  in  direct  violation  of  the  statute;  and  none 
of  them  were  held  liable  for  the  dividends,  the  case  being,  as  to  those  who  par- 
ticipated  in  making  them,  one  merely  of  misjudgment  as  to  the  value  of  the 
assets. 

(Before  Whuldl,  J.,  Vermont,  April  6th,  1887.) 

Wheeleb,  J.  This  bank  was  organized  and  continued  in 
existence,  with  a  capital  stock  of  $100,000,  nnder  the  laws  of 
the  United  States  relating  to  national  banks.  It  failed  and 
stopped  doing  business  April  8th,  1884,  and  was  soon  after 
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placed  in  the  hands  of  a  receiver.  The  defendants,  except 
Hall,  Edward  A.  Bowles  being  president,  and  Albert  Sowles 
cashier,  were  directors,  with  George  W.  Foster,  now  deceased,, 
after  February  11th,  1880,  and  with  H.  H.  Bowman  until 
1882,  when  he  died,  and  with  Hall  since  January  11th,  1883. 
At  the  time  of  the  failure  there  were  among  the  assets  of  the 
bank  large  amounts  of  paper,  in  various  forms,  taken  for 
loans  and  discounts  to  one  Marshall ;  large  amounts  taken  for 
loans  and  discounts  to  Albert  Sowles,  for  his  own  use,  and  for 
others  for  whom  he  was  surety  and  endorser ;  and  to  the 
amount  of  $30,000,  for  loans  to  Edward  A.  Sowles.  The 
loans  and  discounts  to  Marshall,  to  the  amount  of  $35,308.75, 
and  all  of  the  others,  were  made  after  February  11th,  1880 ; 
and  all  were  almost  wholly  uncollectible  and  valueless  when 
the  failure  came.  No  dividends  were  declared  in  1880,  or  in 
the  first  six  months  of  1881,  and  the  bank  had,  July  4th, 
1881,  surplus  and  surplus  funds  to  the  amount  of  $64,000,  or 
thereabouts.  A  dividend  of  six  per  cent,  was  declared  on 
that  day,  another  of  the  same  amount  November  1st,  another, 
December  6th,  one  of  five  per  cent.  July  4th,  1882,  one  bf  ten 
per  cent.  December  5th,  1882,  one  of  three  per  cent.  May 
1st,  1883,  and  one  of  five  per  cent.  November  6th,  1883,  all 
of  which  were  paid.  Some  of  these  dividends  were  declared 
when  there  were  not  sufficient  assets,  in  view  of  subsequent 
events,  to  warrant  making  them.  This  bill  is  brought  to 
charge  the  defendants,  as  directors,  with  the  losses  to  the  bank 
in  consequence  of  these  bad  loans  and  discounts,  and  with  the 
amounts  of  these  dividends  taken  from  its  assets. 

The  directors  all  resided  at  St.  Albans,  where  the  bank 
was  located,  except  Burton,  who  resided  at  Burlington.  The 
business  of  the  bank  was  managed  principally  by  the  cashier, 
who  was  of  large  experience,  able  and  competent,  and  of  good 
reputation,  and,  until  near  the  time  of  the  failure,  of  consid- 
erable wealth.  All  the  loans  and  discounts  were  approved  of 
and  made  by  him,  and  he  voted  for  and  concurred  in  all  the 
dividends.  The  increase  of  the  debt  of  Marshall  appears  to 
have  been  accomplished  by  bills  of  exchange  drawn  against 
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existing  values,  and  by  the  discount  of  business  paper  owned 
by  him,  to  such  an  extent  as  not  to  be  in  violation  of  any  ex- 
press law.  Those  who  took  part  in  it  on  behalf  of  the  bank 
appear  to  have  acted,  in  view  of  the  liabilities  he  was  already 
under  to  the  bank,  and  of  the  condition  of  his  business  as 
then  understood  by  them,  in  good  faith,  and  as  they  thought 
would  be  for  the  best  interests  of  the  bank.  They  had  no 
interest  with  him,  nor  any  apparent  object  to  accomplish  by 
increasing  his  accommodations,  aside  from  taking  the  wisest 
course  for  the  interests  of  the  bank.  As  these  loans  and  dis- 
counts have  resulted,  they  were  unwise  and  hazardous,  looked 
back  upon,  but  they  are  to  be  considered  as  they  could  be 
looked  forward  to,  and  not  from  the  present  standpoint.  In 
this  view  there  is  no  just  ground  upon  which  any  of  the 
directors  can  be  properly  charged  for  that  debt.  (Scott  v. 
De  Peyster,  1  Eduo.  Ch.,  513 ;  JSperintfs  Appeal,  71  Pa.  St.y 
11;  Thompson* 8  Liability  of  Officers,  233.) 

The  loans  to  Albert  Sowles,  and  some  of  those  for  which 
he  became  liable  as  surety  or  endorser,  appear  to  have  been 
in  violation  of  the  provisions  of  section  5,200,  Rev.  Stat  U.  S.9 
by  which  liabilities  of  any  person  to  a  national  bank  for 
money  borrowed  in  excess  of  one-tenth  of  the  capital  stock 
are  prohibited.  None  of  the  directors  who  are  living  and  are 
defendants  is  shown  to  have  knowingly  participated  in  or  as- 
sented to  any  of  the  loans  or  discounts  constituting  the  debts 
against  him,  or  those  for  which  he  is  liable  as  surety  or  en- 
dorser. 

The  liability  of  Edward  A.  Sowles  originated  in  a  direct 
loan  to  him  soon  after  February  11th,  1880,  of  $36,000. 
This  loan  was  in  excess  of  one-tenth  of  the  capital  stock,  and 
in  direct  violation  of  the  provisions  of  section  5,200.  All 
those  who  were  then  directors,  which  includes  all  the  defend- 
ants except  Hall,  knew  of  and  assented  to  this  loan.  This  is 
not  disputed.  Section  5,239  provides,  that  if  the  directors  of 
any  national  bank  shall  knowingly  violate,  or  permit  any  offi- 
cer, agent  or  servant  to  violate,  any  of  the  provisions  of  that 
title,  which  includes  section  5,200,  the  rights,  privileges  and 
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franchises  of  the  bank  shall  be  forfeited ;  and  that,  in  cases  of 
such  violation,  every  director,  who  participated  in  or  assented 
to  the  same,  shall  be  held  liable,  in  his  personal  and  individual 
capacity,  for  all  damages  sustained  in  consequence  of  such  vio- 
lation. By  force  of  these  provisions,  the  defendants  Albert 
Sowles  and  Burton,  by  their  participation  in  and  assent  to 
this  loan,  became  liable  to  the  bank,  as  now  represented  by 
the  orator,  for  all  damages  in  consequence  of  it.  The  loan 
was  made  to  Edward  A.  Sowles ;  he  procnred  it  in  his  own 
behalf,  and  became  liable  as  debtor  for  it;  he  would  not 
appear  to  be  liable  as  participating  in  or  assenting  to  it  on 
behalf  of  the  bank.  {United  States  v.  Britton,  108  U.  &, 
193.) 

This  bill  is  not  brought  to  charge  the  defendants  for 
money  received  by  them  as  stockholders  from  dividends,  but 
for  losses  to  the  bank  itself  for  unlawfully  or  wrongfully 
declaring  dividends.  By  section  5,204,  dividends  to  a  great- 
er amount  than  net  profits,  after  deducting  losses  and  bad 
debts,  are  prohibited ;  and  debts  on  which  interest  is  past 
due  and  unpaid  for  six  months,  unless  well  secured  and 
in  process  of  collection,  are  defined  to  be  bad  debts.  The 
assets  of  this  bank  did  not  so  consist  of  bad  debts  within 
this  definition,  at  the  time  when  they  were  made,  as  to  make 
the  dividends  improper.  There  were  debts  which  were  in 
fact  bad  in  the  result,  to  an  extent  so  great  as  to  wipe  out  the 
profits  from  which  dividends  could  be  made  when  the  later 
ones  were  declared.  The  defendant  Burton  is  not  shown 
to  have  participated  in  making  the  dividends.  Those  who 
did  misjudged  as  to  the  value  of  the  assets.  The  evidence 
does  not  warrant  the  conclusion  that  they  took  this  method 
of  dividing  the  assets  of  the  bank  among  themselves  when 
they  knew  that  dividends  could  not  properly  be  made.  It  is 
not  considered,  therefore,  that  the  defendants  are  liable  for 
the  amount  of  the  dividends  because  they  were  unlawfully  or 
wrongfully  declared.  Whether  those  who  received  the  divi- 
dends are  chargeable  for  the  amount  received,  on  the  ground 
that  the  money  from  which  they  were  paid  was  needed  to  pay 
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the  liabilities  of  the  bank,  is  a  question  not  presented  in  this 
case.  {Speringfs  Appeal,  before  cited;  Thompson  on  Liabil- 
ity, 351 ;  United  States  v.  Britton,  108  V.  S.y  199.) 

It  is  strongly  urged  that  the  defendants  are  liable  at  com- 
mon law  for  inattention  to  duty  as  directors,  although  not 
liable  under  the  express  provisions  of  the  statutes  mentioned. 
This  ground  of  liability  is  not  applicable  to  the  Marshall 
debt,  for  the  circumstances  of  the  increase  of  that  debt  are 
such  that  those  who  participated  in  it  are  not  found  to  be 
liable.  A  fortiori  those  who  did  not  participate  are  not  liable 
for  that.  If  there  is  any  liability  in  this  behalf  it  must  arise 
upon  the  manner  of  the  loans  to  Albert  Sowles  and  those  for 
which  he  became  liable,  and  for  some  smaller  loans  to  Ed- 
ward  A.  Sowles,  and  to  some  others,  for  which  he  became 
liable.  There  were  some  of  these  latter  for  which  the  de- 
fendant Burton  became  liable  as  surety  or  endorser,  and  from 
which  he  has  become  discharged  in  the  course  of  the  receiv- 
ership. He  was  and  always  has  since  been  amply  good  for 
these  liabilities,  and  none  of  the  directors  incurred  any  liabil- 
ity for  negligence  in  trusting  to  his  solvency.  This  question 
is  narrowed  down  to  whether  the  defendants  Burton  and  Ed- 
ward A.  Sowles  and  Hall  are  liable  for  the  loans  on  which 
Albert  Sowles  is  liable,  and  which  were  made  to  him,  because 
they  did  not  prevent  these  loans. 

The  question  as  to  the  liability  of  directors  of  national 
banks  for  mere  inattention  was  much  considered  in  Movvus 
v.  Lee,  {ante,  p.  291,)  lately  decided.  It  was  there  held, 
that  directors  were  not  liable  for  the  acts  of  their  asso- 
ciates in  which  they  had  no  part,  and  of  which  they  had  no 
knowledge,  and  toward  which  they  did  not  connive  in  any 
manner.  Upon  these  principles  these  defendants  are  not 
liable  on  account  of  the  loans  to  Albert  Sowles,  or  of  those 
for  which  he  became  liable,  because  they  did  not  participate 
in  them,  nor  assent  to  or  connive  at  the  making  of  them,  so 
far  as  has  been  made  to  appear. 

There  remains  the  liability  of  the  defendants  Albert 
Sowles  and  Burton  for  the  loan  to  Edward  A.  Sowles.    If 
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there  were  liabilities  of  these  defendants,  alone,  or  with  other 
defendants,  for  other  loans,  or  for  dividends,  it  would  be 
somewhat  anomalous  to  include  them  in  a  decree  with  this 
liability,  which  is  entirely  distinct,  although  of  the  same  na- 
ture. It  is  not  necessary  to  consider  whether  the  liability  of 
directors,  under  such  circumstances,  is  for  the  whole  debt  or 
only  for  the  excess ;  for  this  loan,  which  was  $36,000,  in  the 
first  place,  was  reduced  to  $26,000,  the  exact  amount  of  the 
excess,  December  5th,  1882.  It  then  stood  in  the  form  of 
drafts  of  Edward  A.  Sowles,  one  of  $5,000,  on  H.  B.  Weeks, 
due  January  8th,  one  of  $5,000,  on  B.  O.  Hall,  due  January 
11th,  one  of  $5,000,  on  H.  B.  Weeks,  due  February  8th,  one 
of  $5,000,  on  B.  C.  Hall,  due  February  11th,  and  one  of 
$6,000,  on  H.  E.  Lewis,  due  January  15th,  1883.  These  ap- 
pear to  have  remained  of  the  identical  loan  for  which  the 
money  was  passed  over  to  him,  with  the  full  knowledge  and 
assent  of  Albert  Sowles  and  Burton,  and  of  the  other  two 
directors  now  deceased.  This  debt  was  not,  according  to  the 
evidence,  further  reduced,  but  was  wholly  lost.  The  dam- 
ages resulting  to  the  bank,  in  consequence  of  this  loan,  are 
equal  to  the  amount  of  the  sums  due  on  these  drafts,  with 
interest  from  the  times  when  they  respectively  fell  due.  This 
interest  to  April  6th,  1887,  amounts  to  $6,559.33 ;  and  the 
whole  amount  of  the  loss  or  damage  resulting  from  this  loan 
is  $32,559.33.  This  money  was  borrowed  by  Edward  A. 
Sowles  to  pay  for  stock  of  the  bank  with,  for  the  purpose  of 
securing  harmony  among  the  officers  and  stockholders,  and  if 
is  said,  in  evidence,  that  the  transaction  was  reported  to  the 
comptroller  of  the  currency  and  received  his  approval. 
Whether  his  approval  extended  beyond  the  organization  of 
the  board  of  directors  who  had  lately  been  constituted,  does 
not  appear.  If  it  did,  he  could  not,  and  probably  did  not, 
attempt  to  vary  any  liability  imposed  by  express  statute.  It 
is  suggested,  also,  that  the  conduct  of  the  receiver  who  pre- 
ceded the  plaintiff  has  contributed  to  increase  the  loss  from 
the  poor  assets.  Such,  however,  does  not  appear  to  be  the 
fact,  and,  if  it  did,  it  would  not  affect  the  liability  of  any  of 
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the  defendants  on  account  of  this  unlawful  loan,  unless  some 
part  of  the  loss  resulting  from  the  loan  was  due  to  it.  When 
the  directors  let  this  sum  of  $36,000,  of  the  money  of  the 
bank,  go  into  the  hands  of  Edward  A.  Sowles,  as  money  bor- 
rowed by  him  of  the  bank,  they  placed  it  outside  of  where 
the  law  authorized  them  to  place  it,  and  became  liable,  then 
and  there,  for  the  excess  above  the  legal  limit  at  least,  and 
chargeable  for  it,  if,  in  consequence,  it  should  be  lost. 
What  occurred  afterwards  had  no  effect  upon  the  liability, 
except  as  it  may  have  varied  the  amount  of  the  loss.  The 
result  is,  that  the  defendants  Albert  Sowles  and  Burton  are 
chargeable  for  the  amount  of  this  loss.  There  is  no  occasion 
for  an  account  of  it,  for  the  amount  distinctly  appears.  The 
defendants  Edward  A.  Sowles  and  Hall  are  not,  upon  these 
considerations,  chargeable  for  any  of  the  losses  in  this  suit ; 
but  they  are  so  connected  with  these  matters  that  they  do  not 
appear  to  be  entitled  to  costs. 

Let  a  decree  be  entered  that  the  defendants  Albert 
Sowles  and  Burton  are  chargeable  for  the  amount  of  the  loss 
on  the  loan  of  $36,000  to  Edward  A.  Sowles,  ascertained  to 
be  $32,559.83,  and  that  they  pay  that  sum  to  the  orator,  with 
costs  to  be  taxed,  within  twenty  days  from  the  entry  of  the 
decree,  and  that  the  bill  be  dismissed  as  to  Edward  A.  Sowles 
and  Hall,  without  costs. 

Chester  W.  Witters,  for  the  orator. 

Albert  P.  Cross,  for  the  defendant  Burton. 

Edward  A.  Sowles,  for  himself. 
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The  List  Publishing  Company 

vs. 
Louis  Keller.     In  Equity. 

A  person  who  compiles  •  "society"  directory  infringes  the  copyright  of  m 
prior  "  society  "  directory,  if  he  uses  the  prior  work,  though  only  to  a  lim- 
ited extent,  to  save  himself  the  trouble  of  making  an  independent  selection  or 
classification  of  the  persons  whose  names  appear  in  his  directory. 

The  existence  of  the  same  errors  in  the  two  publications  affords  one  of  the 
surest  tests  of  copying. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  14th,  1887.) 

Wallace,  J.  The  parties  are  the  proprietors  and  pub- 
lishers of  rival  "  society  "  directories,  which  purport  to  give 
the  names  and  addresses  of  those  persons  in  New  York  city 
who  are  supposed  to  be  people  of  fashion.  The  complainant 
asserts  that  its  copyrighted  directory  u  Tha  List "  is  infringed 
by  the  defendant's  directory  the  u  Social  Register,"  and  has 
made  a  motion  for  a  preliminary  injunction. 

The  question  in  the  case  is,  whether  the  defendant,  in 
compiling  his  directory,  has  done  so  by  his  own  original 
labor,  or  whether,  in  order  to  spare  himself  time  and  expense, 
he  has  copied  the  names  and  addresses  given  in  the  "  Social 
Register  "  from  "  The  List."  If  he  has  copied  any  part  of  the 
complainant's  book  he  has  infringed  the  copyright.  He  has 
no  right  to  take,  for  the  purposes  of  a  rival  publication,  the 
results  of  the  labor  and  expense  incurred  by  the  complainant, 
and  thereby  save  himself  the  labor  and  expense  of  working 
out  and  arriving  at  these  results  by  some  independent  road. 
(Harris  v.  Ashbee,  Z.  £.,  7  Zj.,  84.)  It  was  held,  in  Kelly 
v.  Morris,  (Z.  Z?.,  1  Zj.,  697,)  where  the  publication  in  con- 
troversy was  a  general  directory,  that  the  only  legitimate  use 
which  a  subsequent  compiler  can  make  of  a  copyrighted  di- 
rectory already  published,  is  for  the  purpose  of  verifying  the 
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correctness  of  the  results  reached  by  his  own  independent 
efforts  in  obtaining  information.    In  the  later  case  of  Morris 
v.  Wright,  (Z.  i?.,  5  Ch.9  279,)  it  was  held,  that  the  subsequent 
compiler  can  use  a  directory  previously  published,  for  the 
purpose  oi  directing  himself  to  the  persons  from  whom  such 
information  is  obtained.    No  compiler  of  a  book  such  as  di- 
rectories, guide-books,  road-books,  statistical  tables,  can  ac- 
quire, by  a  copyright,  a  monopoly  of  the  matter  published  ; 
but  the  subsequent  compiler  must  investigate  for  himself 
from  the  original  sources  of  information  which  are  open  to 
all.     It  has  been  said,  that,  in  the  case  of  a  road-book,  he  must 
count  the  mile-stones  for  himself,  and,  in  the  case  of  a  map 
of  a  newly  discovered  island,  he  must  go  through  the  whole 
process  of  triangulation,  just  as  if  he  had  never  seen  any 
former  map ;  and,  generally,  he  is  not  entitled  to  take  one 
word  of  the  information  previously  published,  without  inde- 
pendently working  out  the  matter  for  himself,  and  the  only 
use  he  can  legitimately  make  of  a  previous  publication  is  to 
verify  his  own  calculations  and  results,  when  obtained.    It  ia 
not  necessary  to  adopt  this  statement  unqualifiedly,  but  it  is 
safe  to  say  that  the  compiler  of  a  general  directory  is  not  at 
liberty  to  copy  any  part,  however  small,  of  a  previous  direc- 
tory, to  save'  himself  the  trouble  of  collecting  the  materials 
from  original  sources.    Otherwise,  as  the  matter  of  rival  pub- 
lications of  this  kind  is  identical,  there  would  be  practically 
no  copyright  in  such  a  book. 

It  is  not  necessary  or  reasonable  to  apply  so  strict  a  rule  to 
publications  like  the  present.  They  are  designed  to  provide  a 
catalogue,  in  convenient  form,  of  the  names  and  addresses  of  a 
selected  class  of  eligible  persons.  They  are  original  to  the  extent 
that  the  selection  is  original.  Their  commercial  value  depends 
upon  the  judgment  and  knowledge  of  the  author  respecting  the 
social  standing  and  society  relations  of  a  limited  class  of  the 
general  public.  When  the  selection  is  made,  each  compiler 
must,  of  necessity,  reproduce  the  same  names  and  addresses, 
so  far  as  the  selections  coincide,  and  must  arrange  them  in 
alphabetical  order.    The  law  of  copyright  only  requires  the 
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subsequent  compiler  to  do  for  himself  that  which  the  first 
compiler  has  done.  The  same  sources  of  original  information 
are  open  to  each.  Either  of  the  present  parties  could  lawfully 
use  the  general  city  directory  to  obtain  the  correct  addresses 
of  the  selected  persons ;  nor  is  it  doubted  that  the  defendant 
had  the  right  to  use  the  complainant's  book  for  the  purpose 
of  verifying  the  orthography  of  the  names,  or  the  correct- 
ness of  the  addresses,  of  the  persons  selected.  But,  if  the 
defendant  has  used  "  The  List "  to  save  himself  the  trouble 
of  making  an  independent  selection  or  classification  of  the 
persons  whose  names  appear  in  the  "Social  Register,"  al- 
though he  may  have  done  so  only  to  a  very  limited  extent, 
he  has  infringed  the  complainant's  copyright. 

In  a  case  like  this,  when  a  close  resemblance  is  the  neces- 
sary consequence  of  the  use  of  common  materials,  the  exist- 
ence of  the  same  errors  in  the  two  publications  affords  one 
of  the  surest  tests  of  copying.  The  improbability  that  both 
compilers  would  have  made  the  same  mistakes,  if  both  had 
derived  their  information  from  independent  sources,  sug- 
gests such  a  presumption  of  copying  by  the  later  compiler 
from  the  first,  that  it  can  be  overcome  only  by  clear  evidence 
to  the  contrary.  (Mawman  v.  Tegg,  2  Buss.,  393  ;  Spiers  v. 
Brown,  31  Z.  T.  i?.,  16 ;  Lawrence  v.  Dana,  2  Am.  Z.  T. 
J?.,  N.  &,  402.)  The  complainant  relies  upon  this  criterion 
here.  "  The  List "  contains  a  selection  of  about  6,000  names 
and  addresses  of  persons  residing  in  New  York  city,  out  of 
the  313,000  names  which  appear  in  the  general  city  directory. 
The  "  Social  Register  "  contains  about  3,500  names  and  ad- 
dresses of  persons  residing  in  New  York  city,  and  of  this 
number  over  2,800  appear  in  "  The  List."  The  fact  that 
2,800  of  the  names  and  addresses  in  the  defendant's  book 
originally  appeared  in  the  complainant's  book,  would,  stand- 
ing alone,  be  quite  inconclusive.  But,  when  it  is  shown  that 
39  errors  in  the  complainant's  book,  consisting  of  misprints,  er- 
roneous addresses,  insertion  of  names  of  persons  who  never 
existed,  and  insertions  of  names  of  deceased  persons,  are 
reproduced   in   the   defendant's   book,  although  it  was  not 
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published  until  more  than  a  year  after  the  complainant's 
book  was  published,  a  strong  presumptive  case  of  piracy  is 
made  out. 

The  depositions  on  the  part  of  the  defendant  are  ad- 
dressed, in  part,  to  an  explanation  of  his  reproduction  of 
these  errors,  consistently  with  the  theory  that  they  were  not 
copied  from  the  complainant's  book.  These  depositions  have 
been  carefully  read  and  considered,  and  the  conclusion  has 
been  reluctantly  reached,  that  the  explanation  is  inadequate. 
It  will  not  be  profitable  to  analyze  the  depositions.  It  suffices 
to  state,  that  the  case  for  the  complainant  is  such  as  to  call 
for  a  full  and  explicit  vindication  on  the  part  of  the  defend- 
ant. If  it  is  true  that  his  directory  was  prepared  from  sev- 
eral private  visiting  lists  furnished  to  Ashmore  for  the  pur- 
pose, these  lists  should  have  been  produced,  or  their  non-pro- 
duction accounted  for ;  and,  if  they  could  not  be  produced, 
corroborative  testimony  of  their  existence,  the  sources  from 
which  they  were  obtained,  and  their  contents,  should  have 
been  adduced. 

It  may  be  that  the  presumption  which  at  present  must 
prevail  will  be  overthrown  by  the  proofs  at  the  final  hearing 
of  the  cause,  but,  as  the  case  now  appears,  the  complainant  is 
entitled  to  an  injunction.  The  injunction  will  be  limited  to 
the  extent  to  which  the  defendant's  book  is  identical  with 
the  complainant's  book. 

Miller  &  Macfarlane,  for  the  plaintiff. 

Wetmore  &  Jenner,  for  the  defendant. 
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Dana  Ebtes  and  others 

vs. 

Richard  Worthington  and  others.    In  Equity. 

A  pie*  to  ft  bill  in  equity  against  W.  and  others,  for  the  infringement  of  ft 
trade-mark,  alleged  the  pendency  of  Another  suit,  brought  by  the  plaintiff 
•gainst  W.  for  the  same  matters,  and  that  the  defendants  other  than  W.  were 
his  agents  and  servants  in  doing  the  wrongful  acts  complained  of:  Held,  that 
the  plea  was  bad. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  14th,  1887.) 

Wallace,  J.  The  plea  which  has  been  set  down  for  ar- 
gument must  be  overruled,  because  the  plea  of  another  suit 
pending  is  good  only  when  the  first  suit  is  between  all  the 
same  parties  and  a  full  decree  can  be  had  therein  respecting 
the  matters  of  the  second  suit.  Neither  of  these  conditions 
exists  in  the  present  case. 

The  bill  alleges  that  the  several  defendants,  including 
Richard  Worthington,  have  been  guilty  of  joint  acts  of  in* 
fringement  of  the  complainant's  trade-mark,  and  it  prays  for 
an  injunction  and  an  accounting  against  all  the  defendants. 
The  plea  avers  the  pendency  of  another  suit,  brought  by  the 
complainant  against  Richard  Worthington,  for  the  same  mat- 
ters, and  also  avers  that  the  defendants  other  than  Richard 
Worthington  were  his  agents  and  servants  in  doing  the 
wrongful  act  complained  of. 

It  is  not  necessary  to  the  sufficiency  of  a  plea  of  another 
suit  pending,  that  the  former  suit  should  be  precisely  between 
the  same  parties  as  the  latter.  (Story's  Eq.  Pl.9  sec.  738.) 
No  person  should  be  made  a  party  who  has  no  interest  in  the 
suit,  and  against  whom  no  decree  can  be  had  at  the  hearing  ; 
and  for  this  reason  a  person  who  is  a  mere  agent  for  another 
in  the  transactions  in  controversy  ought  not  generally  to  be 
made  a  party  defendant,  unless  his  presence  is  necessary  for 
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the  purposes  of  discovery.  (See  Egmont  v.  Smith,  6  Ch.  D., 
469  ;  Attwood  v.  Small,  6  CI.  &  F,  352 ;  Weiss  v.  Wardle, 
Z.  R.,  19  Eq.,  171.)  And  it  has  been  held,  in  suits  for  in- 
fringements of  patents,  that  there  is  a  class  of  agents,  such  as 
mere  workmen  in  the  employ  of  a  manufacturer,  against 
whom  there  can  be  no  recovery,  although  they  may  have  par- 
ticipated somewhat  in  the  acts  of  infringement.  (Delano  v. 
Scottj  Oilp.,  489  ;  United  Nickel  Co.  v.  Worthington,  13  Fed. 
Rep.,  392.)  But,  ordinarily,  the  infringer  cannot  escape  re- 
sponsibility by  showing  that  he  was  acting  for  another. 
(Mattby  v.  Bobo,  14  Blatchf.  C.  C.  R.,  53 ;  Steiger  v.  Heidel- 
berger,  18  Id.,  426.) 

In  torts  of  misfeasance,  like  the  violation  of  a  trade-mark, 
agents  and  servants  are  personally  liable  to  the  injured  party. 
(Bdl  v.  Jossdyn,  3  Cray,  309 ;  Richardson  v.  Kimball,  28 
Maine,  463 ;  Mitchell  v.  Harmony,  13  How.,  115 ;  Phelps 
v.  Waits,  30  N.  Y.,  78.)  All  persons  procuring,  or  assisting 
in,  the  commission  of  a  trespass,  are  principals  iu  the  transac- 
tion, and  both  the  master  who  commands  and  the  servant  who 
does  the  act  of  trespass  maybe  made  responsible  as  principal, 
and  may  be  sued  jointly  or  severally  for  damages,  as  the  in- 
jured party  may  elect.  (Lightner  v.  Brooks,'  2  CUff.,  287.) 
A  joint  action  will  lie  against  the  principal  and  agent. 
{Wright  v.  Wilcox,  19  Wend.,  343.)  If  separate  actions  are 
brought  against  several  joint  trespassers,  the  plaintiff  may 
proceed  to  judgment  in  all ;  and  the  judgment  against  one 
is  not  a  bar  to  a  trial  and  recovery  against  the  others,  al- 
though there  can  be  but  one  satisfaction.  (Livingston  v. 
Bishop,  1  Johns.,  289,) 

It  follows,  that  the  defendants,  although  they  were  only 
the  agents  or  servants  of  Richard  Worthington,  in  doing  the 
wrongful  acts  sought  to  be  restrained,  and  for  which  dam- 
ages are  claimed,  are  responsible  to  the  complainant,  and 
the  complainant  has  the  right  to  pursue  them  and  obtain 
the  relief  prayed  for,  although  he  is  pursuing  Richard  Wor- 
thington, at  the  same  time,  in  another  suit,  for  the  same 
wrongs.    The  facts  alleged  in  the  plea  may  authorize  an  ap- 
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plication  by  Richard  Worthington  to  stay  the  prosecution 
of  the  first  suit  against  him  during  the  pendency  of  the 
present  suit,  but  they  are  insufficient  for,  the  purposes  of  a 
plea. 

George  G.  Fretingkivysen  and  J.  Z.  8.  jR6bertsy  for  the 
plaintiffs. 

George  A.  Black,  for  the  defendants. 


The  New  York  Belting  and  Packing  Company 

vs. 

The  New  Jersey  Car  Spring  and  Bubber  Company.    In 

Equity, 

It  is  not  noyelty  which  will  sustain  a  design  patent,  to  transfer  to  robber, 
or  to  a  rubber  mat,  an  effect  or  impression  to  the  eye  which  has  been  pro- 
duced upon  other  materials  or  articles  by  contrast  or  variation  of  light  and 
shade. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  14th,  1887.) 

Wallace,  J.  It  is  insisted,  by  demurrer  to  the  bill,  that 
the  patent  sued  upon  is  invalid  upon  its  face,  for  want  of 
novelty.  In  determining  the  question  the  Court  can  only 
consider  snch  familiar  facts  as  fall  within  the  category  of 
those  things  of  which  judicial  notice  will  be  taken. 

The  patent  is  for  a  "  design  for  a  rubber  mat."  The  pat- 
entee states,  in  the  description,  that,  "  in  accordance  with  the 
design,  the  mat  gives,  under  the  light,  different  effects,  ac- 
cording to  the  relative  position  of  the  person  looking  at  it. 
If  the  person  changes  his  position  continuously,  the  effects 
are  kaleidoscopic  in  character.  In  some  cases,  moire  effects, 
like  those  of  moire  or  watered  silk,  but  generally  mosaic  ef- 
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fects,  are  produced.  Stereoscopic  effects,  also,  or  the  appear- 
ance of  a  solid  body  or  geometric  figure,  may  at  times  be 
given  to  the  mat,  and,  under  proper  conditions,  an  appear- 
ance of  a  depression  may  be  presented.  The  design  consists 
in  parallel  lines  of  corrugations,  depressions  or  ridges,  ar- 
ranged to  produce  the  effects  as  above  indicated.  I  may 
divide  the  mat,  by  a  number  of  imaginary  lines,  representing 
a  projection  of  any  geometrical  figure,  and,  in  each  of  the 
sections  as  formed,  make  parallel  corrugations  or  alternate 
ridges  and  elevations,  the  different  sets  of  corrugations  mak- 
ing with  each  other  the  proper  angle  to  give  the  effects 
sought  for.  To  give  the  moire  effects,  I  usually  make  the 
ridges  and  depressions  undulating,  while  maintaining  the  par- 
allel position  with  relation  to  each  other.  Ldesire,  therefore, 
to  have  it  understood  that  I  do  not  intend  to  limit  the  design 
to  parallel  corrugations  which  are  straight  throughout  any 
considerable  portion  of  their  length,  but  that  it  includes  the 
undulating  ridges  and  depressions,  or  other  disposition  or 
formation  in  which  the  corrugations  alter  their  direction 
irregularly,  or  in  which  they  may  be  straight  for  a  certain 
distance  and  then  formed  in  undulations,  and  that  it  includes 
the  corrugations  arranged  in  concentric  circles,  in  spirals,  in 
zigzags,  or  according  to  any  desired  figure." 

The  claims  are  as  follows :  "  1.  A  design  for  a  rubber  mat, 
consisting  of  corrugations,  depressions,  or  ridges,  in  parallel 
lines,  combined  or  arranged  relatively,  substantially  as  de- 
scribed, to  produce  variegated,  kaleidoscopic,  moire,  stereo- 
scopic, or  similar  effects,  substantially  as  set  forth.  2.  A 
design  for  a  rubber  mat,  consisting  of  a  series  of  parallel 
corrugations,  depressions,  or  ridges,  the  lines  of  the  said  cor- 
rugations being  deflected  at  one  or  more  points,  substantially 
as  set  forth.  3.  A  design  for  a  rubber  mat,  consisting  of  a 
series  of  parallel  corrugations,  depressions,  or  ridges,  arranged 
in  sections,  the  general  line  of  direction  of  the  corrugations  in 
one  section  making  angles  with,  or  being  deflected  to  meet, 
those  of  the  corrugations  in  the  contiguous  or  other  sections, 
substantially  as  described." 
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The  patent  is  an  attempt  to  secure  to  the  patentee  a  mo- 
nopoly of  all  ornamentation  upon  rubbter  mate,  by  which  vari- 
ations of  light  and  shade  are  produced  by  a  series  of  ridges 
and  depressions,  without  regard  to  any  particular  arrange- 
ment or  characteristics  of  the  lines,  except  that  they  are  to 
be  parallel.  Although  there  is  an  illustration  in  the  drawing, 
and  although  each  claim  is  for  a  design  "  substantially  as  de- 
scribed," the  language  of  the  specification  is  carefully  ex- 
pressed so  as  not  to  restrict  the  claims  to  the  design  shown  in 
the  drawing,  but  so  that  the  first  claim  shall  include  every 
variety  which  can  be  produced  by  the  arrangement  of  corru- 
gations, depressions  or  ridges  in  parallel  lines ;  the  second,  all 
obtainable  when  by  the  arrangement  the  corrugations  are  de- 
flected ;  and  the  third,  all  obtainable  when,  by  the  arrange- 
ments of  corrugations  in  sections,  those  of  one  section  make 
an  angle  with  those  in  the  contiguous  or  other  sections. 

.  It  was  not  new  to  produce  contrasts  and  variations  in  light 
and  shade,  or  stereoscopic  effects,  by  depressions  or  elevations 
in  the  surface  of  materials.  It  was  old  to  do  this  by  arrang- 
ing them  in  parallel  lines,  as  in  wood,  plaster  and  corduroy 
cloth.  It  is  not  novelty  which  will  sustain  a  design  patent,  to 
transfer  to  rubber,  or  to  a  rubber  mat,  an  effect  or  impression 
to  the  eye  which  has  been  produced  upon  other  materials  or 
articles  by  contrast  or  variation  of  light  and  shade.  The  de- 
sign of  this  patent  is  not  new  unless  it  embodies  a  new  im- 
pression or  effect,  produced  by  an  arrangement  or  configura- 
tion of  lines  which  introduces  new  elements  of  color  or  form. 
This  is  not  claimed.  None  of  the  claims  can  be  limited  to 
a  design  which  produces  any  definite  or  concrete  impression 
to  the  eye. 

The  demurrer  is  sustained. 

Wittiarn  H.  Z.  Lee,  for  the  plaintiff. 

Arthur  V.  Briesen}  for  the  defendant. 
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Hamilton  Wallis,  Receiver,  <fco. 

vs. 

Edward  J.   Shelly,    William  A.   Topping,   and  others. 

In  Equity. 

In  the  absence  of  authority  from  the  owner  of  personal  property  levied  on 

under  execution,  a  sheriff  has  no  right  to  employ  an  auctioneer  to  sell  such 

property. 
In  view  of  the  special  facts  in  this  case,  held,  that  a  bill  in  equity  would  He 

against  the  sheriff  and  the  auctioneer  for  a  discovery  and  an  accounting  in 

respect  of  moneys  retained  by  the  auctioneer  for  his  fees. 

{Before  Wallace,  J.,  Southern  District  of  New  York,  April  16th,  1887.) 

Wallace,  J.  The  defendants  Shelly  and  Topping  hold 
in  their  hands  the  sum  of  $2,330.65,  the  proceeds  of  certain 
personal  property  of  the  corporation  of  which  the  complain- 
ant is  receiver.  Actions  had  been  bronght  in  the  Supreme 
Court  of  this  State,  by  several  creditors  of  the  corporation, 
and  executions  were  issued  upon  the  judgments  obtained 
therein,  and  were  duly  delivered  to  the  sheriff  of  the  city 
and  county  of  New  York,  to  be  satisfied  by  a  levy  and  sale  of 
the  property  of  the  corporation.  The  sheriff,  by  his  deputy, 
employed  the  defendant  Topping,  as  an  auctioneer,  to  make 
sale  of  the  property  upon  the  executions.  Topping  made  the 
sale  and  turned  over  the  proceeds,  less  his  commissions,  to 
the  defendant  Shelly,  the  sheriff  having  in  the  meantime  left 
the  country  and  given  to  Shelly  a  power  of  attorney  to  act 
for  him  in  all  matters  respecting  his  official  business.  The 
commissions  charged  by  Topping  amounted  to  $1,065.45. 
The  proceeds  paid  over  by  Topping  to  Shelly  amount  to 
$1,478.54,  after  payment  of  the  executions  in  full,  with  the 
sheriff's  fees  and  poundage. 

The  sheriff  had  no  right  to  employ  an  auctioneer  at  the 
expense  of  the  owner  of  the  property  seized  on  the  execu- 
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tions,  in  the  absence  of  authority  from  the  owner  in  that  be- 
half. The  fees  and  poundage  allowed  by  statute  to  a  sheriff, 
for  levying  and  collecting  an  execution,  are  the  only  charges 
to  which  he  can  lawfully  subject  the  property  of  an  execution 
debtor.  (Crofut  v.  Brandt,  58  N.  Y..  106;  McKeon  v. 
Bora/ally  88  N.  Y.,  429.)  It  was  the  duty  of  the  sheriff  to 
pay  over  to  the  execution  debtor  all  the  proceeds  of  the  sale 
except  such  as  he  could  lawfully  appropriate  to  satisfying  the 
executions  and  his  own  statutory  compensation.  The  remain- 
ing proceeds  were  the  moneys  of  the  corporation,  and  Top- 
ping could  acquire  no  right  to  any  portion  of  them  as  com- 
missions, by  an  agreement  with  the  sheriff  which  the  latter 
had  no  authority  to  make.  Consequently,  both  Shelly  and 
Topping  are  liable  to  the  complainant  for  the  moneys  remain- 
ing in  their  hands  respectively. 

The  complainant  could  have  brought  suits  at  law  against 
each  defendant  and  recovered  the  moneys  held  by  each,  as 
money  had  and  received  to  the  complainant's  use.  Privity 
of  contract  between  the  parties  is  not  essential  in  such  an 
action.  Whenever  one  person  has  in  his  hands  money  equi- 
tably belonging  to  another,  the  law  implies  a  promise  to  pay 
it  over,  and  he  to  whom  it  belongs  may  recover  it  by  assump- 
sit for  money  had  and  received.  As  is  said  in  Ball  v.  Mare- 
ton,  (17  Mass.,  574 :)  "  There  are  many  cases  in  which  that 
action  is  supported  without  any  privity  between  the  parties 
other  than  what  is  created  by  law.  Whenever  one  man  has 
in  his  hand 8  the  money  of  another,  which  he  ought  to  pay 
over,  he  is  liable  to  this  action,  although  he  has  never  seen  or 
heard  of  the  party  who  has  the  right.  When  the  fact  is 
proved  that  he  has  the  money,  if  he  cannot  show  that  he  has 
legal  or  equitable  ground  for  retaining  it,  the  law  creates 
the  privity  and  the  promise."  There  is  a  class  of  cases  for 
money  had  and  received  which  hold  that  an  action  will  not 
lie  against  the  agent  but  only  against  the  principal,  and  the 
defendants  rely  upon  these  authorities,  and  cite  Denny  v. 
Manhattan  Co.,  (2  Denio,  115 ;)  CoMn  v.  Bolbrook,  (2 
Comet.,  126;)  Ball  v.  Lauderdale,  (46  N.  Y.,  70.)    These 
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cases  apply  when  the  agent  is  responsible  for  the  payment  of 
the  money  to  the  principal  only.  When  the  plaintiff  does 
not  make  title  through  a  contract  with  the  agent  bat  has  a 
title  to  the  money  in  his  hands  paramount  to  that  of  the 
principal,  the  law  is  well  settled,  that  the  agent  who  has  re- 
ceived the  money  is  personally  liable  unless  he  has  paid  it 
over  to  his  principal  before  notice.  {Elliott  v.  Suyartwout, 
10  Peters,  137.)  Although  an  action  for  money  had  and  re- 
ceived is  freqnently  called  an  equitable  action  by  the  authori- 
ties, Courts  of  equity  refuse  jurisdiction,  in  the  absence  of 
special  circumstances,  because  the  remedy  at  law  is  adequate 
and  complete.  (See  Oaines  v.  Miller,  111  U.  &,  395.)  In 
the  present  case,  however,  the  peculiar  state  of  facts  alleged 
in  the  bill  entitles  the  complainant  to  come  into  a  Court  of 
equity  for  discovery,  and,  as  the  bill  is  for  discovery  as  well 
as  for  relief,  the  objection  that  the  suit  is  not  one  for 
equitable  jurisdiction  should  not  prevail.  The  case  of  N. 
Y.  Ins.  Co.  v.  Bovlet,  (24  Wend.,  505,)  is  directly  in  point. 

The  suggestion  that  the  complainant  has  an  ample  remedy 
by  an  action  against  the  sureties  upon  the  sheriff's  official 
bond  is  without  force.  The  question  is,  whether  the  com- 
plainant can  come  into  equity  to  enforce  his  claim  against 
the  present  defendants.  If  he  can,  he  certainly  is  not  to 
be  turned  out  of  Court  because  he  might  have  sued  some 
other  parties  and  recovered  in  a  Court  of  law.  He  cannot 
be  compelled  to  seek  a  remedy  at  law  against  another,  in 
preference  to  relief  in  equity  against  the  present  defend- 
ants. 

A  decree  is  ordered  for  the  complainant. 
William  0.  Wilson,  for  the  plaintiff. 
Luther  W.  Emerson,  for  the  defendant. 
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CHABLE8   M.    HlGGINS   AND  OTHERS 

VS. 

William  D.  Keuffel  and  others.    In  Equity. 

A  copyright  of  a  label  registered  in  the  Patent  Office,  in  1888,  numbered  8,693, 
under  the  Act  of  Jane  18th,  1874,  (18  U.  8.  Stat,  at  Large,  78,)  is  abandoned, 
so  that  no  action  for  infringement  can  be  maintained,  if  •  the  only  notice  of 
copyright  given,  by  inscription  on  the  labels,  is  by  printing  on  their  face  the 
word  and  figures.  "  Registered,  8,698,  1888." 

(Before  Whxklbe,  J.,  Southern  District  of  New  York,  April  19th,  1887.) 

Wheeler,  J.  This  bill  is  brought  upon  a  copyright  of  a 
label  registered  in  the  Patent  Office  by  the  orator  Higgins, 
October  27th,  1883,  numbered  3,693.  (Act  of  June  18M, 
1 874,  18  U.  S.  Stat,  at  Large,  78.)  The  title  by  which  the 
label  is  registered  is,  "  Waterproof  Drawing  Ink."  The  label 
itself  consists  of  the  same  words,  in  one  line,  in  an  oblong 
formed  of  double  lines.  The  alleged  infringement  consists 
of  the  words :  "  Waterproof  Black  Drawing  Ink,"  in  three 
lines,  in  a  similar  oblong,  with  a  medallion  at  each  end  of  the 
lines  of  words  within  the  oblong.  No  notice  of  a  copyright  by 
inscription  on  the  labels  is  given  otherwise  than  by  the  word 
and  figures:  " Registered, 3,693, 1883,"  printed  on  their  face. 
The  effect  of  this  Act  of  Congress  is  understood  to  be  to  re- 
quire the  registration  of  labels  in  the  Patent  Office,  in  place 
of  their  deposit  in  the  office  of  the  Librarian  of  Congress, 
to  copyright  them.  (Marsh  v.  Warren,  14  Blatchf.  C.  C.  Ii., 
263.)  No  remedy  for  infringement  is  given  by  that  Act; 
but  the  form  of  the  notice,  without  which  no  action  could  be 
maintained,  is  so  varied  that  it  may  be  by  the  word,  u  Copy- 
right," with  the  year  in  which,  and  the  person  by  whom,  the 
copyright  was  taken  out,  instead  of  a  statement  of  an  entry 
in  the  office  of  the  Librarian,  as  before  was  required.  This 
would  enable  a  notice  of  a  copyright  by  registration  to  be 
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given  without  the  making  of  a  false  statement  as  to  entry, 
and  make  the  statutes  harmonious.  The  notice  in  one  or 
the  other  of  the  forms  was  as  much  requisite  to  the  maintain- 
ing of  an  action,  as  before,  and  as  much  when  the  copyright 
was  by  registration  in  the  Patent  Office,  as  when  it  was  by 
deposit  in  the  office  of  the  Librarian.  If  the  word,  registered, 
was  the  equivalent  of  the  word,  copyright,  for  this  purpose, 
the  notice  would  lack  the  name  of  the  party  by  whom  the 
copyright  was  taken  out.  The  name  is  expressly  required  to 
the  notice  by  this  Act,  as  it  has  always  been  required  in  such 
notices  of  copyright.  (Act  of  May  31*2,  1790, 1  U.  S.  Slat, 
at  Large,  124 ;  liev.  Stat.,  see.  4,962.)  And  the  word,  copy- 
right, has  a  peculiar  significance  in  such  a  notice.  It  carries 
the  meaning  of  what  has  been  done  in  a  manner  that  the 
word,  registered,  alone  does  not.  The  former  word  signifies 
that  the  person  whose  name  is  appended  had  the  right  to 
copy,  while  the  latter  does  not  tell  what  had  been  registered 
nor  where.  The  exact  form  of  the  notice  is  prescribed  by 
law,  and  no  equivalent  is  provided  for,  nor  any  room  for  an 
equivalent  left.  If  that  specific  notice  is  not  given  the  right 
of  action  otherwise  conferred  is  withheld.  All  the  require- 
ments of  law  on  which  the  right  of  action  rests  must  be  com- 
plied with  or  the  suit  cannot  be  maintained.  (  Wheaton  v. 
Peter 8,  8  Pet,  591.)  This  notice  is  so  defective  that  the 
publication  of  the  label  with  no  other  was  the  same,  in  ef- 
fect, as  a  publication  without  any  would  have  been.  Such  a 
publication  is  practically  an  abandonment  of  the  copyright. 

The  orators  claim  that  Higgins  was  an  inventor  or  discov- 
erer of  waterproof  ink,  for  which  he  composed  this  label; 
and  that,  to  some  extent,  the  label  indicated  that  ink  to  which 
it  was  applied  was  his.  If  these  claims  are  well  founded,  as 
they  may  be,  they  do  not  appear  to  vary  the  rights  of  the 
orators,  as  owners  of  this  copyright.  He  has  no  patent  for 
the  ink,  and  the  manufacture  and  sale  of  that  appears  to  be 
open  and  free  to  all.  This  device  was  not  registered  as  a 
trade- mark ;  and,  if  the  orators  have  any  rights  to  it,  as  such, 
growing  out  of  its  use,  they  are  not  in  any  manner  involved 
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here  now.  {Trade-mark  Cases,  100  U.  S.,  82.)  The  only 
right  now  involved  is  the  exclusive  right  to  copy ;  and  no 
right  of  action  upon  that  appears  to  remain. 

These  considerations  make  it  unnecessary  to  consider  any 
question  of  infringement. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint, 
with  costs. 


Edward  W.  Cody,  for  the  orators. 
Louis  0.  Raegener,  for  the  defendants. 


Gerhabd  LUY1TE8  and  others 
Frederick  Hollendeb  and  othbbs.    In  Equity. 

The  word  "  Kaiser/'  as  a  trade-mark  for  natural  mineral  water,  ooold  not  be 
lawfully  registered,  in  1883,  under  the  Act  of  March  3d,  1881,  (21  U.  8,  8taL 
alt  Large,  502.) 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  21st,  1887.) 

Wallace,  J.  The  complainants  registered  in  the  Patent 
Office,  July  llth,  1883,  the  word  "  Kaiser,"  as  a  trade-mark 
for  natural  mineral  water.  They  adopted  the  name  as  early 
as  in  1878,  and,  at  the  time  of  registration,  had  used  it,  and 
have  used  it  since,  in  foreign  commerce,  selling  their  mineral 
water  in  bottles  labelled  "  Kaiser  Natural  Mineral  Water," 
with  the  words  "  Kaiser  Water,  Schwalheim  "  blown  in  the 
glass.  The  defendants  sell  mineral  water  in  bottles  labelled 
u  Kaiser  Water,  Birresborn  -Natural  Mineral  Water."  The 
bill  is  filed  for  an  injunction  and  accounting. 

Both  parties  are  citizens  of  this  State,  and  for  that  reason 
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this  Court  can  entertain  jurisdiction  only  upon  the  theory 
that  the  complainants  have  a  valid  trade-mark  in  the  word 
registered,  pursuant  to  the  Act  of  Congress  of  March  3d, 
1881,  (21  U.  S.  Stat,  at  Large,  502,)  and  no  relief  can  be 
granted  because  of  any  unlawful  competition  in  trade  by  the 
defendants  with  the  complainants.  The  question,  therefore, 
is,  whether  the  complainants  have  the  exclusive  right  to 
appropriate  the  word  "  Kaiser"  as  a  trade-mark  for  natural 
mineral  water. 

It  is  in  proof,  that,  long  before  the  complainants  adopted 
the  word  as  a  trade-mark,  there  were  a  number  of  springs  of 
mineral  waters  located  at  different  places  in  Europe,  known 
by  the  name  of  "  Kaiserquelle  "  or  "  Kaiserbrunnen."  The 
English  translation  of  these  names  is  Eaiser  spring ;  Kaiser 
fountain.  Several  of  them  were  in  Germany.  One  was  at 
Aachen,  the  waters  of  which  were  celebrated,  and  were  in 
extensive  demand  in  Europe,  and  had  been  sold  in  bottles 
labelled  u  Aachen,  Kaiserquelle  "  and  "  Kaiserbrunnen,"  by 
the  municipality  of  Aachen.  These  springs  took  their  name 
from  the  sovereign  of  the  country,  and,  except  when  the  name 
of  the  place  of  location  was  used  in  conjunction  with  the 
name  of  the  spring,  the  word  "  Kaiserquelle  "  or  "  Kaiser- 
brunnen "  did  not  indicate  the  origin  or  the  characteristics  of 
any  particular  water. 

Upon  these  facts  it  must  be  held,  that  the  complainants9 
selection  of  a  trade-mark  is  open  to  the  objection  that  they 
have  adopted  a  name  which  is  descriptive  of  natural  mineral 
waters  that  others  had  a  prior  right  to  sell  by  the  same  name, 
and  more  especially  those  from  the  springs  of  Aachen,  the 
waters  of  which  had  been  introduced  to  the  public,  sold  and 
become  well  known  by  the  name  of  "Kaiserquelle"  or 
"  Kaiserbrunnen."  The  municipality  of  Aachen  has  certain- 
ly the  prior  right  to  use,  as  a  trade-mark,  a  name  which,  when 
applied  to  mineral  waters,  signifies  the  waters  of  its  own 
spring,  the  Kaiser  spring  of  Aachen.  (Congress  <6  Em- 
pire Spring  Co.  v.  Sigh  Hock  Congress  Spring  Co.,  45  N. 
Y.,  291.) 
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To  entitle  the  name  to  equitable  protection  as  a  trade- 
mark, the  right  to  its  use  must  be  exclusive,  and  not  one 
which  others  can  employ  with  as  much  truth  as  those  who 
adopt  it.  {Canal  Co.  v.  Clark,  13  Wall.,  311.)  As  against 
the  complainants  it  would  clearly  be  legitimate  for  the  own- 
ers of  any  of  the  Kaiserquelle  waters  of  Europe  to  sell  them 
in  this  country  or  in  England  by  the  name  of  the  Kaiser 
spring  waters,  or  to  sell  them  anywhere  by  a  name  which  in 
any  language  would  signify  to  the  purchaser  the  true  name 
of  the  article  and  be  descriptive  of  its  origin  and  ownership. 

Kaiser  spring  water  and  Kaiser  water,  when  used  to  de- 
scribe natural  mineral  waters,  mean  the  same  thing ;  and  the 
essential  identity  between  the  name  adopted  by  the  com- 
plainants and  that  which  others  had  a  prior  right  to  use  is 
not  changed  by  omitting  the  word  "  spring."  That  word 
would  be  inevitably  associated  by  a  purchaser  of  the  article 
with  the  rest  of  the  name. 

If  the  complainants  had  adopted  as  their  trade-mark  the 
compound  word  "  Kaiser  water,  Schwalheim "  it  is  quite 
likely  they  would  be  entitled  to  protection.  As  it  is,  the 
bill  must  be  dismissed. 

William  H.  O^Dwyer  and  Kate  Newell,  for  the  plaintiffs. 

Louis  C  Raegener,  for  the  defendants. 


"William  B.  Hatch  and  othebs 

vs. 
Francis  A.  Hall.    In  Equity. 

8.,  the  owner  of  letters  patent,  assigned  to  H.  all  his  interest  in  the  invention 
secured  by  the  patent  for  the  State  of  New  York,  to  be  held  by  H.  "as  folly 
and  entirely  as  the  same  would  hare  been  held  "  by  8.,  "  if  this  assignment 
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aod  sale  bad  not  been  made."  H.  granted  to  F.  an  ezclnalTe  license  to  make, 
nee  and  sell  the  patented  improvement  in  the  cities  of  New  York  and  Brook- 
lyn, "  and  sell  in  the  State  of  New  York,  and  eltewhere."  In  a  suit  by  the 
owners  of  the  patent  for  territory  outside  of  the  State  of  New  York,  against 
P.,  for  selling  the  improvement  in  such  outside  territory :  Hdd,  that  F.  had 
no  such  right. 

(Before  Whebub,  J.,  Southern  District  of  New  York,  April  26th,  1887.) 

Wheeler,  J.  From  the  pleadings  and  proofs  it  appears 
that  one  Claude  L.  Stillman,  while  the  owner  of  re-issued 
letters  patent  numbered  9,596,  dated  February  15th,  1881, 
and  granted  to  the  orator  William  B.  Hatch,  for  improve- 
ments in  spring  bed  bottoms,  duly  assigned  to  Nellie  C. 
Hedley  all  his  right,  title  and  interest  in  the  invention  se- 
cured by  the  patent,  for,  to  and  in  the  State  of  New  York, 
to  be  held  and  enjoyed  by  her  during  the  term  of  the  patent, 
"  as  fully  and  entirely  as  the  same  would  have  been  held  and 
enjoyed  by  "  him,  "  if  this  assignment  and  sale  had  not  been 
made."  This  assignment  was  made  and  dated  August  1st, 
1881.  Stillman  assigned  to  the  orator  Orilla  L.  Hatch,  wife 
of  William  B.,  all  his  right,  title  and  interest  in  the  patent, 
June  28th,  1882.  Nellie  C.  Hedley,  on  September  5th,  1883, 
granted  to  the  defendant  Hall  an  exclusive  license  to  make, 
use  and  sell  the  patented  improvement  in  the  cities  of  New 
York  and  Brooklyn,  u  and  sell  in  the  State  of  New  York  and 
elsewhere."  The  orator  Hatch,  April  1st,  1884,  granted  to 
Elmer  H.  Grey,  Joseph  Hancock  and  Truman  H.  Grey,  the 
other  orators,  an  exclusive  license  to  make  and  sell  the  pat- 
ented inventions  in  the  States  of  Pennsylvania,  New  Jersey, 
Delaware,  Maryland,  Virginia,  West  Virginia,  North  Caro- 
lina, South  Carolina,  Florida,  Alabama,  Mississippi,  Louisi- 
ana, Georgia,  and  Tennessee,  and  in  the  District  of  Colum- 
bia. All  these  conveyances  and  grants  were  duly  entered  of 
record  in  the  Patent  Office.  The  defendant  claims  the  right 
to  sell  in  this  territory  by  virtue  of  his  grant  from  Hedley  to 
sell  in  the  State  of  New  York  and  elsewhere.  He  claims 
that  she  acquired  the  right  to  make  this  grant  to  him  by  the 
force  of  the  terms  of  the  grant  from  Stillman  to  her,  while 
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he  owned  the  patent,  and  by  force  of  an  arrangement  with 
Mrs.  Hatch  and  her  husband  while  she  owned  it.  He  insists 
that,  as  Stillman  was  the  owner  of  the  patent,  and  had  the 
right  to  sell  the  invention  everywhere  thronghont  the  United 
States,  as  well  as  in  New  York,  his  grant  to  her  of  the  right 
for  that  State,  to  be  held  by  her  as  fully  as  it  would  have 
been  held  by  him  if  the  grant  had  not  been  made,  carried  the 
right  to  do  whatever,  oat  of  New  York,  he  could  have  done. 
His  grant  to  her,  however,  was,  in  terms,  a  grant  of  the  terri- 
torial right  of  that  State.  What  was  to  be  held  by  her  as 
fully  as  he  would  have  held  it  if  he  had  not  made  the  grant 
was  that  right,  no  more  or  less.  These  words  appear  to 
have  been  merely  a  confirmation  to  her  of  what  had  been 
granted  by  preceding  words.  They  are  such  as  are  frequent- 
ly used  in  conveyances  of  land,  and  would  not  probably  be 
thought  to  convey  any  right  in  any  other  lands  than  those 
conveyed,  which  the  grantor  might  have.  And  the  evidence 
fails  to  show  satisfactorily  that  there  was  any  arrangement, 
sufficiently  definite  and  certain,  between  Hatch  and  Hedley, 
for  any  right  or  interest  in  the  patent,  outside  the  written 
conveyances,  to  form  the  basis  of  any  legal  claim,  even  be- 
tween the  parties  themselves.  Hedley  instituted  proceedings 
to  protect  the  patent  against  infringers,  which  would  enure 
to  the  benefit  of  Hatch,  and  it  is  probable  that  Hatch  did 
give  Hedley  to  understand,  that,  if  the  suits  should  be  prose- 
cuted and  the  patent  sustained,  Hedley  should  have  favorable 
consideration  in  dealing  with  the  patent,  and,  perhaps,  con- 
trol of  it.  But  there  was  no  definite  agreement  that  Hedley 
would  prosecute  the  suits  to  any  extent,  and  no  other  consid- 
eration moving  between  them.  At  most,  it  was  merely  a 
friendly  understanding,  which  either  could  drop  at  any  time, 
without  incurring  any  liability  to  the  other.  It  falls  short  of 
anything  that  would  affect  the  title  to  the  patent,  especially 
against  persons  without  notice  of  it.  (Iron  Wagon  Wheel  Co. 
v.  Iron  Wagon  Co.,  22  Blatchf.  C.  C.  £.,  221.)  The  defend- 
ant must  stand  upon  his  territorial  rights  as  they  are  shown 
by  the  record  title  to  the  patent.    They  furnish  ample  pro- 
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taction  against  the  patent,  for  making,  selling  and  using  with- 
in the  territory.  In  Adams  v.  Burke,  (17  Wall,,  453,)  it 
appears  to  have  been  held,  against  a  strong  dissent,  that  a 
purchaser  from  one  having  a  territorial  right  of  an  article  for 
mere  use  did  not  infringe  against  the  owner  of  other  territory, 
by  using  it  there.  That  case  is,  of  course,  to  be  followed 
here  so  far  as  it  went,  while  it  stands.  It  leaves  to  the  defend- 
ant the  right  to  sell  within  his  territory,  for  mere  use  outside. 
But  it  was  carefully  limited  to  what  was  necessary  to  be  de- 
cided, and  did  not  go  beyond  the  mere  use  in  question.  It 
falls  far  short  of  holding  that  a  purchaser  from  the  owner  of 
a  territorial  right,  within  the  territory,  could  sell  outside 
without  infringing  upon  the  rights  of  the  owner  of  that  ter 
ritory.  Sellers  in  the  territory  of  the  orators  would  appear 
to  be  infringers  there,  without  reference  to  where  they  ob- 
tained the  goods,  if  not  from  the  orators.  The  defendant 
appears  to  have  furnished  beds  of  the  patent  to  dealers  to  be 
sold  outside,  and  to  have  sought  their  custom  for  that  pur- 
pose. They  were  infringers  in  making  the  sales,  and  he  par- 
ticipated in  the  infringement,  by  furnishing  the  means  for  it 
and  aiding  and  abetting  it.  Such  a  participant  in  the  tort  of 
infringement  is  liable  for  the  whole.  (Rumford  Chemical 
Works  v.  Becker,  2  Bann.  &  Ard.,  351 ;  Richardson  v. 
Noyes,  Id.,  398 ;  Cotton  Tie  Co.  v.  McCready,  17  Blatchf.  C. 
C.  R.,  291 ;  Travers  v.  Beyer,  23  Blatchf.  C.  C.  R.9  423 ; 
Aldbastine  Co.  v.  Payne,  27  Fed.  Rep.,  559.) 

The  decision  upon  the  motion  for  a  preliminary  injunction 
in  this  case  is  relied  upon  for  the  defendant,  in  support  of  a 
right  to  sell  for  any  purpose  within  his  territory.  The  pre- 
liminary injunction  was  limited  to  restraint  of  sales  outside 
of  his  territory.  (22  Fed.  Hep.,  438.)  It  was  not  held,  how- 
ever, that  participating  in  such  sales  by  others  should  not  be 
likewise  restrained.  Such  outside  dealer  was  held  liable  in 
Batch  v.  Adams,  (22  Fed.  Rep.,  434,)  with  reference  to  this 
same  patent  and  these  same  territorial  rights.  The  defendant 
is  now  held  liable  for  aiding  in  the  same  thing. 

Let  there  be  a  decree  for  a  perpetual  injunction,  restrain- 
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ing  the  defendant  from  selling,  and  from  selling  to  others  for 
sale,  in  the  territory  of  the  orators,  and  for  an  account  of 
profits  and  damages,  with  costs. 

Frank  P.  Prichard,  for  the  plaintiffs. 

B.  F.  Watson,  for  the  defendant. 


Chester  W.  Witters,  Receives  of  the  First  National 

Bane  of  St.  Albans 

vs. 

Albert  Sowles  and  others.    In  Equity. 

After  a  decision  was  made  in  a  suit  in  equity,  and  before  a  decree  was  en- 
tered, the  defendant  moved  for  leave  to  take  further  testimony,  on  the  ground 
that  he  did  not  cross-examine  one  witness  on  a  particular  point;  that  he 
did  not  cross-examine  another  witness;  that  his  principal  counsel  was  ab- 
sent at  the  taking  of  the  testimony ;  and  that  his  counsel  who  was  present 
was  not  familiar  with  the  details  of  the  case :  Held,  that  the  motion  must  be 
denied. 

(Before  Wheelkr,  J.,  Vermont,  May  2d,  1887.) 

Wheeler,  J.  Since  the  decision,  (ante,  p.  332,)  and  be- 
fore entry  of  the  decree,  in  this  cause,  the  defendant  Burton 
has  moved,  on  the  affidavits  of  himself,  Albert  Sowles,  D. 
Noyes  Burton,  and  Albert  P.  Cross,  for  leave  to  take  further 
testimony  upon  the  question  of  his  assent  to  the  loan  of 
$36,000,  to  Edward  A.  Sowles,  for  the  loss  upon  which  a 
decree  has  been  directed  to  be  entered  charging  him  and 
Albert  Sowles.  There  were  two  boards  of  directors  from 
January  13th  to  February  11th,  1880,  each  claiming  to  be  the 
rightful  board,  both  of  which  included  Albert  Sowles  and 
one  other,  and  one  of  them  Edward  A.  Sowles  and  Burton. 
The  stock  of  those  not  in  the  latter  board,  and  some  besides, 
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was  purchased  by  Edward  A.  Sowles  and  paid  for  with  the 
proceeds  of  this  loan,  to  settle  the  difficulty  between  the  two 
boards.     The  orator  took  the  testimony  of  Albert  Sowles,  in 
which  he  testified,  April  12th,  1886,  distinguishing  this  loan 
from  others  not  assented  to  by  the  directors,  that  it  was  ap- 
proved by  all  the  directors,  the  board  that  went  out  and  the 
board  that  came  in  February  11th,  1S80.    He  was  cross- 
examined  by  counsel  for  the  defendant  Burton  at  length,  but 
was  asked  nothing  on  that  subject.    The  defendant  Burton 
testified  at  length  in  his  own  behalf.    This  loan,  after  a 
while,  took  the  form  of  drafts,  and  accommodation  notes. 
He  testified  that  he  had  no  knowledge  of  these  drafts  or  notes 
until  shortly  before  the  bank  failed,  but  did  not  testify  about 
his  knowledge  of  the  original  loan.    Edward  A.  Sowles  testi- 
fied that  it  was  understood  that  he  should  have  a  loan  of 
$36,000  from  the  bank  in  order  to  pay  for  the  stock,  and  that 
the  old  board  of  directors  approved  of  the  loan  by  taking  the 
avails  of  it.    Counsel  for  Burton  were  present  but  did  not 
cross-examine  him.   The  substance  of  the  affidavits  of  Burton, 
in  addition  to  what  his  testimony  was,  is,  that  his  principal 
counsel,  on  whom  he  most  relied,  was  not  present  at  the  tak- 
ing of  the  testimony,  and  that  the  counsel  who  was  present 
for  him  was  not  familiar  with  the  details  of  the  case ;  that  he 
had  no  knowledge  of  this  original  loan,  but  supposed  that 
Edward  A.  Sowles  purchased  the  stock  with  his  own  means ; 
that  he  was  not  at  St.  Albans  on  February  11th,  1880,  and 
did  not  know  what  was  done  there  on  that  day ;  that  he  was 
informed  afterwards,  that  the  difficulty  was  settled  by  the 
purchase  by  Edward  A.  Sowles  of  the  stock  of  three  of  the 
persons  claiming  to  be  directors,  who  had  got  out  of  the  way ; 
that  he  does  not  recollect  that  he  was  informed  that  he  was 
appointed  a  director  on  that  day,  but  has  always  supposed 
that  he  held  the  office  during  that  year  by  the  election  by  the 
stockholders  in  January ;  that  he  has  been  told  by  one  of  the 
retiring  directors  that  he  was  not  at  St.  Albans  on  that  day, 
and  that  this  director  did  not  think  that  he  knew  anything  at 
that  time  about  the  transactions  which  took  place  on  that  day 
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there ;  that  the  retiring  directors  refused  to  resign  until  they 
had  the  money  for  their  stock,  and  it  was  taken  from  the 
bank  and  paid  to  them,  and  a  bond  of  indemnity  to  them  was 
required  by  them,  and  taken  from  Edward  A.  Sowles  and 
Albert  Sowles;  that  this  director  declined  to  make  affidavit 
of  these  facts,  bnt,  he  believes,  will  testify  to  them  if  com- 
pelled ;  that,  soon  after  the  dispute  among  the  directors  was 
settled,  there  was  an  arrangement  between  him  and  Edward 
A.  Sowles  and  his  son  D.  Noyes  Barton,  for  the  purchase  of 
one  hundred  shares  of  the  stock ;  and  that  they  examined  the 
assets  of  the  bank  at  that  time  and  found  no  trace  of  such  a 
loan,  but  the  arrangement  failed  for  other  reasons.  The  sub- 
stance of  the  affidavit  of  Albert  Sowles  is,  that  about  one 
hundred  and  ninety  shares  of  the  stock  were  transferred  to 
Edward  A.  Sowles  February  11th,  1880,  and  $22,800  taken 
from  the  funds  of  the  bank,  shown  by  a  cash  memorandum 
merely,  and  one  hundred  shares  about  March  19th,  and 
$12,350  taken  from  the  funds  of  the  bank,  for  which  unac- 
cepted drafts  of  Edward  A.  Sowles  were  given,  to  pay  for  this 
stock ;  that  these  drafts  were  not  entered  on  the  books  of  the 
bank,  but,  with  the  cash  memorandum,  were  carried  to  Octo- 
ber 1st,  1880,  when  new  unaccepted  drafts  of  Edward  A. 
Sowles,  to  the  amount  of  $37,600,  were  taken  in  place  of 
them  and  then  entered  on  the  books  of  the  bank ;  that  he  has 
no  knowledge  now  that  defendant  Burton  was  informed  by 
any  one  that  Edward  A.  Sowles  procured  the  money  from  the 
bank  to  pay  for  the  stock,  or  had  any  knowledge  of  the  drafts ; 
that,  so  far  as  he  knows  now,  Burton  had  no  knowledge  that 
drafts  and  notes  to  replace  these  drafts  were  given  for  the 
money  taken  by  Edward  A.  Sowles  to  pay  for  the  stock ;  and 
that  he  did  not  intend  to  testify  in  any  manner  differently  from 
this  before,  but  had  not  then  examined  into  the  details  of  the 
loan,  as  he  has  since,  and  got  a  little  mixed  in  bis  account  of 
it.  The  word,  now,  by  which  he  limits  his  present  knowl- 
edge of  Burton's  information  and  knowledge  of  the  loan  and 
drafts  was  carefully  interlined  twice,  at  the  time  of  making 
oath  to  the  affidavit,  apparently ;  which  indicates  that  his  at- 
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tcntion  was  called  to  it,  and  that  he  suggested  or  recognized 
its  propriety.  The  substance  of  the  affidavit  of  D.  Noyes 
Barton  is,  that,  shortly  after  his  father  was  elected  director, 
February  11th,  1880,  he  examined  the  assets  of  the  bank 
with  his  father,  in  view  of  the  negotiation  for  one  hundred 
shares  of  stock  with  Edward  A.  Sowles,  and  found  no  indica- 
tion that  he  had  taken  the  money  of  the  bank  to  pay  for  stock 
then  understood  to  have  been  recently  purchased  by  him. 
The  substance  of  the  affidavit  of  Albert  P.  Cross  is,  that  he 
was  employed  to  attend  the  taking  of  the  testimony  in  be- 
half of  Burton ;  that  he  expected  the  senior  counsel  to  be 
present  and  assist ;  that  but  little  was  taken  before  December, 
1886,  and  then  he  was  informed  that  the  senior  counsel  could 
not  attend,  and  that  he  must  attend  to  it  without  that  assist- 
ance ;  that  Barton  stated  to  him  his  knowledge  of  this  loan, 
as  stated  in  his  affidavit ;  that,  in  view  of  the  testimony  taken 
by  the  orator,  he  deemed  the  questions  asked  Burton,  which 
elicited  his  testimony  as  to  the  drafts  and  notes,  and  that  tes- 
timony, as  being  all  that  was  required  to  meet  the  case  made 
by  the  orator  on  this  item ;  and  that  it  was  understood  be- 
tween him  and  the  orator,  that  there  were  securities  held  by 
the  orator  applicable  to  this  loan,  and  that  there  would  be  a 
reference  to  a  master  to  ascertain  the  amount  of  the  loss  in 
case  liability  for  it  should  be  decreed,  and  that  evidence  on 
that  subject  would  not  then  be  proper  and  was  omitted  on 
that  account.  That  Burton's  attention  was  called  to  the 
charge  against  him  on  account  of  this  loan  is  fully  apparent 
from  these  affidavits,  as  well  as  from  his  former  testimony. 
Besides  that  this  loan  was  specifically  set  out  in  the  bill  as  a 
ground  of  liability  on  his  part,  on  account  of  its  unlawful 
character,  with  others  on  the  same  ground.  His  answer  to 
these  allegations  was,  that  never  so  far  as  he  knew,  and  never 
with  his  consent,  was  the  limitation  as  to  the  sum  to  be  loaned 
to  any  person  or  corporation  allowed  to  be  violated  by  the 
bank  or  the  directors  of  the  bank.  The  effect  of  this  part  of 
the  answer  as  evidence  of  any  fact  is  fully  met  by  other  in- 
stances in  which  the  limitation  was  violated  by  transactions 
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in  which  he  took  part  and  of  which,  by  his  own  testimony, 
he  had  fall  knowledge.  Of  this  class  is  the  case  where  D. 
Noyes  Bnrton  had,  according  to  his  testimony,  used  $20,000, 
borrowed  by  Olliffe  &  Schmidt,  D.  Noyes  Burton  and  Ed- 
ward A.  Sowles,  and  became  the  borrower  of  that  amount  at 
this  bank,  on  paper  endorsed  by  him  and  Sowles  to  that 
amount,  to  make  good  what  was  so  used.  Also  of  this  class 
was  the  loan  in  May,  1883,  to  the  Glens  Falls  Shirt  Co.,  of 
over  $16,000,  on  paper  endorsed  by  himself  and  Edward  A. 
Sowles.  And  Albert  Sowles  testifies  to  his  consent  to  a  loan 
to  him  of  $10,000,  when  he  was  already  indebted  to  a  large 
amount.  This  is,  however,  disputed  by  Burton.  He  was 
not  charged  for  losses  on  account  of  these  loans,  for  they 
were  either  shown  to  have  been  paid,  or  not  shown  to  have 
resulted  in  loss.  His  answer  may  have  been  morally  true  in 
this  respect,  for  he  may  not  have  known  that  these  things 
were  a  violation  of  any  law.  If  so,  the  same  may  be  true  as 
to  the  loan  to  Edward  A.  Sowles  in  question.  The  fact  that 
D.  Noyes  Burton  found  no  trace  of  the  loan  among  the  assets 
of  the  bank  would  haiAe  no  direct  bearing  upon  the  question 
whether  his  father  assented  to  it  or  not,  even  if  he  made  that 
examination  after  the  loan  was  made.  But  his  father  testi- 
fied that  the  negotiation  for  the  one  hundred  shares  of  stock 
was  had  in  December,  1879,  when  he  purchased  ten  shares  of 
Edward  A.  Sowles  for  the  purpose  of  becoming  eligible  as 
director,  in  contemplation  of  the  election  then  approaching. 
An  examination  shortly  after  that  would  probably  have  been 
prior  to  the  loan.  Neither  would  the  fact  that  he  was  not  at 
St.  Albans  on  the  11th  of  February,  1880,  and  did  not  know 
of  the  transactions  of  that  day,  as  they  were  taking  place,  if 
shown  by  testimony  of  the  outgoing  director  interviewed, 
have  any  immediate  bearing  upon  the  question  of  his  assent. 
That  he  knew  of  a  proposed  purchase  of  the  stock  before 
that  day  is  shown  by  his  own  testimony,  given  as  of  his  own 
knowledge,  that  it  was  advised  by  the  bank  examiner.  Ed- 
ward A.  Sowles  is  named  in  the  motion  as  a  witness  whose 
testimony  is  desired  to  be  taken  further.    There  is  no  affida- 
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vit,  or  anything,  from  him  to  show  whether  there  is  anything 
to  which  he  can  testify  further  than  he  has  already  testified, 
or  not.  The  orator  is  also  named  in  the  motion  as  a  witness 
whose  testimony  is  desired,  bat  it  is  not  understood  that  any- 
thing is  expected  from  him  but  what  appears  from  the  records 
of  the  bank  in  his  hands,  as  stated  from  the  affidavit  of  Al- 
bert Sowles*  Albert  P.  Cross  is  also  so  named.  It  is  shown, 
however,  that  he  has  no  knowledge  on  this  subject,  except 
what  has  been  acquired  since  his  employment  as  counsel. 
There  remain  Albert  Sowles  and  the  defendant  Burton  whose 
further  examination  is  desired.  There  is  nothing  set  forth 
from  them  which  can,  in  any  sense,  be  considered  as  newly 
discovered,  except  that  a  bond  was  required,  and  had,  by  the 
outgoing  directors,  to  indemnify  them  against  liability ;  and 
that  $22,800  of  the  loan  was  taken  from  the  bank  before  they 
retired ;  and  that  the  loan  was  not  shown  on  the  books  of  the 
bank  until  October  1st  after.  The  only  apparent  importance 
in  the  existence  of  such  a  bond  is,  that  the  taking  of  it  would  % 
show  that  those  who  took  it  had,  or  thought  they  had,  in- 
curred some  liability  against  which  they  wanted  indemnity. 
If  assenting  to  this  loan  was  that  liability,  it  would  have  some 
tendency  to  show  that  they  were  the  ones  who  assented  to  it. 
That  fact,  however,  is  already  shown  in  the  case,  and  has  ap- 
peared ever  since  Albert  Sowles  testified,  and  appeared  again 
in  the  testimony  of  Edward  A.  Sowles.  That  the  money  was 
taken  before  they  retired  would  not  show  that  this  defendant 
did  not  assent  to  the  loan  before  it  was  taken,  and  assent  to  it 
as  a  director.  He  claimed  to  be  a  director  from  his  election 
by  the  stockholders  at  the  beginning  of  the  year,  as  appears 
by  his  testimony,  and  it  is  understood  that  he  took  the  oath 
of  office  and  entered  upou  his  duties  as  director,  so  far  as  he 
was  permitted,  from  that  time  forward.  That  others  claimed 
to  be,  and  were  recognized  by  still  others,  who  undoubtedly 
were  directors,  as  the  directors,  would  not  relieve  him  from 
what  he  did  and  claimed  to  do  as  a  director,  that  was  prohib- 
ited by  express  law.  The  form  of  the  loan  and  the  manner 
of  its  entry  on  the  books  of  the  bank  are  wholly  immaterial. 
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There  is  do  question  but  that  Edward  A.  Sowles  became  in- 
debted to  the  bank  to  the  amount  of  about  $36,000,  as  a  bor- 
rower; and  that  is  what  the  statute  prohibited,  and  the  assent 
to  the  violation  of  that  prohibition  is  what  creates  the  liabil- 
ity. Of  course,  there  is  nothing  in  the  defendant's  own  tes- 
timony which  he  desires  to  give  that  is  newly  discovered, 
although  newly  discovered  facts  might  make  it  material  when 
it  did  not  appear  to  be  so  before.  There  is,  however,  no  such 
fact  shown  now  not  known  to  him  jphen  he  testified,  as  to 
make  it  newly  material.  Apparently,  he  now  merely  wishes 
to  deny  what  he  did  not  deny  before,  but  which  called  for 
denial  then  as  much  as  now.  It  is  not  understood,  from  the 
affidavit  of  Albert  Sowles,  that  he  intends  to  say  that  what 
he  got  a  little  mixed  about  included  the  assent  of  all  the 
directors*  of  both  boards  to  this  loan.  He  says  he  had  not 
examined  into  the  details  when  he  testified  before  as  he  has 
now,  and  gives  that  as  a  reason  for  getting  mixed.  But  when 
he  testified  about  the  assent,  he  did  not  go  into  the  details  at 
all,  but  testified  to  that  as  a  distinct  fact.  He  does  not  say 
that  he  testified  then  to  anything  which  he  did  not  recollect, 
nor  that  anything  was  taken  down  by  the  examiner,  as  testi- 
fied to  by  him,  that  he  did  not  testify  to.  What  is  desired  to 
be  asked  of  him  now  was  proper  matter  of  cross-examination 
then,  or  of  examination  in  chief  when  the  defendant  took  his 
testimony,  if  deemed  desirable,  and  there  has  been  nothing 
to  vary  the  desirability  but  the  decision  of  the  case.  So  far 
as  appears  there  was  nothing  to  prevent  the  attendance  of 
the  senior  counsel  at  the  examination  of  Albert  Sowles,  in 
April,  1886.  The  testimony  of  the  defendants  was  not  taken 
until  January,  1887,  and  that  of  Albert  Sowles  on  this  point 
lay  on  the  surface  of  the  case,  in  plain  sight,  during  all  the 
intervening  time,  for  consideration  as  to  what  should  be  done 
in  respect  to  having  it  explained,  or  attempting  to  contradict 
it.  And  the  defendant's  counsel  was  present  to  cross-exam- 
ine Edward  A.  Sowles,  when  he  testified,  if  that  was  deemed 
advisable.  The  defendant  and  his  counsel  in  charge  did  as 
they  deemed  best  as  to  all  of  these  things.    In  view  of  what 
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they  knew  about  the  facts  of  the  case  their  course  may  have 
been  the  wisest  one  to  take,  and  may  not.  The  real  question 
is,  whether  what  was  done  then  should  be  allowed  to  be  done 
over  again  because  it  is  thought  now  that  it  can  be  done  in  a 
better  manner.  That  it  is  within  the  power  of  the  Court  to 
allow  this  to  be  done  now,  is  beyond  question.  But  this  is 
not  a  power  to  be  exercised  arbitrarily,  or  otherwise  than 
according  to  the  usual  modes  of  procedure  in  such  cases,  as 
established  and  understood.  Any  other  course  would  tend  to 
the  confusion  of  parties  as  to  when  and  how  their  cases  should 
be  made  up  and  presented,  and  thereby  make  the  administra- 
tion of  justice  less  certain  and  increase  the  chances  of  injus- 
tice. In  Buggies  v.  Eddy,  (11  Blatohf.  C.  C.  R.,  524,)  the 
defendants'  counsel  admitted  that  their  stoves  infringed  the 
plaintiff's  patent,  if  it  was  valid.  The  defendants  moved  to 
open  the  case  after  an  interlocutory  decree,  and  to  be  per- 
mitted to  contest  the  question  of  infringement,  on  the  ground 
that,  if  their  counsel  had  sufficiently  studied  the  patent  and 
examined  their  stoves,  the  admission  would  not  have  been 
made.  Upon  this  Judge  Woodruff  said :  "  I  am  constrained 
to  hold  the  defendants  concluded.  Their  case,  as  made  by 
themselves,  rests  either  upon  their  own  want  of  due  diligence, 
or  the  want  of  due  intelligence  on  the  part  of  their  counsel. 
By  this  the  complainant  ought  not  to  be  so  far  prejudiced  as, 
after  decree,  reference,  and  report  of  the  master,  to  be  com- 
pelled to  go  again  through  the  litigation,  on  a  point  distinctly 
presented,  and  proper  to  be  met  at  the  outset.  Their  case,  as 
presented  by  the  counsel  whom  they  have  employed  for  the 
purposes  of  this  motion,  and  who  regards  it  as  clear  that,  as 
to  most  of  the  stoves  which  they  have  made,  they  had  avoided 
the  operation  of  the  patent,  seems,  at  first  view,  one  of  hard- 
ship; but,  if  that  is  so,  the  defendants  have  brought  it  upon 
themselves  by  their  own  negligence,  or  by  relying  on  a  degree 
of  vigilance,  study,  and  accuracy  on  the  part  of  their  several 
counsel,  which  they  now  think  was  inadequate  to  their  pro- 
tection. No  case  has  been  referred  to  which,  in  any  degree, 
tends  to  sanction  the  latitude  of  indulgence  which  the  de- 


MAT,  1881  367 

Witters  v.  Sowles. 


fendants  here  seek.  Oases  are  numerous  tending  in  the  other 
direction,  of  which  India  B.  Co.  v.  Phetps9  (8  Blaichf.  C.  C. 
R.,  85 ;)  Hitchcock  v.  Tremamey  (9  Id.y  550 ;)  Prevost  v. 
Orate,  {Peters  C.  C.  B.y  864;)  and  Livingston  v.  Hubbs,  (3 
Johns.  Ch.  B.y  124,)  are  examples."  A  similar  decision  was 
made  by  Judge  Johnson  in  Webster  Loom  Co.  v.  Biggins,  (13 
Blotch/.  C.  C.  B.y  349.)  In  Be  Fhrez  v.  Baynolds,  (16 
Blatchf.  C.  C.  B.j  397,)  the  defendants'  counsel,  after  exam- 
ination of  a  prior  patent,  omitted  to  put  it  in  as  evidence. 
After  an  interlocutory  decree  the  defendants  moved,  by  other 
counsel,  to  open  the  case  to  admit  it  in  evidence,  on  the 
ground  that  their  former  counsel  had  misjudged  as  to  the  scope 
of  the  prior  patent,  and  that  they  had  relied  upon  his  skill 
and  fidelity  as  an  attorney  of  the  Court,  when  in  fact  he  was 
not  at  that  time,  although  assuming  to  be,  an  attorney  of  the 
Court  at  all.  Judge  Blatchford  denied  the  motion,  after  a 
very  careful  review  of  the  case  and  grounds  of  the  motion. 
In  doing  so  he  said :  "  This  is  not  a  case  of  newly  discovered 
evidence.  The  gravamen  of  the  application  is  the  alleged 
laches,  and  inexperience,  and  incompetency,  of  Mr.  Whitney. 
If  such  grounds  were  to  be  admitted  as  reasons  for  opening 
cases,  there  would  never  be  an  end  of  a  suit,  so  long  as  new 
counsel  could  be  employed  who  could  allege  and  show  that 
prior  counsel  had  not  been  sufficiently  diligent,  or  expe- 
rienced, or  learned."  These  cases  abundantly  show  that  no 
mistakes  of  judgment,  or  want  of  attention,  of  counsel,  if 
there  were  any  such,  which  is  not  intended  to  be  affirmed  or 
implied,  affords  any  just  or  proper  grounds  for  granting  this 
motion  and  opening  the  case.  The  judgments  and  decrees  of 
Courts  should  rest  upon  such  solid  bases  of  fact  as  may  be 
had  by  the  usual  modes  of  procedure,  and  the  rules  of  evi- 
dence established  by  law  and  usage.  At  first  sight  it  might 
appear  that  the  retaking  of  evidence,  or  the  taking  of  new 
evidence,  could  justly  wrong  no  one,  for  the  making  of  more 
truth  to  appear  would  afford  greater  opportunity  for  just 
judgment.  But  affording  chances  for  retaking  testimony, 
after  judgment,  might  not  always,  and  probably  would  not 
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often,  tend  to  the  elucidation  of  troth.  Temptations  would 
be  furnished  which  it  is  the  policy  of  the  law  to  avoid.  The 
testimony  of  Albeit  Sowles,  as  taken  and  filed  in  this  case,  is 
apparently  straightforward,  candid,  truthful  and  fair.  The 
defendant  had,  and  availed  himself  of,  full  opportunity  to 
cross-examine  him  upon  it,  and,  after  months  to  consider  it 
in,  a  further  opportunity  to  examine  him,  and  to  testify  him- 
self with  reference  to  any  facts  that  might  be  elicited.  It 
does  not  satisfactorily  appear  now  that  truth  and  justice 
would  be  any  more  likely  to  be  reached  in  this  case  by 
affording  another  opportunity,  which  cannot  be  done  without 
breaking  over  well  settled  rules,  and  established  modes  of 
procedure.  These  views  are  not  intended  to  reflect  upon  the 
testimony  of  any  of  the  witnesses  taken  and  filed,  nor  upon 
the  course  taken  by  client  or  counsel  in  making  and  present- 
ing this  motion ;  but  they  lead  inevitably  to  the  conclusion 
that  this  motion  must  be  denied. 

It  is  admitted  by  the  orator  that  there  are  securities  held 
by  him,  from  the  avails  of  which  there  may  be  something  to 
apply  on  this  debt,  and  thereby  lessen  the  loss  in  consequence 
of  this  loan  ;  and  that  it  was  understood  that,  if  the  amount 
of  the  loss  should  be  necessary  to  be  ascertained,  a  reference 
to  a  master  for  that  purpose  would  be  necessary.  The  direc- 
tions for  a  decree  should  be  modified  accordingly. 

Motion  to  re- open  case  denied ;  and  let  a  decree  be  en- 
tered, that  the  defendants  Albert  Sowles  and  Burton  are 
chargeable  for  the  amount  of  the  loss  on  the  loan  of  $36,000 
to  Edward  A.  Sowles ;  that  an  account  be  taken  of  the  amount 
of  that  loss ;  that  they  pay  the  amount,  when  ascertained, 
to  the  orator,  with  costs ;  and  that  the  bill  be  dismissed  as  to 
the  defendants  Edward  A.  Sowles  and  Hall,  without  costs. 

Chester  W.  Witters,  for  the  orator. 

Luke  P.  Poland  and  Albert  P.  Cross,  for  the  defendant 
Burton. 
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SCHUMACHER  &  Ettlingeb 

VS. 

Oboab  L.  Schwbnoke,  Jr.,  and  Henry  Pfttzmayer.    In 

Equity. 

A  copyright  for  a  painting  la  infringed  by  a  lithographio  print  thereof,  and  the 
owner  of  the  copyright  does  not,  by  publishing  lithographic  copies  of  the 
painting,  lose  his  right  to  restrain  others  from  copying  those  copies. 

(Before  Con,  J.,  Southern  District  of  New  York,  May  4th,  1887.) 

Coxk,  J.  In  November,  1885,  this  cause  was  before  the 
Court  upon  a  motion  for  a  preliminary  injunction.  (23 
Elatchf.  0.  0.  H.,  373.)  It  is  now  presented  on  final  hear- 
ing, the  facts  being  substantially  the  same  as  before.  The 
defendants  do  not  re-argue  the  questions  heretofore  passed 
upon,  but  rest  their  defence  upon  propositions  of  law  not  be- 
fore presented  to  the  Court. 

The  facts  out  of  which  this  controversy  arose  are  stated 
sufficiently  in  the  opinion  sustaining  the  motion  for  a  prelim- 
inary injunction.  There  is  but  one  additional  piece  of  evi- 
dence to  which  it  is  necessary  to  advert. 

It  now  appears  that  the  defendants  did  not  copy  directly 
from  the  painting,  but  from  lithographic  copies  thereof  put 
in  circulation  by  the  complainants.  The  original  painting, 
which  is  the  subject  of  the  copyright,  the  defendants  never 
saw.  The  defendants  now  contend  :  first,  that  the  law  rec- 
ognizes a  distinction  between  a  painting  and  a  print,  and  a 
copyright  for  a  painting  cannot  be  infringed  by  a  lithographic 
print  thereof  which  is  itself  the  subject  of  a  copyright ;  and, 
second,  that  the  complainants,  having  published  a  large  num- 
ber of  lithographic  copies  of  the  painting,  have  lost  the  right 
to  restrain  others  from  copying  these  copies. 

Although  the  precise  question  here  involved  does  not 
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seem  to  have  been  the  subject  of  judicial  decision,  it  is 
thought  that,  unless  the  intent  and  purpose  of  the  statute  is 
to  be  rendered  nugatory,  but  one  answer  is  possible.  The 
complainants  have  a  valid  copyright  for  their  painting.  This, 
for  the  purposes  of  the  argument,  is  conceded.  What  benefit 
is  thus  secured  ?  Manifestly,  under  the  plain  language  of  the 
law, "  the  sole  liberty  *  *  #  of  copying  *  *  *  and 
vending  the  same."  What  the  complainants  and  the  defend- 
ants have  done  is  to  make  and  sell  exact  lithographic  copies 
of  this  painting.  In  size,  design  and  coloring  they  are  pre- 
cisely like  the  original,  so  that  a  few  feet  distant  it  is  almost 
impossible  to  detect  any  difference  between  the  three.  The 
complainants'  copies  have  the  notice  reqnired  by  law  printed 
thereon.  It  would  be  a  strained  construction  to  hold  that 
the  statute  only  protected  the  sale  of  copies  made  in  precisely 
the  same  manner  as  the  original.  It  will  hardly  do  to  say  that 
a  water-color  is  not  infringed  by  an  oil,  or  a  crayon,  or  a  litho- 
graphic f ac-simile.  The  statute  is  not  so  technical.  Its  design 
is  to  give  substantial  and  not  merely  a  fanciful  protection.  If 
the  contention  of  the  defendants  is  well  founded  the  complain- 
ants gained  nothing  by  their  copyright.  The  moment  they 
sought  to  avail  themselves  of  the  advantages  of  the  statute 
by  the  sale  of  copies,  that  moment  they  lost  the  only  right 
which  was  of  value.  It  was  abandoned  to  the  public.  Thus 
construed,  the  law  becomes  a  mere  abstraction,  affording, 
in  cases  like  this,  no  protection  whatever.  It  by  no  means 
follows,  from  the  fact  that  the  law  recognizes  a  distinction 
between  a  painting  and  a  print,  that  a  copyright  for  the 
former  will  not  protect  its  owner  in  the  sale  of  copies  thereof, 
even  though  they  may,  appropriately,  be  called  prints. 

It  is  clear  that  the  defendants  are  wrong-doers.  They 
have  invaded  the  complainants'  territory.  They  have  copied 
the  painting.  It  is  immaterial  how  this  was  accomplished, 
whether  directly  or  indirectly.  They  have  copied  a  litho- 
graph which  was  protected  by  the  complainants'  copyright. 
They  have  attempted  unlawfully,  and  without  due  recom- 
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pense,  to  reap  the  fruits  of  the  complainants'  genius  and 
enterprise. 

The  complainants  are  entitled  to  a  decree  for  an  injunc- 
tion, with  costs. 

Allen,  Talrnage  db  Allen  and  Augustus  T.  Ghwiite,  for 
the  plaintiffs. 


Louis  C.  JBaegener,  for  the  defendants. 


Dana  Estks  and  others 
vs. 

KlOHARD  WoBTHINGTON.       Lf  EqUTTY. 

The  title  "  Chatterbox/'  as  designating  a  aeries  of  books  of  a  juyenile  character, 
is  a  valid  trade-mark. 

(Before  Stoma*,  J.,  Southern  District  of  New  York,  May  10th,  1887.) 

Shipman,  J.  This  is  a  bill  in  equity,  to  restrain  the  de- 
fendant from  the  infringing  use  of  the  plaintiffs'  title  "  Chat- 
terbox," the  said  word  being  alleged  to  be  a  well  known 
trade-mark  of  the  plaintiffs,  as  assignees  of  James  Johnston, 
and  designating  a  well  known  series  of  books  of  a  juvenile 
character,  which  are  compiled  by  the  said  Johnston  and  are 
published  in  this  country  by  the  plaintiffs,  and  it  being  alleged 
that  the  defendant  has  imprinted  the  same  trade-mark  upon 
his  juvenile  publications  of  substantially  the  same  class,  style 
and  character  as  those  made  and  issued  by  said  Johnston  and 
the  plaintiffs. 

The  most  important  facts  in  the  case  are  stated  in  the 
opinions  of  this  Court  in  the  similar  cases  of  JEstes  v.  Wil- 
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liams,  (22  Blatchf.  0.  C.  £.,  364,)  and  Estes  v.  Leslie,  (23 
Id.,  476.) 

Id  addition  to  the  fact  that  James  Johnston  assigned  to 
the  plaintiffs  the  exclusive  nse  in  this  country  and  in  Canada 
of  the  name  "  Chatterbox,"  for  the  term  of  ten  years  from 
January  1st,  1880,  he  also  agreed  to  furnish  for  said  ten  years, 
and  has  furnished,  to  the  plaintiffe,  since  the  date  of  said 
agreement,  duplicate  electrotype  plates  of  all  his  juvenile 
books  bearing  the  name  "  Chatterbox,"  which  books  bearing 
said  name,  and  containing  the  same  illustrations  and  reading 
matter,  have  been  issued  simultaneously  in  London  by  the 
said  Johnston,  and  in  Boston  by  the  plaintiffs.  In  1884,  the 
agreement  was  modified,  so  as  to  provide  that  the  privi- 
leges previously  assigned  and  promised  should  be  enjoyed 
for  such  time  as  the  plaintiffs  should  pay  therefor  £1,000  per 
annum. 

Johnston  was  the  originator,  in  the  year  1866,  of  the  title 
"  Chatterbox,"  upon  a  continuous,  annual  series  of  books, 
which  he  caused  to  be  compiled,  containing  illustrations  and 
stories  of  a  class  and  style  adapted  to  young  persons ;  his 
series  called  "  Chatterbox  "  has  become  widely  known  and 
very  popular  in  England  and  in  this  country,  and  his  "  Chat- 
terbox "  books  have  had  a  distinctive  title  or  name,  appear- 
ance, style  and  manner  of  cover  and  of  printing,  which  caused 
them  to  be  universally  recognized  as  the  books  which  had  at- 
tained and  had  maintained  a  well  known  and  highly  appre- 
ciated character. 

The  effort  of  the  defendant  to  show  that  the  title  "  Chat- 
terbox" had  been  appropriated,  before  Johnston's  time,  to 
a  series  of  publications  or  works  of  a  juvenile  character,  has 
failed.  In  1852,  a  monthly  newspaper,  of  an  unrefined  and 
coarse  character,  called  the  "  Chatteris  Chatterbox,"  was  pub- 
lished for  two  successive  months  in  the  English  town  of 
Chatteris.  It  was  not  designed  for  the  use  of  the  young. 
Miss  Jane  Taylor  and  her  sister  Miss  Ann  Taylor  published, 
in  the  year  1807,  in  a  volume  of  poems  called  "  Original 
Poems  for  Infant  Minds,"  a  poem  of  five  verses,  called  "  The 


MAT,  1881  373 


Estes  *.  Worthington. 


Chatterbox ; "  and  a  book  published  in  this  country  in  1861, 
called  "  The  Favorite  Scholar,"  contained  a  prose  story  called 
u  Little  Chatterbox."  These  instances  of  the  use  of  the  word 
do  not  show  an  appropriation  of  the  name  to  a  series  of  books 
of  juvenile  character,  for  the  purpose  of  characterizing  the 
series,  as  the  name  was  applied  by  Johnston. 

By  association,  this  title,  when  used  upon  juvenile  books 
of  illustrations  and  stories,  pointed  "  distinctively  to  the  ori- 
gin or  ownership  "  of  the  books  to  which  it  was  applied,  and 
the  name  has  acquired  "  an  understood  reference "  to  the 
English  series,  whose  character  had  become  widely  known. 
(Canal  Co.  v.  Clark,  13  Wall.,  311 ;  Manufacturing  Co.  v. 
Trainer,  101  U.  S.,  51.) 

The  defendant  has  published,  or  caused  to  be  published, 
divers  juvenile  books,  of  which  "  Complainants'  Exhibit 
"Worthington  Chatterbox,"  A  to  K,  are  examples,  which  bear 
upon  the  covers  the  name  or  title  "  Chatterbox,"  and  which, 
some  in  a  greater  degree  than  others,  strive  to  imitate  the 
external  appearance  and  the  general  style  and  manner  of 
cover  of  the  plaintiffs'  books,  and  simulate  the  appearance 
and  decoration  of  the  plaintiffs'  Chatterbox  series,  but  do  not 
contain  the  contents  of  their  books.  Such  use  of  the  name, 
especially  as  it  is  coupled  with  an  imitation  of  the  general 
external  appearance,  manner  of  cover -and  of  decoration  of  the 
plaintiffs'  books,  shows  clearly  that  the  defendant  has  unfairly 
attempted  to  make  use  of  the  reputation  which  the  Johnston 
aeries  had  acquired,  by  deceiving  the  public  into  the  belief 
that,  in  purchasing  the  defendant's  books,  it  was  buying  the 
compilations  which  Johnston  had  rendered  acceptable  and 
popular.  Instead  of  acquiring  for  himself  a  reputation  by  the 
skill,  good  taste  and  superiority  of  his  own  compilations,  the 
defendant  has  endeavored,  by  the  unwarranted  use  of  the 
name  which  Johnston  had  appropriated,  to  obtain  some  por- 
tion of  the  pecuniary  advantage  which  belongs  to  the  reputa- 
tion which  the  latter  had  gained. 

The  use  by  the  defendant  of  the  name  "  Chatterbox  "  upon 
the  books  which  are  represented  by  the  plaintiffs'  exhibits  in 
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this  case,  or  upon  similar  books  of  a  juvenile  character,  of  the 
general  appearance  and  style  of  the  plaintiffs'  books,  and 
from  presenting  to  the  public  for  sale  juvenile  publications 
with  the  use  of  the  title  "  Chatterbox/9  and  thereby  leading 
the  public  to  believe  that  they  are  the  publications  of  the 
plaintiffs,  should  be  enjoined. 

John  L.  8.  Roberts  and   George  G.  Frelingkuysen>  for 
the  plaintiffs. 

George  A.  Black,  for  the  defendant. 


MlOHAELIS   SdCONSON  AND   OTHERS 

vs. 
Ebxh  D.  Jordan  ato  others. 

An  Action  was  commenced  in  a  State  Court  February  10th,  1887.  The  deJend- 
antffl  time  to  answer  would  Jiaye  expired  March  2d,  but,  by  stipulation,  the 
time  to  answer  was  extended  to  March  80th.  A  petition  and  bond  for  re- 
moral  were  filed  April  8th :  Held,  that,  under  §  8  of  the  remoTal  Act,  as 
amended  by  the  Act  of  March  8d,  1887,  (28  U.  S.  8taL  at  Zary>  558,)  the 
petition  was  filed  too  late,  not  haying  been  filed  at  the  time  the  defendant  was 
"  required,  by  the  laws  of  the  State  or  the  rule  of  the  State  Court,"  to  an- 
swer to  the  complaint 

(Before  Wauaoi,  J.,  Southern  District  of  New  York,  May  10th,  1887.) 

Wallace,  J.  This  is  a  motion  to  remand  npon  the 
ground  that  the  petition  for  removal  was  not  filed  at  the 
time  the  defendant  was  "  required,  by  the  laws  of  the  State 
or  the  rule  of  the  State  Court,"  to  answer  to  the  complaint, 
as  provided  by  section  3  of  the  removal  Act,  as  amended  by 
the  Act  of  March  3d,  1887,  (23  U.  8.  Stat,  at  Large,  553.) 
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The  action  was  commenced  in  the  State  Court  February 
10th,  1887 ;  the  defendants'  time  to  answer  would  have  ex- 
pired March  2d,  but,  by  stipulation,  the  time  to  answer  was 
extended  until  March  30th ;  the  petition  and  bond  for  re- 
moval were  not  filed  until  April  8th. 

It  is  insisted  in  opposition  to  the  motion,  that  the  time  to 
answer  had  expired  when  the  new  removal  Act  was  passed, 
and  that  the  Act  should  not  be  construed  retroactively,  to 
apply  to  a  pending  action  which  it  was  too  late  to  remove, 
because  such  a  construction  would  deprive  the  defendant  of 
the  right  to  remove  his  action.  Even  though  such  a  conse- 
quence might  follow,  the  question  would  be  one  of  interpre- 
tation, and  not  of  power  to  restrict  or  to  abrogate  such  a  right. 
(Insurance  Co.  v.  Ritchie,  5  Wall.,  541 ;  Exports  JUcCardle, 
7  Wall.,  506 ;  United  States  v.  Tynm,  11  Wall.,  88.)  But 
the  new  Act  did  not  destroy  the  right  of  the  defendant  to 
remove  his  case  to  this  Court.  By  the  rules  of  practice  of 
the  State  Court  he  was  not  required  to  answer  until  the  expi- 
ration of  the  time  allowed  by  the  stipulation  made  in  the 
action.  Although,  ordinarily,  a  defendant  must  answer  within 
twenty  days,  this  time  may  be  extended  by  the  Court  for 
good  cause  shown,  or  by  consent  of  parties.  When  so  ex- 
tended, the  ordinary  time  to  answer  is  enlarged,  and,  as  so 
enlarged,  is  the  time  within  which  the  defendant  is  required 
to  answer.  If  the  defendant  had  filed  his  petition  for  re* 
moval  at  the  time  of  answering  the  plaintiffs'  complaint,  or 
at  any  time  between  March  3d  and  that  time,  he  would  have 
complied  with  the  Act. 

The  motion  to  remand  is  granted. 

Evarts,  Choate  <b  Beaman,  for  the  plaintiffs. 

Stern  &  Myers,  for  the  defendant. 
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Frank  Curtiss  vs.  John  Huhd.    In  Equity. 

A  representation  by  the  president  of  a  joint-stock  business  association,  which 
is,  in  legal  effect,  a  partnership,  with  a  capital  divided  into  shares,  that  it  is 
a  corporation,  made  to  a  person  who  purchases  shares  from  such  president 
on  the  faith  of  such  representation,  is  not  a  representation  of  a  matter 
of  substance,  so  as  to  furnish  ground  for  a  rescission  of  the  contract  of 
purchase. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  10th,  1887.) 

Wallace,  J.  Complainant  sues  to  obtain  a  rescission  of 
a  purchase  of  one  hundred  shares  of  stock  in  the  Housatonic 
Boiling  Stock  Company,  bought  by  him  in  August,  1882,  and 
for  which  he  paid  the  sum  of  $4,250,  alleging  that  he  was 
induced  to  make  the  purchase  by  the  misrepresentations  of 
the  defendant,  who  was  tbe  president  of  the  company.  The 
bill  alleges  that  various  misrepresentations  were  made  to  the 
complainant  by  the  defendant,  which  were  the  inducing  cause 
of  the  purchase  of  the  stock.  The  proofs,  however,  are  such 
that  it  is  only  necessary  to  consider  whether  there  was  such  a 
misrepresentation  respecting  the  corporate  organization  of 
the  Housatonic  Boiling  Stock  Company  as  entitles  him  to  the 
relief  sought. 

The  Housatonic  Boiling  Stock  Company  was  not  an  incor- 
porated company.  It  was  an  association  which  was,  in  legal 
effect,  a  partnership,  formed  by  the  defendant  and  several 
others,  in  October,  1881,  for  the  purpose  of  buying,  building, 
leasing  and  running  railroad  cars  under  the  name  and  style 
of  the  Housatonic  Boiling  Stock  Compauy.  By  the  articles 
of  the  association,  the  legal  title  of  the  property  was  vested 
in  a  board  of  trustees,  (who  were  named,)  and  their  successors, 
who  were  to  have  the  sole  custody  and  management  of  the 
business  and  property  of  the  association,  with  power  to  ap- 
point its  officers.  The  amount  of  capital  to  be  contributed 
was  not  fixed  by  the  articles  of  association,  although  the  cap- 
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ital  stock  was  divided  into  shares  and  each  associate  subscribed 
for  a  specified  number  of  shares.  The  capital  was  repre- 
sented by  cars.  From  time  to  time  the  defendant  delivered 
cars  to  the  company,  and  thereupon  scrip  for  shares,  as  an 
equivalent,  was  issued  by  the  company.  At  the  time  the 
complainant  became  a  stockholder  the  company  owned  1,644 
cars,  and  had  issued  scrip  for  27,440  shares,  of  the  nominal 
value  of  9100  each.  The  articles  of  association  made  accept- 
ance of  a  certificate  of  shares  conclusive  evidence  of  the  assent 
of  the  holder  to  all  the  provisions  of  the  articles.  They  pro- 
vided for  regular  meetings  of  the  shareholders,  but  gave  tbe 
shareholders  no  right  to  vote  without  the  consent  of  the 
trustees.  In  short,  the  company  was  an  association  of  indi- 
viduals organized  in  the  form  and  with  the  ordinary  machin- 
ery of  a  corporation ;  but  it  was  not  a  corporation,  because  no 
attempt  was  made  to  comply  with  the  laws  of  the  State  of 
Michigan,  where  the  association  was  organized,  in  respect  to 
the  formation  of  corporations.  The  conditions  of  the  as- 
sociation made  the  trustees  a  self-appointing  body,  gave 
them  unlimited  powers,  and  placed  the  shareholders  at  their 
mercy. 

The  proofs  show  that  the  complainant  was  led  by  the 
statements  of  one  Trubee,  a  friend  of  his,  to  suppose  that  an 
investment  in  the  stock  of  the  company  would  be  very  re- 
munerative, because  other  rolling  stock  companies  which  had 
been  organized  and  managed  by  the  defendant  had  been  so, 
and  that  handsome  dividends  could  be  expected  upon  stock 
which  could  be  obtained  for  not  far  from  40  cents  on  the  dol- 
lar. Soon  afterwards  complainant  was  taken  by  Trubee  to 
the  office  of  the  defendant,  and  introduced  by  Trubee  to  the 
defendant  as  a  person  who  wanted  information  about  the 
company.  The  defendant  understood  that  the  complainant 
might  become  a  purchaser  of  some  stock.  At  the  interview 
which  then  took  place  there  was  considerable  conversation 
about  rolling  stock  companies  in  general,  and  how  they  had 
paid  large  returns  upon  capital  invested,  and  could  do  busi- 
ness with  very  little  risk  of  loss.     Speaking  of  the  present 
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company,  the  defendant  stated  that  it  was  well  under  way, 
and  that  most  of  the  cars  were  rented  ;  that  the  prospects  of 
the  company  were  good  ;   that  a  similar  company  organized 
by  him  previously  had  paid  seventy  per  cent,  in  three  years ; 
that  he  was  the  president  of  a  number  of  rolling  6tock  com- 
panies ;  that  he  thought  this  was  really  the  best  that  he  had 
ever  had  anything  to  do  with  ;  that  the  stockholders  of  the 
other  companies  had  always  been  satisfied ;  that  he  thought 
the  stockholders  of  this  one  would  be ;  and  that  the  company 
had  already  earned  dividends,  one  of  which  would  be  paid  in 
a  short  time.     The  complainant  asked  the  defendant  how  it 
was  that  the  company  could  put  out  its  stock  at  forty  cents 
on  the  dollar,  and  the  defendant  said  it  could  do  so  because  it 
was  organized  under  the  laws  of  Michigan.    A  few  days  after 
this  interview  the  complainant  wrote  Trubee  to  ascertain  the 
price  at  which  the  stock  could  be  purchased,  and  Trubee  in- 
formed him,  in  reply,  that  it  could  be  bought  for  forty-two 
and  one-half  cents  on  the  dollar.    Thereupon  the  complainant 
instructed  Trubee  to  buy  one  hundred  shares  and  sent  him 
his  check  for  the  amount.    In  fact,  Trubee  bought  the  stock 
of  the  defendant  for  forty  cents  on  the  dollar  and  kept  $250 
of  the  proceeds  of   complainant's  check  for  himself.      The 
defendant  had  a  certificate  prepared  for  the  complainant,  and 
delivered  it  to  Trubee,  who   sent   it   to   the   complainant. 
This  certificate  recited  that  complainant  was  entitled  to  "  one 
hundred  shares,  of  $100  each,  of  full  paid  stock,  in  the  associ- 
ation called  the  Housatonic  Rolling  Stock  Company,  transfer- 
able only  on  the  books  of  the  association,  in  person  or  by 
attorney,  in  accordance  with  the  articles,  by-laws  and  regula- 
tions."   It  contained  also  this  recital :    "  The  holder  of  each 
share,  when  transferred  as  above  provided,  is  subject  to  all  the 
liabilities  and  provisions,  and  is  entitled  to  all  the  privileges 
of  a  member,  as  fully  as  if  he  had  signed  the  original  articles 
of  association/' 

The  complainant  first  learned  that  the  company  was  not 
incorporated  under  the  laws  of  Michigan  in  the  fall  of  1884. 
Soon  thereafter  he  tendered  to  the  defendant  an  assignment 
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of  the  scrip,  with  the  dividends  he  had  received  upon  the 
stock,  and  brought  this  suit.  The  proofs  do  not  show  any 
intent  to  deceive  or  defraud  on  the  part  of  the  defendant. 
He  had  some  of  the  stock  to  dispose  of,  and  doubtless  pre- 
sented the  prospects  of  the  company  in  as  attractive  an 
aspect  as  he  fairly  could ;  but  he  did  not  hold  out  any  special 
inducements  to  the  complainant  to  buy,  and  made  no  misrep- 
resentation about  the  financial  condition  of  the  company.  He 
was  not  asked  any  question  calling  for  specific  information 
about  the  amount  or  value  of  the  property  or  about  the  ex- 
penses or  income  of  the  company ;  nor  was  he  asked  any 
question  about  the  character  of  the  organization  or  the  rights 
or  liabilities  of  shareholders.  The  company  was  upon  a 
prosperous  footing  at  the  time,  and  there  is  nothing  to  show 
that  the  statements  made  by  him  about  its  condition  and 
prospects  were  not  warranted  by  the  facts.  When  he  trans- 
ferred the  stock  he  did  not  know  that  Trubee  had  represented 
to  the  complainant  that  the  price  was  $4,250,  nor  did  he  know 
what  price  the  complainant  paid  Trubee  for  it,  although 
Trubee,  to  excuse  his  own  conduct,  testifies  to  the  contrary. 
He  knew  that  the  stock  was  going  to  the  complainant,  but 
did  not  concern  himself  with  any  inquiry  whether  Trubee 
was  buying  it  as  agent  for  the  complainant,  or  for  himself  as 
a  vendor  to  the  complainant.  This  view  of  the  facts  has  not 
been  influenced  by  the  testimony  of  the  defendant  himself, 
which,  so  far  from  strengthening  his  own  case,  has  only 
tended  to  prejudice  it.  It  is  apparent,  from  the  complainant's 
own  narrative,  that  he  was  led  to  buy  the  stock  because  he 
believed  that  rolling  stock  companies  generally  had  been 
profitable,  and,  therefore,  that  this  one  was  likely  to  be,  rather 
than  because  he  relied  upon  any  special  facts  respecting  the 
company  stated  by  the  defendant.  He  is  probably  mistaken 
in  asserting  that  the  defendant  told  him  that  the  capital  stock 
of  the  company  was  $1,000,000,  or  anything  to  that  effect. 
His  impression  upon  this  point  is  probably  derived  from  the 
recital,  in  his  certificate,  of  the  amount  of  capital  stock.  He 
admits  that,  about  two  months  after  he  made  the  purchase, 
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he  met  the  defendant  and  was  then  informed  by  him  that  the 
company  issued  stock  as  cars  were  "  pnt  in,"  and  that  his 
stock  represented  cars  pat  in  at  the  time  he  bought  it  of 
defendant.  About  a  year  after  the  purchase  he  was  again 
fully  informed  by  the  defendant  of  the  manner  in  which  the 
trustees  of  the  company  were  accustomed  to  issue  stock  for 
cars  from  time  to  time.  He  made  no  charge  of  misrepresen- 
tation when  he  received  these  explanations,  and  it  is  improb- 
able that  he  would  not  have  done  so,  or  that  he  would  have 
taken  no  steps  to  rescind  his  purchase,  if  what  was  thus 
stated  had  been  a  surprise  to  him.  At  the  time  of  the  pur- 
chase he  believed  that  the  stock  would  yield  dividends  of 
6  per  cent.,  and  consequently  that  an  investment  in  it  would 
return  about  14  per  cent.  He  was  allured  by  his  expectations 
into  making  an  investment  without  any  adequate  investigation 
or  inquiry  respecting  the  conditions  and  chances.  But  he 
undoubtedly  did  suppose  that  the  company  was  an  ordinary 
corporation  or  joint-stock  company,  organized  under  the  laws 
of  Michigan.  The  name  by  which  it  was  styled,  and  the 
conversation  with  the  defendant  about  capital  stock,  share- 
holders, and  dividends,  naturally  suggested  this.  So  did  the 
certificate  which  he  received.  A  more  vicious  scheme  of 
association,  or  a  more  loose  and  lawless  system  of  administra- 
tion, than  was  adopted  by  the  promoters  and  managers  of  this 
company  for  administering  its  affairs,  can  hardly  be  conceived. 
It  is  difficult  to  believe  that  they  could  have  induced  any 
person  outside  their  own  circle,  who  was  informed  of  the 
powers  entrusted  to  them  and  of  the  business  methods  of 
the  company,  to  invest  his  money  in  the  shares.  Slight 
evidence  of  corrupt  administration  would  suffice  to  create  the 
belief  that  the  scheme  was  intended  as  a  fraud  at  its  incep- 
tion. But  the  proofs  are  destitute  of  any  evidence  to  show 
that  the  interests  of  the  shareholders  were  subordinated  to 
those  of  the  managers.  On  the  contrary,  the  proofs  show 
that  the  affairs  of  the  company  were  honestly  managed,  and, 
had  it  not  been  for  circumstances  beyond  the  control  of  the 
managers,  there  is  no  doubt  that  the  shareholders  would  have 
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continued  to  receive  large  dividends  upon  their  investments. 
A  report  of  a  committee  of  stockholders,  made  after  an  exam- 
ination of  the  affairs  of  the  company  in  June,  1885,  has 
been  introduced  in  evidence  by  the  complainant,  which  shows 
that  the  powers  conferred  by  the  articles  of  association  upon 
the  trustees  had  not  been  abused,  and  that  the  intermission  of 
dividends  was  mainly  caused  by  the  failure  to  collect  moneys 
due  from  the  railroad  companies,  which  were  suffering  from 
the  general  depression  of  railroad  business. 

These  facts  do  not  furnish  an  adequate  basis  for  a  re- 
scission of  the  complainant's  purchase.  A  purchaser  cannot 
expect  a  Court  of  equity  to  decree  him  a  rescission  merely 
because  he  is  able  to  show  that  his  purchase  has  not  turned 
out  to  be  what  he  supposed  he  was  buying.  He  must  rely 
upon  proof  of  deceit  or  misrepresentation  on  the  part  of  the 
vendor,  or  upon  a  case  of  mutual  mistake,  going  to  the  es- 
sence of  the  contract.  Any  right  to  relief  in  the  present  case 
roust  rest  upon  the  ground  that  the  complainant  has  been 
misled  by  the  fraudulent  suppression  or  the  misrepresentation 
by  the  defendant  of  some  matter  of  substance.  As  has  been 
said,  there  was  no  intent  to  deceive  or  mislead  on  the  part 
of  the  defendant.  If  there  was  any  misrepresentation,  it  is 
to  be  found  in  his  statements  respecting  the  corporate 
character  of  the  company,  vague  and  incidental  statements, 
which  are  also  contained  in  the  certificate  of  shares  received 
by  the  complainant.  If  these  statements  furnish  adequate 
ground  for  a  rescission,  every  purchaser  of  stock  in  the  com- 
pany, who  may  have  bought  without  making  inquiry,  or 
without  special  information  about  the  terms  and  conditions 
of  the  articles  of  association,  may  also  insist  upon  a  rescis- 
sion. 

If  the  defendant  has  made  a  material  misrepresentation, 
the  complainant  is  not  to  be  precluded  from  relief  merely 
because  the  defendant  did  not  intend  to  defraud.  In  such 
cases,  Courts  of  equity  will  relieve  the  purchaser,  although 
the  misrepresentations  were  innocently  made  by  the  vendor. 
(Smith  v,  Reese  River  Co.,  Z.  R.,  2  Eq.,  264  ;   Kennedy  v. 
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Panama  Co.,  L.  R.y  2  $.  2?.,  580 ;  Peek  r.  Qvmey,  L.  B.f 
13  Eq.,  79, 113.)  A  vendor  cannot  be  heard  to  say  that  he 
knew  nothing  of  the  truth  or  falsehood  of  that  which  he 
has  represented,  and  claim  to  retain  any  benefit  derived 
from  the  sale,  when  the  representations  turn  ont  to  be  un- 
true. (Turner,  L.  J.,  in  Rawlins  v.  Wickham,  3  De  Q.  dk 
J.9  304,  317.) 

On  the  other  hand,  if  the  misrepresentation  was  a  trifling 
or  immaterial  thing,  or  if  it  was  vague  and  inconclusive  in  its 
nature,  or  if  the  complainant  did  not  trust  to  it  or  was  not 
misled  by  it,  or  if  it  was  upon  matter  of  opinion  or  of  a  fact 
equally  open  to  the  inquiries  of  both  parties,  and  in  regard  to 
which  neither  could  be  presumed  to  trust  the  other,  a  Court 
of  equity  will  not  interfere. 

Looking  at  the  case  in  the  most  favorable  aspect  possible 
for  the  complainant,  and  treating  it  as  one  where  he  was  in* 
duced  to  purchase  the  stock  upon  the  defendant's  representa- 
tion that  the  company  was  an  incorporated  company  organized 
under  the  laws  of  Michigan,  it  must  be  held  that  the  com- 
plainant is  without  remedy.  Such  a  representation,  without 
more,  is  not  of  a  matter  of  substance.  It  is  too  colorless  and 
indefinite  to  be  the  foundation  of  a  cause  of  action.  The 
fact  that  a  business  concern  is  incorporated  is  of  little  moment, 
unless  the  charter  or  the  organic  law  confers  some  valuable 
privileges  or  immunities  upon  the  members.  A  trading 
association  may  be  but  a  mere  partnership ;  or  it  may  have 
corporate  powers  to  a  small  extent  and  sub  modo  ;  or  it  may 
be  invested  with  corporate  functions  to  a  considerable  and 
yet  limited  extent ;  or  it  may  exist  with  all  the  incidental 
functions  and  peculiar  privileges  which  a  grant  of  uncondi- 
tional corporate  power  confers.  There  are  and  have  been 
many  joint-stock  associations  of  different  kinds,  including 
banking  companies,  which  have  never  been  legally  incorpo- 
rated, and  which  are  mere  partnerships  as  to  every  person 
except  their  own  stockholders.  One,  if  not  the  principal, 
inducement  which  leads  such  companies  to  6eek  corporate 
organization,  is  to  limit  the  risk  of  the  partners,  and  to  render 
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definite  the  extent  of  their  hazard.  Bat  there  are  many 
corporations  in  which,  by  their  organic  law,  the  members  are 
liable  for  the  debts  to  the  same  extent  as  the  members  of  an 
ordinary  partnership.  In  some  there  is  a  limited  joint  and 
several  liability,  to  the  extent  of  the  par  value  of  the  stock  of 
each  shareholder,  and  in  others  a  personal  liability  for  such 
snm  as  the  proportion  of  each  to  the  whole  outstanding  stock 
bears  to  the  outstanding  debts  of  the  corporation.  (See 
Thompson? 8  Liability  of  Stockholders,  sec.  45.)  Where  there 
is  not  a  limited  liability  of  the  members,  or  unless  the  corpo- 
ration is  one  which  is  invested  by  the  State  with  special 
privileges,  incorporation  is  only  valuable  as  a  mode  of  organ- 
ization which  may  conduce  to  the  convenience  of  business 
management.  Such  are  the  facilities  afforded  by  the  laws  of 
most  of  our  States,  that  the  privileges  of  corporate  organiza- 
tion are  within  the  reach  of  almost  any  business  concern,  and 
can  be  obtained  as  a  matter  of  course,  for  a  trifling  outlay.  It 
follows  that  a  representation  that  an  association  is  incorpo- 
rated, without  more,  is  no  more  than  saying  that  it  has  been 
authorized  by  legislative  authority  to  do  what  it  could  do 
practically,  and  what  an  infinite  variety  of  associations  are 
doing  without  such  authority.  It  is  true  that,  as  a  general 
rule,  the  shareholder  of  a  corporation  is  not  held  to  the  liabil- 
ities of  a  member  of  an  ordinary  partnership  for  the  debts  of 
the  concern,  and  a  purchaser  of  shares  does  not  expect  to 
incur  such  a  liability  as  a  consequence  of  his  purchase.  But 
it  cannot  be  affirmed  that  a  purchaser  of  shares  who  buys 
without  inquiry  as  to  the  character  of  the  corporation  of 
which  he  proposes  to  become  a  member,  or  as  to  the  nature 
of  the  liability  of  the  stockholders,  has  any  legal  right  to 
complain  if  he  finds,  after  he  has  purchased,  that  the  stock- 
holders are  liable  for  all  the  debts  of  the  concern.  No  au- 
thority for  such  a  proposition  has  been  cited  by  counsel.  If 
it  can  be  maintained,  it  can  only  be  done  by  importing  an 
implied  warranty  against  such  a  liability  into  every  sale  of 
shares  in  a  corporation.  No  such  exception  to  the  rule  of 
caveat  emptor  is  known  to  the  law. 


384  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Brown  v.  The  American  Finance  Company. 


Having  reached  the  conclusion  that  there  is  no  ground  for 
the  relief  sought  by  the  complainant,  because  there  was  no 
deceit  or  misrepresentation  as  to  any  matter  of  substance,  by 
which  he  was  induced  to  purchase  the  stock,  it  is  not  neces- 
sary to  consider  whether  he  acted  with  sufficient  promptitude 
in  attempting  to  rescind,  or  whether  upon  other  grounds  his 
case  is  such  as  to  preclude  relief. 

The  bill  is  dismissed. 

George  Zabriskie,  for  the  plaintiff. 

Z.  B.  Bunnell,  for  the  defendant. 


Theophilub  P.  Brow* 

vs. 

The  American  Finance  Company  and  others.    In  Equity. 

A  contract  for  the  loan  of  money,  valid  by  the  law  of  Rhode  Island,  where  it 
was  made,  is  not  affected  by  the  fact  that  the  notes  evidencing  the  loan  were 
made  payable  in  New  York,  by  the  law  of  which  State  the  contract  would 
have  been  void  for  usury. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  12th,  1887.) 

Wallace,  J.  The  relief  sought  by~  the  bill  is,  among 
other  things,  (1)  the  cancellation  of  a  contract  of  the  date  of 
April  14th,  1884,  entered  into  between  the  complainant  and 
the  defendant  the  American  Finance  Company,  or  that  the 
agreement  be  reformed ;  (2)  that  an  agreement  of  the  date 
of  September  24th,  1884,  between  the  complainant,  party  of 
the  first  part,  the  defendant,  the  American  Finance  Com- 
pany, party  of  the  second  part,  and  the  defendants  Mason 
and  Jillson,  parties  of  the  third  part,  be  adjudged  to  be 
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usurious  and  void  and  surrendered  up  for  cancellation; 
(3)  that  certain  notes  executed  by  the  complainant  pursuant 
to  the  agreement  last  mentioned  be  adjudged  usurious  and 
void  and  surrendered  for  cancellation  ;  (4)  that  the  defend- 
ants be  restrained  from  selling  or  negotiating  certain  rail- 
way mortgage  bonds  received  as  a  pledge  to  secure  the 
payment  of  the  notes,  and  be  decreed  to  deliver  the  same  to 
the  complainant. 

A  motion  has  been  made  to  restrain  the  defendants  pen- 
dente lite  from  doing  any  of  the  acts  which  are  sought  to  be 
permanently  enjoined  by  the  prayer  of  the  bill.  Since  the 
motion  was  heard  an  adjustment  has  been  made  between  the 
parties,  except  as  between  the  complainant  and  the  defend- 
ant the  American  Finance  Company,  with  the  result,  as  stated 
in  the  brief  of  counsel,  to  narrow  the  original  matters  of  the 
bill  to  a  controversy  between  the  complainant  and  the  Finance 
Company  in  respect  to  one  note  for  $10,000  and  one  hundred 
and  two  bonds  for  one  thousand  dollars  each.  The  defendant 
derives  title  to  the  note  and  to  twenty-two  of  the  bonds  in 
question  from  Mason  and  Jillson,  who  acquired  the  same 
from  the  complainant,  to  secure  the  payment  of  the  loan  con- 
templated by  the  agreement  of  September  24th,  1884.  Its 
title  to  the  remaining  eighty  bonds  is  derived  by  the  same 
agreement  but  not  from  Mason  and  Jillson. 

The  agreement  of  September  24th,  1884,  known  as  the 
tripartite  agreement,  was  intended  by  the  parties  to  be  in  fur- 
ther  performance  of  the  agreement  of  April  14th,  1884.  It 
is  idle  for  either  party  to  assert  mistake  or  misrepresentation 
as  a  ground  for  assailing  the  rights  of  the  other  under  either 
agreement,  upon  any  facts  which  have  thus  far  been  made  to 
appear.  Those  who  entered  into  these  agreements  were 
shrewd  business  men,  speculators  on  both  sides,  who  did  not 
commit  themselves  without  a  full  understanding  of  the  situa- 
tion. By  these  agreements  the  complainant  was  recognized 
as  the  beneficial  owner  of  all  the  bonds  and  stock  of  the 
Toledo  and  Indianapolis  Railway  Company,  not  appropriated 
as  a  bonus  by  Mason  and  Jillson,  or  as  commissions  by  the 
Vol.  XXIV.— 25 
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Finance  Company,  and  became  entitled  to  a  corresponding 
amount  of  the  securities  of  the  new  corporation  which  the 
parties  contemplated  organizing.  Whether  under  the  tripar- 
tite agreement  the  Finance  Company  was  to  be  treated  as  the 
absolute  owner  of  $80,000  of  the  bonds,  in  satisfaction  of  any 
claim  it  might  be  entitled  to  make,  growing  out  of  the  first 
contract,  or  whether  it  was  to  hold  these  bonds  until  it  should 
negotiate  the  bonds  of  the  complainant  at  not  less  than  ninety 
cents  on  the  dollar,  under  the  conditions  of  that  agreement, 
and  then  have  absolute  title,  wonld  not  be  altogether  clear, 
were  it  not  for  the  letter  of  the  president  of  the  Finance 
Company  to  the  complainant,  of  the  date  of  September  16th, 
1884.  In  view  of  that  letter  it  seems  reasonably  plain  that 
it  was  the  understanding  of  the  parties,  as  expressed  in  the 
tripartite  agreement,  that  the  Finance  Company  should  ac- 
quire the  absolute  title  to  the  bonds,  in  consideration  of  serv- 
ices already  performed.  This  conclusion  disposes  of  the  con- 
troversy so  far  as  it  relates  to  eighty  of  the  bonds. 

The  Finance  Company  has  no  title  to  the  remaining 
twenty-two  bonds,  if  the  note  made  by  the  complainant  pursu- 
ant to  the  scheme  of  the  tripartite  agreement  is  void  for  usury. 
Twenty  of  the  bonds  were  acquired  by  Mason  and  Jillson  as 
a  pledge  to  secure  payment  of  the  note,  and  the  other  two 
were  "  appropriated  "  as  a  bonus  for  the  loan  evidenced  by 
the  note.  The  note  purports  to  be  made  at  New  York,  is 
dated  September  24th,  1884,  is  signed  by  the  complainant, 
and  reads  as  follows :  "  On  or  before  September  24, 1886, 
and  upon  the  return  of  securities  pledged,  I  promise  to  pay 
to  mv  awn  order,  at  the  office  of  the  American  Loan  & 
Trust  Company,  New  York,  ten  thousand  dollars,  for  value 
received,  with  interest  at  the  rate  of  six  per  cent,  per  annum 
from  date,  payable  semi-annually,  having  deposited  with  the 
holder  thereof,  as  collateral  security,  twenty  first  mortgage 
bonds  of  the  Toledo  and  Indianapolis  Railway  Company,  for 
$1,000  each,  with  coupons  for  April  1,  1885,  with  authority 
to  sell  the  same,  or  other  securities  subsequently  substituted, 
at  the  board  of  brokers,  or  at  public  or  private  sale,  at 
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holder's  option,  on  the  non-performance  of  this  promise,  and 
without  further  notice;  applying  the  net  proceeds  to  the 
payment  of  this  note,  including  interest,  and  accounting  to 
me  for  the  surplus,  if  any.  In  case  of  deficiency  the  maker 
promises  to  pay  to  the  holders  thereof  the  amount  thereof, 
forthwith  after  such  sale,  with  legal  interest." 

On  the  24th  day  of  September,  1884,  the  plaintiff  signed 
and  delivered  to  the  president  of  the  Finance  Company,  at 
Providence,  Rhode  Island,  a  number  of  notes  of  the  same 
tenor,  for  the  aggregate  amount  of  $325,000.  This  note  was 
one  of  the  series.  They  were  made  to  secure  the  payment  of 
a  loan  to  that  amount  which  Mason  and  Jillson  had  consented 
to  make  to  the  complainant  upon  the  conditions  expressed  in 
the  tripartite  agreement.  By  that  agreement,  Mason  and 
Jillson  promised  to  loan  $325,000  to  the  complainant  upon  his 
notes,  to  be  made  in  form  approved  by  them,  with  mortgage 
bonds  of  the  Toledo  and  Indianapolis  Railway  Company,  in 
double  the  amount,  as  collateral.  For  making  the  loan  they 
were  to  receive  a  large  bonus  in  excess  of  interest  at  the  rate 
of  six  per  cent  per  annum.  The  negotiations  leading  to  the 
contract  were  closed  at  Providence,  Rhode  Island,  that  being 
the  domicile  of  Mason  and  Jillson,  and  the  contract  was  for- 
mally executed  there.  After  the  contract  was  signed  the  notes 
were  delivered  there  by  the  plaintiff  to  Mason  and  Jillson. 
The  bonds  to  be  put  up  as  collateral  were  not  delivered.  It 
was  understood  between  the  parties,  that  the  complainant  did 
not  then  have  the  bonds,  but  that  they  were  to  be  acquired 
subsequently,  and  that  the  money  to  be  loaned  by  Mason  and 
Jillson  was  to  be  remitted  by  them  to  the  Finance  Com- 
pany in  New  York  city,  to  be  used  by  that  company  for  the 
purpose  of  acquiring  the  bonds.  The  bonds  at  that  time 
were  in  the  hands  of  various  corporations  and  individuals, 
who  had  supplied  materials  for  furnishing  and  equipping  the 
railway  which  had  been  recently  constructed  by  the  Toledo 
and  Indianapolis  Railway  Company.  One  Dowling  had  been 
the  contractor  for  building  the  railway,  and,  under  his  con- 
tract with  the  railway  company,  became  entitled  to  all  the 
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bonds  ($800,000  in  amount)  and  capital  stock  of  the  railway 
company,  upon  payment  of  the  claims  of  those  to  whom  the 
bonds  had  been  pledged.      The  complainant  had  acquired 
Dowling^s  rights,  and  had  applied  to  the  Finance  Company 
to  assist  him  in  raising  money  to  pay  up  the  claims  of  those 
to  whom  the  bonds  were  pledged,  and  the  other  claims  against 
the  railway  company,  his  intention  being  to  acquire  all  the 
capital  stock  and  mortgage  bonds  of  the  railway  company 
and  to  organize  a  new  corporation.    The  complainant  and 
the  Finance  Company  had  entered  into  an  agreement  bearing 
date  April  14th,  1884,  by  which  the  latter,  for  certain  com- 
missions, undertook  to  raise   the  necessary  means  for  the 
complainant  to  effect  this  object.     As  has  been  stated,  the 
tripartite  agreement  was  understood  by  all  the  parties  to  it 
to  be  supplementary  to  the  April  agreement  between  the 
complainant  and  the  Finance  Company,  and  was  entered  into 
in  order  to  enable  the  Finance  Company  to  carry  out  the 
terms  of  the  April  agreement  with  the  complainant,  so  far  as 
new  conditions  were  not  substituted  in  the  new  contract. 
The  parties  contemplated  that  the  Finance  Company  should 
occupy  the  relation  of  an  intermediary  or  trustee  sub  modo 
between   the  complainant  and  Mason  and  Jillson,  for  the 
protection  of  the  rights  of  all,  and  it  was  understood  that 
Mason    and   Jillson   should  remit   moneys  to  the  Finance 
Company,  from  time  to  time,  when  necessary  to  enable  that 
company  to  settle  with  the  creditors  of  the  Toledo  and  Indi- 
anapolis Railway  Company,  and  acquire  their  claims  and  the 
bonds,  and  that  the  Finance  Company  should  hold  the  claims 
as  a  trust  fund  and  cancel  them  upon  the  payment  of  the 
loan.     Apparently,  by  the  scheme  contemplated,  the  Finance 
Company  was  to  hold  all  the  bonds  acquired  until  they  were 
exchanged  for  bonds  of  the  new  corporation  which  was  to  be 
created,  unless  it  should  be  found  desirable  to  negotiate  the 
complainant's  notes,  or  some  of   them,  with   the   bonds  as 
collateral,  to  enable    Mason  and  Jillson  to  make  advances,  or 
unless,  in  the  meantime,  the  complainant  might  desire  to  sell 
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his  portion  of  them  and  use  the  proceeds  for  the  payment  of 
the  loan. 

It  is  conceded  by  counsel  for  both  parties  that  the  loan 
was  made  upon  an  usurious  consideration  if  the  agreement 
was  a  New  York  contract,  that  is,  if  its  legality  is  to  be 
tested  by  the  law  of  New  York.  'The  agreement  was  not 
usurious  if  it  was  a  Rhode  Island  contract.  The  argument 
for  the  plaintiff  is,  that  it  is  a  New  York  contract  because  the 
notes  are  payable  in  New  York,  and  because  New  York  is 
the  place  of  the  substantial  performance  of  the  controlling 
provisions  of  the  tripartite  agreement.  The  argument  for 
the  defendant  is,  that  it  is  a  Rhode  Island  contract,  because 
the  notes  and  contract  were  made  in  Rhode  Island  and  the 
notes  were  negotiated  there. 

There  was  no  purpose  on  the  part  of  any  of  the  parties,  in 
making  the  contract  in  Rhode  Island,  to  evade  the  usury  laws 
of  New  York.  The  complainant  was  a  citizen  of  Ohio  and 
came  to  Providence  because  the  defendants  lived  there,  and 
the  negotiations  were  closed  and  the  instrument  formally 
executed  there,  and  the  notes  were  delivered  there,  as  a  mat- 
ter of  business  convenience. 

It  does  not  seem  to  be  necessary  to  enter  upon  a  discussion 
of  the  subject  of  the  lex  loci  contractus,  as  determined  by  the 
place  of  the  making  or  the  place  of  the  contemplated  per- 
formance of  a  contract.  The  general  rules  which  control,  and 
their  exceptions,  are  familiar,  but  the  books  are  full  of  con- 
flicting illustrations  of  their  application  to  the  particular 
case. 

The  primary  rule  is,  that  the  validity  of  a  contract  is  to  be 
determined  by  the  law  of  the  State  in  which  it  is  made ;  if  it 
is  valid  there,  it  is  deemed  valid  everywhere,  and  will  sustain 
an  action  in  the  Courts  of  a  State  whose  laws  do  not  permit 
such  a  contract.  {Scudder  v.  Union  National  Bank,  91  U. 
&,  406.)  If  the  contract  is  not  in  itself  immoral,  although  it 
is  expressly  prohibited  by  the  statutes  of  the  State  in  which 
the  suit  is  brought,  the  Courts,  administering  the  comity  of 
the  State,  will  not  refuse  to  enforce  such  a  contract  made  by 


890  SOUTHERN  DISTRICT  OF  NEW  TORE, 

Brown  9.  The  American  Finance  Company. 

one  of  its  own  citizens  in  a  State  the  laws  of  which  permit 
the  contract.  {Greenwood  v.  Curtis,  6  Mass.,  358 ;  Mclntyre 
v.  Parks,  3  Met.,  207 ;  Akers  v.  Demand,  103  Mass.,  318.) 
The  principal  exception  to  the  rale  that  a  contract  is  to  be 
governed,  as  to  its  interpretation,  its  nature,  its  obligation, 
and  its  performance  or  dissolution,  by  the  law  of  the  place 
where  it  is  made,  is,  that  the  law  of  the  place  where  it  is  to 
be  performed  will  govern  the  mode  of  performance,  because 
it  is  presumed  that  the  parties  had  this  law  in  contemplation 
when  they  entered  into  the  contract  Inasmuch  as  this  ex- 
ception rests  upon  the  presumed  intention  of  the  parties  to 
conform  to  the  rule  of  the  local  law  in  carrying  the  contract 
into  effect,  it  seems  strange  that  it  should  ever  have  been 
treated  as  the  criterion  by  which  to  ascertain  whether  the 
obligation  is  void  for  illegality.  Phillimore  says,  that,  as  it 
rests  "  upon  the  presumption  that  the  obligor  has  voluntarily 
submitted  himself  to  a  particular  local  law,  that  presumption 
may  be  rebutted,  either  by  an  express  declaration  to  the  con- 
trary, or  by  the  fact  that  the  obligation  is  illegal  by  that  par- 
ticular law,  though  legal  by  another.  The  parties  cannot  be 
presumed  to  have  contemplated  a  law  which  would  defeat 
their  engagements."    (4  Int.  Law,  sec.  DCLIV,  p.  471.) 

Generally,  the  place  of  performance  of  a  contract,  when 
the  contract  is  a  promise  to  pay  money,  is  the  place  where  the 
payment  is  to  be  made.  Yet  this  is  not  always  controlling, 
and  in  some  cases  the  Courts  which  have  looked  to  the  place 
of  performance  as  the  place  of  the  contract  treat  the  place  of 
payment  as  an  incidental  circumstance,  and  look  behind  the 
written  instrument  to  ascertain  what  place  the  parties  had  in 
mind  as  the  place  of  the  contract.  (Wayne  Co.  Savings 
Bank  v.  Low,  81  N.  Y.,  566 ;  Western  Transportation  & 
Coal  Co.  v.  KUderhouse,  87  N.  F.y  430.)  In  both  of  these 
cases  the  State  where  the  parties  agreed  upon  the  terms  of  a 
loan  was  held  the  place  of  the  contract,  when  an  agreement  to 
pay  interest  would  have  been  usurious  by  the  law  of  the  State 
in  which  the  note  evidencing  the  loan  was  made  payable. 

Without  pursuing  the  general  subject  further,  it  suffices, 
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that,  when  the  question  is  whether  a  contract  is  void  for 
usury  or  not,  the  weight  of  authority  is  now  decidedly  to 
the  effect,  that  the  parties  to  a  loan,  who  contract  in  one 
State  and  provide  for  payment  in  another,  may  lawfully 
stipulate  for  interest  according  to  the  law  of  either  State, 
that  where  the  contract  is  made,  or  that  where  the  money 
loaned  is  to  be  repaid,  as  they  may  in  good  faith  agree. 
(Depau  v.  Humphreys,  8  Martin,  N.  5.,  1 ;  Chapman  v. 
Robertson,  6  Paige,  627 ;  Peck  v.  Mayo,  14  Vl.,  33 ;  Town- 
send  v.  Riley,  46  N.  B.,  300 ;  Kilgore  v.  Dempsey,  25  Ohio 
St.,  413 ;  Arnold  v.  Potter,  22  Iowa,  194.)  In  Miller  v. 
Tifcmy,  (1  Wall.,  298,  310,)  Mr.  Justice  Swayne,  delivering 
the  opinion,  uses  this  language :  "  The  general  principle  in 
relation  to  contracts  made  in  one  place  to  be  performed  in 
another  is  well  settled.  They  are  to  be  governed  by  the  law 
of  the  place  of  performance,  and  if  the  interest  allowed  by 
the  law  of  the  place  of  performance  is  higher  than  that  per- 
mitted at  the  place  of  contract,  the  parties  may  stipulate 
for  the  higher  interest  withput  incurring  the  penalties  of 
usury.  The  converse  of  this  proposition  is  also* well  settled. 
If  the  rate  of  interest  be  higher  at  the  place  of  contract  than 
at  the  place  of  performance,  the  parties  may  lawfully  coutract, 
in  that  case  also,  for  the  higher  rate.  These  rules  are  subject 
to  the  qualification,  that  the  parties  act  in  good  faith,  and 
that  the  form  of  the  transaction  is  not  adopted  to  disguise  its 
real  character." 

Adopting  these  decisions  as  controlling  in  the  present 
case,  it  must  be  held  that  the  contract  here,  being  valid 
by  the  law  of  Rhode  Island  where  it  was  made,  is  not  af- 
fected by  the  fact  that  the  notes  evidencing  the  loan  were 
made  payable  in  New  York  city. 

The  motion  is,  therefore,  denied. 
Burton  N.  Earrison,  for  the  plaintiff. 
Robert  L.  Fowler,  for  the  defendants. 
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George  W.  La  Rue 
The  Western  Electric  Company.    In  Equity. 

Claim  3  of  letters  patent  No.  270,767,  granted  to  Edgar  A.  Edwards,  January 
16th,  1888,  for  an  improvement  in  instruments  used  for  transmitting  tele- 
graphic signals,  namely,  "(3.)  The  combination,  in  a  telegraph  key,  of  the 
lever,  fulcrumed  upon  the  torsional  spring,  with  the  adjusting  screws  H  H', 
for  regulating  the  amplitude  of  the  lever  movement  and  the  retractile  resist- 
ance of  the  torsion  spring,  substantially  as  described,"  is  not  void  for  lack  of 
utility  or  of  invention,  and  covers  the  use  of  the  combination  set  forth,  in  a 
telegraph  sounder. 

(Before  Coxa,  J.,  Southern  District  of  New  York,  May  16th,  1887.) 

Coxe,  J.  This  is  an  equity  action  for  infringement  of 
letters  patent,  No.  270,767,  granted  to  Edgar  A.  Edwards, 
January  16ttr,  1883,  and  by  him  assigned  to  the  complainant. 
The  invention  relates  to  instruments  used  for  transmitting 
telegraphic  signals,  and  is  said  to  be  an  improvement  upon 
the  well  known  Morse  key,  the  inventor  substituting,  as  the 
lever  fulcrum,  a  torsional  spring  or  strip  of  metal  for  the 
trunnions  or  pivots  which  were  before  in  use.  The  patent 
contains  four  claims.  In  the  first,  second  and  fourth  "  the 
circuit-breaking  lever  "  is  distinctly  made  an  ingredient  of  the 
combination.  The  third  claim  is  in  these  words:  "3.  The 
combination,  in  a  telegraph  key,  of  the  lever  fulcrumed  upon 
the  torsional  spring,  with  the  adjusting  screws  H  H',  for  reg- 
ulating the  amplitude  of  the  lever  movement  and  the  retrac- 
tile resistance  of  the  torsion  spring,  substantially  as  described." 
It  will  be  observed  that  this  claim  omits  "  the  circuit-breaking 
lever"  as  an  element  and  in  this  respect  is  broader  than  the 
other  three.  The  infringing  instrument  is  called  a  "sound- 
er "  and  contains  no  "  circuit-breaking  lever,"  as  this  term  is 
generally  understood  in  the  art.     The  complainant,  however, 
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insists  that  the  sounder  has  a  lever  which  breaks,  not  an  elec- 
tric, but  a  magnetic  circuit,  and  is,  therefore,  within  all  the 
claims  of  the  patent.  "What  the  patentee  invented  and  un- 
questionably intended  to  secure  was  a  flat  torsional  spring, 
ribbed  or  otherwise,  upon  which  a  lever  is  fulcrumed,  when, 
in  any  electrical  instrument,  it  can  be  substituted  for  the  pre- 
existing trunnions  and  spiral  spring  and  perform  the  twofold 
function  of  a  supporting  fulcrum  and  retractive  spring.  He 
distinctly  says  that  he  does  not  limit  himself  to  the  application 
of  the  spring  to  the  key  alone,  as  it  is  obvious  that  it  may  be 
used  to  replace  the  trunnions  of  the  relay  and  sounder.  He 
may,  however,  have  so  restricted  three  of  his  claims  that  they 
do  not  cover  the  instrument  used  by  the  defendants.  It  is 
not  essential,  in  the  present  action,  to  decide  this  question. 
If  it  is  held  that  the  third  claim  is  infringed  the  complainant 
will  derive  the  same  advantage  as  if  the  decree  declared  the 
infringement  of  all. 

The  defendants  insist  that  the  patent  is  void  for  want  of 
utility  and  invention  and  that  they  do  not  infringe.  But  a 
word  need  be  said  regarding  the  first  defence.  Several  in- 
struments embodying  the  invention  have  gone  into  practical 
operation  and  have,  apparently,  been  received  with  favor  by 
telegraphists.  In  fact  it  appears  that  an  employe  of  the 
defendants,  Charles  D.  Haskins,  has,  since  the  commencement 
of  this  suit,  secured  a  patent,  dated  November  9th,  1886,  for 
an  improvement  in  telegraph  receiving  instruments,  one  ele- 
ment of  the  combination  being  a  torsional  spring  substantial- 
ly identical  with  the  patented  spring,  the  only  difference 
being  in  the  manner  in  which  it  is  fastened  to  the  lever. 
This  patent  was  assigned  to  the  defendants.  It  can  hardly  be 
said,  then,  that  Edwards'  invention  is  without  utility.  That 
which  is  used  is  useful.  A  thing  to  be  useless  can  have  no 
utility  whatever.  A  patent  is  never  declared  invalid  upon 
this  ground,  at  the  instance  of  one  who  is  deriving  benefit  by 
infringing  upon  its  claims.  (Gibbs  v.  Eoefner,  22  JSlatchf. 
C.  C.  £.,  36,  and  cases  cited.) 

Is  the  patent  void  for  lack  of  invention  ?  The  defendants, 
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for  the  purpose  of  illustrating  the  art  at  the  date  of  the  in- 
vention, have  introduced  in  evidence  a  number  of  exhibits 
showing  the  manner  in  which  telegraph  keys  were  constructed 
prior  thereto.  It  is  unnecessary  to  refer  to  these,  as  they  do 
not  contain  the  torsional  spring,  and  add  very  little  to  the 
light  thrown  upon  the  prior  art  by  the  statements  of  the  pat- 
ent itself.  The  exhibits  which  are  the  nearest  approach  to 
the  invention  are  the  magnetic  "pole  changer"  and  the  u ad- 
justable torsional  spring."  In  the  "pole  changer,"  first 
known  in  1881,  there  is  a  lever  which  oscillates  between  fixed 
points  and  is  f ulcrumed  upon  the  free  end  of  a  non-adjustable 
torsional  spring.  The  principal  office  of  this  spring  is  to  form 
a  supporting  fulcrum  for  the  armature  lever.  The  retractile 
force  exerted  by  it  is  very  slight.  If  one  of  the  supporting 
posts  in  the  patented  apparatus  were  removed,  its  similarity 
to  the  "  pole  changer  "  would  be  more  apparent.  The  "  ad- 
justable torsional  spring"  exhibit  is  an  enlarged  model  of  an 
instrument  made  by  one  of  the  witnesses  in  1878.  It  consists 
of  a  fine  wire  connected  at  each  end  to  adjustable  brackets,  a 
lever  being  suspended  in  the  centre  of  the  wire.  It  is  not 
the  purpose  of  the  wire  to  cause  repeated  and  regular  oscilla- 
tions of  the  ends  of  the  lever.  That  it  performs  any  torsional 
function  is  strenuously  disputed.  The  wire  is  very  fine  and, 
as  its  ends  are  not  firmly  fastened,  but  to  some  extent  are 
permitted  to  rotate  in  the  holes  of  the  brackets,  it  is  not  easy 
to  see  how  it  can  be  twisted  to  exert  any  appreciable  force. 
It  is  enough  to  say  that  the  matter  is  involved  in  doubt. 
Neither  of  these  exhibits  can  be  said  to  anticipate  or  other- 
wise to  defeat  the  patent.  It  follows,  therefore,  that  the  pat- 
entee has  made  an  invention,  not  a  great  one,  certainly,  but 
one  entitling  him  to  a  position  far  above  the  plane  of  the 
skilled  mechanic.  Torsional  springs  were,  of  course,  well 
known;  so  were  telegraph  keys  and  sounders,  minus  this 
spring,  but  the  combination  of  the  patent  was  never  before 
used,  and  there  is  nothing  in  the  prior  art  to  suggest  it,  ex- 
cept to  an  inventor ;  to  one  who  was  fe  skilled  artisan  only  it 
would  never  have  occurred. 
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:  Do  the  defendants  infringe  ?  They  argue  in  the  negative, 
for  the  reason  that  the  combination  of  the  third  claim  is  con- 
fined to  a  telegraph  key,  and,  by  implication,  to  a  "  circuit- 
breaking  lever,"  and,  as  they  use  the  combination  in  a  tele- 
graph sounder  and  not  in  a  key,  they  do  not  infringe.  They 
insist  further  that  they  do  not  employ  the  adjusting  screws 
H  H'.  In  regard  to  the  latter  suggestion  the  defendants'  ex- 
pert testifies  :  "  I  find  two  adjusting  screws,  having  a  relation 
to  the  lever  of  the  sounder  similar  to  that  of  the  screws  fl  H' 
to  the  lever  of  the  key  in  the  patent,  but  in  the  sounder  they 
do  not  practically  have  any  effect  upon  the  retractile  force 
applied  in  the  lever."  The  complainant's  expert  considers 
the  functions  the  same  in  every  particular.  The  Court  is 
satisfied  that  he  is  correct. 

As  has  been  seen,  the  third  claim  does  not  contain  the 
element  of  a  "  circuit;breaking  lever,"  and,  in  view  of  the 
clearly  expressed  intention  of  the  patentee  to  include  other 
telegraphic  instruments,  it  must  be  held  to  include  the  lever 
of  a  sounder.  Fairly  construed,  the  claim  should  read  "  The 
combination  in  a  telegraph  key,  or  sounder"  etc.  To  restrict 
it  to  a  "  key "  alone,  as  that  word  is  known  in  telegraphy, 
would  be  most  illiberal  and  would  unduly  circumscribe  the 
invention.  No  better  illustration  of  this  can  be  found  than 
the  following  statement  from  the  Haskins  patent,  before  al- 
luded to  :  ''  The  invention  has  been  described  in  connection 
with  a  telegraphic  sounder ;  but  it  is  evident  that  the  torsion 
spring  may  be  applied  to  the  armature  lever  of  any  telegraph- 
ic receiving  instrument  or  to  the  lever  of  any  telegraphic  key, 
without  departing  from  the  spirit  of  the  invention."  Equally 
is  it  true  that  the  Edwards  spring  may  be  applied  to  a  sound- 
er without  departing  from  the  spirit,  or  the  letter,  of  the  in- 
vention. 

As  the  question  of  infringement  was  carefully  examined 
by  this  Court  upon  the  motion  for  a  preliminary  injunction 
(ante,  jp.  18,)  it  is  unnecessary  to  repeat  what  was  then  said. 
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There  must  be  a  decree  in  favor  of  the  complainant,  upon 
the  third  claim,  for  an  injunction  and  an  accounting. 

Arthur  V.  Briesen,  for  the  plaintiff. 

George  P.  Barton,  for  the  defendant. 


William  Boemer 

vs. 

Edward  Simon  and  others.  m    In  Equity. 

Id  an  accounting  for  profits  and  damages,  on  a  patent  for  a  lock  for  travelling 
bags,  the  plaintiff  showed  that  he  made  a  profit  from  making  and  selling  the 
locks,  of  91  cents  per  dozen,  bat  did  not  show  that  bis  profits  were  doe  to  the 
patented  feature  of  the  lock,  in  whole  or  in  any  definite  part,  or  that  he  would 
have  made  and  sold  the  locks  if  the  defendant  had  not  made  and  sold  them: 
Held,  that  the  plaintiff  could  recover  only  nominal  damages. 

(Before  Whhlrr,  J.,  Southern  District  of  New  York,  May  17th,  1887.) 

Wheeler,  J.  A  decree  for  an  injunction  against  further 
infringement  of  the  plaintiff's  patent,  and  for  an  account  of 
profits  and  damages,  was  before  entered  in  this  cause  (20 
Fed.  Rep.,  197).  It  has  now  been  heard  on  the  plaintiff's 
exceptions  to  the  master's  report  of  nominal  damages  only. 

The  patent  is  for  a  single  feature  of  a  lock  for  travelling 
bags.  The  plaintiff  has  granted  no  licenses,  but  has  himself 
made  and  sold  the  locks,  separately,  and  with  bags,  intending 
to  supply  the  wants  of  the  trade  for  them.  He  showed  to  the 
master  that  his  profit  upon  these  locks  was  ninety-one  cents 
per  dozen,  and  that  the  defendants  had  made  and  sold,  with 
bags,  38,265  of  them ;  but  made  no  further  showing  of  their 
profits.     The  exceptions  raise  the  question  whether  these 
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facts  furnish  a  sufficient  basis  for  the  estimation  of  damages, 
beyond  merely  nominal  damages. 

Two  defects  are  apparent  in  the  plaintiff's  claim  in  this 
respect.  One  is,  that  the  case  does  not  show  that  the  plaint- 
iff's profits  are  due  to  the  patented  feature  of  the  locks,  in 
whole,  or  in  any  definite  part ;  the  other  is,  that  these  facts 
do  not  show  that  the  plaintiff  would  have  had  an  opportunity 
to  make  and  sell  these  locks  if  the  defendants  had  not  made 
and  sold  them  with  their  bags. 

The  case  shows  that  there  are  other  kinds  of  locks  for 
such  bags ;  and  they  are  mere  incidents  to  the  bags,  for  their 
more  convenient  use.  However  it  might  be  as  to  articles 
wholly  covered  by  a  patent,  for  which  there  was  no,  or  no 
convenient,  substitute,  it  does  not  follow,  in  a  case  like  this, 
that  the  purchaser  of  the  principal  thing  with  a  patented  in- 
cident would  go  until  he  should  find  that  particular  kind  of 
incident  before  purchasing.  The  form,  material,  or  work- 
manship of  the  bag  itself  may  have  been,  and  is  quite  likely 
to  have  been,  as  decisive  with  the  purchaser  as,  and  perhaps 
more  so  than,  the  lock.  The  plaintiff  may  have,  and  prob- 
ably has,  suffered  damages  from  this  infringement.  He  must 
show  more  than  this,  however,  in  order  to  recover  them.  He 
must,  according  to  the  cases,  show  what  they  are,  or  some 
reliable  basis  for  estimating  them.  (Garreteon  v.  Clark,  111 
U.  S.,  120;  Black  v.  Thome,  Id.,  122 ;  Dobaon  v.  Hartford 
Carpet  Co.,  1U  U.  8.,  439 ;  Dobson  v.  Dornan,  118  U.  S., 
10.) 

Exceptions  overruled,  report  accepted  and  confirmed. 


Arthur  V.  Briesen,  for  the  plaintiff. 
J.  E.  Hindon  Hyde,  for  the  defendants. 
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Archie  B.  Gwathmay  and  another 

vs. 
John  H.  Clisby  and  another. 

Under  the  law  of  Alabama  a  bill  of  exchange  drawn  on  a  person  in  Alabama 
and  accepted  there  is  a  negotiable  instrument,  and  is  governed  by  commer- 
cial law,  within  the  meaning  of  section  2094  of  the  Code  of  Alabama,  of  1876, 
although  it  is  not,  by  its  terms,  payable  at  a  certain  place  of  payment  there- 
in designated. 

Being  such,  although  its  acceptance  was  obtained  by  fraud  and  without  consid- 
eration, a  person  who  subsequently  took  it,  in  good  faith,  and  for  value, 
without  actual  notice  of  any  defence  to  it,  or  of  any  equities  existing  between 
the  drawer  and  the  payee,  in  part  payment  of  an  antecedent  indebtedness  of 
the  drawer,  can  recover  on  it  against  the  acceptor. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  21st,  1887.) 

Wallace,  J.  This  case  is  here  upon  the  motion  of  the 
plaintiffs  for  a  new  trial,  on  exceptions  to  the  rulings  of  the 
referee  by  whom  the  case  was  tried.  The  action  is  brought 
upon  a  bill  of  exchange  drawn  upon  defendants  and  accepted 
by  them  at  Montgomery,  Alabama.  The  referee  found  that 
the  acceptance  of  the  bill  was  obtained  by  fraud  and  without 
consideration,  but  that  the  plaintiffs  received  the  bill  without 
actual  notice  of  any  defence  thereto,  or  of  any  equities  exist- 
ing between  the  drawers  thereof  and  the  payee,  in  part  pay- 
ment of  an  antecedent  indebtedness  of  the  drawers.  He 
decided  that,  under  the  law  of  Alabama,  the  bill  of  exchange 
was  not  a  negotiable  instrument,  and  was  not  governed  by 
commercial  law,  because  it  was  not,  by  its  terms,  payable  at 
a  certain  place  of  payment,  therein  designated. 

The  only  question  which  it  is  necessary  to  consider  is, 
whether  bills  of  exchange  are  "  governed  by  the  commercial 
law,"  within  the  meaning  of  section  2094  of  the  Code  of 
Alabama,  of  1876,  when  they  are  not,  by  their  terms,  payable 
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at  a  certain  place  of  payment  designated.  If  they  are,  as  the 
plaintiffs  were  holders  in  good  faith  and  for  value,  according 
to  the  decisions  controlling  upon  this  Court,  the  bill  of  ex- 
change, in  their  hands,  was  not  subject  to  the  equities  exist- 
ing between  the  original  parties.  (Swift  v.  Tyson,  16  Peters, 
1 ;  Railroad  Co.  v.  National  Bank,  102  U.  S.,  14.)  The 
language  of  the  section  is  as  follows :  "  Section  2094.  Bills 
of  exchange  and  promissory  notes,  payable  in  money  at  a 
bank  or  private  banking  house,  or  a  certain  place  of  pay- 
ment therein  designated,  are  governed  by  the  commercial 
law."  It  is  plain,  upon  the  maxim,  expressio  unius  est  exclusio 
alterius,  that  promissory  notes  are  not  governed  by  the  law 
of  commercial  paper  under  this  section,  unless  they  are  made 
payable  at  a  bank  or  private  banking  house,  or  some  other 
designated  place  of  payment.  The  inquiry  is,  whether,  by 
the  terms  of  the  section,  the  same  conditions  apply  to  bills  of 
exchange.  It  is  somewhat  surprising  that,  so  far  as  is  known, 
this  question  has  never  been  decided  by  the  Courts  of  the 
State  of  Alabama,  and  that  it  should  devolve  upon  a  foreign 
tribunal  to  place  a  construction,  for  the  first  time,  upon  the 
meaning  of  a  law  of  Alabama  which  has  been  in  force  since 
1852,  affecting  a  subject  so  important  as  the  rights  and  obli- 
gations of  parties  to  a  bill  of  exchange. 

Beading  the  section  without  the  assistance  of  other  pro- 
visions of  the  laws  of  Alabama  in  pari  materia,  or  of  ante- 
cedent legislation  upon  the  same  subject,  the  question  pre- 
sented would  be  one  of  much  doubt.  The  punctuation  would 
favor  the  view,  that  bills  of  exchange  and  promissory  notes 
are  both  governed  by  the  restrictive  terms.  But,  in  arriving 
at  the  real  meaning  of  statutes,  the  Courts  disregard  punctu- 
ation, and  read  statutes  with  such  stops  as  are  most  consistent 
with  the  sense.  In  other  words,  punctuation  is  no  part  of  the 
statute.  (Hammock  v.  Loan  <&  Trust  Co.,  105  U.  S.,  77.)  It 
was  undoubtedly  the  purpose  of  the  section  to  change  the 
rule  of  the  common  law  respecting  the  attributes  of  promis- 
sory notes.  If  a  like  intention  can  be  gathered  with  respect 
to  bills  of  exchange,  it  is  because  both  classes  of  commercial 
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paper  are  associated  together  in  the  section.  But  this  con- 
sideration does  not  advance  the  inquiry,  because  the  point  is, 
whether  the  qualifying  words  apply  to  both  classes  or  only  to 
promissory  notes. 

The  plaintiffs  invoke  the  rule  of  construction  sometimes 
resorted  to,  that  relative  words  must  ordinarily  be  referred  to 
the  next  antecedent,  where  the  intent  upon  the  whole  statute 
does  not  appear  to  the  contrary.  (Broom's  Legal  Maxims, 
680 ;  Dwarris  on  Statutes,  2d  London  ed.,  590,  591 ;  Gush- 
ing v.  Wbrrick,  9  Gray,  382.)  This  rule  is  not  controlling, 
and  has  often  been  disregarded ;  and  it  is  not  necessary  to 
place  the  decision  of  the  question  upon  such  a  narrow  consid- 
eration. 

The  Code  of  1876  is  a  revision  of  pre-existing  legislation. 
It  succeeded  the  Code  of  1867,  and,  like  that  Code,  was  au- 
thorized by  an  Act  of  the  General  Assembly,  which  contem- 
plated that  the  substance  and  meaning  of  former  statutes 
should,  remain  unchanged.  When  a  codification  or  revision 
of  laws  contains  provisions  which  are  substantially  reproduced 
from  previous  Acts  of  the  Legislature,  and  doubts  arise  from 
the  ambiguity  of  the  language  employed,  the  safest  rule  by 
which  to  ascertain  the  meaning  is  to  resort  to  the  original 
sources,  for  the  purpose  of  ascertaining  the  legislative  intent. 
(  United  States  v.  Bowen,  100  U.  &,  508.)  To  quote  the  lan- 
guage of  the  Supreme  Court  of  Alabama  in  Landford  v. 
Dunklin :  "  No  rule  of  statutory  construction*  rests  upon  bet- 
ter reasoning  than  that,  in  the  revision  of  statutes,  alteration 
of  phraseology,  or  the  omission  or  addition  of  words,  will  not 
necessarily  change  the  operation  or  construction  of  former 
statutes.  The  language  of  the  statute  as  revised,  or  the  leg- 
islative intent  to  change  the  former  statute,  must  be  clear 
before  it  can  be  pronounced  that  there  is  a  change  of  such 
statute  in  construction  and  operation."  (71  Ala.,  609.)  As 
said  by  the  Court  in  East  Tennessee,  etc.  v.  Hughes,  (76  Ala., 
590 :)  "  Unless  the  alteration  of  the  original  Act  is  of  such  a 
character  as  to  manifest  a  clear  intent  to  make  a  change  in 


MAY,  1887.  401 


Gwathmay  v.  Clisby. 


the  construction  and  operation,  effect  will  be  given  to  the 
statute  as  originally  framed  by  the  General  Assembly." 

Section  2094  is  a  reproduction  of  section  1525  of  the  Code 
of  1852,  as  amended  in  1873,  which,  as  will  be  seen,  did  not 
exclnde  bills  of  exchange,  when  not  payable  at  any  designated 
place,  from  the  category  of  instruments  governed  by  the 
commercial  law.  The  origin  of  the  legislation  in  reference 
to  the  general  subject  is  found  in  the  Act  of  January 
15th,  1828,  {Laws  of  1828,  p.  37,)  which  reads  as  follows : 
u  Hereafter  the  remedy  on  bills  of  exchange  foreign  and  in- 
land, and  on  promissory  notes  payable  in  bank,  shall  be  gov- 
erned by  the  rules  of  the  law  merchant,  as  to  days  of  grace, 
protest  and  notice."  This  provision  was  supplemented  by 
an  Act  of  December  21st,  1832,  (Laws  of  1832-3,  p.  14,) 
reading  as  follows :  "  Bonds  and  other  instruments  payable  in 
bank,  shall  be  governed  by  the  rules  of  the  law  merchant,  as 
to  days  of  grace,  demands  and  notice,  in  the  same  manner 
that  bills  of  exchange  and  notes  payable  in  bank  now  are." 

The  grammatical  construction  of  the  Act  of  1828  plainly 
limits  the  qualifying  words,  "  payable  in  bank,"  to  promis- 
sory notes.  And  the  statute  is  not  to  be  conbtrned  as  altering 
the  common  law,  or  making  any  innovations  therein,  further 
than  the  words  import.  (Shaw  v.  Railroad  Co.,  101  U.  S.9 
557.)  Accordingly,  by  the  reasonable  interpretation  of  the 
Acts  of  1828  and  1832,  bills  of  exchange  were  governed  by 
commercial  law,  and  so  also  were  all  other  instruments  when 
payable  in  bank,  including  promissory  notes. 

That  this  was  the  true  meaning  and  result  of  the  legisla- 
tion is  made  still  more  clear  by  the  Code  of  1852.  That 
Code  was  not  merely  a  revision  of  laws  previously  enacted, 
but  a  Code  in  the  wider  sense,  for  the  adoption  of  a  body  of 
laws  "  having  regard  to  the  general  system  and  true  spirit  of 
the  existing  laws  "  of  the  State.  Two  sections  of  that  Code 
are  to  be  considered  together  as  being  in  pari  materia.  Sec- 
tion 1525  read  as  follows:  "  Bills  of  exchange  and  promissory 
notes  payable  in  money  at  a  bank  or  private  banking  house, 
are  governed  by  the  commercial  law,  except  so  far  as  the 
Vol.  XXTV.— 26 
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same  is  changed  by  this  Code."  Section  2129  was  as  follows : 
"Every  action  founded  upon  a  promissory  note,  bond,  or 
other  contract,  express  or  implied,  for  the  payment  of  money, 
must  be  prosecuted  in  the  name  of  the  party  really  interested, 
whether  he  have  the  legal  title  or  not,  subject  to  any  defence 
the  payer,  obligor  or  debtor  may  have  had  against  the  payee, 
obligee  or  creditor,  previous  to  notice  of  the  assignment  or 
transfer ;  bat  this  clause  does  not  apply  to  bills  of  exchange 
or  instruments  payable  in  bank  or  at  a  private  banking 
house."  Section  1525  would  not,  of  itself,  be  decisive  of  the 
present  inquiry ;  but  it  is  to  be  observed  that  section  2129, 
which  is  the  first  provision  in  the  laws  of  Alabama  by  which 
negotiable  paper  of  any  class  was  explicitly  placed  on  the 
footing  of  other  contracts  for  the  payment  of  money,  so  far 
as  to  be  subject,  in  the  hands  of  a  purchaser,  to  the  equities 
existing  between  the  original  parties,  makes  a  distinction  be- 
tween bills  of  exchange  and  all  other  instruments.  The  sec- 
tion declares,  that  the  clause  is  not  to  apply  "  to  bills  of  ex- 
change or  instruments  payable  in  bank,"  etc.  It  was  unne- 
cessary to  enumerate  bills  of  exchange,  unless  this  distinction 
was  contemplated.  They  would  have  been  included  in  the 
term  "  instruments,"  and,  unless  the  provision  was  intended 
to  discriminate  between  them  and  other  instruments  payable 
in  bank  or  at  a  private  banking  house,  there  was  no  reason 
for  specially  mentioning  them.  It  is  a  cardinal  rule,  in  the 
construction  of  statutes,  that  every  part  shall  be  regarded  and 
be  so  expounded,  if  practicable,  as  to  give  some  effect  to 
every  part.  Promissory  notes  were  not  mentioned  in  the 
proviso,  because  they  were  included  in  the  general  designa- 
tion of  "  instruments."  When  payable  in  bank  or  at  a  pri- 
vate banking  house,  they  were  within  the  exception,  although 
not  specifically  mentioned ;  when  not  so  payable,  they  fell 
within  the  general  clause.  Bills  of  exchange  were  mentioned 
to  emphasize  the  distinction  created  by  the  Act  of  1828.  If 
this  had  not  been  the  purpose  the  word  "  other "  would 
probably  have  been  inserted  between  the  words  u  or "  and 
''  instruments."    Sections  1525  and  2129  reproduce  the  pro- 
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visions  of  both  the  previous  Acts,  bat  it  is  only  in  section 
2129  that  effect  is  given  to  the  provisions  of  the  Act  of  1832. 

Section  1525  of  the  Oode  of  1852  was  amended  in  1873, 
(Act  of  April  %th%  1873,  Laws  of  1872-3,  jp.  112,)  so  as  to 
read  as  follows :  "  Sec.  1833,  (1525).  Bills  of  exchange  and 
promissory  notes  payable  in  money  at  a  bank,  or  certain  place 
of  payment  therein  designated)  are  governed  by  the  commer- 
cial law."  Section  2094  of  the  Code  of  1876  reproduces  the 
language  of  section  1525  of  the  Oode  of  1852,  as  thus  amended 
in  1873.  It  is  to  be  read  in  connection  with  section  2890,  which 
is  a  reproduction  of  section  2129  of  the  Code  of  1852.  Sec- 
tion 2890  reads  as  follows :  "  Actions  upon  promissory  notes, 
bonds  or  other  contracts,  express  or  implied,  for  the  payment 
of  money,  must  be  prosecuted  in  the  name  of  the  party  really 
interested,  whether  he  has  the  legal  title  or  not,  subject  to 
any  defence  the  payor,  obligor  or  debtor  may  have  had  against 
the  payee,  obligee  or  creditor  previous  to  notice  of  assignment 
or  transfer,  except  in  actions  npon  bills  of  exchange,  promis- 
sory notes  payable  in  bank,  or  at  a  designated  place  of  pay- 
ment, and  commercial  instruments,  in  which  cases  the  suits 
must  be  instituted  in  the  name  of  the  persons  having  the 
legal  title."  By  the  grammatical  construction  of  this  section, 
neither  bills  of  exchange  nor  other  commercial  instruments 
except  promissory  notes,  are  required  to  be  payable  in  bank, 
or  at  a  designated  place  of  payment,  to  fall  within  the  excep- 
tion. 

It  is  apparent,  from  this  collocation  of  statutes,  that  none 
of  them  exhibit  any  clear  intention  to  restrict  the  negotiabil- 
ity of  bills  of  exchange,  and  that  the  tendency  of  the  legisla- 
tion of  the  State  has  been  to  enlarge  the  negotiability  of 
promissory  notes  since  1852,  when  they  were  negotiable  only 
when  payable  at  a  bank  or  private  banking  house,  and  to  en- 
large the  negotiability  of  other  commercial  instruments, 
which,  by  the  Code  of  1852,  were  placed  in  the  same  cate- 
gory with  promissory  notes,  but  were  withdrawn  apparently 
by  section  2890  of  the  Code  of  1876. 

The  cases  of  Cook  v.  Mutual  Ins.  Co.,  (53  Ala.,  37,)  and 
Oatee  v.  National  Bank,  (100  U.  &,  289,)  are  cited  in  support 
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of  the  contention  of  the  defendants.  Both  of  these  cases 
were  upon  promissory  notes ;  there  was  no  occasion  to  con- 
sider the  point  whether  bills  of  exchange,  nnder  the  statutes 
of  Alabama,  were  governed  by  commercial  law  or  not,  and 
the  point  was  not  considered  directly  or  inferentially.  On 
the  other  hand,  the  case  of  Knott  v.  Venable,  (42  Ala.,  186,) 
is  cited  in  support  of  the  position  of  the  plaintiffs.  That  was 
a  snit  on  an  inland  bill  of  exchange,  which  was  not  payable 
at  any  particular  place.  The  questions  litigated  related  to 
presentation  for  acceptance  and  to  demand  and  protest.  The 
Court  held  that,  in  these  regards,  the  paper  was  governed  by 
the  ordinary  rules  of  commercial  law.  No  reference  was 
made  in  argument,  so  far  as  appears,  or  in  the  opinion  of  the 
Court,  to  the  Code  provisions ;  but  it  is  urged  that  it  can  hard- 
ly be  supposed  that  section  1525  of  the  Code  of  1852,  which 
had  been  in  force  for  13  years  when  that  case  was  decided, 
would  have  been  overlooked,  if  the  Court  had  supposed  that 
that  section  was  intended  to  deprive  bills  of  exchange  of 
their  ordinary  attributes. 

In  the  absence  of  any  decision  of  the  Courts  of  Alabama 
which  can  be  deemed  authoritative  upon  the  present  ques- 
tion, the  unwelcome  duty  has  devolved  upon  this  Court  of 
deciding  it  by  the  aid  of  the  best  light  of  which  it  is  pos- 
sessed. The  conclusion  reached  is  not  altogether  satisfactory, 
but  it  is  one  which  seems  most  reasonable,  after  a  very  full 
consideration.  The  rules  of  the  common  law  are  not  to  be 
changed  by  doubtful  implication,  and  especially  should  the 
Courts  be  slow  to  impute  an  intention  to  a  statute,  not  evi- 
denced by  clear,  unambiguous  and  peremptory  language,  to 
change  the  law  of  commercial  paper,  which  circulates  largely 
in  foreign  States  among  those  who  are  not  supposed  to  be 
familiar  with  restrictions  peculiar  to  the  local  law  of  the 
State  where  it  may  be  made  or  may  be  payable. 

The  exceptions  to  the  rulings  of  the  referee  are  sustained 
and  the  motion  for  a  new  trial  is  granted. 

Thomas  G.  Shearman,  for  the  plaintiffs. 

William  P.  Chambers,  for  the  defendants. 
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w. 


Alexandeb  K.  Chisolm  and  others.     In  Equity. 

A  defendant  had  loet  the  right  of  remoring  a  suit  from  the  State  Court  into  this 
Court  before  the  Act  of  March  8d,  1887,  (28  U.  8.  Stat,  at  Large,  552,)  was 
passed.  After  that  Act  was  passed,  the  pleadings  were  amended,  and  he  filed 
a  petition  for  removal  with  his  amended  answer :  Held,  that  he  was  too  late. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  23d,  1887.) 

Wallace,  J.  It  was  the  obvious  purpose  of  the  Act  of 
March  3d,  1887,  (23  U.  8.  Stat,  at  Large,  552,)  to  restrict  the 
right  of  removal  of  an  action  from  a  State  Court  to  the  Cir- 
cuit Court  as  it  then  existed.  The  right  is  restricted  as  to 
the  parties  who  can  exercise  it,  as  to  the  classes  of  actions  in 
which  it  may  be  exercised,  and  as  to  the  time  at  which  an 
election  to  exercise  the  privilege  must  be  made.  The  defend- 
ants now  invoke  this  Act  to  give  them  the  privilege  of  re- 
moval under  circumstances  in  which  it  did  not  exist  previ- 
ously. They  had  elected  not  to  remove,  and  had  waived 
their  privilege  before  the  new  Act  was  passed,  by  waiting 
until  after  the  February  term  of  the  State  Court,  the  term  at 
which  the  action  could  have  been  tried,  within  the  meaning 
of  the  former  removal  Act.  Subsequently  the  pleadings 
were  amended,  and  the  defendants  filed  a  petition  for  re- 
moval with  their  amended  answer. 

By  the  true  construction  of  the  new  Act  a  defendant 
must  file  his  petition  within  the  time  in  which,  by  the  laws 
of  the  State,  or  the  rules  of  the  State  Court,  he  is  required 
to  serve  or  file  his  original  answer  or  plea,  not  within  the 
time  when  he  is  required  or  may  elect  to  file  an  amended  or 
supplemental  answer.  The  defendants,  therefore,  have  not 
complied  with  the  conditions  upon  which  their  right  to  re- 


406  SOUTHERN  DISTRICT  OP  NEW  YORK, 


The  U.  S.  Bong  Manufacturing  Go.  v.  The  Independent  Bung  and  Bushing  Co. 

move  depends.    Much  less  can  they  rely  upon  the  language 
of  the  new  Act  to  revive  a  lost  right  of  removal. 
The  motion  to  remand  is  granted. 

Van  Duzer  dk  Taylor,  for  the  plaintiff. 

Dos  Pa8808  Brothers,  for  the  defendants. 


The  United  States  Bung  Manufacturing  Company 

vs. 

The  Independent  Bung  and  Bushing  Company.    In 

Equity. 

Re-issued  letters  patent  No.  5,987,  granted  to  Rafael  Pentlarge,  June  80th,  1874, 
and  re-issued  letters  patent  No.  10,175,  granted  to  Frederick  Pentlarge  and 
Philipp  Hirsch,  August  1st,  1882,  and  letters  patent  No.  208,816,  granted  to 
George  Borst,  May  7th,  1878,  all  of  them  for  improvements  in  bongs  for 
casks,  are  void  for  want  of  novelty  and  invention. 

If  a  prior  foreign  patent  describee  a  device  covered  by  a  patent  of  the  United 
States,  or  describes  it  so  nearly  that  it  is  made  patent  to  the  public,  and  the 
clumsiest  mechanic  can  readily  make  the  change  from  the  one  to  the  other, 
the  latter  patent  cannot  be  sustained. 

(Before  Cox*,  J.,  Southern  District  of  New  York,  May  28d,  1887.) 

Coxe,  J.  The  complainants  are  the  owners  of  three 
several  letters  patent  for  improvements  in  bungs  for  casks* 
The  first  patent,  re-issue  No.  5,937,  was  granted  to  Rafael 
Pentlarge,  June  30th,  1874.  The  alleged  invention  consists 
in  boring  a  hole  from  either  side  nearly  through  an  ordinary 
wooden  bung,  the  hole  being  filled  by  a  tightly  fitting  wooden 
plug.  In  tapping,  tbe  vent  plug  is  driven  into  this  hole,  the 
solid  portion  of  the  bung  is  broken  off,  and,  with  the  wooden 
plug,  passes  into  the  cask.  The  object  is  to  provide  an  easy 
method  of  inserting  the  vent  plug,  without  permitting  the 
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gases,  generated  by  fermentation,  to  escape.  The  claims  are : 
"  1.  The  bnng  A,  provided  with  the  hole  a,  and  having  a 
solid  portion,  d,  opposite  thereto,  substantially  as  specified. 
2.  The  plug  B,  in  combination  with  the  bnng  A,  having  a 
hole  extending  partly  through  it,  substantially  as  and  for  the 
purpose  set  forth." 

The  second  patent,  re-issue  No.  10,175,  was  granted  to 
Frederick  Pentlarge  and  Philipp  Hirsch,  August  1st,  1882. 
The  bung  here  described  is  like  that  of  the  previous  patent, 
except  that  the  hole  is  bored  from  both  sides.  A  thin  web 
of  wood  is  thus  left  between  the  two  holes  in  the  interior  of 
the  bung.  The  reinforcing  plug  is  dispensed  with.  The 
claims  are :  "  1.  In  a  vent-bung  made  and  constructed  sub- 
stantially as  described,  a  transverse  web  having  recesses 
formed  respectively  upon  its  inner  and  outer  faces.  2.  In  a 
vent-bung  made  and  constructed  substantially  as  described  in 
Figs.  1  and  2,  the  recess  0,  on  one  side  of  the  bung,  of 
greater  size  than  the  recess  B,  on  the  other  side  of  the 
bung." 

The  third  patent,  No.  203,816,  was  granted  to  George 
Borst,  May  7th,  1878.  This  bung  is  similar  to  the  preceding 
ones,  except  that  a  catting  tool  is  used,  which,  instead  of  a 
hole,  makes  a  groove  or  circular  incision,  the  centre  core  of 
wood  being  left  intact.  The  claims  are :  "  1.  A  vent-bung 
having  upon  one  or  both  of  its  faces  a  groove  or  incision,  ex- 
tending partially  through  the  same  and  surrounding  the  por- 
tion to  be  removed,  substantially  as  and  for  the  purpose  set 
forth.  2.  A  vent-bung  having  formed  upon  one  of  its  faces 
a  cavity,  and  upon  the  opposite  face  a  groove  or  incision  sur- 
rounding the  portion  to  be  removed,  substantially  as  and  for 
the  purpose  specified." 

Infringement  is  admitted,  but  the  defendants  insist  that 
the  patents  are  invalid  for  lack  of  novelty  and  invention. 
Before  proceeding  to  this  defence  it  is  well  to  have  in  mind 
what  the  Courts  have  said  regarding  the  patents  in  question, 
which,  upon  several  occasions,  have  been  the  subjects  of 
judicial  examination.    In  1878,  Judge  Benedict,  in  refusing 
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a  preliminary  injunction  in  an  action  by  Frederick  Pentlarge 
against  Rafael  Pentlarge,  decided  that  the  patent  to  Rafael, 
No.  5,937,  is  broad  enough  to  include  the  devices  described 
in  the  Pentlarge-Hirsch  patent,  No.  10,175,  and  the  patent 
to  Borst,  No.  203,316,  and  is  not  limited  to  a  bung  with  a 
web  on  one  face,  but  covers  every  form  of  bung  in  which 
a  solid  web  is  left  opposite  the  plug  hole.  He  further  held 
that  the  distinctive  feature  of  the  first  claim  is  "  the  trans- 
verse web  of  solid  wood  left  intact  and  opposite  the  plug 
hole,  for  the  purpose  of  preventing  the  exit  of  gas  or  fluid, 
and  yet  thin  enough  to  permit  of  its  easily  giving  way  on 
being  struck ; "  and  that  changing  the  locality  of  the  web 
from  the  face  to  the  centre  of  the  bung,  whether  by  boring 
or  by  a  circular  cut,  is  a  mere  change  of  form  and  nothing 
more.  Subsequently,  in  an  action  by  Rafael  Pentlarge 
against  Frederick  Pentlarge  and  another,  the  same  patents 
being  involved,  the  same  Judge  held  that  the  defendants  in- 
fringed and  ordered  them  under  injunction. 

In  1880,  in  a  suit  between  Rafael  Pentlarge  and  The 
New  York  Bung  and  Bushing  Company,  Judge  Blatchford 
decided  that  the  defendants  were  at  liberty  to  make  a  bung 
with  a  hole  in  it  and  a  solid  portion  opposite  to  the  hole, 
for,  in  so  doing,  they  made  simply  what  is  described  and 
shown  in  the  English  patent  to  Taylor,  infra.  The  fact  that 
the  hole  shown  in  the  Taylor  patent  is  flaring  he  considered 
unimportant. 

In  1884,  Frederick  Pentlarge  commenced  an  action,  under 
§  4,918  of  the  Revised  Statutes,  praying  that  the  patent  of 
George  Borst,  No.  203,316,  be  declared  void.  Judge 
Wheeler  dismissed  the  bill,  holding  that  the  patents  were 
each  valid  for  the  difference  only  between  the  bungs  de- 
scribed in  them  and  those  in  existence  before,  and  that  the 
patents  did  not  interfere.  (20  Fed.  Rep.,  314.)  The  patents 
to  Taylor  and  Rafael  Pentlarge  were  in  evidence  in  that 
cause. 

Coming,  now,  to  the  defence  of  lack  of  patentable  novelty, 
it  is  necessary  to  understand,  at  the  outset,  what  was  known 
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in  the  art  before  the  alleged  inventions  were  conceived.  In 
1871  a  patent  was  granted  to  Josiah  Kirby  for  a  wooden  bung 
with  a  cylindrical  hole  or  vent  bored  entirely  through  it. 
The  hole  was  filled  with  a  tightly  fitting  ping,  its  grain  run- 
ning at  right  angles  to  its  axis.  This  plug,  in  venting,  was 
forced  into  the  cask.  In  February,  1865,  an  English  patent 
was  sealed  to  William  Rowland  Taylor.  In  his  specification 
he  declares :  "  I  propose  to  employ  shives  or  bungs  having 
therein  a  distinct  peg  hole  of  metal  or  wood  to  contain  a  cork 
or  peg,  which  may  be  displaced  by  the  pressure  of  the  ordi- 
nary loose  peg,  which  will  then  fill  the  hole."  Again  he 
says,  in  explanation  of  the  drawings :  "  Figure  9  shows  a 
shive  having  a  hole  made  not  quite  through  it,  so  as  to  leave 
a  thickness  of  wood  which  can  be  pressed  into  the  cask  by 
the  common  wooden  vent  peg."  The  only  possible  difference 
between  the  Taylor  bung,  as  shown  in  Figure  9,  and  the 
Rafael  Pentlarge  bung,  as  shown  in  Figure  1,  is  that  the 
former  is  conical  and  is  smaller  than  the  latter;  although 
Taylor,  in  describing  Figure  1  of  his  drawings,  says  that  the 
peg  hole  may  be  "  either  slightly  tapered  or  of  equal  diameter 
throughout." 

Let  it  be  assumed  that  he  who  first  bored  a  vent  hole  in  a 
wooden  bung  and  stopped  boring  before  he  had  gone  entirely 
through,  so  that  the  hole  was  completed  by  being  hammered 
out  instead  of  being  bored  out,  is  entitled  to  rank  as  an  in- 
ventor. The  question  here  is — was  it  invention  to  change  a 
conical  hole  to  a  cylindrical  hole ;  to  take  Taylor's  bung  and 
cut  out  the  peg  hole,  so  that  its  diameter  was  equal  at  top 
and  bottom  ?  It  is  thought  not.  And  especially  so  in  view 
of  the  fact  that  Taylor  had  shown  the  cylindrical  hole  and 
Kirby  had  shown  it  as  applied  to  bungs.  It  can  hardly  be 
said  that  the  mechanic,  who,  with  the  Taylor  and  Kirby 
structures  before  him,  takes  the  stock  and  bit  used  by  Kirby 
and  with  it  makes  the  hole  in  the  Taylor  bung  larger  at  the 
bottom,  so  that  it  will  hold  the  Kirby  plug,  has  made  an  ap- 
preciable draft  upon  his  mental  faculties.  To  adopt,  mutatis 
mutandis,  the  language  of  the  Supreme  Court  in  Reald  v. 
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Rice,  (104  U.  S.,  737,  755  :)  "  Could  not  the  owners  of  the 
Kirby  patent  unite  their  device  with  the  Taylor  structure  and 
work  them  together,  in  defiance  of  a  claim  for  the  combina- 
tion ?    To  ask  the  question  is  to  answer  it." 

It  is  not  invention  to  make  a  small  hole  a  big  hole  or  a 
conical  hole  a  cylindrical  hole,  especially  when  no  new  result 
and  no  appreciable  improvement  on  the  old  method  is  accom- 
plished. It  is  a  mere  change  of  form,  involving,  not  the 
action  of  the  mind,  but  a  substitution  of  one  tool  for  another. 
If  such  slight  and  unimportant  changes  are  sufficient,  the 
next  applicant  has  only  to  make  the  vent  hole  elliptical  or 
octagonal,  or  bore  a  round  hole  obliquely,  or  make  it  a  little 
larger  at  the  bottom  than  at  the  top,  and  thus  secure  a  patent. 
The  law  was  never  intended  to  protect  such  superlative  and 
palpable  trivialities.  The  recent  decisions  of  the  Supreme 
Court  upon  this  question  show  no  disposition  to  recede  from 
the  rule  which  elevates  patents  above  the  plane  of  the  frivo- 
lous and  the  commonplace.  {Thatcher  Heatomg  Company 
v.  JSurtie,  121  U.  &,  286 ;  Gardner  v.  Herz,  118  U.  S.9 
180;  Yale  Lock  Company  v.  Cfreenleaf,  117  U.  8.9  554; 
Pomace  Holder  Co.  v.  Ferguson,  119  U.  &,  335,  and  cases 
cited.) 

In  reaching  the  conclusion  that  there  is  no  patentable 
novelty  in  the  Rafael  Pentlarge  bung,  the  Court  has  not 
overlooked  the  argument  advanced  by  the  complainants,  that 
the  Taylor  patent  should  be  laid  out  of  view  in  considering 
the  defence  of  lack  of  invention.  It  is  insisted  that  the 
Taylor  patent  does  not  disclose  an  exact  anticipation ;  that  the 
Pentlarge  structure  is  not  covered  by  Taylor's  claims  or 
u patented"  to  him;  and  that,  under  the  provisions  of 
§  4,886  of  the  Revised  Statutes,  the  English  patent  cannot  be 
considered  at  all.  It  is  thought,  however,  that  this  contention 
is  not  well  founded.  If  a  foreign  patent  describes  the  device 
covered  by  a  patent  of  the  United  States,  or  describes  it  so 
nearly  that  it  is  made  patent  to  the  public,  and  the  clumsiest 
mechanic  can  readily  make  the  change  from  one  to  the  other, 
the  latter  patent  cannot  be  sustained.    Any  other  rule  would 
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promote  inconsistency  and  fraud.  {(John  v.  United  States 
Corset  Co.,  93  U.  S.,  366 ;  SpM  v.  Celluloid  Company,  22 
Blatchf.  C.  C.  R.,  441 ;  FUrsheim  v.  Schilling,  26  Fed.  Rep., 
256 ;  Walker  on  Patents,  §  55.) 

The  foregoing  considerations  dispose  also  of  the  two  re- 
maining patents.  In  the  light  of  what  was  known  at  the 
date  of  their  patent  it  was  sorely  no  invention  for  Frederick 
Pentlarge  and  Philipp  Hirsch  to  bore  from  both  sides  of  the 
bung,  thus  locating  the  web  at  the  centre,  or  nearer  the  cen- 
tre than  before.  Neither  is  invention  shown  in  the  Borst 
patent  in  view  of  the  prior  art,  and  also  in  view  of  the  article 
in  the  German  paper,  of  February,  1877,  which  clearly  pre- 
sents the  idea  of  making  the  circular  cut  and  leaving  the  core 
rather  than  l-oring  out  the  hole.  The  core  is  plainly  an 
equivalent  for  the  plug  of  Rafael  Pentlarge.  The  learned 
judge  who  decided  Pentlarge  v.  New  York  Bung  dk  Bush- 
ing Co.,  (20  Fed.  Hep.,  314,)  did  not  have  the  state  of  the 
art  before  him  and  simply  determined  a  question  of  in- 
terference, under  the  statute,  between  the  two  patents  in 
controversy.  If  the  light  disclosed  by  this  record  had  been 
thrown  upon  that  case  there  is  little  doubt — assuming  that 
the  question  of  patentable  novelty  is  involved  in  such  an 
action — that  he  would  have  reached  a  different  conclusion. 
No  language  can  be  employed  which  more  appropriately 
characterizes  the  results  reached  by  the  patentees  than  that  of 
the  Supreme  Court  in  Smith  v.  Nichols,  (21  Wall.,  112, 119 :) 
"  A  mere  carrying  forward  of  new  or  more  extended  applica- 
tion of  the  original  thought,  a  change  only  in  form,  propor- 
tions, or  degree,  the  substitution  of  equivalents,  doing  sub- 
stantially the  same  thing,  in  the  same  way,  by  substantially 
the  same  means,  with  better  results,  is  not  such  invention  as 
will  sustain  a  patent. 

There  should  be  a  decree  dismissing  the  bill. 
Henry  Brodhead,  for  the  plaintiffs. 
Preston  Stevenson,  for  the  defendants. 
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George  B.  Cluett  and  others 

.vs. 

Horace  B.  Claflin  and  others.    In  Equity. 

Letters  patent  No.  156,880,  granted  to  Robert  Cluett,  November  17th,  1874, 
for  an  improvement  in  shirt-bosoms,  the  alleged  invention  consisting  in  bind- 
ing a  shirt-bosom  and  afterwards  sewing  it  through  the  binding  to  the  body 
of  the  shirt,  are  void  for  want  of  patentable  invention. 

(Before  Con,  J.,  Southern  District  of  New  York,  Jane  7th,  1887.) 

Ooxe,  J.  The  complainants  are  the  owners  of  letters 
patent  No.  156,880,  granted  to  Robert  Cluett,  November 
17th,  1874,  for  an  improvement  in  shirt-bosom6.  The  object 
of  the  patentee  was,  first,  to  avoid  the  disfigurement  of  the 
bosom  which  follows  from  folding  in  the  raw  edges  and  loose 
threads  thereof ;  second,  to  stay  the  bosom  and  render  it  less 
liable  to  rumple ;  and,  third,  to  prevent  the  wrinkling  or 
fulling  up  of  any  one  of  the  layers  of  which  it  is  composed. 
The  shirt  is  constructed  by  placing  two  or  more  layers  of 
cloth  composing  the  bosom,  smoothly,  one  upon  the  other ; 
their  edges  are  then  bound  with  a  folded  strip  of  similar 
material,  which,  except  at  the  neck  and  yoke,  extends  entirely 
around  the  bosom  and  is  attached  thereto  by  a  line  of  stitches. 
The  bosom  is  then  placed  upon  the  shirt  body  and  fastened 
to  it  by  a  second  line  of  stitches,  through  the  binding.  In 
other,  and,  perhaps,  plainer  words,  the  alleged  invention  con- 
sists in  binding  a  shirt-bosom  and  afterwards  sewing  it, 
through  the  binding,  to  the  body  of  the  shirt.  A  shirt  so 
made  was  first  produced  by  the  patentee  in  the  spring- or  early 
summer  of  1874.  The  claims  are  as  follows  :  "  1.  In  combi- 
nation with  a  shirt-body,  a  shirt-bosom  bound  on  the  outer 
edge  with  a  folded  and  stitched  binding,  and  attached  to 
the  shirt-body  by  a  separate  line  of  stitching  through  such 
binding.    2.  The  shirt-bosom  S,  composed  of  two  or  more 
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thicknesses  of  cloth,  B  L,  bound  on  the  outer  edge  with  the 
binding  B*  and  secured  to  the  shirt-front  F  by  the  line  of 
stitching  O." 

The  defendants  admit  that  some  of  the  shirts  dealt  in  by 
them  contain  the  patented  features,  but  they  insist  that  the 
complainants'  shirt  was  old  in  1874,  and,  if  not  completely 
anticipated,  the  state  of  the  art  was  such  that  the  patent  must 
be  held  void  for  lack  of  invention. 

A  voluminous  mass  of  testimony  has  been  returned  upon 
the"  question  of  prior  me.  The  greater  part,  however,  may 
be  laid  aside,  when  it  is  remembered  that  this  defence  must 
be  established  by  proof  as  explicit  and  convincing  as  that  re- 
quired to  convict  a  person  charged  with  crime ;  proof  which 
not  only  preponderates  the  complainants'  testimony,  but 
which  satisfies  the  mind  beyond  a  reasonable  doubt.  The 
evidence  upon  this  question  is  fall  of  contradictions  and  im- 
probabilities and  famishes  another  illustration  of  the  diffi- 
culty of  arriving  at  the  trnth  from  human  testimony.  Al- 
though corruption,  prejudice  and  self-interest  may  be  wholly 
absent,  it  is  well-nigh  impossible  for  a  witness,  no  matter  how 
intelligent  he  may  be,  or  how  retentive  his  memory,  to  recall 
the  details  of  ordinary  transactions  occurring  twelve  or  fifteen 
years  before.  Even  the  most  intelligent  and  incorruptible 
witnesses  are  here  proved  to  have  been  mistaken  in  important 
particulars,  and  others,  not  so  intelligent  or  virtuous,  are 
contradicted  and  discredited.  It  is  thought  that  the  testimony 
falls  below  the  standard  required  by  the  rule  referred  to,  un- 
less it  be  the  proof  of  prior  use  at  Chatham,  New  York. 
Two  witnesses  who  made  bound  bosom  shirts,  similar  to  the 
patented  shirt,  were  called  and,  at  great  length  and  with 
careful  attention  to  details,  told  the  manner  of  construction 
and  the  experiments  which  led  to  the  adoption  of  that  style 
of  shirt.  But  the  character  of  one  of  these  witnesses,  Ford, 
was  compromised  by  an  attempt  upon  his  part  to  sell  the 
knowledge  he  possessed  for  a  large  sum  of  money,  and  the 
Court  should  hesitate  to  accept  his  story  were  it  not  corrobo- 
rated by  the  testimony  of  the  County  Judge  of  Columbia 
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county,  whose  character  is  conceded  by  all  to  be  entirely 
beyond  reproach.  Judge  McClellan  positively  and  with  re- 
iteration testifies  that  he  bought  bound  bosom  shirts  prior  to 
1870,  and  gives  facts  and  circumstances  which  render  it  quite 
improbable  that  he  is  in  the  wrong.  To  be  sure  he  is  shown 
to  be  mistaken  as  to  minor  details  in  a  few  instances,  but 
upon  all  material  questions  his  testimony  remains  entirely 
unshaken,  and,  when  taken  in  connection  with  the  evidence 
of  Ford  and  Clark,  it  can  hardly  be  said  that  there  is  a 
reasonable  doubt  remaining  regarding  the  Chatham  antici- 
pation. 

But  it  is  thought  that  the  patent  must  be  declared  invalid 
for  want  of  patentable  novelty,  and  the  Court  prefers  to  rest 
the  decision  upon  this  ground.  It  will  be  seen,  upon  an  ex- 
amination of  the  claims,  that  they  do  not  cover  a  bosom  of 
any  designated  color,  size  or  shape,  or  a  binding  of  any  par- 
ticular variety,  or  the  machinery  or  processes  employed  in 
the  construction  of  the  shirt ;  but  they  are  for  the  combina- 
tion of  a  shirt-bosom,  bound  on  the  outer  edge,  with  a  folded 
and  stitched  binding,  attached  to  the  shirt-body  by  a  separate 
line  of  stitching  through  the  binding.  The  patent  covers 
nothing  more.  To  attribute  to  the  alleged  invention  all  the 
improvements  and  increased  facilities  which  modern  machin- 
ery and  ingenuity  have  introduced  into  the  shirt  traffic,  is 
hardly  warranted  by  the  proofs. 

At  the  time  the  patentee  produced  the  combination  in 
question,  namely,  in  the  spring  of  1874,  the  art  of  binding 
textile  fabrics  for  ornamentation,  strength  and  preservation 
was  very  old.  Shirts  and  shirt-bosoms  and  bosoms  with 
binding  around  their  outer  edges  were  not  new.  Woollen 
shirts  with  bosoms  bound  and  attached  on  one  side  alone, 
and  on  both  sides,  to  the  shirt-body  by  a  line  of  stitches, 
either  through  or  just  insidq  the  binding,  and  laundered 
shirts  with  ruffled  or  puffed  bound  bosoms,  were  well  known. 
In  January,  1873,  a  patent  for  improvements  in  shirts  was 
granted  to  Augustus  D.  Marr,  the  specification  of  which  con- 
tains this  language :    "  The  edges  of  each  fly  and  the  bosom- 
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front  may  be  bound  with  binding."  In  1869,  or  1870,  the 
complainants  themselves  made  and  sold  a  bound  bosom,  or 
dickey,  detached  from  the  shirt  and  intended  to  hang  by 
means  of  a  tab  to  the  collar  button  and  to  be  worn  or  not  as 
occasion  required.  Had  a  mother,  in  1870,  whose  son  exhib- 
ited an  aversion  to  wearing  the  bound  dickey,  seen  fit  to  sew 
it  to  his  shirt  by  a  line  of  stitches  through  the  binding,  she 
would  have  anticipated  the  Cluett  patent.  Had  she  done  this 
in  1875  she  would  have  infringed. 

The  question,  then,  is,  was  it  invention  for  the  patentee, 
in  view  of  all  that  was  known  in  the  art  in  1874,  to  sew  the 
bound  bosom  made  by  him  to  the  shirt  upon  which  it  hung, 
by  a  line  of  stitches  through  the  binding?  There  was  no 
invention  in  locating  the  stitches  at  that  point,  for  it  would 
almost  require  an  exercise  of  the  inventive  faculty  to  find  any 
other  place  to  put  them.  Two  or  more  pieces  of  cloth,  bound 
on  the  edges,  are  laid  upon  another  piece  and  held  in  proper 
position  by  means  of  a  button.  A  party  who  is  aware  that 
similar  fabrics  have  been  held  in  position  by  sewing  instead 
of  buttoning,  substitutes  the  former  for  the  latter  mode. 
Clearly,  this  is  not  invention.  Take  another  illustration. 
Let  us  assume  that  two  intelligent  workmen  were  employed 
in  the  complainants'  manufactory  in  1872,  the  one  wearing 
the  woolen  shirt  with  shield-shaped  bound  bosom  described 
by  the  defendants'  witnesses,  the  other  the  bound  dickey 
made  by  the  complainants.  The  tab  which  holds  the  latter 
to  the  collar  button  breaks  or  becomes  inoperative  and  its 
wearer,  after  examining  the  woolen  shirt  of  his  companion, 
sews  the  dickey  to  the  body  of  his  shirt  by  a  line  of  stitches 
through  the  binding.  Does  he  by  this  act  become  an  inven- 
tor ?  Is  the  operation  one  which  taxes  the  brain  or  calls  into 
being  "  that  intuitive  faculty  of  the  mind  "  which  the  Supreme 
Court  regards  as  necessary  to  patentable  novelty  ?  (Hollieter 
v.  Benedict  Manufacturing  Go.y  113  U.  S.,  59.)  If  so,  it 
might  almost  be  said  that  he  who,  by  means  of  a  row  of  tacks 
through  its  binding,  attaches  to  the  wall  a  map  which  previ- 
ously had  been  suspended  in  the  same  position  by  a  cord,  is 
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entitled  to  rank  as  an  inventor.  It  is  entirely  clear  that, 
nnder  the  decisions  of  the  Supreme  Court,  this  action  cannot 
be  maintained. 

The  record  discloses  less  invention  than  was  shown  in  any 
of  the  following  cases :  Pennsylvania  Railroad  Co.  v.  Loco- 
motive Truck  Co.,  (110  U.  8.,  490 ;)  Stimpson  v.  Woodman, 
(10  Wall.,  117 ;)  Stephenson  v.  Brooklyn  Railway  Company, 
(114  U.  8.,  149 ;)  Tale  Look  Company  v.  Qreenleaf,  (117  XT. 
8.,  554 ;)  Thatcher  Heating  Company  v.  Burtis,  (121  U.  S., 
286 ;)  JEstey  v.  Burdett,  (109  U.  S.,  633 ;)  Pomace  Bolder 
Co.  v.  Ferguson,  (119  U.  8.,  335 ;)  Phillips  v.  Detroit,  (111 
U.  S.,  604 ;)  Gardner  v.  Herz,  (118  U.  S.,  180.) 

The  bill  most  be  dismissed,  with  costs. 

James  A.  SkUton,  for  the  plaintiffs. 

Louis  C.  Raegener  and  David  Tim,  for  the  defendants. 


In  re  Thady  O'Sullivan,  and  71  other  Irish  immigrants. 

On  Habeas  Corpus. 

In  order  to  lawfully  detain  an  Immigrant,  and  prevent  his  landing,  the  Commis- 
sioners of  Emigration  must,  nnder  the  Act  of  August  8d,  1882,  (22  U.  J3L  Stat 
at  Large,  214,)  ascertain  that  he  is  a  "  convict,  lunatic,  idiot,  or  "  "  person 
unable  to  take  care  of  himself  or  herself  without  becoming  a  public  charge  " 
and  report  that  fact  in  writing  to  the  collector. 

Where  this  was  not  done,  the  immigrant  was  discharged  on  habeas  eorpiu,  the 
commissioners  not  desiring  to  make  further  examination  or  report. 

(Before  Brown,  J.,  Southern  District  of  New  York,  June  15th,  1887.) 

Brown,  J.  The  above  named  petitioners,  being  Irish  im- 
migrants, arrived  at  this  port  on  the  4th  of  Jnne,  1887,  on 
board  the  City  of  Chester.     They  have  been  brought  before 
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the  Court  upon  a  writ  of  habeas  corpus^  procured  upon  a  pe- 
tition averring  that  they  are  illegally  detained  by  the  Com- 
missioners of  Emigration.  The  return  to  the  writ  states  that 
they  are  held  under  the  provisions  of  the  Act  of  Congress  of 
August  3d,  1882,  (22  U.  S.  Stat  at  Large,  214,)  upon  an  or- 
der made  by  the  Commissioners  on  the  9th  of  June,  after  an 
examination  into  the  circumstances  of  the  immigrants,  de- 
claring that  they  were  "  likely  to  become  public  charges,  and 
should  not  be  allowed  to  land."  Objection  was  made  to  the 
form  of  the  return  to  the  writ,  in  that  neither  the  return  nor 
the  order  set  up  in  it  states  that  the  Commissioners  had  found 
that  any  one  of  the  immigrants  was  a  "  convict,"  a  "  lunatic," 
an  "  idiot,"  or  a  u  person  unable  to  take  care  of  himself  or 
herself  without  becoming  a  public  charge;'7  and,  it  being 
suggested  in  reply,  that  this  was  a  formal  omission  only,  to 
be  cured  by  amendment,  the  relators  thereupon  put  in  a  tra- 
verse, denying  that  any  such  order  had  been  made  by  the 
Board  of  Commissioners ;  or  that  there  had  been  any  exami- 
nation by  the  Board  such  as  is  required  by  the  statute,  or  any 
finding  of  either  of  the  facts  that  is  made  by  the  statute  a 
legal  cause  of  detention.  Witnesses  have  accordingly  been 
examined  as  to  the  proceedings  of  the  Commissioners,  in  res- 
pect to  the  nature  of  the  examination  made  by  the  Board, 
and  whether  the  Board,  on  such  examination,  has  found,  or 
has  reported  to  the  collector,  either  of  the  facts  upon  which 
the  statute  authorizes  the  relators  to  be  sent  back.  The  evi- 
dence of  the  Commissioners  and  of  the  Secretary  of  the  Board 
shows  that  the  immigrants  are  healthy,  able-bodied,  and,  in 
general,  rather  above  than  below  the  ordinary  immigrants 
entering  at  this  port ;  that  the  Board  had  not  made  any  find- 
ing that  the  immigrants  retained,  or  any  of  them,  were  "  con- 
victs, lunatics,  idiots,  or  persons  unable  to  take  care  of  them- 
selves without  becoming  a  public  charge : "  that  the  question 
chiefly  discussed  before  them  was  the  fact  that  their  passage 
money  to  this  country  had  been  paid  by  the  British  Govern- 
ment; that  the  Board  thereupon  voted  or  resolved  "that 
Vol.  XXIV.— 27 
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they  be  not  allowed  to  land ; "  and  that  their  records  show  no 
other  finding  or  determination. 

It  is  competent  for  this  Court,  and  it  is  its  duty,  upon  a 
writ  of  habeas  corpus,  in  inquiring  into  the  cause  of  deten- 
tion, to  ascertain  and  determine  whether  a  special  tribunal,  in 
the  exercise  of  its  functions,  keeps  within  the  limits  of  its 
statutory  powers,  and  to  adjudge  its  proceedings  void,  if  its 
action  is  in  excess  of  its  authority.  So  long  as  the  special 
tribunal  acts  within  the  powers  conferred  by  statute,  its  de- 
termination of  the  facts  that  are  submitted  to  its  judgment  is 
final  and  conclusive,  except  upon  some  review  specially  au- 
thorized by  law.  The  Commissioners  are  authorized,  by  the 
Act  of  August  3d,  1882,  to  examine  immigrants  coming  to 
this  country,  and  to  ascertain  whether  any  one  is  a  "  convict, 
lunatic,  idiot,"  or  "  person  unable  to  take  care  of  himself  or 
herself  without  becoming  a  public  charge;"  if  so,  they  "shall 
report  the  same  in  writing  to  the  collector  of  such  port,  and 
such  persons  shall  not  be  permitted  to  land."  This  is  the 
authority,  and  the  sole  authority,  of  the  Commissioners  ap- 
plicable to  the  present  inquiry.  They  are  required  to  ascer- 
tain the  fact  as  respects  the  four  categories  named ;  and,  if 
they  find  any  person  within  either  category,  they  must  report 
the  same  to  the  collector ;  that  is  to  say,  they  must  ascertain 
and  report  the  fact,  if  any,  that  authorizes  detention.  It  is 
only  upon  such  a  finding  and  report  to  the  collector  that  the 
law  requires  the  persons  to  be  sent  back.  The  law  has  not 
authorized  the  Commissioners,  or  any  other  officer,  or  this 
Court,  to  say  that  these  immigrants  shall  not  land,  upon  any 
other  ground  than  one  of  the  four  above  specified. 

The  evidence,  upon  the  testimony  of  the  Commissioners 
themselves,  leaves  no  doubt  that  the  Board  did  not  make  any 
finding  upon  either  of  the  facts  required.  The  resolution 
passed  by  the  Board  was  simply  "that  they  be  not  allowed 
to  land,"  without  any  finding  or  determination  of  any  one  of 
the  statutory  facts  authorizing  a  detention.  It  has  not  been 
reported  to  the  collector  that  any  one  of  these  persons  is  a 
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"  convict,"  a  "  lunatic,"  an  "  idiot,"  or  a  "  person  unable  to 
take  care  of  himself  or  herself,  without  becoming  a  pnblic 
charge."  It  is  only  upon  a  report  specifying  some  one  of 
these  findings  that  the  final  refusal  of  a  landing  is  to  be  ad- 
judged, and  a  return  of  the  immigrants  required.  The  evi- 
dence is,  that  the  only  fact  on  which  the  resolution  of  the 
Board  was  based  was,  that  the  passage  money  for  the  immi- 
grants had  been  paid  by  the  British  Government.  This  fact 
is,  doubtless,  a  proper  and  an  important  one  to  be  considered 
in  determining  the  question  whether  the  immigrants  are,  or 
are  not,  able  to  take  care  of  themselves  "  without  becoming 
a  public  charge ; "  but  that  fact  alone  does  not  constitute  in- 
ability to  take  care  of  themselves,  nor  is  it  necessarily  conclu- 
sive evidence  of  it.  Its  force  is  as  evidence  only,  in  respect 
to  the  ultimate  fact  which  the  Commissioners  were  called  on 
to  decide,  viz.,  whether  these  immigrants  were  unable  to  take 
care  of  themselves ;  and  that  question,  it  is  clear  from  the 
testimony,  the  Board  has  never  yet  determined.  It  is  very 
plain,  therefore,  that  no  legal  cause  is  shown  for  detaining 
the  prisoners  for  the  purpose  of  sending  them  back ;  because 
the  Board  has  not  found  any  one  of  the  facts  that  are  the 
legal  conditions  of  the  statutory  inhibition. 

As  the  immigrants,  however,  are  still  in  the  custody  of 
the  Commissioners,  the  Board  has  still  power  to  make  a  fur- 
ther examination  in  respect  to  the  facts  submitted  to  its  de- 
termination by  the  statute.  The  Commissioners  alone  have 
the  authority  to  determine  these  facts,  upon  a  proper  exami- 
nation and  finding.  Such  was  the  ruling  of  this  Court  in  In 
re  Bay,  (27  Fed.  Hep.,  678.)  If  the  Board,  upon  any  proper 
examination,  finds  that  the  immigrants  are  unable  to  take 
care  of  themselves,  "without  becoming  a  public  charge," 
and  so  report  to  the  collector,  that  is  conclusive.  If  the 
Commissioners,  therefore,  still  desire  to  make  any  finding  or 
report  upon  this  question,  they  are  authorized  to  do  so,  and 
this  proceeding  will  be  suspended  for  that  purpose,  or  the 
prisoners  remitted  to  the  custody  from  whence  they  were 
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taken  until  the  lapse  of  a  reasonable  time  for  that  purpose, 
as  counsel  may  elect.* 

Biddle  dk  Ward,  for  the  petitioners. 

W.  W.  Rowley ,  for  the  Board  of  Emigration. 


Charles  D.  Judd 

vs. 

The  Bankers9  and  Merchants'  Telegraph  Company  and 

others.    In  Equity. 

The  Court  which  first  takes  cognisance  of  a  controversy  is  entitled  to  retain 
jurisdiction  to  the  end  of  the  litigation,  and  to  take  possession  and  control  of 
the  subject-matter  of  the  investigation,  to  the  exclusion  of  all  interference  by 
other  Courts  of  co-ordinate  jurisdiction. 

^Before  Wallace,  J.,  Southern  District  of  New  York,  June  17th,  1867.) 

Wallace,  J.  This  motion  for  a  receiver  and  an  injunc- 
tion pendente  lite,  if  granted,  would  result  in  an  unseemly 
and  unnecessary  interference  with  the  jurisdiction  of  the 
Supreme  Court  of  this  State,  in  the  proceedings  now  pending 
in  that  Court.  The  complainant,  by  his  bill,  asks  this  Court 
to  get  in  the  assets  and  distribute  the  property  of  an  insolvent 
corporation  among  its  creditors,  of  whom  he  is  one,  when  the 
State  Court,  at  the  instance  of  other  creditors,  has  already 
taken  jurisdiction  in  suits  brought  against  the  corporation  to 
obtain  the  same  relief,  and  is  now,  by  its  receiver,  in  posses- 
sion and  control  of  the  property  of  the  corporation. 

*  Several  of  the  Commissioners  being  present  in  Court,  after  a  consultation 
among  themselves  and  with  their  counsel,  it  was  stated  to  the  Court  that  they 
did  not  wish  to  make  any  further  examination  or  finding ;  and  thereupon  the 
immigrants  were  discharged. 
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Three  suits  are  now  pending  in  the  Supreme  Court  of  the 
State  of  New  York  ;  one  brought  by  a  judgment-creditor,  to 
obtain  a  sequestration  of  the  property  of  the  corporation ; 
aD  other  brought  by  a  holder  of  mortgage  bonds,  situated 
similarly  to  the  present  complainant,  in  behalf  of  himself 
and  all  other  bondholders,  to  secure  an  equitable  distribution 
of  the  property  of  the  corporation  among  its  creditors  ;  and 
another  brought  by  the  trustee  for  the  bondholders  in  the 
mortgage,  for  a  foreclosure  of  the  mortgage.  Receivers  were 
appointed  in  the  first  suit,  and,  after  the  second  suit  was 
commenced,  the  receivers  appointed  in  the  first  suit  were 
appointed  receivers  in  the  second  suit,  and  all  their  proceed- 
ings in  the  first  were  approved  by  the  order  of  the  Court  in 
the  second  suit,  so  that  both  suits  have  been  treated  by  the 
State  Court  practically  as  one  proceeding.  The  action 
brought  by  the  trustee  for  a  foreclosure  of  the  mortgage  has 
proceeded  to  a  decree  and  a  sale  of  the  mortgaged  premises, 
and  by  the  decree  in  that  action  it  was  ordered  that  receivers' 
certificates  issued  by  order  of  the  Court  in  the  first  two  suits, 
which  had  been  negotiated  by  the  receivers  and  amounted  to 
something  over  $600,000  at  the  time  of  the  sale,  should  be 
received  toward  payment  of  the  purchase  money,  the  certifi- 
cates having  been  made  a  prior  lien  to  the  mortgage  by  the 
orders  of  the  Court.  Thus  it  appears  that  the  State  Court  is 
now  in  control  of  all  the  property  and  assets  of  the  corpora- 
tion, and  is  attempting  to  administer  them  and  appropriate 
the  proceeds  to  those  to  whom  they  belong.  The  jurisdiction 
of  the  State  Court  is  not  questioned,  but  the  bill  asserts  that 
grave  irregularities  have  taken  place  in  the  proceedings,  and 
that  the  suits  have  been  controlled  by  parties  acting  collu- 
sively,  to  advance  their  own  interests,  at  the  expense  of  the 
complainant  and  those  similarly  situated.  All  the  averments 
in  the  bill  charging  fraud  and  collusion  in  the  proceedings  in 
the  State  Court  are  fully  met  and  denied  by  the  answers  of 
the  several  defendants.  The  trustee  for  the  mortgage  bond- 
holders was  a  party  defendant  in  the  second  suit.  If  the 
complainant's  interests  have  not  been  properly  protected  in 
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the  proceedings  in  the  State  Court,  he  has  an  ample  remedy, 
as  a  party  in  interest,  in  the  proceedings  there,  npon  suffi- 
cient cause  shown,  to  obtain  redress,  by  intervening  in  his 
own  behalf. 

The  case  is  one  for  the  application  of  the  rule  that  the 
Court  which  first  takes  cognizance  of  the  controversy  is  en- 
titled to  retain  jurisdiction  to  the  end  of  the  litigation,  and  to 
take  possession  and  control  of  the  subject-matter  of  the  inves- 
tigation to  the  exclusion  of  all  interference  by  other  Courts 
of  co-ordinate  jurisdiction.  (  Williams  v.  Benedict,  8  How., 
107,  111 ;  Taylor  v.  Carryl,  20  Sow.,  583 ;  Hagan  v.  Lucas, 
10  Pet.,  400 ;  Buck  v.  Colbath,  3  Wall.,  334 ;  Beidritter  v. 
Elizabeth  Oil  Cloth  Co.,  112  U.  8.,  294 ;  Schuehie  v.  Beiman, 
86  N.  F.,  270 ;  Union  Trust  Co.  v.  Bockford,  Bock  Island  <fe 
St.  Louis  B.  B.  Co.,  6  Biss.,  197 ;  Sedgwick  v.  Menck,  6 
Blotch/.  C.  C.  B.,  156.) 

In  Young  v.  Montgomery  dk  Eufaula  B.  B.  Co.,  (2  Woods, 
606,  619,)  the  Court  refused  to  assume  to  take  possession  of 
and  administer  property  which  was  in  possession  of  another 
Court  and  in  course  of  administration  there,  although  that 
Court  had  granted  leave  to  sue  its  receiver  for  the  purpose. 

The  motion  is  denied. 

B.  C.  Chetwood,  for  the  plaintiff. 
Bobert  O.  Ingersoll,  for  the  defendants. 


John  H.  Hanxinson  vs.  William  R.  Page. 

Under  sections  488  and  498  of  the  Code  of  Civil  Procedure  of  New  York,  a 
defendant  who  does  not  appear  generally,  but  serves  a  special  answer  raising 
an  issue  as  to  the  jurisdiction  of  the  Court,  does  not  waive  any  objection  to 
the  jurisdiction. 

Under  sections  644,  648,  649  and  655  of  the  Code  of  Civil  Procedure  of  New 
York,  the  sheriff  most  levy  an  attachment  upon  policies  of  life  insurance  in 


JUNE,  1887.  423 


Hankinson  v.  Page. 


which  the  debtor  has  an  interest,  by  taking  them  into  his  actual  custody. 
Bat  in  regard  to  his  interest  in  the  liability  of  a  benevolent  association  to 
collect  money  from  its  members  and  pay  it  to  him,  not  evidenced  by  any 
other  instrument  than  a  certificate  of  membership,  it  is  sufficient  for  the 
sheriff  to  serve  the  attachment  by  leaving  a  certified  copy  of  the  warrant  and 
notice  with  the  association. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  June  17th,  1887.) 

Wallace,  J.  Exceptions  have  been  filed  by  the  plaintiff 
to  the  rulings  of  the  referee  before  whom  this  action  was 
tried,  and  a  motion  for  a  new  trial  is  founded  upon  the  errors 
alleged  by  the  exceptions.  The  action  was  brought  originally 
in  the  Supreme  Court  of  the  State  of  New  York  and  was  re- 
moved to  this  Court.  The  only  question  litigated  on  the 
trial  before  the  referee  was  whether  jurisdiction  was  obtained 
by  the  State  Court  over  the  person  of  the  defendant  by  the 
due  service  of  process.  The  defendant  was  a  non-resident  of 
the  State  and  the  action  was  sought  to  be  commenced  against 
him  by  the  levy  of  an  attachment  upon  property  alleged  to 
belong  to  the  defendant  within  this  State.  The  defendant 
did  not  appear  generally  in  the  action,  but  appeared  by  attor- 
neys, who  served  a  special  answer  in  the  action,  "  for  the 
purpose  of  raising  the  issue  as  to  the  jurisdiction  of  the  Court 
only."  The  answer  alleged  that  the  Court  did  not  have 
jurisdiction  because  the  summons  was  served  upon  the  de- 
fendant at  Butland  in  the  State  of  Vermont,  and  that,  al- 
though a  warrant  of  attachment  was  granted  against  the 
property  of  the  defendant,  he  did  not  have  any  property  in 
this  State  and  no  levy  had  been  made  upon  his  property. 

The  qualified  appearance  of  the  defendant  was  not  a 
waiver  of  the  objection  which  the  answer  was  interposed  to 
raise.  A  general  appearance  in  the  action  would  have  been 
a  waiver.  Commonly,  such  an  objection  is  raised  by  a  motion 
to  dismiss  the  summons,  but  in  some  cases  the  question  pre- 
sents  an  issue  of  fact,  which  can  be  more  satisfactorily  deter- 
mined by  an  answer  in  the  nature  of  a  plea  in  abatement. 
Sections  488  and  498  of  the  Code  of  Civil  Procedure  express- 
ly authorize  the  defendant  to  present  the  objection  by  an 
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answer.  The  case  of  Hcmbwrger  v.  Baker,  (35  Hun,  455,)  is 
directly  in  point,  to  the  effect  that  such  an  answer  as  was  in- 
terposed here  is  not  to  be  regarded  as  a  general  appearance 
in  the  action,  and  authorizes  the  defendant  to  contest  the  fact 
whether  the  Court  acquired  jurisdiction  by  the  sufficient 
service  of  process. 

If  the  attachment  issued  by  the  State  Court  was  levied 
upon  the  property  of  the  defendant,  the  Court  acquired  juris- 
diction to  the  extent  necessary  to  satisfy  the  plaintiff's  de- 
mand out  of  the  property  seized.  By  the  provisions  of  the 
Code  of  Civil  Procedure  of  this  State  an  attachment  may  be 
levied  upon  '*■  a  cause  of  action  arising  upon  contract,  includ- 
ing a  bond,  promissory  note  or  other  instrument  for  the  pay- 
ment of  money  only,  negotiable  or  otherwise,  whether  past 
due  or  yet  to  become  due,"  u  which  belongs  to  the  defend- 
ant," (section  648;)  and  the  sheriff  who  executes  the  writ 
must  collect  all  debts,  effects  and  things  in  action,  subject  to 
the  direction  of  the  Court,  and  may  maintain  any  action  or 
special  proceeding,  in  his  own  name  or  in  the  name  of  the 
defendant,  which  is  necessary  for  that  purpose,  (section  655 ;) 
and  it  is  made  his  duty  to  take  into  his  custody  all  books  of 
account,  vouchers  and  other  papers  relating  to  the  property 
attached,  (section  644.)  It  is  provided  by  section  649,  that  a 
levy  under  a  warrant  of  attachment  must  be  made  "  upon  per- 
sonal property,  capable  of  manual  delivery,  including  a  bond, 
promissory  note,  or  other  instrument  for  the  payment  of 
money,  by  taking  the  same  into  the  sheriff's  actual  custody." 
The  same  section  provides  that  the  levy  upon  other  personal 
property  must  be  made  by  leaving  a  certified  copy  of  the 
warrant,  and  a  notice  showing  the  property  attached,  with 
the  person  holding  the  same;  or,  if  it  consists  of  a  demand 
other  than  a  bond,  promissory  note,  or  other  instrument  for 
the  payment  of  money,  by  leaving  a  certified  copy  of  the 
warrant  and  notice  with  the  person  against  whom  the  de- 
mand exists. 

The  levy  in  this  case  was  sought  to  be  made  by  serving  a 
copy  of  the  warrant  and  notice  upon  several  insurance  com- 
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panies,  which  had  issued  policies  of  insurance  upon  the  life 
of  John  B.  Page,  then  lately  deceased,  of  whom  the  defend- 
ant was  one  of  the  heirs  at  law,  bnt  withont  an  attempt  by 
the  sheriff  to  take  the  policies  into  his  actual  custody.  Simi- 
lar service  was  made  upon  the  National  Benefit  Society. 
Thi6  was  a  benevolent  association,  of  which  John  B.  Page 
was  a  member  up  to  the  time  of  his  death.  That  association 
had  not  issued  a  policy  of  insurance,  but,  at  the  time  of  the 
service  of  the  warrant  of  attachment,  was  under  a  contract 
liability  to  the  heirs  at  law  of  John  B.  Page,  to  assess  upon 
and  collect  from  the  several  members  of  the  association  the 
sum  which  each  member  had  agreed  to  pay  on  the  death  of 
another  member,  and  was  obligated  to  pay  the  sum  thus  col- 
lected from  its  members,  to  an  amount  not  exceeding  $5,000,  • 
to  the  heirs  at  law  of  John  B.  Page.  The  defendant,  in  con- 
junction with  the  other  heirs  at  law  of  John  B.  Page,  had  a 
vested  demand  against  the  association,  which  was  not  then 
payable,  but  would  become  payable  shortly  thereafter,  and, 
upon  non-payment,  could  proceed,  by  appropriate  remedy,  to 
compel  the  association  to  assess,  collect  and  pay  the  amount 
of  its  obligation.  Unless  the  defendant's  demand  against 
that  association  falls  within  the  category  of  personal  property 
"  capable  of  manual  delivery,  including  a  bond,  promissory 
note,  or  other  instrument  for  the  payment  of  money,"  the 
sheriff  was  not  required  to  take  anything  into  his  manual 
custody,  but  made  due  service  by  leaving  a  certified  copy  of 
the  warrant  and  notice  with  the  association.  The  only  instru- 
ment evidencing  the  obligation  of  the  association  to  collect 
and  pay  the  sum  mentioned  to  the  heirs  at  law  of  John  B. 
Page,  upon  his  death,  was  a  certificate  of  membership  in  the 
association,  which  had  been  delivered  by  the  association  to 
John  B.  Page.  This  certainly  was  not  an  evidence  of  debt, 
in  the  ordinary  acceptation  of  that  term,  like  bonds,  notes 
and  ordinary  instruments  for  the  payment  of  money.  Even 
a  policy  of  insurance  would  not  fall  within  this  description. 
(The  People  v.  Brown,  6  Cow.,  41 ;  Tyler  v.  JEtmxi  Ins.  Co., 
2  Wend.,  280.) 
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All  contracts  which  contain  an  obligation  for  the  payment 
of  money  by  one  of  the  parties  are,  in  one  sense,  instruments 
for  the  payment  of  money.  A  contract  in  writing,  for  the 
building  of  a  house,  between  the  owner  and  builder,  is,  in  this 
sense,  an  instrument  for  the  payment  of  money  on  the  part 
of  the  owner,  although  the  payments  to  be  made  by  him  gener- 
ally depend  upon  the  completion  of  the  whole  or  a  portion 
of  the  work  by  the  builder.  {Alder  v.  Bloomingdale,  1 
Duer,  601.)  There  is  also  a  large  class  of  contracts  strictly 
unilateral,  in  which  the  promise  is  one  for  the  payment  of 
money  only,  but  by  which  the  money  is  payable  condition- 
ally. A  policy  of  insurance  belongs  to  this  class.  These 
contracts  are  evidenced  by  instruments  signed  only  by  the 
maker,  and  are  delivered  to  the  payee  or  obligee,  and  pre- 
sumably the  originals  are  not  to  be  found  in  the  possession  of 
the  party  who  promises  to  pay.  it  is  unreasonable  to  sup- 
pose that  all  contracts  under  which  money  may  become  pay- 
able were  intended  to  be  included  in  the  language  under 
consideration.  At  most,  it  would  seem  to  be  intended  to 
apply  only  to  such  unilateral  contracts  for  the  payment  of 
money  as  are  usually  evidenced  by  written  instruments  de- 
livered by  the  payer  or  obligor  to  the  payee  or  obligee.  The 
provisions  requiring  the  instrument  to  be  taken  into  the 
sheriffs  actual  custody  relates  to  property  u  capable  of  man- 
ual delivery."  It  probably  refers  to  the  same  instruments 
mentioned  in  section  648,  "  for  the  payment  of  money  only, 
negotiable,  or  otherwise."  It  appropriately  includes  all  instru- 
ments like  bonds,  notes,  bills  of  exchange,  and  certificates  of 
deposit,  the  title  to  which  may  pass  by  delivery,  and  do  not 
require  a  formal  assignment  in  order  to  enable  the  person  to 
whom  the  instrument  is  delivered  to  maintain  an  action  upon  it 
in  his  own  name.  Upon  the  rule  noscitwr  a  sociis,  the  words 
"other  instrument  for  the  payment  of  money  "  are  to  be  inter- 
preted as  referring  to  instruments  of  similar  character  with 
bonds  and  promissory  notes,  such  as  are  evidences  of  debt  and 
the  title  to  which  passes  by  delivery  merely.  But  there  is  also 
fair  reason  to  contend  that  the  provision  is  intended  to  in- 
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elude  all  other  instruments  which  are  unilateral  contracts  for 
the  payment  of  money  only.  The  apparent  purpose  of  the 
provision  is  to  require  the  sheriff  to  reduce  the  property  at- 
tached to  his  possession,  so  far  as,  under  the  circumstances,  it 
can  practically  be  done.  This  is  the  rule  which  prevails  in 
the  absence  of  statutory  direction.  In  general,  to  constitute 
a  sufficient  attachment  of  personal  property,  the  officer  must 
take  such  custody  of  it,  upon  a  levy,  as  will  enable  him  to 
retain  and  assert  his  power  over  it,  so  that  it  cannot  probably 
be  withdrawn  or  taken  by  another  without  his  knowing  it. 
(Bemmenway  v.  Wheeler,  14  Pick.,  408 ;  Tomlin&on  v.  Collins, 
20  Conn.,  364 ;  Odiorne  v.  Colly,  2  N.  H.,  66 ;  Blake  v. 
Hatch,  25  Vt,  555 ;  Learned  v.  Vandenburgh,  7  H<nc.  Pr., 
379.)  When  a  unilateral  instrument  containing  the  promise 
of  another  to  pay  money  is  in  the  possession  of  the  defendant 
himself,  or,  belonging  to  the  defendant,  is  in  the  possession 
of  a  third  person,  it  is  practicable  for  the  sheriff  to  take  it 
into  his  actual  custody,  and  the  Code  provision  would  seem 
to  require  him  to  do  so.  In  accordance  with  these  views,  the 
referee  was  correct  in  his  conclusion  that  the  attachment  was 
not  levied  as  the  statute  directs  upon  the  policies  of  insur- 
ance. But  a  certificate  of  membership  in  an  incorporated  as- 
sociation cannot,  upon  any  reasonable  theory,  be  considered 
as  an  instrument  for  the  payment  of  money,  within  the 
meaning  of  the  provision  in  question,  and  consequently  the 
interest  of  the  defendant  in  the  demand  against  the  National 
Benefit  Society  was  properly  attached  by  the  sheriff. 

It  is  insisted  for  the  defendant  that  the  demand  of  the 
defendant  against  the  National  Benefit  Society  was  in  the  na- 
ture of  equitable  assets,  and,  therefore,  could  not  be  attached. 
Although  an  attachment  is  a  special  remedy  at  law,  and,  in 
the  absence  of  statutory  authority,  does  not  reach  property 
or  interests  which  can  only  be  realized  by  the  assistance  of  a 
Court  of  equity,  the  tendency  of  legislation  in  this  country 
has  been  to  enlarge  the  operation  of  the  writ  and  subject  in- 
terests in  and  kinds  of  property  to  seizure  under  an  attach, 
ment  which  are  not  subject  to  execution  at  law.     (Drake  on 
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Attachment,  sec.  7.)  In  this  State  the  common  law  and  equity 
jurisdiction  are  blended  in  the  same  tribunal,  and  there  is, 
consequently,  no  inconvenience  in  extending  the  remedy  of 
an  attachment  so  that  the  levy  will  embrace  equitable  inter- 
ests of  the  defendant  in  real  and  personal  property.  The 
question  is  whether  this  has  been  done  by  the  provisions  of 
the  Code.  No  decisions  of  the  State  Courts  have  been  cited 
by  counsel,  in  which  the  precise  question  now  presented  has 
been  considered.  But  in  Thwrber  v.  Blwiick^  (50  N.  JT.,  80,) 
the  Court  of  Appeals,  in  considering  the  effect  of  an  attach- 
ment under  the  Code  then  existing,  in  which  the  provisions 
were  similar  to  those  of  the  present  Code,  was  of  the  opinion 
that  the  lien  of  an  attachment  upon  choses  in  action  and 
debts  could  only  be  created  upon  legal  titles  and  not  upon 
mere  equities.  The  Court  used  this  language  :  "  Debts  and 
choses  in  action  are  to  be  regarded  as  legal  assets,  under  the 
attachment  laws,  wherever  that  process  acts  directly  upon  the 
legal  title,  but  whenever  they  are  so  situated  as  to  require  the 
exercise  of  the  equitable  powers  of  the  Court  to  place  them 
in  that  situation,  they  must  be  treated  as  they  always  were,  as 
equitable  assets  only."  See,  also,  Castle  v.  Lewis,  (78  N.  Y., 
135,)  and  Anthony  v.  Wood,  (96  N.  T.y  180.)  The  question 
thus  considered,  although  not  the  exact  question  here,  in- 
volves somewhat  the  meaning  of  the  Code  provisions,  and 
the  consideration  whether  they  extend  the  lien  of  an  attach- 
ment so  as  to  operate  upon  choses  in  action  which  can  be  col- 
lected only  in  a  Court  of  equity.  These  citations  seem  to 
sustain  the  defendant's  contention,  and  it  is  significant,  as 
tending  to  the  same  conclusion,  that  the  causes  of  action 
arising  upon  contract,  mentioned  in  section  648,  which  are 
specifically  enumerated  in  the  section,  are  all  of  them  causes 
of  action  at  law.  The  conclusion,  therefore,  is,  that  the  Code 
provisions  were  not  intended  to  create  any  innovation  upon 
the  generally  prevailing  and  original  system  of  the  remedy 
by  attachment,  under  which  the  operation  of  the  process  is 
confined  to  legal  debts,  as  contradistinguished  from  equitable 
demands.     This  conclusion,  however,  does  not  help  the  de- 
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fen  dan  t,  unless  it  can  be  maintained  that  the  defendant's 
remedy  upon  the  cause  of  action  to  secure  the  sum  payable  to 
him  is  exclusively  in  equity.  The  association  undertook  to 
pay  him  a  sum  of  money,  by  making  an  assessment  upon  its 
members,  and  paying  what  should  be  realized  thereon,  not 
exceeding  $5,000,  to  the  beneficiaries  named  in  the  contract. 
Upon  refusal  to  make  the  assessment,  it  would  be  liable  at  law, 
for  such  sum  as  might  have  been  collected  if  it  had  fulfilled 
its  undertaking.  It  would  not  be  permitted  to  allege  that 
nothing  was  due  the  plaintiff,  because  of  its  own  default 
in  not  doing  what  it  had  agreed  to  do.  Any  condition 
in  the  contract,  by  which  it  is  attempted  to  deprive  the 
beneficiaries  of  the  judgment  of  a  Court  of  competent  juris- 
diction as  to  the  extent  of  the  legal  obligation  of  the  associa- 
tion, could  not  stand  in  the  way  of  a  recovery.  Such  a  con- 
dition affects  the  right  to  a  judicial  trial  and  is  void  as 
against  public  policy.  (Insurance  Co.  v.  Horsey  20  Wall., 
445  ;  Nuie  v.  Hamilton  Mutual  Insurance  Co.,  6  Gray,  174, 
181;  Tobey  v.  County  of  Bristol,  3  Story,  800.)  On  the 
other  hand,  if  the  association  should  collect  the  sum  payable 
from  the  members,  or  any  part  of  it,  the  money  would  be- 
long to  the  beneficiaries,  and  they  could  maintain  an  action 
at  law  to  recover  it.  Doubtless  they  could  resort  to  equity 
and  seek  a  mandatory  injunction  to  compel  the  association  to 
make  an  assessment,  upon  its  refusal  to  do  so ;  but,  although 
they  might  elect  to  pursue  this  course,  they  would  not  neces- 
sarily have  to  do  so. 

It  must,  therefore,  be  held,  that  the  attachment  was  prop- 
erly levied  upon  the  demand  of  the  defendant  against  the 
National  Benefit  Society,  and,  consequently,  that  the  defence 
of  want  of  jurisdiction  should  not  have  prevailed. 

A  new  trial  is  granted. 

Kaufman  <&  Sanders,  for  the  plaintiff. 

Page  <£  Tlagan,  for  the  defendant. 
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Benjamin  B.  Hill 

vs. 

Willard  W.  Sawyer  and  others.    In  Equity. 

Letters  patent  No.  186,862,  granted  to  Benjamin  B.  Hill,  January  2d,  1877,  tor 

an  improvement  in  dating  stamps,  are  valid. 
There  was  sufficient  patentable  novelty  in  the  invention. 
The  first  claim  of  the  patent  is   not   infringed  by  a   dating-etamp  made  in 

accordance  with  letters  patent  No.  287,177,  granted  to  Willard  W.  Sawyer, 

October  23d,  1888. 

^Before  Coxa,  J.,  Southern  District  of  New  York,  Jane  17th,  1887.) 

Coxk,  J.  This  is  an  equity  action  for  infringement, 
founded  upon  letters  patent,  No.  185,862,  granted  to  the 
complainant,  January  2d,  1877,  for  an  improvement  in  dating- 
stamps.  The  object  of  the  inventor  is  to  provide  a  cheap 
hand-stamp  with  which  the  year,  month  and  day  may  be 
printed,  to  represent  any  given  date.  The  invention  con- 
sists of  a  stamp  the  case  of  which  is  made  in  two  parte. 
A  series  of  rolls  are  arranged  within  the  case  and  there  is 
a  fixed  bridge  at  its  lower  end.  ,  Endless  rubber  bands  pass 
around  these  rolls  and  also  around  or  over  the  bridge.  By 
turning  the  rolls  in  one  direction  the  figures  or  letters  upon 
the  bands  will  be  successively  brought  into  position  for  print- 
ing and  supported  there  by  the  square  edge  at  the  bottom  of 
the  bridge.  The  invention  also  consists  of  an  annular  recess 
around  the  rolls,  where  the  bands  have  their  bearing,  filled 
with  any  substance  which  will  adhere  to  the  bands  and  thus 
increase  traction,  prevent  slipping  and  aid  in  bringing  the 
characters  upon  the  rolls  into  the  proper  positions  for  print- 
ing. The  only  claim  involved  is  as  follows :  u  1.  The  combi- 
nation of  a  series  of  endless  rubber  printing-bands,  a  corre- 
sponding series  of  revolving  rolls,  and  a  bearing,  H,  to  support 
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the  type  when  being  moved  and  need  to  print,  all  substantially 
as  and  for  the  purpose  described." 

The  defences  are,  first,  that  the  patent  is  void  for  lack  of 
novelty  and  invention  ;  second,  that  one  K.  H.  Smith,  and  not 
the  patentee,  was  the  inventor ;  third,  that  the  defendants  do 
not  infringe.  Without  entering  minutely  into  the  prior  art, 
it  may  be  said,  generally,  that,  at  the  date  of  the  invention, 
in  the  fall  of  1875,  endless  printing-bands,  havirig  raised  let- 
ters thereon,  passing  around  a  traction  wheel  at  the  top  and 
a  fixed  bearing  at  the  bottom,  hand  stamps  having  a  series  of 
endless  rubber  printing-bands  extending  around  a  central 
elliptical  core,  the  lower  end  of  which  has  a  square  edge 
and  operates  as  a  fixed  bearing,  and  hand-stamps  having  end- 
less rubber  bands  passing  around  two  rollers,  so  arranged  that, 
in  printing,  the  lower  roller  is  held  stationary,  were  all  old. 
So  were  hand  stamps  with  rubber  strips  attached  to  spools, 
upon  which  they  are  wound  and  unwound  over  a  fixed  bridge, 
where  the  characters  are  brought  into  position  for  printing. 
Various  hand-stamps  employing  metal  type  upon  wheels  and 
chains  were  also  well  known.  In  fact,  it  may  be  fairly  stated 
that  each  element  of  the  combination  of  the  first  claim  is 
found  in  the  prior  art.  Sometimes,  also,  two  of  them  are 
found  combined  in  analogous  situations.  For  instance,  had 
Dorman  introduced  the  Davis  traction  wheel  to  advance 
each  of  the  bands  around  the  fixed  bearing  at  the  bottom 
of  his  core,  he  would  have  anticipated  the  complainant's 
invention.  It  must  be  admitted,  however,  that  the  com- 
bination in  question  is  not  found  in  its  entirety  in  any  of 
the  references,  and,  although  it  did  not  require  a  high  order 
of  genius  to  produce  it,  yet  sufficient  inventive  knack  and  in- 
tellectual dexterity  are  found  there  to  rescue  the  patent  from 
the  accusation  that  it  is  void  for  want  of  patentable  novelty. 
Especially  is  this  true  in  view  of  its  reception  by  the  trade 
and  the  marked  recognition  of  its  validity  by  the  defendant 
Sawyer.  {North  Americcm  Iron  Works  v.  Fiske,  30  Fed. 
Rep.,  622 ;  Wilcox  v.  Bookwalter,  31  Fed.  Rep.,  224 ;  Smith 
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v.  Dental  Vulcanite  Co.^  93  U.  S.,  486, 495 ;  Lindsay  v.  Stein, 
20  Blatchf.  O.  C.  R.,  370.) 

The  defence  that  the  invention  in  question  was  made  by 
Smith  rather  than  the  patentee  is  hardly  sustained  by  the 
proofs.  The  testimony  of  the  defendants  in  this  behalf  is 
successfully  met  by  that  of  the  complainant,  the  latter  being 
supported  by  the  very  strong  presumption  arising  from  the 
patent  itself.  If  Smith  were  the  inventor  it  is  hardly  prob- 
able that  he  would  have  permitted  the  complainant  to  take 
out  a  patent  without  stronger  protest  than  the  record  discloses. 
At  least,  he  would  have  required  some  tangible  and  definite 
acknowledgment  of  his  rights. 

Do  the  defendants  infringe  ?  This  question  is  a  perplex- 
ing one,  and  the  solution  of  it  is  surrounded  by  unusual 
difficulties.  An  examination  of  the  authorities  in  analogous 
cases,  however,  has  confirmed  and  strengthened  the  impres- 
sion formed  at  the  argument,  that  the  defendants  do  not 
infringe.  The  construction  placed  upon  the  claim,  in  view 
of  the  restricted  theatre  of  operation,  must  necessarily  be  a 
narrow  one. 

The  defendants  contend  that  it  is  necessary  to  include  the 
frame  as  an  implied  element  of  the  combination,  not  only  be- 
cause the  prior  art  limits  the  invention  to  the  precise  form 
described,  but  also  because  the  patentee  himself  so  limits  it, 
by  the  minute  and  careful  description  of  the  frame  in  the 
specification,  and  the  specific  reference  in  the  claim  to  the 
bearing  H,  which,  as  a  part  of  the  frame,  is  cast  in  two 
halves  and  in  that  form  is  not  found  in  the  defendants' stamp. 
There  are  many  authorities  which  seem  to  justify  even  so 
limited  a  construction.  In  Bragg  v.  Fitch>  (121  U.  S.,  478,) 
the  Supreme  Court  says :  "  It  is  obvious  from  the  foregoing 
review  of  prior  patents,  that  the  invention  of  Bristol,  if  his 
snap-hook  contains  a  patentable  invention,  is  but  one  in  a 
series  of  improvements  all  having  the  same  general  object 
and  purpose ;  and  that,  in  construing  the  claims  of  his  patent, 
they  must  be  restricted  to  the  precise  form  and  arrangement 
of  parts  described  in  his  specification,  and  to  the  purpose 
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indicated  therein."  (Sharp  v.  Riessner,  119  U*  &.,  631; 
Gage  v.  Herring,  107  U.  S.,  640 ;  Railroad  Company  v. 
Mellon,  104  £7".  &,  112 ;  Snow  v.  Za£*  Shore  Railway  Co., 
121  tf  A,  617.) 

Although  the  construction  nrged  by  the  defendants  is, 
perhaps,  unnecessarily  severe,  it  is  quite  clear  that  a  broad 
construction  is  impossible,  and  that  the  patentee  must,  at  least, 
be  confined  strictly  to  the  combination,  the  elements  of  which 
and  their  mode  of  operation  are  specifically  described  and 
distinctly  claimed  by  him. 

The  defendants9  stamps  are  made  under  letters  patent 
granted  to  the  defendant  Sawyer,  October  23d,  1883.  The 
bands  are  moved  around  and  upon  a  supporting  frame  or 
core,  the  bottom  of  which  forms  a  fixed  bearing.  At  the  top 
of  the  frame  are  three  small  rollers,  whose  function  is  to  re- 
lieve the  friction  of  the  bands  passing  over  the  top  of  the 
core.  These  rollers  are  not  found  in  the  Sawyer  patent. 
The  bands  are  turned  by  three  toothed  wheels,  placed  near 
the  bottom  of  the  frame,  which  bear  against  the  bands  and 
press  them  into  the  concavities  of  the  core.  The  cogs  on 
these  wheels  catch  the  projecting  characters  on  the  bands, 
and,  as  the  wheels  turn,  the  bands  are  fed  around  and  the 
letters  and  figures  are  brought  into  the  desired  position  be- 
neath the  frame  to  make  the  imprint.  The  upper  or  anti- 
friction rollers  do  not  operate  to  feed  the  bands  around,  they 
have  not  sufficient  traction  for  that  purpose,  nor  is  their 
presence  necessary  to  hold  the  bancta  up  tightly  against  the 
bearing  at  the  bottom  of  the  core.  Clearly  these  are  not  the 
rolls  of  the  patent.  The  action  of  the  toothed  wheels  is 
that  of  the  rack  and  pinion.  The  bands  are  not  held  in  ten- 
sion, which  is  essential  to  the  proper  action  of  the  complain- 
ant's device,  but  are  comparatively  loose  around  the  core.  If 
the  adhesive  function  of  the  complainant's  drums  were  re- 
moved so  that  the  bands  could  be  moved  easily  and  without 
friction,  and  between  the  drums  and  the  bridge  a  spur 
wheel  were  introduced,  the  cogs  of  which  would  engage  the 
type,  and  thus  force  the  bands  along,  it  would  be  the  de- 
Vol.  XXIV.— 28 
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f  endants'  apparatus.  But  would  it  then  be  the  patented  ap- 
paratus ?  Would  it  not  rather  be  the  Dorman  device,  plus 
the  cog  wheels  ? 

The  Court  does  not  lose  sight  of  the  able  and  persuasive 
argument  of  the  counsel  for  the  complainant,  that  the  de- 
fendants' stamp  contains  a  series  of  endless  rubber  printing 
bands,  a  fixed  bearing  over  which  thej  revolve  and  which 
supports  the  characters  in  a  position  for  printing,  and  a  series 
of  three  toothed  wheels,  which  operate  to  revolve,  and,  to 
some  extent,  support  the  bands,  the  cogs  being  but  an  exag- 
gerated roughness  for  producing  traction.  Nevertheless,  the 
defendants'  rolls  are  not  the  rolls  of  the  patent,  and,  although 
thej  produce  similar  results,  they  cannot  be  regarded  as 
equivalents.  This  case,  it  is  thought,  belongs  to  that  class  of 
inventions  where  the  doctrine  of  equivalents  cannot  be  in- 
voked to  suppress  improvements  on  a  well  known  machine. 
Where  change  of  form  or  combination  only  is  involved,  each 
inventor  must  be  content  with  the  structure  described  and 
claimed  by  him.  (McCormick  v.  Talcotty  20  How.,  402 ; 
Burr  v.  Dwryee,  1  Watt.,  531 ;  Railway  Co.  v.  Sayles,  97  U. 
&,  554.) 

The  relative  rights  of  those  who  have  improved  the  hand- 
stamp  are  well  described  by  the  patentee  himself,  in  a  circular 
put  out  by  him  in  answer  to  what  he  regarded  the  unfounded 
claims  of  Dorman.  He  says,  "  Dorman  is  entitled  to  his 
special  combination  of  endless  bands,  with  the  particular  de- 
vice shown  and  claimed  in  his  patent,  and  on  the  same  ground 
am  I  entitled  to  the  combination  of  endless  bands  with  the 
device  shown  in  my  invention."  And  he  might  have  added : 
"  Sawyer  is  entitled  to  the  endless  bands  combined  with  the 
devices  shown  by  him." 

The  idea  is,  with  even  greater  clearness,  expressed  by  the 
expert  witness  for  the  complainant,  as  follows:  "  Most  of  the 
great  inventions  of  Hie  day  are  brought  about  by  a  series  of 
steps;  one  inventor  may  have  conceived  a  new  style  of  im- 
plement, but  without  putting  it  in  such  a  form  as  to  be  a 
practically  operative  device;   another  inventor  goes  a  step 
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further,  and  another  inventor  farther  still,  and  so  on  through 
a  series  of  steps,  until  some  inventor  devises  the  idea  and  em- 
bodies it  in  such  form  as  to  make  what  was  before  an  imprac- 
ticable one.  This  last  inventor  may  not  have  devised  any 
radically  new  element  or  added  to  the  machine  anything  of 
itself  novel,  but  he  may  have  so  combined  old  elements  in 
such  a  novel  way  as  to  produce  a  great  improvement  on  the 
state  of  the  art  existing  before  his  invention.  This  appears 
to  me  to  be  the  case  of  the  Hill  patent  under  consideration. 
Each  of  the  elements  he  introduced  into  his  stamp  is  old  sep- 
arately considered,  but  I  do  not  understand  ft  to  be  necessary, 
in  order  to  make  an  invention,  that  any  single  element  or  a 
combination  shall  be  broadly  new." 

It  is  of  this  class  of  inventions  that  the  Supreme  Court,  in 
Railway  Co.  v.  Sayles,  (supra,)  at  page  556,  says :  "  If  one 
inventor  precedes  all  the  rest,  and  strikes  out  something 
which  includes  and  underlies  all  that  they  produce,  he  ac- 
quires a  monopoly,  and  subjects  them  to  tribute.  But  if  the 
advance  towards  the  thing  desired  is  gradual,  and  proceeds 
step  by  step,  so  that  no  one  can  claim  the  complete  whole, 
then  each  is  entitled  only  to  the  specific  form  of  device  which 
he  produces,  and  every  other  inventor  is  entitled  to  his  own 
specific  form,  so  long  as  it  differs  from  those  of  his  competi- 
tors, and  does  not  include  theirs. 

The  combination  of  the  defendants  is  not  the  combination 
of  the  first  claim  of  the  patent  and  it  must  be  held  that  they 
do  not  infringe.  (Brook*  v.  Fiske,  15  How.,  212 ;  California 
Paving  Co.  v.  Schaliche,  119  U.  S.,  401 ;  Hartihom  v. 
Saginaw  Barrel  Co.,  119  U.  &,  664 ;  Orier  v.  Wilt,  120  U. 
S.,  412  ;  Newton  v.  Furst  dk  Bradley  Co.,  119  U.  8.,  373.) 

It  follows  that  the  bill  must  be  dismissed. 

Frederic  H.  Beits  and  J.  &  Eindon  Hyde,  for  the 
plaintiff. 

Arthur  V.  Brieeen  and  Manuel  A.  Kursheedt,  for  the 
defendants. 
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vs. 

The  City  of  St.  Joseph. 

Explicit  provisions  in  a  statute,  comprehending  in  terms  a  whole  class  of 
are  not  to  be  restrained  by  applying  to  those  cases  an  implication  drawn 
from  subsequent  words,  unless  that  implication  is  very  clear,  necessary  and 
irresistible. 

The  order  of  arrangement  of  the  Tarious  sections  of  a  legislative  Act  is  never, 
independently  of  other  circumstances,  worthy  of  consideration  in  interpre- 
tation. 

The  power  to  issue  municipal  bonds  in  aid  of  an  extraneous  object  is  derived 
exclusively  from  the  legislative  authority  of  the  State,  and  the  laws  which 
confer  it  enter  into  and  form  a  part  of  the  bonds  themselves,  as  much,  so  as  if 
they  were  expressly  referred  to  or  incorporated  in  them. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  June  21st,  1887.) 

Wallace,  J.  This  action  has  been  tried  before  the  Court, 
a  trial  by  jury  having  been  waived.  By  stipulation  the  ques- 
tion for  determination  is,  whether  the  facts  set  up  in  the 
answer  are  a  defence. 

The  action  is  upon  certain  interest  coupons  from  bonds 
issued  by  the  defendant,  a  municipal  corporation  of  Mis- 
souri, to  the  St.  Joseph  Bridge  Building  Company,  in  pay- 
ment of  a  subscription  by  the  defendant  for  the  capital  stock 
of  that  company.  The  bonds  are  dated  July  1st,  1871,  and 
are  payable  to  the  St.  Joseph  Bridge  Building  Company,  or 
bearer,  twenty  years  after  date,  at  the  National  Bank  of 
Commerce  in  the  city  of  New  York,  with  interest  at  the  rate 
of  ten  per  centum  per  annum,  payable  semi-annually,  at  said 
bank,  on  the  first  days  of  January  and  July  of  each  year, 
upon  the  presentation  of  interest  coupons.  The  action  is 
founded  on  the  January  coupons  of  1887.  The  defence  made 
by  the  answer  is,  that  the  defendant  had  a  right  to  call  in  and 
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pay  the  bonds  before  maturity,  and  at  any  time,  pursuant  to 
the  statutes  nnder  which  they  were  issued ;  and  that,  in  the 
exercise  of  that  right,  prior  to  July  1st,  1886,  the  defendant 
paid  the  whole  amount  of  principal,  together  with  the  inter- 
est which  would  accrue  upon  the  bonds  to  that  date,  at  the 
place  of  payment  designated  in  the  bonds.  The  holders  of 
bonds  and  coupons  have  refused  to  receive  the  money  thus 
paid  or  to  surrender  the  obligations.  By  reason  of  this  tender, 
interest  ceased  to  accrue  on  the  bonds  on  the  1st  day  of 
July,  1886,  if  the  defendant  had  the  right  to  pay  them  off. 
Hence,  the  question  to  be  determined  is,  whether  the  bonds 
were  subject  to  the  defendant's  option  to  pay  them  before 
maturity. 

The  bonds  were  issued  pursuant  to  the  authority  con- 
ferred upon  the  defendant  by  an  Act  of  the  General  Assembly 
of  Missouri,  of  March  3d,  1855,  (Laws  of  1855,  p.  845,)  as 
amended  by  the  Act  of  March  24th,  1S70.  These  are  Acts 
to  amend  the  charter  of  the  defendant.  The  Act  of  1870 
has  no  bearing  upon  the  present  question  and  need  not  be 
referred  to.  The  case  turns  upon  the  meaning  and  effect  of 
three  sections  of  the  defendant's  charter,  which  read  as  fol- 
lows :  "  §  2.  To  provide  for  giving  to  any  person,  to  whom 
the  city  may  be  indebted,  and  who  may  agree  to  receive  the 
same,  the  bonds  of  the  city,  payable  in  any  length  of  time, 
and  bearing  any  rate  of  interest  not  exceeding  ten  per  cent. 
per  annum,  that  may  be  agreed  upon.  §  8.  It  shall  be  the 
duty  of  said  mayor  and  councilmen  to  provide  for  the  prompt 
annual  payment  of  the  interest  upon  all  bonds  issued  by  the 
city,  and  for  this  purpose  they  shall,  by  ordinance,  set  apart 
enough  of  the  annual  revenue  of  the  city  to  meet  said  inter- 
est, or  they  may,  in  lieu  thereof,  levy  and  collect  a  special 
annual  tax  upon  real  and  personal  property  within  the  city, 
not  exceeding  one  per  cent,  upon  the  assessed  value  thereof, 
which  shall  be  applied  exclusively  to  the  payment  of  said 
interest,  and  in  liquidation  of  the  city  debt ;  provided,  that 
nothing  herein  shall  be  so  construed  as  to  prevent  said  mayor 
and  councilmen  from  calling  in  and  paying  off,  at  any  time 
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they  may  deem  proper,  the  whole  or  any  part  of  said  bonds, 
and  if  the  principal  of  any  such  bonds  or  any  part  thereof 
shall  be  tendered  to  the  holders  of  the  same,  and  they  shall 
neglect  or  refuse  to  receive  it,  all  interest  shall  cease  on  the 
sum  so  tendered,  from  the  date  of  said  tender.  §  4.  The 
mayor  and  council  men  shall  have  power  to  subscribe  for  the 
capital  stock  of  railroads  terminating  at  or  near  said  city,  or 
for  the  stock  of  any  other  improvements  tending  to  promote 
the  general  interest  and  property  of  the  city  ;  to  issue  the 
bonds  of  the  city  for  said  subscription,  and  provide,  by 
special  tax  or  otherwise,  for  the  payment  of  the  calls  due  on 
said  stocks,  and  interest  due  on  said  bonds,  and  the  payment 
of  said  bonds  when  due;  provided,  the  proposition  to  sub- 
scribe for  such  6tock,  specifying  the  nature,  amount  and 
terms  of  said  subscription,  and  the  manner  in  which  the  same 
is  to  be  met  and  liquidated,  by  special  tax  or  otherwise,  be 
first  submitted  to  a  vote  of  the  owners  of  real  estate  in  said 
city,  and  shall  have  received  the  sanction  of  a  majority  of 
the  owners  of  such  real  estate,  who  alone  shall  be  entitled  to 
vote  on  such  proposition ;  and  provided  further,  that  the 
special  tax  authorized  in  this  section,  and  in  section  third  of 
this  Act,  shall  never  jointly  exceed  one  per  cent,  upon  the 
assessed  value  of  the  property  in  said  city." 

The  proposition  seems  almost  too  plain  to  require  discus- 
sion, that  it  is  the  intention  of  section  2,  evinced  in  plain  and 
explicit  language,  to  empower  the  mayor  and  councilmen  to 
call  in  and  pay  off,  whenever  they  may  deem  it  proper  to  do 
so,  the  whole  or  any  part  of  the  bonded  indebtedness  of  the 
city.  The  exercise  of  the  power,  though  permissive  merely 
in  its  terms,  is  a  duty  which  these  officers  are  bound  to  ful- 
fil. (The  Mayor  v.  Furze,  3  Hill,  612;  Supervisors  v. 
United  States,  4  Wall.,  435.)  It  is  a  power  given  to  them  as 
a  trust  to  be  held  and  exercised  for  the  benefit  of  the  public, 
from  time  to  time,  as  occasion  requires,  and  cannot  be  effect- 
ually abridged  by  their  own  acts.  (Dillon  on  Mun.  Corp.y 
sees.  61,  62.)  The  provision  which  declares  that  interest  shall 
cease  if  the  holders  of  the  bonds  refuse  to  receive  the  princi- 
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pal  when  tendered,  demonstrates  unmistakably  that  the  legis- 
lature intended  to  engraft  the  option  into  the  bonds  and  place 
it  beyond  the  power  of  the  municipal  authorities  to  bind  t^eir 
successors  in  office  by  a  different  contract.  There  is  no  qual- 
ifying language  in  section  3,  which  limits  the  operation  of 
the  proviso  to  bonds  issued  under  section  2,  but  the  proviso 
applies  unequivocally  to  "all  bonds  issued  by  the  city." 
These  words  describe  necessarily  not  only  the  bonds  created 
for  general  purposes  under  section  2,  but  also  those  created 
for  special  objects  nnder  section  4.  Upon  the  general  prin- 
ciples of  the  interpretation  of  statutes,  where  the  words  are 
general,  the  Courts  are  not  at  liberty  to  insert  limitations 
not  called  for  by  the  sense,  or  the  objects,  or  the  mischiefs, 
of  the  enactment.  (United  States  v.  Coombs,  12  Peters^ 
72.) 

It  is  to  be  observed  that  the  three  sections  cover  the  whole 
subject  of  municipal  power  and  duty  in  respect  to  creating 
and  discharging  bonded  indebtedness.  Section  2  confers 
plenary  powers  upon  the  mayor  and  councilmen  to  create 
bonds  for  any  debt  contracted  within  the  scope  of  the  munic- 
ipal authority.  Section  4  confers  power  upon  these  officers 
to  create  bonds  for  certain  specified  extra-municipal  objects, 
when  sanctioned  in  advance  by  a  vote  of  tax-payers.  Section 
3  devolves  upon  these  officers  the  duty  of  providing,  by 
special  taxation,  or  otherwise,  for  the  payment  of  the  annual 
interest  on  the  whole  bonded  debt,  authorizes  them  to  call  in 
and  pay  off  the  principal,  or  any  part  of  it,  at  any  time,  restricts 
them  from  levying  taxes  beyond  a  fixed  annual  limit,  and 
prevents  them  from,  abridging  the  right  of  their  successors  to 
call  in  and  pay  bonds  before  maturity,  by  depriving  the  bond- 
holders of  interest  after  a  tender  of  the  principal.  This  sec- 
tion is  declaratory  of  the  policy  of  the  legislature  upon  all 
these  subjects,  and  defines  the  duties  and  powers  of  the  mayor 
and  councilmen  concerning  "  all  bonds  issued  by  the  city." 
Explicit  provisions  in  a  statute,  comprehending  in  terms  a 
whole  class  of  cases,  are  not  to  be  restrained  by  applying  to 
those  cases  an  implication  drawn   from  subsequent  words, 
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unless  that  implication  is  very  dear,  necessary  and  irresistible. 
(Faw  v.  MarsteUer,  2  Cr.9  10.)  Section  4  is  ancillary  and 
subordinate  to  sections  2  and  3 ;  it  is  intended  to  confer  an 
authority  which  is  never  implied,  which  can  only  exist  by  ex- 
press legislative  sanction,  and  which,  when  granted,  is  invari- 
ably guarded  by  limitations  and  conditions  calculated  to  check 
abuses  in  its  exercise.  No  reason  has  been  suggested,  and 
none  can  be  conceived,  why  the  legislature  should  intend  to 
clothe  bonds  issued  under  such  an  authority  with  special 
privileges.  Certainly  no  such  intention  can  be  implied, 
when  this  would  be  inconsistent  with  the  scheme  of  municipal 
duty  in  respect  to  bonded  debts  generally.  That  section  4  is 
intended  to  be  subordinate  to  section  3  is  shown  by  the  pro- 
viso, which  requires  that  the  special  tax  authorized  for  the 
payment  of  the  interest  and  principal  of  the  bonds  shall  be 
included  in  the  limitation  of  the  third  section  respecting  a 
special  annual  tax.  If  section  4  had  preceded  section  3,  in 
the  order  of  arrangement  of  the  several  sections,  or  if  sections 
2  and  4  had  been  transposed,  there  would  be  nothing  in  the 
language  of  either  section  upon  which  to  hinge  a  doubt.  The 
order  of  arrangement  of  the  various  sections  of  a  legislative 
Act  is  never,  independently  of  other  circumstances,  worthy 
of  consideration  in  interpretation.  The  contention  of  the 
plaintiff  is  built  wholly  upon  the  words  of  section  4,  which 
confer  power  upon  the  mayor  and  councilmen  to  issue  bonds 
for  subscriptions  and  provide  for  the  payment  of  the  interest 
"  and  the  payment  of  said  bonds,  when  due."  The  argument 
is,  that,  because  the  mayor  and  councilmen  are  to  provide  for 
the  payment  of  the  principal  of  these  bonds  "  when  due," 
they  are  impliedly  prohibited  from  doing  so  before  the  bonds 
fall  due.  But  the  injunction  to  provide  for  the  payment  of 
the  bonds  when  due  does  not  forbid  the  exercise  of  the  right 
to  pay  them  before  they  fall  due ;  much  less  is  it  inconsistent 
with  the  duty  to  pay  them  when  the  public  interests  require 
this  to  be  done.  Certainly  the  language  of  the  4th  section  no 
more  evinces  the  intention  of  the  legislature  to  permit  the 
mayor  and  councilmen  to  bind  the  city  by  issuing  bonds 
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which  cannot  be  retired  before  the  principal  becomes  due, 
than  does  that  of  the  2d  section,  which  authorizes  them  to 
issue  bonds  "  payable  in  any  length  of  time."  Both  sections 
permit  them  to  issue  bonds  which  will  not  mature  before  a 
fixed  date,  but  neither  permits  them  to  abridge  or  impair  the 
right  created  for  the  protection  of  the  city  by  the  proviso  of 
section  3. 

Although  the  plaintiff  is  a  holder  for  value,  and  before 
maturity,  of  the  coupons  in  suit,  the  defence  asserted  must 
prevail.  A  municipal  corporation  cannot,  without  legislative 
authority,  issue  bonds  in  aid  of  any  extraneous  object.  Every 
person  dealing  with  such  corporation  must,  at  his  peril,  take 
notice  of  the  existence  and  terms  of  the  law  by  which  it  is 
claimed  the  power  to  issue  such  bonds  is  conferred.  The 
power  to  issue  such  bonds  is  derived  exclusively  from  the 
legislative  authority  of  the  State,  and  the  laws  which  confer 
it  enter  into  and  form  a  part  of  the  bonds  themselves,  as 
much  so  as  if  they  were  expressly  referred  to  or  incorporated 
in  them.  The  holder  of  a  municipal  bond  is  chargeable  with 
notice  of  the  statutory  provisions  under  which  it  was  issued. 
{Anthony  v.  County  of  Jasper,  101  U.  8.,  693,  697;  Ogden 
v.  County  of  Daviess,  102  U.  S.,  634 ;  Northern  Bank  v. 
Porter  Township,  110  U.  8.,  608,  618.)  By  the  terms  of  the 
statutory  authority  it  was  a  condition  of  the  present  bonds 
that  interest  should  cease  upon  a  tender  of  the  principal  by 
the  defendant  at  any  time.  As  has  been  said,  it  was  beyond 
the  power  of  the  mayor  and  councilmen  to  curtail  or  impair 
the  effect  of  this  condition  by  issuing  bonds  of  a  different 
tenor.  It  follows,  that  judgment  must  be  directed  for  the 
defendant. 

Nod  B.  Sanborn,  for  the  plaintiff. 

John  F.  Dillon  and  James  Limbvrd,  for  the  defendant. 


442  CONNECTICUT, 


The  Diamond  Match  Company  v.  The  United  States. 


The  Diamond  Match  Company,  Plaintiff  in  Esbob 

VS. 

The  United  States,  Defendants  in  Error. 

A  bond  given  to  the  United  States  to  obtain  a  concession  from  the  Commis- 
sioner of  Internal  Revenue  as  to  keeping  on  hand  internal  revenue  stamps 
printed  from  a  die  furnished  by  a  manufacturer  of  matches,  under  §  8,428 
of  the  Revised  Statutes,  as  a  matter  of  favor  and  not  of  right,  was  a  valid 
bond. 

(Before  Wallace,  J.,  Connecticut,  June  24th,  1 887.) 

Wallace,  J.  This  writ  of  error  is  brought  to  review  a 
judgment  of  the  District  Court  in  favor  of  the  United  States 
and  against  the  plaintiff  in  error.  The  action  was,  by  stipu- 
lation, tried  before  a  referee.  The  findings  of  the  referee 
were  confirmed  by  the  District  Court.  The  suit  was  brought 
upon  a  bond  containing  the  following  conditions :  "  The  con- 
ditions of  the  foregoing  obligation  are  such,  that,  whereas 
the  said  Diamond  Match  Company  is  a  proprietor  of  articles 
subject  to  stamp  duty  under  schedule  A,  and  under  the  pro- 
visions of  section  3,423  Revised  Statutes  of  the  United 
States,  has  furnished,  without  expense  to  the  United  States, 
its  own  dies  or  designs  for  stamps  to  be  used  thereon  ;  and 
whereas  the  said  Diamond  Match  Company  is  desirous  of 
avoiding  the  delays  in  the  receipt  of  such  of  the  aforesaid 
stamps  as  it  may,  from  time  to  time,  order,  which  would  be 
unavoidable  if  the  same  were  not  printed  and  prepared  for 
issue  prioT  to  the  receipt  of  the  order  by  the  Commissioner 
of  Internal  Revenue;  and  whereas  the  said  the  Diamond 
Match  Company  has  requested,  or  may  hereafter  request,  the 
Commissioner  of  Internal  Revenue  to  prepare  and  hold,  sub- 
ject to  its  order,  and  to  keep  at  all  times  on  hand,  an  esti- 
mated three  months'  supply  of  the  stamps  aforesaid,  the  esti- 
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mate  of  such  supply  having  been  made  and  filed  with  the 
said  Commissioner  of  Internal  Revenue  by  the  said  the  Dia- 
mond Match  Company:  Now,  therefore,  if  the  said  the 
Diamond  Match  Company  shall,  whenever  requested  so  to  do 
by  the  said  Commissioner  of  Internal  Revenue,  well  and 
truly  pay,  or  cause  to  be  paid,  to  the  Treasurer  of  the 
United  States,  for  the  use  of  the  United  States,  all  and 
every  such  sum  or  sums  of  money  as  the  Commissioner 
of  Internal  Revenue  shall  certify  to  have  been  paid  by 
the  United  States  for  the  paper,  printing,  gamming,  and 
perforating,  and  preparing  for  issue,  of  the  stamps  herein 
referred  to,  the  same  having  been  prepared  in  accordance 
with  the  estimate  of  the  said  the  Diamond  Match  Company, 
which  may  at  any  time  be  found  by  said  Commissioner  to 
have  been  printed  for  a  longer  period  than  three  months, 
(exclusive,  however,  of  such  stamps  as  may  have  been  printed 
within  the  three  months  next  preceding  the  expiration,  by 
repeal  or  otherwise,  of  all  laws  requiring  the  use  thereof,) 
but  not  purchased  by  the  said  the  Diamond  Match  Company, 
then  this  obligation  to  be  void  and  of  no  effect ;  otherwise,  to 
be  and  remain  in  full  force  and  virtue." 

It  appears,  by  the  record,  that,  prior  to  the  repeal  of  the 
law  imposing  a  tax  on  matches,  the  Government  kept  on 
hand  two  kinds  of  internal  revenue  stamps ;  first,  general 
stamps,  of  a  common  design,  and  for  sale  to  and  used  by  all 
parties  who  might  need  them  ;  secondly,  private  die-stamps, 
wiiich  were  printed  from  dies,  engraved  tor  particular  parties, 
from  special  designs,  each  party  providing  at  its  own  expense 
and  owning  its  die  and  plate,  and  being  alone  entitled  to  re- 
ceive stamps  printed  therefrom.  The  present  controversy 
relates  to  the  second  kind  of  stamps  named.  Before  Septem- 
ber 30th,  1875,  it  had  been  the  custom  of  the  Government  to 
allow,  without  any  indemnity  against  loss,  the  printing  of 
private  die-stamps  in  accordance  with  the  estimates  that  the 
die  owners  furnished  of  their  anticipated  needs.  Shortly 
before  that  date  it  was  discovered  that  large  quantities  of 
jBUch  stamps  were  on  hand,  which  had  been  printed  in  accord- 
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ance  with  the  estimates  therefor,  and  had  never  been  pur- 
chased, and  which  never  would  be  purchased,  because  the 
parties  who  had  given  the  estimates,  and  for  whom  the 
stamps  were  printed,  had  gone  oat  of  business.  Thereupon 
the  Commissioner  of  Internal  Revenue  established  a  regula- 
tion promulgated  in  a  circular  of  the  date  of  September  30th, 
1875,  which  was  as  follows :  "  It  appears  that  it  has  hereto- 
fore been  the  practice  of  this  Office  to  print  supplies  of 
private-die  proprietary  stamps,  in  anticipation  of  orders  there- 
for from  the  person,  firm  or  corporation  famishing  the  design, 
and,  in  the  event  of  the  failure,  or  retirement  from  business 
from  any  cause,  of  such  person,  firm,  or  corporation,  the 
Government  has  been  subjected  to  a  loss  of  the  amount  ex- 
pended for  paper  and  the  printing  and  preparation  for  issue 
of  the  stamps  left  on  hand.  It  is  believed  that  this  Office  is 
not  warranted  in  subjecting  the  Government  to  losses  of  this 
character,  and  that  the  printing  of  private  die-stamps  before 
the  receipt  of  orders  therefor  should  be  discontinued,  or  that 
proper  measures  should  be  taken  to  secure  the  Government 
against  losses  arising  from  such  printing.  In  future,  there- 
fore, such  persons,  firms,  or  corporations  as  order  stamps 
printed  from  private  dies,  and  desire  to  avoid  the  delays  con- 
sequent upon  the  printing  and  preparation  of  the  stamps, 
subsequent  to  the  receipt  of  an  order  therefor,  will  be 
required  to  execute  and  file  in  this  Office  a  bond  condi- 
tioned for  the  payment  to  the  Treasurer  of  the  United 
States,  for  the  use  of  the  United  States,  whenever  so  re- 
quired by  the  Commissioner  of  Internal  Revenue,  of  such 
sum  or  sums  as  may  have  been  paid  by  the  Treasury  De- 
partment for  the  paper  upon  which  the  stamps  are  printed, 
together  with  the  printing,  perforating,  gumming,  and  pre- 
paring for  issue,  of  private-die  proprietary  stamps,  not  ex- 
ceeding an  estimated  three  months'  supply,  as  may  be  pre- 
pared under  the  directions  of  the  Commissioner  of  Internal 
Revenue,  in  accordance  with  the  estimate  and  request  of 
the  person,  firm,  or  corporation  ordering  the  same.  After 
the  approval  of  the  bond,  or  simultaneously  with  the  filing. 
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thereof,  an  estimate  of  a  three  months'  average  cod  sumption 
of  stamps  should  be  made  by  the  person,  firm,  or  corpora- 
tion desiring  stamps  printed  in  anticipation  of  orders,  and 
the  same  should  be  accompanied  by  a  request  that  6uch  num- 
ber be  printed  and  kept  continuously  on  hand,  awaiting 
orders  theref or." 

The  bond  in  suit  was  executed  by  the  Diamond  Match 
Company  at  the  request  of  the  Commissioner  of  Internal 
Revenue,  and  in  pursuance  of  the  regulation  set  forth,  after 
the  company  had  ineffectually  tried  to  induce  the  Commis- 
sioner to  recede  from  his  regulation.  In  April,  1881,  the 
Diamond  Match  Company  became  the  successor  of  several 
match  manufacturing  companies  which  had  previously  ex- 
isted, was  thereafter  the  owner  of  31  dies,  was  the  largest 
match  manufactory  in  the  country,  and  was  continuously 
needing  from  300,000  to  400,000  stamps  per  month  during 
the  busy  season  of  the  year.  It  was  a  convenience  to  the 
company  that  the  Government  should  have  on  hand  con- 
stantly an  adequate  supply  of  stamps  printed  on  its  own  dies, 
so  that  orders  could  be  immediately  filled,  and  it  was  also  of 
pecuniary  benefit  not  to  be  compelled  to  anticipate  what 
quantity  would  be  required  in  advance,  and  order  the  print- 
ing in  advance  from  time  to  time,  and  pay  for  the  deliveries 
of  stamps,  as  they  might  be  made  under  such  order.  On 
May  26th,  1881,  the  company  gave  the  Commissioner  of  In- 
ternal Revenue  its  estimate  of  a  three  months'  supply  of  its 
stamps  for  use,  which  was  67,750,000  and  requested  that  that 
number  be  kept  on  hand.  Afterwards,  on  January  27th, 
1882,  the  defendant  requested  that  1,890,000  more  stamps 
should  be  kept  on  hand  by  the  Commissioner  of  Internal 
Revenue.  Thereafter  the  quantity  thus  requested,  prepared 
ready  for  use,  was  kept  in  stock  by  the  Commissioner.  By 
the  Act  of  March  3d,  1883,  the  tax  imposed  upon  matches  by 
section  3,419  of  the  Revised  Statutes  was  repealed,  the  Act 
to  take  effect  July  1st,  1883,  and  the  day  after  the  repeal 
statute  took  effect  the  Internal  Revenue  Department  had  on 
hand  43,133,741  stamps  printed  from  the  private  dies  of  the 
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company,  at  its  request.  The  expense  of  manufacturing 
these  stamps  had  been  $4,364.37. 

It  is  now  alleged  as  error,  that  the  bond  in  question  was 
not  required  or  authorized  by  law  and  was  exacted  by  the 
Commissioner  of  Internal  Revenue  colore  officii,  and  is,  there- 
fore, void.  No  other  errors  are  alleged  by  the  plaintiff  in 
error.  The  real  question  to  be  determined  is,  whether  there 
was  a  valid  consideration  for  the  bond.  No  statute  directed 
the  Commissioner  of  the  Internal  Revenue  to  require,  or 
prescribed  the  giving  of,  such  a  bond.  But  it  cannot  be 
maintained  that  the  bond  was  not  given  voluntarily,  or  was 
exacted  colore  officii  by  the  Commissioner,  if  it  was  given  by 
the  obligor  in  order  to  promote  its  own  convenience,  and 
obtain  an  accommodation  in  the  transaction  of  its  business 
with  the  Internal  Revenue  department,  which  the  Govern- 
ment was  under  no  obligation  to  provide. 

As  early  as  in  the  case  of  United  States  v.  Tingey,  (5  Pet., 
115,)  it  was  held,  that  a  bond  not  prescribed  by  law,  but  vol- 
untarily given  to  the  United  States,  is  a  valid  obligation ; 
that  the  United  States  have  a  right  to  enter  into  a  contract 
not  prohibited  by  law  and  appropriate  to  the  just  exercise  of 
their  powers,  through  the  instrumentality  of  the  proper  de- 
partment to  which  those  powers  are  confided ;  and  that  the 
right  to  take  a  bond  to  secure  the  Government  for  public 
moneys  entrusted  to  an  agent  is  an  incident  to  the  duties  be- 
longing to  such  a  department.  The  doctrine  of  that  case  was 
reiterated  in  United  States  v.  Bradley,  (10  Pet.,  343,)  and 
has  been  followed  in  Tyler  v.  Hand,  (7  How.,  573 ;)  United 
States  v.  Hodson,  (10  Wall.,  395 ;)  and  United  States  v.  Mora, 
(97  U.  S.,  413.)  In  Jessup  v.  United  States,  (106  U.  S.,  147,) 
the  Court  held  that  a  bond  taken  by  the  Commissioner  of 
Internal  Revenue,  payable  to  the  United  States,  conditioned 
that  a  manufacturer  should  pay  such  sum  as  he  should  owe 
the  United  States  for  adhesive  stamps,  although  taken  with- 
out the  authority  of  a  statute,  was  binding  at  common  law. 

It  is,  therefore,  only  necessary  to  inquire  whether  the 
obligor  in  the  present  bond  executed  it  in  order  to  obtain  a 
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concession  which  was  a  matter  of  favor  and  not  of  right. 
The  system  of  requiring  taxes  to  be  paid  by  the  use  of  stamps 
was  adopted  for  the  convenience  of  the  Government  and  not 
for  the  accommodation  of  tax-payers,  and  undoubtedly  con- 
templated that  the  department  charged  with  the  administra- 
tion of  the  internal  revenue  laws  should  provide  the  stamps 
required  by  the  exigencies  of  its  business,  and  be  at  all  times 
prepared  to  furnish  them  to  those  who  were  entitled  to  use 
them.  One  of  its  provisions  enacted,  that  any  proprietor  of 
certain  specified  articles  subject  to  stamp  tax,  including 
matches,  should  have  the  privilege  of  furnishing  his  own 
dies  or  designs  for  stamps  to  be  used  thereon  to  the  Commis- 
sioner of  Internal  Eevenue,  and  directed  the  Commissioner 
to  cause  stamps  to  be  made  from  such  dies  for  thq  separate 
use  of  such  proprietor ;  and,  when  such  stamps  were  U6ed, 
dispensed  with  some  of  the  formalities  for  cancellation  pre- 
scribed when  ordinary  stamps  were  used.  (Sec.  3,423  U.  S. 
Hev.  Stat.)  This  was  a  provision  for  the  accommodation  of 
the  manufacturer.  He  was  not  required  to  avail  himself  of 
it,  but  could  use  ordinary  stamps  if  he  preferred.  Neither 
this  section,  nor  any  other  provision  of  the  internal  revenue 
law  in  force  when  the  present  bond  was  executed,  required 
the  Commissioner  of  Internal  Revenue  to  keep  on  hand,  in 
advance  of  orders  from  the  manufacturer,  such  a  quantity  of 
stamps  printed  upon  the  die  of  the  particular  manufacturer 
as  the  manufacturer  might  desire,  or  any  particular  quantity. 
If  it  should  be  conceded  that  it  was  the  duty  of  the  Commis- 
sioner of  Internal  Revenue  to  keep  on  hand  such  a  quantity 
of  stamps  as  a  manufacturer  of  matches  might  at  any  time 
desire  to  purchase,  either  for  cash  or  on  a  credit  of  sixty  days, 
under  section  3,425  United  States  Revised  Statutes,  it  was 
not  his  duty,  except  so  far  as  in  his  discretion  the  needs  of 
the  department  might  require  it  to  be  done,  to  keep  on  hand, 
in  advance  of  a  purchase  or  order,  any  specific  quantity  of 
stamps  made  upon  the  dies  of  a  particular  manufacturer. 
He  was  under  no  obligation  to  print  stamps  in  advance  of 
orders  and  run  the  risk  of  the  loss  which  might  ensue  when 


448  CONNECTICUT, 


Man  sod  v.  The  New  York,  New  Haven  and  Hartford  Railroad  Company. 

the  stamps  were  prepared  for  the  use  of  particular  persons 
who  might  not  need  all  that  were  prepared,  or  might  go  out 
of  business,  or  might  prefer  to  purchase  or  order  the  ordinary 
stamps.  No  duty  to  the  manufacturer  required  this  by  im- 
plication, because  the  manufacturer  could  always  procure 
the  ordinary  stamps,  which  it  is  to  be  assumed  the  depart- 
ment would  have  at  all  times  on  hand,  or  he  could,  at  his 
option,  purchase,  in  advance  of  his  present  needs,  anticipating 
the  future  exigencies  of  his  business,  and  rely  upon  obtaining 
a  repayment  of  the  amount  paid  for  those  not  used,  under  the 
provisions  of  section  3,426  United  States  Revised  Statutes. 

In  this  view  the  regulation  of  the  Commissioner  of  Inter- 
nal Revenue  under  which  this  bond  was  given  was  a  just  and 
wise  one.  It  was  calculated  to  indemnify  the  Government 
against  the  risk  of  loss  which  those  who  desired  to  avail  them- 
selves of  exceptional  facilities  in  their  business  with  the  de- 
partment could  not  expect  the  Government  to  assume.  The 
bond  was  given  to  obtain  an  accommodation  which  the  Com- 
missioner  of  Internal  Revenue  might  properly  extend,  but 
which  he  was  not  required  by  law  to  give. 

The  judgment  of  the  District  Court  is  affirmed. 

Green  £.  Haum9  for  the  plaintiff  in  error. 

Lewis  Es  Stanton,  {District  Attorney,)  for  the  defendants 
in  error. 


GILBERT  MANSON  AND  OTHERS 

VS. 

The  New  Yobk,  New  Haven  and  Hartford  Railroad 

Company. 

In  this  case  the  consignee  of  a  cargo  was  held  liable,  under  a  biU  of  lading;  for 
demurrage  for  detaining  the  vessel,  where  she  was  without  fault. 

(Before  Wallaok,  J.,  Connecticut,  June  24th,  1887.) 
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Wallace,  J.  Tins  Is  a  libel  in  personam,  for  demurrage. 
The  District  Court  decreed  in  favor  of  the  libellauts  and  the 
respondent  has  appealed.  The  libellants  are  the  owners  of 
the  schooner  Sutton,  the  master  of  which  received  on  board, 
at  Baltimore,  a  cargo  of  coal,  to  be  transported  to  the  port  of 
New  Haven.  By  the  bill  of  lading  the  master  undertook  to 
deliver  the  cargo  to  the  appellant,  the  consignee  therein 
named,  at  the  "  Consolidated  Boad  Docks,  New  Haven." 
The  clause  in  the  bill  of  lading  as  regards  demurrage  is  as 
follows :  "  And  24  hours  after  the  arrival  at  the  above  named 
port  and  notice  thereof  to  the  consignee  named,  there  shall 
be  allowed  for  receiving  said  cargo  at  the  rate  of  one  day, 
Sundays  and  legal  holidays  excepted,  for  every  hundred  tons 
thereof,  after  which  the  cargo,  consignee  or  assignee  shall  pay 
demurrage  at  the  rate  of  eight  cents  per  ton  a  day,  Sundays 
and  legal  holidays  not  excepted,  upon  the  full  amount  of  car- 
go, as  per  this  bill  of  lading,  for  each  and  every  day's  deten- 
tion, smdjpro  rata  for  parts  and  portions  of  a  day,  beyond  the 
days  above  specified,  until  the  cargo  is  fully  discharged ; 
which  freight  and  demurrage  shall  constitute  a  lien  upon  said 
cargo."  The  consignee  had  several  docks  at  the  port  of  New 
Haven.  The  Sutton  arrived  at  New  Haven  harbor  at  mid- 
night January  30th,  1885,  and  reported  at  2  o'clock  p.  m.  the 
next  day  to  the  agent  of  the  consignee.  This  agent  directed 
the  master  of  the  Sutton  to  discharge  the  cargo  at  one  of  the 
docks  of  the  consignee  called  the  "  Shop  dock."  A  vessel 
was  then  lying  at  that  dock,  having  just  discharged  her  car- 
go. The  basin  in  which  that  dock  was  situated  was  connected 
with  the  main  channel  of  the  harbor  by  'an  artificial  channel 
of  about  80  feet  wide  and  about  10  feet  deep  at  low  tide. 
The  master  told  the  agent  that  he  would  try  and  take  his 
vessel  there  on  the  first  tide,  which  would  be  that  night. 
The  agent  replied  that  another  vessel,  the  Crescent,  was  to  go 
in  first,  and  that  he  did  not  want  two  vessels  there  at  the  same 
time.  On  the  next  day  the  Crescent  went  to  the  Shop  dock 
and  the  Sutton  was  towed  to  the  entrance  of  the  Shop  dock 
channel.  While  the  Sutton  was  waiting  there  for  the  Cres- 
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cent  to  be  discharged  aud  come  out,  and  before  that  vessel 
came  out,  and  by  February  3d,  ice  formed  in  the  channel,  of 
such  thickness  that  the  Sutton  could  not  proceed;  and  this 
state  of  things  continued  until  March  6th.  On  February 
5th  the  consignee's  agent  directed  the  master  of  the  Sutton  to 
proceed  and  discharge  his  cargo  at  the  Shop  dock.  The  mas- 
ter offered  to  take  the  Sutton  through  the  channel,  and  dis- 
charge as  requested,  if  the  consignee  would  pay  the  expense 
of  having  a  passage  broken  through  the  ice.  The  agent  of 
the  consignee  refused  to  do  this ;  the  master  of  the  Sutton  re- 
fused to  discharge  at  the  Shop  dock ;  and  the  agent  of  the  con- 
signee insisted  that  he  wanted  the  cargo  discharged  there. 
It  would  have  involved  a  very  considerable  expense,  especial- 
ly to  the  libellants,  to  break  a  passage  through  the  ice  to  the 
Shop  dock.  At  this  time,  and  all  the  time  after  the  con- 
signee was  notified  of  the  arrival  of  the  Sutton,  Belle  dock, 
another  of  the  consignee's  docks,  was  accessible,  and  the 
master  of  the  Sutton  offered  to  discharge  his  cargo  there;  but 
the  consignee's  agent  would  not  consent,  because  the  conven- 
ience of  the  consignee  required  the  coal  to  be  discharged  at 
the  Shop  dock.  Matters  remained  in  this  situation  until  Feb- 
ruary 16th,  when  an  arrangement  was  made  between  the  par- 
ties, by  which  the  cargo  was  to  be  discharged  at  another 
place,  without  waiving  the  rights  of  either,  and,  under  that 
arrangement,  the  discharge  was  immediately  begun  and  was 
completed  February  23d. 

The  foregoing  are  the  essential  facts  upon  which  the  case 
turns.  Demurrage  was  allowed  by  the  District  Court  for  a 
period  of  ten  days,  commencing  on  February  13th,  in  the 
sum  of  $784.  The  appellant  contends  that  the  Sutton  was 
under  obligation  to  proceed  to  the  Shop  dock,  that  being  the 
place  of  delivery  designated  by  the  consignee ;  and  that  no 
liability  for  demurrage  arises  because  she  had  not  completed 
her  voyage  prior  to  February  16th,  and  was  not  prepared  to 
make  delivery  of  the  cargo  at  the  proper  place. 

The  decision  of  the  learned  District  Judge  recognized  the 
rule,  that,  when  a  bill  of  lading  designates  a  particular  dock, 


JUNE,  1887.  451 


Manson  v.  The  New  York,  New  Haven  and  Hartford  Railroad  Company. 

at  the  port  of  delivery,  where  the  cargo  shall  be  discharged, 
the  carrier  can  make  no  claim  for  demurrage  for  any  deten- 
tion arising  from  the  state  of  the  elements,  prior  to  the  arrival 
of  the  ship  at  the  particular  place.  His  decision  was  placed 
upon  the  ground,  that,  under  this  bill  of  lading,  the  consignee 
had  the  right  to  designate  which  one  of  the  several  docks 
constituting  the  Consolidated  Road  Docks  named  in  the  bill 
of  lading,  should  be  the  place  of  discbarge,  provided  the  one 
selected  was  accessible  to  the  Sutton  within  a  reasonable  time, 
and  by  the  use  of  reasonable  means,  and  he  held  the  consignee 
liable  because  the  dock  selected  was  at  the  time  inaccessible, 
and  the  detention  arose  without  fault  of  the  carrier,  and 
while  the  vessel  was  waiting  for  an  opportunity,  pursuant  to 
the  instructions  of  the  consignee,  to  get  to  the  dock  desig- 
nated. 

The  decree  below  is  not  one  of  which  the  appellant  can 
reasonably  complain.  If  the  libellants  had  appealed,  they 
would  have  been  entitled  to  recover  one  day's  demurrage 
more  than  was  allowed  by  the  District  Court. 

The  law  undoubtedly  is,  that  the  obligation  of  the  carrier 
is  not  alone  to  carry  the  cargo,  but  is,  in  addition,  to  deliver 
it  at  the  place  of  discharge  in  the  port  of  destination  men- 
tioned in  the  bill  of  lading ;  and  the  consignee  incurs  no  lia- 
bility for  demurrage  until  such  delivery  is  made  or  tendered. 
(JPIntosh  v.  Sinclair,  11  Ir.  C.  L.,  456  ;  Aylward  v.  Smith, 
2  Lowell,  192 ;  Parker  v.  Winlow,  8  EU.  <6  B.,  942 ;  Hodg- 
dan  v.  R.  R.  Co.,  46  Conn.,  277.)  It  is  equally  well  settled, 
that,  where  the  bill  of  lading  allows  a  given  number  of  days 
to  the  consignee  for  unloading,  a  contract  is  implied,  on  his 
part,  that,  from  the  time  the  ship  is  at  the  usual  place  of  dis- 
charge, he  will  take  the  risk  of  any  ordinary  vicissitude  which 
may  occur  to  prevent  the  release  of  the  ship  at  the  expiration 
of  the  ruuning  days.  (Tiis  v.  Byers,  34  L.  T.,  N.  &,  526  ; 
Randall  v.  Lynch,  2  Camp.,  352 ;  Cross  v.  Beard,  26  N.  Y., 
35).  The  place  of  discharge  designated  in  this  bill  of  lading 
was  any  one  of  the  several  docks  of  the  consignee,  known  as 
the  Consolidated  Road  Docks;  and  there  was  no  proof  of 
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any  usage  or  custom  by  which  any  particular  one  of  these 
docks  was  to  be  treated  as  the  place  of  discharge.  Under 
this  bill  of  lading  the  consignee  had  the  right,  and  it  was  its 
duty,  to  designate  a  suitable  place  for  the  discharge  of  the 
cargo,  within  24  hours  after  notice  of  the  vessel's  arrival. 
This  follows,  not  merely  from  the  fact  that  delivery  of  the 
cargo  was  to  be  made  at  any  one  of  several  docks  belong- 
ing to  the  consignee,  all  of  which  ordinarily  were  equally 
convenient,  or  practically  so,  for  the  carrier ;  but  because  the 
peculiar  phraseology  of  the  demurrage  clause  implies  that  the 
parties  to  the  bill  of  lading  intended  that  the  consignee 
should  have  24  hours  in  which  to  select  a  suitable  place  of 
discharge,  after  notice  of  arrival  of  the  vessel.  {The  Boston, 
1  Lowell,  464.)  The  bill  of  lading  thus  prescribes  what  time 
is  to  be  deemed  a  reasonable  time  on  the  part  of  the  consignee 
in  which  to  provide  a  suitable  place  for  the  discharge  of  the 
cargo,  and  exonerates  him  from  liability  for  any  delay  occur- 
ring during  that  period  without  his  fault ;  but  it  also  imports 
a  promise  on  his  part  that  the  running  days  in  which  the  ves- 
sel is  to  be  discharged  shall  commence  at  the  expiration  of 
the  24  hours.  (Choate  v.  Meredith,  1  Holmes,  500.)  Ajiy 
detention  of  the  vessel  from  that  time,  which  occurs  without 
the  fault  of  the  carrier,  is  at  the  risk  of  the  consignee. 

The  Court  below  adopted  a  view  more  liberal  to  the  con- 
signee. It  is  plain  that,  until  February  3d,  the  master  of  the 
Sntton  was  ready  to  deliver  his  cargo,  and  could  have  made 
delivery  at  any  one  of  the  docks  of  the  consignee ;  but  the 
Court  found,  and  the  proofs  sustain  the  finding,  that  the 
master  of  the  Sutton  was  induced  to  delay  proceeding  to  the 
Shop  dock,  for  the  convenience  of  the  consignee,  and  waited 
at  a  place  as  near  that  dock  as  he  could  get,  in  pursuance  of 
the  instructions  of  the  consignee,  until  the  ice  prevented  him 
from  reaching  it.  He  then  offered  to  discbarge  at  another  of 
the  docks  named  in  the  bill  of  lading,  which  was  then  acces- 
sible ;  but  permission  to  do  so  was  refused  by  the  consignee. 
Under  such  circumstances  it  is  not  open  to  fair  doubt  that 
the  consignee  took  the  risk  of  any  detention  of  the  vessel  by 
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vis  major,  while  it  was  waiting  to  get  access  to  the  Shop 
dock.  (Tapscott  v.  Balfowr,  L.  JR.  8  C.  P.,  46 ;  Jones  v. 
Adamson,  35  Z.  T.,  N.  &,  287.)  The  consignee  cannot  be 
heard  to  allege  that  the  master  was  in  fault  for  complying 
with  its  own  instructions,  or  that  the  libellants  are  in  any 
different  position  than  they  would  be  in  if  the  detention  of 
the  Sutton  had  occurred  at  the  Shop  dock  after  she  had 
reached  that  place. 

The  decree  of  the  District  Court  is  affirmed,  with  interest 
and  costs. 


John  H.  Whiting  and  William  K.  Toumsend,  for  the 
plaintiffs. 

Johnson  T.  Piatt,  for  the  defendant. 


The  United  States  ex  bel.  Ferdinand  Seegeb 

vs. 
Henby  Gk  Peab8on,  Postmaster. 

The  Circuit  Court  of  the  United  States  has  no  jurisdiction  to  compel  a  postmas- 
ter, by  mandamus,  to  transmit  mail  matter  at  a  lower  rate  of  postage  than 
that  charged. 

(Before  Baow*,  J.,  Southern  District  of  New  York,  Jane  29th,  1887.) 

Brown,  J.  The  relator  alleges  that  he  is  the  editor  and 
proprietor  of  a  newspaper  periodical  called  "  Medical  Clas- 
sics/' and  has  requested  the  defendant,  who  is  the  postmaster 
of  New  York,  to  enter  and  transmit  through  the  mails  this 
publication  as  second  class  matter.  This  request  was  refused 
by  the  defendant,  and  the  publication  was  charged  a  higher 
rate  of  postage,  as  third  class  matter ,because  held  to  be  designed 
as  an  advertising  medium.    The  relator  denies  any  such  pur- 
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pose.  On  appeal  by  the  relator  to  the  first  assistant  postmas- 
ter-general, this  refusal  was  sustained ;  and  the  relator  brings 
this  proceeding  to  compel  the  defendant,  by  mandamus,  to 
receive  and  transmit  the  publication  as  second  class  matter. 

I  am  constrained,  by  the  weight  of  authority,  to  decline  to 
entertain  this  proceeding  by  mandamus.  A  long  line  of 
decisions  of  the  Supreme  Court  has  affirmed  the  broad  doc- 
trine, that  the  Circuit  Court  has  no  jurisdiction  to  issue  a 
writ  of  mandamus  as  an  original  proceeding ;  but  only  as  an- 
cillary to  some  other  proceeding,  or  right,  of  which  it  has 
jurisdiction. 

Considering  that  the  4th  subdivision  of  §  629  of  the  Re- 
vised Statutes  gives  the  Circuit  Court  express  jurisdiction 
"  of  all  causes  arising  under  the  postal  laws,"  (Act  of  March 
3d,  1845,  5  U.  S.  Stat,  at  Large,  739,  §  20,)  and  that  the  14th 
section  of  the  Judiciary  Act  (§  716  of  the  Revised  Statutes) 
authorizes  the  Federal  Courts  to  issue  such  writs  whenever 
"  necessary  for  the  exercise  of  their  respective  jurisdictions, 
and  agreeable  to  the  uses  and  principles  of  law,"  it  might 
have  been  inferred,  in  the  absence  of  authority,  that,  if  the 
relator  was  entitled  to  the  relief  demanded,  according  to  the 
general  usage  and  practice  of  the  law,  and  if  a  writ  of  man- 
damus was  the  proper  remedy  for  such  relief,  the  writ  might 
have  been  issued,  in  the  exercise  of  the  proper  jurisdiction  of 
the  Court,  inasmuch  as  the  cause  is  one  arising  exclusively 
"  under  the  postal  laws." 

Upon  repeated  examination  of  the  decisions  of  the  Su- 
preme Court,  however,  I  cannot  find  myself  authorized  to 
treat  this  question  as  an  open  one.  In  most  of  the  cases  in 
which  the  question  has  arisen,  the  Circuit  Court  had  un- 
doubted original  jurisdiction  of  the  subject-matter  of  the 
proceedings,  under  some  one  or  other  of  the  express  provi- 
sions of  the  statutes,  quite  as  clearly  as  its  authority  to  deter- 
mine "  all  causes  arising  under  the  postal  laws."  Neverthe- 
less, the  right  to  pursue  the  remedy  by  means  of  an  original 
writ  of  mandamus  has  been  uniformly  denied.  (Mclntvre  v. 
Wood,  7  Granch,  504 ;  Mc  Clung  v.  Sittiman,  6  Wheats  598; 
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Bath  County  v.  Amy,  13  Wall.,  244 ;  Graham  v.  Norton,  15 
Wall,  427;  County  of  Greene  v.  Z>anid,  102  U.  8,  187; 
Davenport  v.  County  of  Dodge,  105  Z71  >&,  237 ;  Rosenbaum 
v.  Board,  <&c,  28  JMf.  iikp.,  223 ;  United  States,  ex  ret.  Weed 
v.  SmaUwood,  1  Chicago  Legal  News,  321.) 

Without  considering,  therefore,  in  what  cases,  or  to  what 
extent,  a  review  of  the  decision  of  the  postmaster  or  of  the 
assistant  postmaster-general,  as  respects  the  determination  of 
a  question  of  fact  upon  which  the  rating  of  postal  matter 
depends,  is  either  reviewable  at  all,  or  under  a  proceeding 
by  mandamus,  (see  Carrick  v.  Zamar,  116  U.  S.,  423,)  I  must 
dismiss  the  application  upon  the  ground  first  stated. 

Townsend,  Dyett  &  Einstein,  for  the  relator. 

Stephen  A.  Walker,  (District  Attorney,)  for  the  defendant. 


Edward  L.  Hedden,  Plaintiff  in  Error 

V8. 

William  E.  Iselin  and  others,  Defendants  in  Error. 

The  collector  of  a  port  has  no  right  to  exact  from  an  importer  a  fee  to  be  paid 
to  a  merchant  appraiser  for  his  services  under  §  2,980  of  the  Revised  Stat- 
utes. 

But,  where  the  collector  exacts  such  a  fee  under  the  direction  of  the  Secretary 
of  the  Treasury,  he  is  not  liable  to  the  penalty  imposed  by  section  2,686  of 
the  Revised  Statutes. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  Jane  80th,  1867.) 

Wallace,  J.  This  action  was  brought  in  the  District 
Court,  to  recover  a  penalty  under  the  provisions  of  section 
2,636  of  the  Revised  Statutes  of  the  United  States.  The 
statute  is  as  follows :  "  Every  officer  of  the  customs  who  de- 
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mands  or  receives  any  other  or  greater  fee,  compensation,  or 
reward  than  is  allowed  by  law,  for  performing  any  dnty  or 
service  required  from  him  by  law,  shall  be  liable  to  a  penalty 
of  two  hundred  dollars  for  each  offence,  recoverable  to  the 
use  of  the  party  aggrieved."  A  verdict  was  rendered  for  the 
plaintiffs  and.  the  defendant  brings  this  writ  of  error  to  review 
the  judgment  entered  upon  the  verdict. 

It  appeared  upon  the  trial,  that,  in  July,  1885,  the  plaint- 
iffs imported  certain  merchandise  into  the  port  of  New  York, 
of  which  port  the  defendant  was  collector,  which  was  ap- 
praised for  duty  in  advance  of  the  invoice  valuation.  Being 
dissatisfied  with  the  appraisement  the  plaintiffs  gave  notice 
of  such  dissatisfaction  to  the  collector,  and  at  the  same  time 
deposited  with  a  clerk  in  the  cashier's  office  at  the  custom 
house  the  sum  of  ten  dollars,  wherewith  to  pay  a  fee  of  the 
merchant  appraiser  on  the  re-appraisement.  The  collector 
was  not  present  when  the  ten  dollars  was  so  deposited,  but, 
by  a  regulation  of  the  Secretary  of  the  Treasury,  (Article 
472,  Regulations  of  1883,)  collectors  were  directed  not  to 
permit  a  delivery  to  importers  of  merchandise  re-appraised, 
without  payment  of  compensation  at  the  rate  of  five  dollars 
per  diem  to  the  merchant  appraiser ;  and,  pursuant  to  this 
regulation,  and  in  order  to  secure  such  payment,  it  was  the 
practice  of  the  collector  to  require  such  a  deposit  to  be  made. 
Thereupon  the  collector  selected  a  merchant  appraiser ;  the 
re-appraisement  was  made ;  the  merchant  appraiser  was  paid 
$2.50  for  his  compensation ;  and  the  balance  of  the  deposit 
was  refunded  to  the  defendants  in  error.  The  exaction  of 
this  sum  of  $2.50  is  the  foundation  of  the  present  suit.  It 
was  not  claimed,  upon  the  trial,  that  an  excessive  compensa- 
tion was  exacted  for  the  services  of  the  merchant  appraiser, 
but  the  theory  of  the  action  was,  that  there  was  no  statute 
authorizing  the  payment  of  any  compensation  to  a  merchant 
appraiser,  and,  therefore,  that  nothing  should  have  been  ex- 
acted of  the  plaintiffs  as  compensation  for  his  services.  At 
the  close  of  the  evidence  the  Judge  instructed  the  jury,  in 
substance,  that  there  was  no  statute  which  authorized  the 
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imposition  of  any  charge  upon  the  plaintiffs  for  the  re-ap- 
praisement of  merchandise ;  that  the  re-appraisement  was  a 
part  of  the  system  prescribed  by  law  for  ascertaining  the 
value  of  importations ;  that  it  was  a  matter  of  right  for  the 
importer  to  have  a  re-appraisement,  when  dissatisfied  with  the 
appraiser's  valuation;  that  it  then  became  the  collector's  duty 
to  appoint  a  merchant  appraiser ;  and  that  any  charge  for  the 
services  of  the  merchant  appraiser  must  be  borne  by  the  Gov- 
ernment. He  submitted  two  questions  of  fact  to  the  jury, 
instructing  them  that  they  were  to  determine,  first,  whether 
the  payment  in  question  was  a  voluntary  payment  or  not ; 
and,  secondly,  whether  the  collector  received  the  money 
through  a  subordinate  as  a  condition  of  going  on  with  the  re- 
appraisement.  Among  other  instructions  requested  in  behalf 
of  the  defendant  the  Judge  was  requested  to  direct  the  jury 
to  find  a  verdict  for  the  defendant  upon  the  ground  that  the 
evidence  was  not  sufficient  to  establish  a  cause  of  action. 
The  exception  to  this  instruction  is  sufficient,  in  the  view 
taken  of  the  meaning  of  the  statute  imposing  the  penalty,  to 
present  the  material  questions  now  brought  up  for  considera- 
tion. 

The  plaintiff  in  error  now  insists,  that  the  ruling  of  the 
District  Judge,  that  the  charge  made  for  the  compensation  of 
the  merchant  appraiser  was  unauthorized,  is  error.  This  ob- 
jection goes  to  the  foundation  of  the  action. 

The  services  for  which  compensation  was  exacted  are  per- 
formed by  virtue  of  section  2,930  of  the  Revised  Statutes  of 
the  United  States,  which  provides,  that  if  the  importer  shall 
be  dissatisfied  with  the  appraisement,  he  may  forthwith  give 
notice  to  the  collector,  in  writing,  on  the  receipt  of  which 
the  collector  shall  select  one  discreet  and  experienced  mer- 
chant, to  be  associated  with  one  of  the  general  appraisers, 
familiar  with  the  character  and  value  of  the  goods  in  ques- 
tion, to  examine  and  appraise  the  same,  and,  if  they  disagree, 
the  collector  shall  decide  between  them,  and  the  appraisement 
thus  determined  shall  be  final  and  be  deemed  to  be  the  true 
value.     There  is  no  specific  provision  of  law  declaring  how 
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or  by  whom  the  merchant  appraiser  thus  selected  is  to  be 
paid,  or  what  compensation  is  to  be  allowed  him  for  his 
services.  Prior  to  the  Act  of  August  30th,  1842,  (5  U.  S. 
Stat,  at  Zarge,  564,  §  17,)  the  merchant  appraisers  called  in 
npon  a  re-appraisement  were  employed  by  the  importer,  and, 
by  the  terms  of  the  statute,  "  at  his  own  expense ; "  but  that 
Act  vested  the  selection  of  the  merchant  appraiser  in  the  col- 
lector and  did  not  contain  the  provisions  previously  existing 
for  their  compensation.  Consequently  that  Act  left  the 
whole  subject  of  their  compensation,  and  whether  it  is  to  be 
paid  by  the  importer  or  by  the  Government,  to  implication. 
As  the  discharge  of  the  duties  devolving  upon  merchant  ap- 
praisers was  not  compulsory,  Congress  must  have  contem- 
plated that  they  would  not  serve  without  compensation,  and 
that  they  were  to  be  paid  either  by  the  importer,  as  formerly, 
or  by  the  Government. 

Shortly  after  the  enactment  of  the  Act  of  August  30th, 
1842,  the  question  arose  in  this  Court,  whether  the  fees  of 
merchant  appraisers  were  to  be  paid  by  the  importer,  and  it 
was  decided  that  a  re-appraisement  under  that  Act  was  at  the 
expense  of  the  importer,  and  he  was  bound  to  offer  the  fees 
of  the  appraiser,  in  order  to  put  the  collector  in  the  wrong 
for  not  ordering  the  re-appraisement.  {Fielden  v.  Law- 
rence9  3  Blatchf.  C.  C.  J2.y  120.)  This  question  was,  however, 
only  incidentally  under  consideration  in  that  case,  and  does 
not  appear  to  have  been  discussed  by  counsel ;  and,  as  the 
ruling  upon  the  other  points  involved  was  decisive,  its  de- 
termination was  not  necessary  to  the  decision  of  the  case  and 
ought  not  to  be  controlling  now.  If  there  were  any  reason  to 
suppose  that  the  changes  introduced  by  the  Act  of  1842  bad 
been  brought  to  the  attention  of  the  Court,  what  was  said, 
although  obiter,  would  be  entitled  to  the  highest  respect,  as 
indicating  the  opinion  of  Judges  of  great  learning  and  great 
familiarity  with  all  questions  respecting  the  interpretation  and 
construction  of  the  revenue  laws. 

The  plaintiff  in  error  relies  upon  the  construction  of  the 
law  adopted  by  the  Treasury  Department,  and,  as  is  claimed, 
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consistently  adhered  to  by  that  Department  ever  since  the 
Act  of  August  30th,  1842,  went  into  effect.    The  only  evi- 
dence in  the  record,  of  this  construction,  is  found  in  the 
Regulation  of  1883,  although  there  is  no  reason  to  doubt  the 
statement  in  the  brief  of  the  Attorney  of  the  United  States, 
that  this  regulation  embodies  the  practice  of  the  Treasury 
Department  ever  since  the  Act  of  1842  was  passed  ;  and  this 
statement  is  not  controverted  by  the  counsel  for  the  defend- 
ants in  error.     The  concession  does  not  materially  assist  the 
plaintiff  in  error.     Although,  in  the  construction  of  a  doubt- 
ful and  ambiguous  law,  the  contemporaneous  and  continuous 
construction  of  those  who  are  called  upon  to  act  under  the 
law  and  are  appointed  to  carry  its  provisions  into  effect,  is 
entitled  to  great  respect,  {Edwards  v.  Darby,  12  Wheats  206 ; 
United  States  v.  Moore,  95  U.  S.y  760 ;  United  States  v.  HiUy 
120  U.  S.y  169,)  their  interpretation  is  only  controlling  where 
the  language  of  the  law  is  ambiguous.     The  Court  must  look 
to  the  laws  themselves,  and  not  to  the  construction  placed 
upon  them  by  the  heads  of  departments,  although  these  are 
entitled  to  great  respect,  and  will  always  be  weighed  by  the 
Court  in  cases  of  doubt  or  ambiguity.    There  is  no  ambi- 
guity, and  no  room  for  difference  of  opinion,  as  to  the  mean- 
ing of  the  language  of  section  2,930,  nor  has  there  been  since 
the  Act  of  1842.     Congress  omitted  to  make  any  provision 
subjecting  the  importer  to  the  expense  of  a  re-appraisement, 
or  for  the  compensation  of  merchant  appraisers,  in  the  Act 
of  1842,  and  has  never  made  any  since  that  Act.     This  may 
have  been  an  oversight,  but  it  is  not  the  province  of  the  Court 
to  correct  it.     Equally  well  it  may  have  been  the  deliberate 
purpose  of  Congress  not  to  subject  the  importer  to  the  ex- 
pense of  a  re-appraisement  when  he  was  no  longer  permitted 
to  select  the  merchant  appraisers.     No  principle  is  better 
settled  than  that  a  tax,  or  charge  in  the  nature  of  a  tax,  upon 
the  citizen,  can  only  be  created  by  plain  and  explicit  lan- 
guage.    (Adams  v.  Bancroft,  3  Sumn.,  384.)    Here  it  was 
sought  to  be  raised  by  silence.    It  must  be  held  that  there 
was  no  legal  authority  for  the  exaction. 
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Although  the  fee  charged  for  the  services  of  the  mer- 
chant appraiser  was  an  unlawful  exaction,  the  plaintiffs  were 
not  entitled  to  recover  the  penalty  prescribed  by  section  2,636. 
The  section  is  obviously  intended  to  impose  a  penalty  as  a 
punishment  for  extortion  by  officers  of  the  customs,  and  the 
mere  statement  of  the  proposition  that  such  a  statute  con- 
templates the  mulcting  of  a  collector  for  an  act  done  in  the 
honest  discharge  of  his  duty,  and  in  obedience  to  the  Regula- 
tion of  the  Secretary  of  the  Treasury,  suggests  a  doubt 
whether  this  statute  is  fairly  capable  of  such  an  interpreta- 
tion. Unless  the  language,  read  in  connection  with  other 
statutes  in  pari  materid,  requires  such  a  meaning,  it  is  not 
to  be  supposed  that  Congress  intended  to  visit  an  act  per- 
formed from  motives  which  the  law  recognizes  as  upright 
and  commendable,  with  a  severe  penalty.  It  has  always  been 
held,  that  extortion  proceeds  only  from  a  corrupt  mind. 
{People  v.  Whaley,  6  Cow.,  661 ;  Commonwealth  v.  Shed,  1 
Mass.,  227 ;  Jacobs  v.  Commonwealth,  2  Leigh,  709 ;  State 
v.  Stotts,  5  Black/.,  460  ;  Cutter  v.  State,  9  Vroom,  125.) 

The  section  is  a  re-enactment  of  section  73  of  the  Act  of 
March  2d,  1799,  (1  U.  S.  Stat,  at  Large,  680.)  The  original 
provision  has  never  been  expressly  repealed,  but,  since  it 
first  found  a  place  among  the  statutes,  the  revenue  laws  have 
been  so  completely  remodelled,  in  reference  to  the  liability 
of  the  customs  officers  for  duties,  charges  or  fees  unlawfully 
exacted,  and  as  respects  the  remedies  of  importers  and  others 
interested  in  contesting  such  exactions,  that  the  provision  in 
question  has  long  been  practically  obsolete.  No  decision  is 
found  in  the  reports  in  which  this  statute  has  ever  been 
resorted  to  as  the  foundation  of  an  action  ;  but  suits  to  re- 
cover fees  illegally  exacted  by  customs  officers  have  been 
brought  in  the  form  of  the  ordinary  action  of  assumpsit. 
(Ogden  v.  Maxwell,  3  Blatchf.  C.  C.  R.,  319 ;  Barber  v. 
ScheU,  107  U.  S.}  617.) 

By  the  Act  of  March  3d,  1883,  sec.  12,  (12  U.  8.  Stat,  at 
Large,  741,)  now  section  989  of  the  Revised  Statutes,  Con- 
gress enacted,  that  when  a  recovery  is  had  in  any  suit  or  pro- 
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ceeding  against  a  collector  or  other  officer  of  the  revenue,  for 
any  act  done  by  him  in  the  performance  of  his  official  duty, 
and  the  Court  certifies  that  there  was  probable  cause  for  the 
act  done,  or  that  he  acted  under  the  directions  of  the  Secre- 
tary of  the  Treasury,  or  other  proper  officer  of  the  Govern- 
ment, no  execution  shall  issue  against  such  collector  or  other 
officer,  but  the  amount  so  recovered  shall,  upon  final  judg- 
ment, be  paid  out  of  the  proper  appropriation  from  the 
treasury.  The  effect  of  this  statute  is,  when  a  certificate  is 
given,  to  practically  convert  the  suit  against  the  officer  into 
a  claim  against  the  United  States.  ( United  States  v.  Sher- 
man, 98  U.  S.j  565,  567.)  However  it  may  have  been  before, 
since  the  enactment  of  this  provision  it  is  plain,  that  the  laws 
of  Congress  do  not  contemplate  the  punishment  of  an  officer 
of  the  revenue,  by  penalty  or  otherwise,  for  any  act  done  in  the 
honest  discharge  of  his  duty,  or  in  obedience  to  the  direction 
of  the  head  of  the  department. 

What  was  left  of  the  statute  of  1799  after  the  Act  of 
1863  was  still  further  curtailed  and  emasculated  by  the  Act 
of  June  30th,  1864,  (13  U.  S.  Stat,  at  Lwrge,  214,)  now  found 
in  sections  2,931,  2,932,  of  the  United  States  Revised  Stat- 
utes. By  that  Act,  (sees.  14, 15,)  the  decision  of  the  collectors 
of  customs  u  as  to  all  fees,  charges,  and  exactions  of  whatever 
character,"  claimed  by  them  or  any  officers  under  them,  in 
the  performance  of  their  official  duty,  was  made  "  final  and 
conclusive  against  all  persons  interested  in  such  fees,  charges, 
or  exactions,"  unless  a  protest  was  served  and  an  appeal  taken 
from  the  decision  to  the  Secretary  of  the  Treasury.  The  Act 
further  provided,  that  no  suit  should  be  maintained  in  any 
Court,  for  the  recovery  of  any  such  fees  or  charges,  until  the 
decision  of  the  Secretary  on  such  appeal,  or  unless  his  decision 
should  be  delayed  more  than  90  days.  The  effect  of  this 
Act,  in  a  suit  brought  against  a  collector  of  customs,  to  re- 
cover fees  illegally  exacted  by  him,  was  considered  in  this 
Court,  in  Shaw  v.  Grinnell,  (9  Blotch/.  C.  C.  i?.,  471,)  and 
it  was  held,  that,  the  fees  having  been  exacted  by  the  collec- 
tor in  the  performance  of  his  official  duty,  and  the  plaintiff 
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not  having  taken  an  appeal  to  the  Secretary  of  the  Treasury, 
the  action  conld  not  be  maintained,  although  the  exaction 
was  illegal. 

Thus  it  appears  that,  at  the  time  of  the  revision  of  the 
statutes,  in  1873,  the  decision  of  the  collector  was  final  as  to 
the  legality  of  the  fee  exacted  of  an  importer,  unless  an  ap- 
peal were  taken  to  the  Secretary  of  the  Treasury ;  and,  when- 
ever an  officer  of  the  customs,  or  any  other  officer  of  the 
revenue,  was  sued  for  exacting  a  fee,  or  doing  any  other  act 
pursuant  to  the  direction  of  the  head  of  his  department,  he 
was  entitled  to  a  certificate,  which,  in  legal  effect,  absolved 
him  from  personal  liability  and  transmuted  the  cause  of 
action  into  a  demand  against  the  Government.  To  this  ex- 
tent the  provisions  of  the  law  of  1799  were  superseded,  and, 
it  they  had  not  been  reproduced  in  the  revision,  it  would 
seem  doubtful  whether  they  were  still  in  force.  A*,  however, 
the  law  was  retained  in  the  revision  of  the  statutes,  some 
effect  and  meaning  must  be  given  to  it.  But  it  is  to  be  read 
in  connection  with  the  provisions  of  the  Acts  of  1S63  and 
1864,  referred  to,  which  are  also  retained  in  the  revision. 
Reading  the  three  sections  together,  (2,630,  989  and  2,932,) 
as  m  pari  materid,  and  without  reference  to  other  provisions 
of  the  Revised  Statutes  which  may  still  more  restrict  the 
meaning  of  section  2,636,  the  only  effect  that  can  be  given  to 
that  section  is  to  construe  it  as  authorizing  an  action  against 
an  officer  for  a  penalty  when  be  has  exacted  fees  under  cir- 
cumstances which  do  not  entitle  him  to  a  certificate  pursuant 
to  section  989,  and  after  the  person  aggrieved  has  taken  an 
appeal  to  the  Secretary  of  the  Treasury,  pursuant  to  section 
2,932.  If,  upon  an  appeal  to  the  Secretary  of  the  Treasury, 
that  officer  adopts  and  sanctions  the  act  of  the  collector,  or 
other  officer  of  customs,  charged  with  exacting  an  illegal 
fee,  it  may  well  be  assumed  that  the  exaction  was  of  a  char- 
acter which  entitles  the  officer  to  a  certificate  of  probable 
cause. 

The  evidence  upon  the  trial  of  this  action  did  not  tend  to 
make  a  case  falling  within  the  section  as  thus  construed. 


JULY,  1887.  463 


Everest  v.  The  Buffalo  Lubricating  Oil  Company. 


On  the  contrary,  it  showed  that  the  defendant  exacted  the 
fee  charged  for  the  services  of  the  merchant  appraiser,  in 
pursuance  of  the  [Regulations  of  the  Secretary  of  the  Treas- 
ury. The  defendant  was,  therefore,  entitled  to  the  instruc- 
tion that  the  evidence  was  not  sufficient  to  establish  a  cause 
of  action. 

The  judgment  is,  accordingly,  reversed. 

Henry  C.  Piatt,  (Assistant  District  Attorney ,)  for  the 
plaintiff  in  error. 

Henry  K  Tremam  and   A.  P.  Ketchum,  for  the   de- 
fendants in  error. 


Htbam  B.  Everest 
vs. 

The  Buffalo  Lubbioating  Oil  Company,  Limited.    In 

Equity. 

The  decisions  in  this  case,  in  20  Fed.  Rep.,  848,  and  22  Blatchf.  C.  C.  R,  524, 
confirmed. 

A  plaintiff  in  a  suit  in  equity  is  entitled  to  only  nominal  damages  for  the  in- 
fringement of  a  patent,  unless  he  shows  what  profit  the  defendant  has  derived 
from  the  invention. 

In  such  a  case,  where  the  master's  report  awards  only  nominal  damages,  and 
the  plaintiff  excepts  to  it,  and  the  exceptions  are  overruled,  the  plaintiff  will 
be  charged  with  the  costs  of  the  reference,  including  the  master's  fees  and 
the  costs  of  the  exceptions  and  of  the  hearing  thereon. 

(Before  Coxx,  J.,  Northern  District  of  New  York,  July  1st,  1887.) 

Ooxe,  J.    This  cause  was  argued  at  the  June  Circuit, 
1881,  and  resulted  in  a  decision  for  the  complainant.    (20 
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Fed.  liep.y  848.)  In  November,  1884,  the  defendant  pre- 
sented a  petition  for  a  rehearing,  which,  after  argument  and 
due  consideration,  was  denied.  (22  Blalchf.  C.  C.  JR.,  524.) 
On  the  30th  of  March,  1887,  the  master  submitted  bis  report, 
in  which  he  finds  the  complainant  entitled  to  nominal  dam- 
ages only.  The  complainant  filed  exceptions  to  this  report. 
The  cause  is  now  before  the  Court  upon  these  exceptions,  and 
also  upon  a  motion  by  the  defendant  to  dismiss  the  bill  on 
the  ground  that  the  patent  is  void  for  want  of  patentable 
novelty.  The  theory  upon  which  the  latter  motion  is  based 
is  that,  since  the  interlocutory  decree  was  entered,  the  Su- 
preme Court,  in  a  number  of  causes,  has  taken  advanced 
ground  upon  the  subject  of  patentable  novelty,  which  disposes 
of  the  patent  in  question. 

The  motion  to  dismiss  the  complaint  is,  in  reality,  but  a 
second  motion  for  a  rehearing.  Upon  this  subject  but  little 
need  be  said.  The  law  and  the  facts  are  in  precisely  the  same 
condition  that  they  were  at  the  argument  and  when  the  first 
petition  for  a  rehearing  was  presented.  The  views  of  the 
Court  appear  sufficiently  in  the  decisions  then  rendered,  and 
it  is  not  necessary  to  reiterate  them. 

The  causes  relied  upon  by  the  defendant  had  been  decided 
at  Circuit  adversely  to  the  respective  patents  before  the  argu- 
ment of  this  cause.  These  decisions  were  all  published  and 
were  accessible  to  the  defendant,  had  it  desired  to  make  use 
of  them.  The  Supreme  Court,  in  each  instance,  affirmed  the 
decree  of  the  lower  Court.  No  new  doctrine  has  been  ad- 
vanced, no  new  test  of  invention  formulated.  The  law  re- 
mains unchanged.  Each  case  must  be  determined  upon  its 
own  facts,  and  the  Courts,  as  heretofore,  must  ascertain  as  beet 
they  may  where  to  draw  the  line  through  the  shadowy  border 
land  which  separates  invention  and  mechanical  skill. 

Of  the  recent  decisions  of  the  Supreme  Court  the  one 
which,  upon  the  facts,  approximates  most  nearly  to  the  case 
at  bar  is,  unquestionably,  New  Process  Fermentation  Com- 
pany v.  Mausy  (122  U.  &,  413.)  The  Court  reverses  the  de- 
cree dismissing  the  bill,  and  sustains  the  third  claim  of  the 
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patent  in  controversy,  which  covers  a  process,  irrespective  of 
the  apparatus  for  carrying  it  out,  applied  to  beer  while  in 
one  stage  of  manufacture.  It  is  not  easy,  on  principle,  to 
distinguish  this  case  from  the  case  at  bar.  Instead,  therefore, 
of  convincing  the  Court  that  the  bill  should  be  dismissed,  the 
decisions  referred  to  have  confirmed  and  strengthened  the 
opinion  that  the  complainant's  patent  is  a  valid  one. 

The  master  has  found  only  nominal  damages,  and  has 
accompanied  his  report  with  an  opinion,  in  which  the  reasons 
for  his  action  are  clearly  stated  and  abundantly  sustained  by 
authority.  I  concur  in  the  views  expressed  by  him,  and  fail 
to  see  how  he  could  have  reached  a  different  conclusion. 

It  was  conceded,  on  the  argument,  that  the  complainant, 
as  he  did  not  gvant  licenses  or  operate  personally  under  the 
patent,  was  not  entitled  to  damages.  He  certainly  could  not 
recover  the  defendant's  profits  without  some  evidence  show- 
ing what  profit  was  attributable  to  the  invention.  There  is 
nothing  to  show  that  the  defendant  made  more  or  lost  less  by 
the  use  of  the  fire  test.  The  record  is  wholly  silent  upon  this 
subject.  Not  only  does  the  complainant  fail  to  show  what 
profit  the  defendant  derived  from  the  invention,  but  he  fails 
to  show  that  it  derived  any  profit  at  all.  For  aught  that  ap- 
pears the  defendant's  use  of  the  fire  test  may  have  been 
wholly  without  pecuniary  advantage.  The  mere  fact,  if  it  be 
a  fact,  that  fire  tested  oil  made  by  the  Vacuum  Company, 
with  which  the  complainant  is  connected,  sold  for  one  and 
one-half  cents  more  per  gallon  than  oil  manufactured  by 
other  companies,  is  entirely  insufficient  unless  accompanied 
by  proof  that  the  enhanced  value,  or  some  portion  thereof, 
was  due  to  the  use  of  the  fire  test.  There  is  no  such  proof. 
It  is  manifest,  that,  in  such  circumstances,  there  is  no  founda- 
tion for  more  than  a  nominal  recovery.  {Oarretson  v. 
Clark,  111  U.  8.,  120;  at  Circuit,  15  Blatchf.  C.  C.  R., 
70 ;  Fay  v.  Allen,  ante,  p.  275 ;  Dobson  v.  Daman,  118  U. 
S.,  10;  Dobson  v.  Hanrtford  Carpet  Company,  114  U.  S., 
439 ;  Dean  v.  Mason,  20  Bow.,  198,  203 ;  Black  v.  Thome, 
111  U.  8.,  122.) 
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The  motion  to  dismiss  the  bill  is  denied.  The  exceptions 
are  overruled  and  the  master's  report  is  confirmed. 

Following  the  precedent  of  OarreUon  v.  Clark,  (supra,) 
the  costs  of  the  reference,  including  the  master's  fees  and  the 
costs  of  the  exceptions  and  of  the  hearing  thereon,  should  be 
taxed  against  the  complainant. 

George  £.  Selden  and  T.  G.  Oukrhridge,  for  the  plaint- 
iff. 

James  A.  Allen,  for  the  defendant. 


The  United  States,  Plaintiffs  nr  Ebbob 

vs. 

Demab  Barnes,  Defendant  in  Ebbob. 

An  assignee  in  bankruptcy  is  liable  personally  to  the  United  States,  for  money 
which  he  distributed  among  creditors  of  the  bankrupt  instead  of  retaining 
it  or  applying  it  to  pay  a  preferred  claim  of  the  United  States  against  the 
bankrupt,  where  he  had  notice  of  such  claim  before  he  made  such  distarttm- 
tion,  although  the  United  States  did  not  prove  their  claim  in  the  bankruptcy 
proceeding  before  he  made  such  distribution. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  7th,  1887.) 

Wallace,  J.  This  is  a  writ  of  error  brought  by  the 
plaintiffs  to  review  a  judgment  of  the  United  States  District 
Court  in  favor  of  the  defendant.  The  suit  was  brought  to 
recover  $32,000,  with  interest  from  September  12th,  1871, 
moneys  paid  out  by  the  defendant  on  that  date,  as  assignee 
in  bankruptcy  of  Theodore  H.  Vetterlein  and  Bernhard  T. 
Vetterlein,  as  a  dividend  to  creditors,  which  moneys,  upon 
the  theory  of  the  plaintiffs,  the  defendant  should  have 
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tained  and  applied  to  pay  the  United  States,  as  a  creditor  of 
the  bankrupts  having  priority  over  all  other  creditors.  The 
cause  of  action  arises  under  sections  3,466  and  3,467  of  the 
United  States  Revised  Statutes.  Section  3,466  provides,, 
that,  whenever  any  person  indebted  to  the  United  States  is 
insolvent,  the  debts  dne  to  the  United  States  shall  be  first 
satisfied,  and  that  the  priority  thereby  established  shall  ex- 
tend as  well  to  cases  in  which  a  debtor,  not  having  sufficient 
property  to  pay  all  his  debts,  makes  a  voluntary  assignment 
thereof,  as  to  cases  in  which  an  act  of  bankruptcy  is  com- 
mitted. Section  3,467  provides,  that  every  assignee,  or  other 
person,  who  pays  any  debt  due  by  the  person  or  estate  from 
whom  or  for  which  he  acts,  before  he  satisfies  and  pays  the 
debts  due  to  the  United  States  from  such  person  or  estate, 
shall  become  answerable  in  his  own  person  and  estate  for 
the  debts  so  due  to  the  United  States,  or  for  so  much  thereof 
as  may  remain  due  and  unpaid.  The  complaint  avers,  that 
the  Yetterleins  were  adjudicated  bankrupts  on  the  7th  day  of 
February,  1871,  in  the  District  Court  of  the  United  States 
for  the  Southern  District  of  New  York  ;  that  the  defendant 
was,  on  the  1st  day  of  March,  1871,  and  ever  since  has  been, 
the  assignee  in  bankruptcy  of  the  Yetterleins ;  that,  at  the 
time  the  Yetterleins  were  adjudicated  bankrupts,  they  were 
jointly  and  severally  indebted  to  the  United  States  in  the 
sum  of  $99,951,  and  their  estate  was  insufficient  to  pay  their 
debts ;  that,  at  and  prior  to  the  12th  day  of  September,  1871, 
the  defendant  had  notice  of  the  indebtedness  of  said  bank- 
rupts to  the  United  States ;  that  on  that  day,  having  in  his 
hands,  as  such  assignee,  assets  to  the  sum  of  $32,000  and  up- 
wards, the  defendant  distributed  and  paid  the  same  to  cred- 
itors of  the  bankrupts  other  than  the  United  States,  before 
he  had  satisfied  or  paid  the  debt  due  to  the  United  States ; 
and  that  the  entire  assets  of  the  bankrupts  remaining  after 
said  dividend  was  paid  were  insufficient  to  pay  the  debt  due 
to  the  United  States  by  more  than  the  sum  of  $32,000. 

The  evidence  upon  the  trial  sustained  the  averments  of 
the  complaint,  except  that  it  did  not  show  that  the  defendant 
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was  aware,  at  the  time  of  paying  out  the  $32,000,  of  the  pre- 
cise nature  or  extent  of  the  demand  existing  against  the 
bankrupts  in  favor  of  the  United  States.  It  appeared,  how- 
ever, that,  in  July,  1869,  the  United  States  had  brought  a 
suit  in  the  United  States  District  Court  for  the  Southern 
District  of  New  York,  against  the  Vetterleins,  to  recover  an 
alleged  indebtedness  of  $540,000,  for  the  violation  of  the 
customs  revenue  laws,  and  that  the  defendant  acquired  notice 
of  the  pendency  of  this  action  after  he  was  appointed  assignee 
and  prior  to  the  distribution  of  the  $32,000.  It  further  ap- 
peared, by  the  evidence  npon  the  trial,  that  the  United  States 
did  not  intervene  in  the  bankruptcy  proceedings,  or  take  any 
steps  to  establish  their  claim,  until  a  time  subsequent  to  the 
distribution  of  the  $32,000;  that,  on  April  19th,  1872,  a 
judgment  was  entered  in  the  pending  suit,  in  favor  of  the 
United  States,  against  the  Vetterleins,  upon  a  cognovit,  for 
$99,951 ;  and  that,  on  or  about  April  2d,  1878,  the  claim  and 
proof  of  debt  of  the  United  States,  as  a  creditor  of  the  bank- 
rupts, was  allowed  and  established,  upon  the  application  of 
the  attorney  for  the  United  States,  in  the  bankruptcy  pro- 
ceeding, as  a  debt  against  the  estate  of  the  bankrupts  jointly, 
for  $99,951,  with  priority  of  payment  next  after  the  fees, 
costs  and  expenses  of  the  proceedings  in  bankruptcy.  The 
defendant  put  in  evidence  the  order  of  the  Court  in  the 
bankruptcy  proceeding,  passing  the  final  account  of  the  as- 
signee. The  proceedings  upon  which  this  order  was  founded 
showed  that,  in  April,  1883,  the  Government  appeared,  by 
the  United  States  attorney,  and  filed  objections  to  the  ac- 
count, and,  after  proofs,  the  Court  found  a  balance  of  cash 
in  the  hands  of  the  assignee,  after  deducting  from  the  moneys 
received  by  him  all  charges,  claims  and  allowances,  as  the  net 
cash  surplus  of  the  joint  assets  of  the  bankrupts,  the  sum  of 
$27,283.  This  sum  the  Court  ordered  to  be  paid  to  the 
United  States.  At  the  close  of  the  evidence,  it  was  agreed 
by  counsel  for  the  respective  parties,  that  there  was  no 
question  of  fact  to  be  submitted  to  the  jury ;  and  the  counsel 
for  the  plaintiffs  asked  the  Court  for  a  peremptory  instruction 
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to  the  jury  to  render  a  verdict  for  the  plaintiffs,  and  the 
counsel  for  the  defendant  asked  a  like  instruction  that  they 
render  a  verdict  for  the  defendant.  The  Court  instructed 
the  jury  to  render  a  verdict  for  the  defendant,  and  the  plaint- 
iffs excepted.  The  plaintiffs  in  error  now  rely  upon  this  ex- 
ception as  the  ground  for  a  reversal  of  the  judgment. 

The  provisions  of  law  giving  priority  to  the  United  States 
in  cases  of  insolvency,  now  embodied  in  sections  3,466  and 
3,467  of  the  Revised  Statutes,  originated  in  the  Act  of  Con- 
gress of  March  3d,  1797,  (1  U.  S.  Stat,  at  Large,  515,)  as  sup- 
plemented by  the  Act  of  March  2d,  1799,  (Id.,  676,)  and  have 
frequently  been  considered  by  the  Courts.  It  is  established 
by  many  adjudications  in  which  the  meaning  and  effect  of 
these  provisions  have  been  discussed,  that  such  priority  ex- 
tends to  all  classes  of  debts,  whether  liquidated  or  unliqui- 
dated, joint  or  several,  legal  or  equitable ;  and,  when  the  in- 
solvent debtor  has  made  a  voluntary  general  assignment  or 
committed  an  act  of  bankruptcy,  that  such  priority  extends 
to  all  his  estate  which  comes  to  the  hands  of  his  assignee. 
The  assignee  becomes  a  trustee  for  the  United  States,  and  is 
bound  to  pay  their  debt  first  out  of  the  proceeds  of  the  debt- 
or's property.  When  he  has  notice  of  the  existence  of  the 
debt  of  the  United  States,  he  cannot  escape  personal  liability 
for  its  amount,  to  the  extent  of  the  value  of  the  assets  that 
come  to  his  hands,  if  he  fails  to  provide  for  it  before  making 
distribution  to  other  creditors.  Such  is  the  rigor  of  the  stat- 
ute that  he  cannot  invoke  the  judgment  of  a  Court  of  compe- 
tent jurisdiction,  directing  him  to  distribute  the  assets  to 
specified  creditors,  as  a  justification,  when  it  does  not  appear 
that  the  United  States  were  a  party  to  the  proceeding,  or 
that  he  took  proper  measures  to  secure  the  priority  of  the 
United  States  in  the  distribution.  (Field  v.  United  States, 
9  Pet.,  182.) 

The  evidence  for  the  plaintiffs  upon  the  trial  made  a  case 
for  a  recovery  against  the  defendant,  directly  within  the  letter 
of  the  statute.  The  debt  of  the  United  States  against  the 
Yetterleins  was  shown  to  have  been  established,  aud  its  pri- 
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ority  over  the  claims  of  all  other  creditors  adjudicated,  in  the 
bankruptcy  proceedings;  an  adjudication  which  was  con- 
clusive against  the  defendant,  who  was  a  party  to  it,  as  the 
assignee  of  the  bankrupt's  estate.  .Notice  to  the  defendant 
of  the  existence  of  the  debt  of  the  United  States  prior  to 
making  distribution  of  the  $32,000  was  brought  home  to  him 
by  evidence  showing  that  he  knew  of  the  existence  of  the  suit 
which  was  then  pending,  to  recover  of  the  VetterJeins, 
brought  by  the  United  States.  Information  which  puts  a 
party  upon  inquiry  and  shows  where  the  inquiry  may  be  ef- 
fectually made,  is  notice  of  all  facts  to  which  such  inquiry 
might  have  led.  The  payment  of  the  $32,000  to  other  cred- 
itors, and  the  fact  that  the  remainder  of  the  estate  which 
came  to  his  hands  was  insufficient,  by  more  than  the  sum  of 
$32,000,  to  satisfy  the  debt  of  the  United  States,  was  also 
proved.  Thus,  every  element  of  a  case  within  the  sections 
referred  to  was  made  out.  The  order  of  the  Court  made  upon 
the  passing  of  the  assignee's^  final  account  was  not  an  adjudi- 
cation in  favor  of  the  defendant  that  the  $32,000  paid  out  by 
him  before  the  Government  proved  its  claim  in  bankruptcy 
was  a  valid  payment  as  against  the  Government.  No  such 
question  as  this  was  raised  or  litigated,  under  the  objections 
filed  by  the  Government  to  the  assignee's  account.  The  sub- 
ject-matter of  that  proceeding  was  the  distribution  of  the  fund 
then  in  the  possession  and  control  of  the  assignee ;  and  all 
that  the  Court  undertook  to  determine  was  whether  the  as- 
signee was  entitled  to  certain  allowances  out  of  that  fund  for 
moneys  disbursed,  and  for  his  own  compensation,  and  what 
disposition  should  be  made  of  the  residue. 

The  ruling  of  the  Court  that  the  plaintiffs  were  not  enti- 
tled to  recover,  went  upon  the  ground  that  the  Government, 
by  omitting  to  prove  the  claim  of  the  United  States  in  the 
bankruptcy  proceedings  until  after  the  distribution  of  the 
$32,000,  lost  its  right  to  proceed  against  the  defendant.  This 
was  the  only  ground  upon  which  the  decision  was  put ;  and  it 
is  the  only  ground  upon  which  the  correctness  of  the  ruling 
can  be  vindicated.    The  learned  District  Judge  was  of  the 
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opinion  that  claims  of  the  United  States  against  the  estate  of 
a  bankrupt,  or  against  the  assignee  in  bankruptcy,  mnst  be 
worked  out  in  the  bankruptcy  proceeding.  He  was  also  of 
the  opinion  that  the  Government,  by  its  non-action  in  as- 
serting its  claim  until  after  the  distribution  had  been  made, 
waived  its  right  to  proceed  against  the  assignee  personally. 
The  decisions  of  the  Supreme  Court  in  the  cases  of  United 
States  v.  Herron,  (20  Wall.,  251,)  and  Lewis  v.  United  States, 
(92  U  &,  618,)  dispose  of  the  suggestion  that  the  United 
States  must  pursue  their  remedy  in  the  bankruptcy  proceed- 
ings, and  refute  the  proposition  that  the  rights  of  the  United 
States  are  in  any  way  affected  by  a  proceeding  in  bankruptcy 
against  their  debtor.  The  result  of  these  decisions  is,  that, 
although,  under  the  bankrupt  Act  of  1867,  the  United  States 
may  prove  their  debt  and  assert  their  priority  in  the  proceed- 
ing in  the  bankrupt  Court,  they  are  under  no  obligation  to  do 
so,  but  stand  in  the  category  of  creditors  who  are  not  affected 
by  the  proceeding.  The  principle  of  the  decision  in  the  case 
of  United  States  v.  Herron  is,  that  the  term  "  creditor  or 
creditors,"  as  used  in  the  bankrupt  Act,  does  not  include  the 
United  States,  because,  as  the  King  is  not  bound  by  an  Act  of 
Parliament,  so  the  Government  of  the  United  States  is  not 
bound  by  an  Act  of  Congress  which  may  tend  to  restrain  or 
diminish  any  of  their  prerogative  rights  or  interests,  unless 
the  statute  is  made,  by  express  and  particular  words,  to  apply 
to  the  sovereign  power.  In  the  case  of  Lewis  v.  United 
States,  the  Court  considered  the  effect  of  the  clause  in  the 
bankrupt  Act  providing  for  priority  of  payment  to  the  United 
States  and  said :  a  The  United  States  are  in  no  wise  bound  by 
the  bankrupt  Act.  The  clause  above  quoted  is  in  pari  ma* 
tend  with  the  several  Acts  giving  priority  of  payment  to  the 
United  States,  and  was  doubtless  put  in  to  recognize  and  re* 
affirm  the  rights  which  those  statutes  give,  and  to  exclude  the 
possibility  of  a  different  conclusion." 

If  the  United  States  are  under  no  obligation  to  assert 
their  right  of  priority  against  the  bankrupt's  estate  in  the 
bankruptcy  proceeding — a  question  no  longer  open,  according 
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to  the  decisions  referred  to— it  is  difficult  to  see  upon  what 
principle  their  omission  to  do  so  can  be  deemed  the  founda- 
tion of  a  waiver  or  estoppel.  It  may  seem  unjust  that  the 
Government  should  stand  by  while  the  estate  of  its  insolvent 
debtor  is  being  distributed  by  an  assignee  pursuant  to  the  di- 
rections of  a  Court  of  bankruptcy,  without  asserting  its  right 
of  priority,  and,  when  the  assignee  has  made  final  distri- 
bution, pursue  him  and  compel  him  to  make  good  out  of  his 
own  pocket  what  it  might  have  realized  from  the  estate  if  it 
had  proved  its  claim  in  season.  It  is  not  in  the  power  of  the 
assignee  to  set  the  Government  in  motion,  because  the  bank- 
rupt law  does  not  provide  any  machinery  by  which  he  can 
do  so ;  and,  unless  the  Government  elects  to  assert  its  claim 
in  the  bankruptcy  proceeding,  the  distribution  of  the  estate 
may  be  protracted  and  those  who  are  entitled  to  share  in  the 
assets  be  delayed.  But,  however  real  may  be  the  hardship, 
the  remedy  is  with  the  legislative  authority  and  not  with  the 
Courts.  Congress  has  seen  fit  not  to  require  the  Government 
to  make  itself  a  party  to  a  bankruptcy  proceeding  against  its 
debtor,  and  assignees  and  creditors  must  abide  the  conse- 
quences. But  the  hardship  is  theoretical  rather  than  real. 
The  assignee  can  ascertain,  if  he  uses  reasonable  diligence, 
what  part  of  the  estate  should  be  reserved  to  meet  the  claim 
of  the  Government,  and  the  rest  of  the  estate  can  be  distrib- 
uted to  the  other  creditors ;  and  it  is  only  when  the  assignee 
has  notice  of  the  claim  of  the  Government  that  he  incurs  per- 
sonal liability  for  making  distribution  of  the  estate  without 
providing  for  the  claim. 

The  doctrine  of  laches  or  equitable  estoppel  cannot  be 
invoked  for  the  protection  of  the  defendant.  Laches,  how- 
ever gross,  cannot  be  imputed  to  the  Government.  The 
maxim  is  founded  not  in  the  notion  of  extraordinary  pre- 
rogative, but  upon  great  public  policy.  (United  States  v. 
Kirkpatrick,  9  Wheat.,  720, 735 ;  Dox  v.  Postmaster-General, 
1  Pet.,  318 ;  Janes  v.  United  States,  18  Wall.,  662 ;  Cooke  v. 
United  States,  91  U.  S.,  389 ;  Hart  v.  United  States,  95  U 
S.,  316.)    The  defendant  knew,  or  was  bound  to  know,  that 
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he  could  not  safely  distribute  any  part  of  the  estate  of  the 
bankrupts  which  came  into  his  hands  until  the  claim  of  the 
Government  should  be  satisfied.  If  he  acted  in  ignorance  of 
the  law,  or  was  badly  advised  by  counsel,  this  is  not  a  de- 
fence to  the  action  which  the  statute  gives.  If  there  are  any 
circumstances  of  peculiar  hardship  growing  out  of  the  con- 
duct of  any  of  the  officers  of  the  Government  in  reference  to 
the  prosecution  of  the  claim,  or  arising  from  the  nature  of  the 
original  claim  against  the  Yetterleins,  or  in  consequence  of 
the  conduct  of  the  Yetterleins  in  assisting  the  Government  to 
establish  a  doubtful  claim  against  them  so  that  their  general 
creditors  or  the  assignee  should  suffer  loss,  the  defendant 
must  appeal  to  the  legislative  or  administrative  authorities 
for  relief. 

The  judgment  of  the  District  Court  is  reversed. 

Stephen  A.  Walker,  {District  Attorney])  for  the  plaintiffs 
in  error. 

James  K.  Hill,  Wing  &  Shoudy,  for  .the  defendant  in 
error. 


Patrick  O'Roubke  vs.  Joshua  S.  Peck  and  others. 

The  occupant  of  a  wharf,  who  has  the  general  possession  and  control  of  It,  la 
under  an  obligation  to  keep  the  approach  to  it,  under  the  water,  in  a  reason- 
ably safe  condition  for  use  by  those  who  lawfully  resort  to  it,  and  is  liable  in 
damages  for  a  breach  of  such  obligation. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  7th,  1887.) 

This  was  a  libel  in  personam,  filed  in  the  District  Court, 
in  Admiralty,  to  recover  for  damages  caused  by  the  sinking 
of  a  canal  boat  belonging  to  the  libellant,  caused  by  the  un- 
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even  condition  of  the  bottom  at  a  bulkhead.  The  District 
Court  decreed  for  the  libellant,  (29  Fed.  Sep.,  228,)  and  the 
respondents  appealed  to  this  Conrt. 

Edward  D.  McCarthy,  for  the  libellant. 

Flanagan  <&  Hamlm,  for  the  respondents. 

Wallace,  J.  The  defendants  were  in  possession,  as  les- 
sees and  occupants,  of  the  wharf  at  which  the  libelant's 
boat  capsized,  and  it  is  conceded  that  the  accident  resulted 
from  the  unsafe  and  dangerous  condition  of  the  bottom  of 
tfce  river  alongside  the  wharf,  and  without  negligence  on  the 
part  of  the  libellant.  The  general  proposition  is  not  disputed, 
that  the  owner  or  person  having  the  possession  and  control 
of  such  a  structure  is  liable  in  damages  to  those  coming  to  it, 
using  due  care,  at  his  invitation  or  inducement,  express  or 
implied,  on  any  business  to  be  transacted  with  or  permitted 
by  him,  for  an  injury  occasioned  by  the  unsafe  condition  of 
the  structure  or  of  the  access  to  it,  which  is  known  to  him 
and  not  to  them,  and  which  he  has  negligently  suffered  to 
exist.  But  it  is  insisted  for  the  defendants  that  they  are  not 
liable  to  the  libellant,  because  he  was  not  at  their  wharf  with 
his  boat  upon  their  invitation,  but  was  there,  at  most,  by  a 
permission  which  was  no  more  than  a  bare  acquiescence  upon 
their  part,  and,  therefore,  they  did  not  owe  him  any  duty  in 
reference  to  the  condition  of  the  premises. 

The  defendants'  lease  excepted  and  reserved  from  the 
premises  demised  the  use  of  the  premises  for  the  purpose  of 
loading  or  unloading  coal,  and  the  right  to  use  the  premises 
for  the  loading  and  unloading  of  coal  was  in  the  Consumers' 
Coal  Company,  at  the  time  of  the  accident  to  the  libellant's 
boat,  and  had  been  for  some  time  previously.  At  the  time 
of  the  accident  the  wharf  was  used  by  the  defendants  for 
loading  and  unloading  building  materials,  and  by  the  Con- 
sumers9 Coal  Company  for  loading  and  unloading  coaL    The 
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libellant  came  there  with  his  boat  to  unload  coal  for  the  Con- 
sumers' Coal  Company. 

As  the  libellant  came  to  the  wharf  upon  the  express  invi- 
tation of  the  Consumers'  Coal  Company,  the  case,  npon  the 
facts  proved,  would  be  clear  against  that  company,  if  it,  in- 
stead of  the  present  defendants,  had  been  sued.  But  it  seems 
equally  clear,  that  the  defendants,  as  occupants  of  the  wharf, 
having  the  general  possession  and  control,  were  under  an  ob- 
ligation to  keep  the  premises  in  a  reasonably  safe  condition 
for  the  use  of  all  persons  who  might  lawfully  resort  there ; 
and  any  person  lawfully  going  there  for  the  transaction  of 
business  to  which  the  premises  were  appropriated  had  a  right 
to  assume,  as  against  the  defendants  and  all  other  persons  in 
occupancy  and  control,  that  the  structure  itself  and  the  access 
to  it  were  in  a  reasonably  safe  condition. 

Upon  this  ground,  and  not  because  of  the  covenant  in  the 
defendants'  lease  to  keep  the  premises  in  repair,  the  decree  of 
the  District  Court  is  affirmed. 


The  Mart  E.  Campbell. 

Where  a  sheriff  levies  on  a  vowel,  under  an  attachment  against  one  of  her 
joint  owners,  and  takes  her  to  and  keeps  her  at  a  wharf,  the  wharfinger 
acquires  no  lien  on  her  superior  to  that  of  a  prior  mortgage  on  her. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  8th,  1887.) 

Wallace,  J.  The  result  of  the  decree  of  the  District 
Court  is  to  subordinate  the  lien  of  the  mortgage  of  a  vessel 
upon  the  proceeds  in  the  registry  of  the  Court  to  the  subse- 
quent lien  of  a  creditor  who  brought  suit  in  a  State  Court 
against  one  of  the  joint  owners  of  the  vessel,  and  in  that  suit 
caused  an  attachment  to  be  levied  upon  the  vessel  by  the 
sheriff  of  the  city  and  county  of  New  York.    This  singular 


476  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  Mary  E.  Campbell. 


and  anomalous  result  has  been  worked  out  through  a  sup- 
posed lien  upon  the  vessel  acquired  by  a  wharfinger  to  whose 
wharf  the  vessel  was  taken  by  the  sheriff  under  the  attach- 
ment. The  wharfinger  knew  that  the  vessel  was  in  charge 
of  the  sheriff  when  she  was  brought  to  and  while  she  re- 
mained at  the  wharf. 

Although  wharfage  is  a  maritime  contract,  which  creates 
a  maritime  lien  in  favor  of  the  wharfinger  against  the  vessel, 
it  is  essential  to  a  hypothecation  that  the  contract  be  made 
by  some  person  who  has  authority  to  pledge  the  vessel  to  the 
performance  of  the  contract.  Yery  clearly  a  sheriff  who  has 
seized  the  vessel  upon  legal  process,  and  resorts  to  a  wharf 
in  order  to  tie  her  up  and  prevent  her  from  completing  her 
voyage,  has  no  such  authority. 

There  is  nothing  in  the  State  statute  (Consolidation  Act) 
Laws  of  1882,  chap.  410,  sec.  798)  which,  in  terms  or  by 
implication,  makes  the  vessel  liable  when  she  is  brought  to 
the  wharf  on  legal  process,  and  is  while  there  in  the  custody 
of  the  law. 

The  wharfinger  could  not  acquire  any  lien  upon  the  ves- 
sel, and  consequently  could  not  upon  the  proceeds  in  the 
registry,  unless  he  did  so  by  the  act  of  the  sheriff  who 
brought  the  vessel  to  the  wharf  and  kept  her  there.  In  this 
behalf  the  sheriff  was  merely  the  agent  of  the  attaching  cred- 
itor. Consequently,  if  it  be  assumed  that  the  wharfinger 
could  acquire  any  interest  in  the  proceeds  in  the  nature  of  an 
equitable  lien,  it  could  not  rank  above  the  lien  of  the  attach- 
ing creditor,  but  should  rank  as  one  derived  under  the  attach- 
ment. It  represents  nothing  more  than  the  right  of  the 
attaching  creditor  to  include  in  his  recovery  against  the  joint 
owner  whose  interest  was  attached  the  expenses  of  the  wharf- 
age, as  part  of  the  costs  or  taxable  expenses  of  the  suit. 

If  the  vessel  had  been  sold  on  final  process  in  the  suit  in 
which  the  attachment  issued,  the  right  of  the  mortgagee  to 
take  possession  and  exercise  his  power  of  sale  under  the 
mortgage  would  not  have  been  impaired.  The  purchaser  on 
the  execution  sale  would  have  acquired  an  interest  which 
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would  have  permitted  him  to  redeem  upon  tendering  the 
mortgage  debt,  but  the  sale  could  not  have  prejudiced  the 
mortgagee  or  deprived  him  of  the  security  of  the  vessel  to 
the  full  extent  of  the  mortgage  debt.  Certainly,  the  mort- 
gagee is  in  no  worse  plight,  under  the  stipulation  by  which 
the  vessel  was  sold  and  her  proceeds  brought  into  the  Dis- 
trict Court,  than  he  would  have  been  if  she  had  been  sold 
upon  an  execution  in  the  suit  of  the  attaching  creditor. 

The  wharfinger  must  look  to  the  sheriff  personally  for  the 
wharfage,  and  the  sheriff  must  look  to  the  attaching  creditor. 
There  is  no  hardship  in  requiring  the  wharfinger  to  look  for 
his  wharfage  to  the  person  who  brought  the  vessel  to  his 
wharf.  Although  there  is  an  implied  license  to  vessels  upon 
navigable  waters  to  use  such  structures  in  the  manner  and 
for  the  purposes  contemplated  by  their  erection,  the  wharf- 
inger may  terminate  this  general  license,  or  may  withhold 
permission  to  a  particular  person.  {Tleaney  v.  Heeney,  2 
Denio,  625 ;  Swords  v.  Edgar,  59  N.  Y.>  28.) 

Inasmuch  as  the  proceeds  of  the  sale  in  the  registry  were 
not  sufficient  to  satisfy  the  lien  of  the  mortgage,  the  decree  of 
the  District  Court  in  effect  compelled  the  mortgagee  to  pay 
the  claim  of  the  attaching  creditor  against  one  of  the  joint 
owners  of  the  vessel,  to  the  extent  of  his  expenses  for  wharf- 
age. 

The  decree  of  the  District  Court  is  reversed,  with  costs  of 
the  District  Court  and  of  this  Court,  to  be  paid  by  the  ap- 
pellee. 


George  B.  Adams,  for  the  appellant. 
Samuel  £.  Clarke,  for  the  appellee. 
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Snt  Peter  Coates  and  others 

vs. 

* 

The  Hbrriok  Thread  Company  and  others.    In  Equity. 

If  it  is  within  the  discretion  of  the  Court,  in  a  suit  in  equity,  to  permit  the  de- 
fendant to  attend  by  counsel  and  cross-examine  a  witness  orally,  on  the  exe 
cation  of  a  commission  issued  on  the  part  of  the  plaintiff  to  examine  the 
witness  on  written  interrogatories,  each  discretion  should  be  exercised  only 
when  a  clear  case  of  necessity  is  made  ont. 

(Before  Laoomsk,  J.,  Southern  District  of  New  York,  July  14th,  1887.) 

Laoombe,  J.,  This  is  a  motion  for  a  commission  to  take 
the  testimony  of  Frederick  Smith,  of  Burlington,  Kansas,  as 
a  witness  on  the  part  of  complainants,  npon  interrogatories 
in  the  usual  form.  The  granting  of  the  motion  is  practically 
unopposed,  but  defendants  insist  that  they  should  be  allowed 
to  attend  by  counsel  before  the  Commissioner,  and  to  cross* 
examine  the  witness  orally,  if  they  so  desire.  In  effect  this 
would  turn  the  proceeding  into  a  viva  voce  examination,  be- 
cause it  can  hardly  be  supposed  that  the  complainants  will 
run  the  risk  of  waiving  all  re-direct  examination,  as  they 
must  necessarily  do,  if  they  are  not  advised  in  advance  what 
cross-interrogatories  will  be  put. 

Without  passing  upon  the  two  points  raised  by  the  com- 
plainants, viz. :  that  such  a  composite  commission  as  is  pro- 
posed is  hot  known  to  equity  practice,  and  that  no  oral 
examination,  whether  direct  or  cross,  can  be  had  without  the 
notice  required  by  Equity  Rule  67, 1  am  of  the  opinion  that 
the  modification  asked  for  by  the  defendants  should  not  be 
allowed.  Concededly,  such  a  mode  of  taking  proof,  namely, 
by  interrogatories  in  chief  settled  in  advance,  and  by  cross- 
interrogatories  not  disclosed  in  advance,  but  suggested  upon 
the  examination,  is  unusual  and  extraordinary.  If  its  allow- 
ance is  within  the  discretion  of  the  Court,  such  discretion 
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should  only  be  exercised  when  a  dear  case  of  necessity  is 
made  out.  There  is  nothing  in  the  papers  submitted  to  in- 
dicate the  existence  of  such  necessity.  The  name,  residence, 
or  personal  appearance  of  the  supposed  agent,  the  circum- 
stances attending  his  visit,  and  his  statements  as  to  himself 
and  his  business,  so  far  as  all  these  are  within  the  knowledge 
of  the  witness,  can  surely  be  elicited  from  the  latter  by  cross- 
interrogatories  prepared  in  the  usual  way. 

Frederic  H.  Betts,  for  the  plaintiffs. 

William  C.  Witter,  for  the  defendants. 


The  Young  Akebioa. 

In  a  suit  in  Admiralty,  by  the  owner  of  a  canal  boat  againat  tbe  tog  towing  her, 
to  recover  damages  for  injuries  to  the  tow  by  striking  a  rock  on  shore,  the 
Hbel  alleged,  as  negligence  in  the  tag,  only  that  she  did  not  keep  the  tow 
farther  from  the  shore,  that  she  did  not  keep  a  proper  lookout,  and  that  she 
did  not  have  a  competent  pilot.  The  answer  alleged  that  the  tide  and  ice 
caused  the  accident,  and  that  the  tog  and  her  helper  did  every  thing  possible 
to  avoid  it:    Hdd, 

(1.)  The  allegations  of  the  libel  were  not  made  ont  and  those  of  the  answer 
were  established; 

(2.)  The  tag  could  not  be  made  liable  upon  a  theory  not  alleged  in  the  libel, 
that  she  wss  negligent  in  leaving  the  tow  without  a  guard,  after  the  accident, 
so  that  she  was  taken  possession  of  by  persons  who  refused  to  afterwards 
give  her  up  to  the  libellant,  especially  as  the  libellant  acquiesced  in  leaving 
her  without  a  guard. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  July  15th,  188 Y.) 

Wallace,  J.  The  libellant  was  owner  of  the  canal  boat 
Beekley,  which,  while  in  a  flotilla  of  twenty-fonr  canal  boats, 
in  tow  of  the  tug  Young  America,  struck  upon  the  rocks  on 
the  Staten  Island  shore,  in  the  Narrows,  near  Fort  Wads- 
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worth,  and  subsequently  became  nearly  a  total  loss.  The 
libel,  filed  against  the  tng  to  recover  damages  for  the  loss, 
alleges  negligence  on  the  part  of  the  tng,  by  reason  of  not 
keeping  the  tow  further  out  in  the  channel  and  away,  from 
the  Staten  Island  shore,  and  by  reason  of  not  keeping  a 
proper  lookout,  and  not  having  on  board  the  tng  a  competent 
and  skilful  pilot.  No  other  acts  of  negligence  on  the  part  of 
those  in  charge  of  the  tng  are  alleged.  The  answer  of  the 
tng  alleges,  that,  on  reaching  the  Narrows,  she  encountered 
an  ice  field,  which  came  floating  on  the  flood  tide  from  the 
lower  bay,  and  caught  the  tug  and  tow  on  the  starboard  side, 
and  swept  them  towards  the  Staten  Island  shore ;  that  the 
tng  Winnie,  which  was  assisting  the  tng  Young  America,  as 
a  helper,  attempted  to  break  the  ice  field,  and  every  effort 
was  made  to  prevent  the  setting  of  the  tug  and  tow  towards 
the  shore,  but  without  avail,  and  the  result  was  that  the 
Hbellant's  boat  touched  the  shore,  and  the  tag  Winnie  took 
her  out  of  the  tow  and  towed  her  to  the  beach  at  Yander- 
bilt's  Landing. 

By  the  decree  of  the  District  Court,  (26  Fed.  Rep.,  174,) 
the  damages  for  the  loss  of  the  Beekley  were  divided  between 
the  libellant  and  the  tug.  The  District  Judge  was  of  the 
opinion  that  the  tug  was  free  from  negligence  as  to  the  acts 
alleged  in  the  libel,  and  that  without  her  fault  the  tow  was 
crowded  towards  the  shore  by  the  ice,  substantially  as  stated 
in  the  answer,  but  he  was  also  of  the  opinion  that  the  tog 
was  in  fault  because  of  subsequent  acts  of  negligence.  The 
owners  of  the  tag  have  appealed  from  this  decree,  and  by 
stipulation  it  has  been  agreed  that  the  cause  may  be  consid- 
ered now  as  though  the  libellant  had  also  appealed. 

The  acts  of  negligence  on  the  part  of  the  tug,  charged  in 
the  libel,  are  not  established  by  the  proof  by  a  preponderance 
of  evidence,  but  on  the  contrary  the  proofs  substantiate  the 
averments  of  the  answer  and  show  quite  satisfactorily  that 
the  flotilla  was  crowded  by  the  ice  driven  against  it  by  the 
flood  tide,  so  that  the  boats  on  the  port  side  were  brought 
into  too  close  proximity  with  the  Staten  Island  shore,  not- 
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withstanding  the  exercise  of  all  seasonable  and  proper  efforts 
on  the  part  of  the  tag  to  discharge  her  duty.    The  case,  upon 
this  issne,  turns  almost  wholly  upon  the  credibility  of  the 
witnesses  for  the  respective  parties.    The  witnesses  for  the 
tag  are  more  in  number  than  those  for  the  libellant,  and 
most  of  them  had  better  opportunities  for  observing  the  situ- 
ation, and  a  greater  interest  in  doing  so,  than  did  the  witnesses 
produced  by  the  libellant.    Although  some  of  the  witnesses 
may  be  mistaken,  and  may  testify  erroneously  to  what  they 
believe  to  be  true,  many  and  a  greater  number  testify  so 
explicitly  about  facts  with  regard  to  which  they  cannot  be 
mistaken,  that  what  they  state  is  either  true  or  is  designedly 
false  and  fabricated.    Among  the  latter  are  those  who  were 
in  charge  of  the  tug  Winnie,  and  who  testify  that  that  tug 
went  around  the  flotilla  two  or  three  times,  trying  to  break 
up  the  ice,  but  that  it  closed  up  as  fast  as  it  was  broken  and 
could  not  be  resisted  by  the  best  efforts  of  the  Toung  Amer- 
ica and  of  the  Winnie.    The  case  as  to  this  issue  may  be 
properly  left  upon  the  considerations  stated  in  the  opinion  of 
the  District  Judge.    Even  were  the  case  much  stronger  for 
the  libellant,  as  the  witnesses  were  examined  in  the  presence 
of  the  District  Judge,  his  judgment  of  their  intelligence  and 
honesty  should  not  be  disturbed.    The   argument  for  the 
libellant  respecting  the  condition  of  the  tide,  based  upon  cal- 
culations from  the  Nautical  Almanac,  has  not  been  over- 
looked, nor  the  fact,  upon  which  the  libellant  also  relies, 
that  the  boats  on  the  starboard  side  of  the  flotilla  were  not 
apparently  injured  by  contact  with  the  ice.    The  argument 
as  to  the  state  of  the  tide  is  not  sustained  by  the  reference  to 
the  Nautical  Almanac,  because  it  would  seem,  from  the  cal- 
culations, that  it  should  have  been  high  water  at  the  place  of 
the  accident  about  the  time  when  the  accident  occurred ;  and, 
as  was  remarked  in  the  opinion  of  the  District  Judge,  the 
evidence  as  to  the  precise  time  of  the  accident  is  not  so  cer- 
tain as  to  admit  of  reliance  upon  the  arguments  with  respect 
to  a  change  of  the  tide.    The  fact  that  the  starboard  boats  of 
the  tow  did  not  exhibit  any  marked  indications  of  injury 
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from  ice  ifl  not  necessarily  inconsistent  with  the  theory  of  the 
answer.  The  ice  was  not  driven  with  violence  against  the 
boats,  but  was  carried  gradually  against  them,  and  the  flotilla 
was  in  very  slow  motion.  It  was  broken  up  also  by  the 
Winnie.  What  effect  it  would  have  upon  the  boats,  and 
what  indications  they  would  present  of  its  contact,  are  wholly 
matters  of  conjecture.  The  issue  is  one  which  must  be  re- 
solved wholly  upon  the  credibility  of  the  witnesses. 

The  proofs  show,  that,  after  the  libellant's  boat  struck 
upon  the  rocks,  the  tug  Winnie  detached  her  from  the  flotilla 
and  beached  her  at  a  safe  and  proper  place.  The  libellant 
himself  left  his  boat  and  came  aboard  the  Winnie.  After 
the  canal  boat  was  beached  the  Winnie  remained  by  her  all 
night.  The  master  and  crew  of  the  Winnie  used  all  reason- 
able efforts  to  raise  the  canal  boat,  but  their  pumps  froze. 
Before  they  could  resume  pumping  the  tide  rose,  and  they 
then  concluded  to  go  to  New  York  city  and  obtain  help.  This 
was  in  the  morning  after  the  accident.  The  libellant  irent 
with  them  and  acquiesced  in  what  was  proposed  or  did  not 
dissent.  The  tug  Raritan  was  procured  and  about  noon  of 
that  day  proceeded  to  Vanderbilt's  Landing,  the  libellant 
with  her,  accompanied  by  the  wrecking  scow  Dunderberg,  to 
pump  out  the  libellant's  boat.  When  they  reached  Vauder- 
bilt's  Landing  they  found  the  canal  boat  in  possession  of 
several  men  who  claimed  to  be  acting  under  the  authority  of 
the  wreckmaster  of  Richmond  county.  Soon  after  the  wreck* 
master  himself  appeared.  These  persons  would  not  permit 
those  in  charge  of  the  Raritan  or  the  Dunderberg  to  go  on 
board  the  canal  boat,  or  interfere  in  any  way  with  their  pos- 
session and  control,  and  by  threats  of  violence  drove  them 
away.  At  this  time  the  captain  of  the  Raritan  asked  the 
libellant  to  make  known  the  facts,  and  that  he  was  the  owner 
of  the  canal  boat,  to  the  wreckmaster,  but  the  libellant  refused 
to  do  so.  According  to  the  testimony  of  the  libellant,  the 
wreckmaster,  or  those  under  him,  took  the  coal  out  of  the 
canal  boat,  cut  her  to  pieces,  and  sold  her  for  old  wood,  after 
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letting  her  lie  so  Jong  in  the  water  that  she  was  badly  knocked 
to  pieces. 

The  statutes  of  this  State,  {Revised  Statutes,  part  1,  chap. 
20,  title  12,  §§  2,  5,)  authorize  the  wreckmaster  of  any  county 
in  which  any  wrecked  property  shall  be  found,  when  no 
owner  or  other  person  entitled  to  the  possession  of  such 
property  shall  appear,  to  pursue  all  necessary  measures  for 
saving  and  securing  such  property,  to  take  possession  thereof, 
and  to  keep  the  same  in  some  safe  place,  to  answer  the  claims 
of  such  persons  as  may  thereafter  appear  entitled  thereto, 
upon  the  payment  of  a  reasonable  salvage  and  necessary  ex- 
penses. It  is  unnecessary  to  say  that  such  ruffianly  conduct 
as,  according  to  the  proofs,  characterized  the  detention  of  the 
libelant's  boat  rendered  the  wreckmaster  and  his  rabble  tres- 
passers ab  initio.  They  were  undoubtedly  aware  that  the 
Earitan  and  Dunderberg  had  come  upon  a  legitimate  errand 
and  represented  the  owner  of  the  canal  boat,  otherwise  they 
would  not  have  resorted  to  the  brandishing  of  revolvers  and 
threats  of  violence  before  permitting  any  explanation  or  at- 
tempting to  ascertain  why  the  vessels  had  come. 

The  learned  District  Judge  was  of  the  opinion  that  it  was 
the  duty  of  the  tug,  before  leaving  the  libellant's  boat,  to  have 
made  all  necessary  arrangements  to  prevent  her  from  falling 
into  the  hands  of  third  persons  under  color  of  authority ;  and 
because  this  was  not  done,  and  because  the  libellant's  loss 
was  greatly  increased  by  the  act  of  the  wreckmaster  and  his 
subordinates,  and  because  the  amount  of  the  loss  by  reason  of 
the  original  injury,  and  that  which  accrued  in  consequence  of 
the  acts  of  the  wreckmaster,  could  not  be  ascertained,  he  held 
that  the  damages  should  be  divided. 

The  general  proposition,  that  a  tug  whose  tow  is  injured 
or  disabled  during  the  towage  service,  although  without  fault 
on  the  part  of  the  tug,  must  use  reasonable  diligence  to  assist 
her  tow  and  shield  her  from  additional  injury,  may  be  as- 
sumed as  correct  law,  without  discussion.  Nor  need  it  be 
now  questioned  that  the  tug,  when  her  tow  becomes  disabled, 
is  under  obligation  to  do  all  that  is  reasonably  within  her 
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power,  according  to  the  particular  circumstances  of  the  occa- 
sion and  situation,  to  complete  the  towage  service,  or,  if  this 
is  impracticable,  to  carry  her  tow  to  a  place  of  safety,  when 
this  can  be  done.  All  this  was  done  in  the  present  case,  bnt 
the  tug  was  condemned  to  bear  half  of  the  libellant's  loss, 
because,  after  her  consort,  the  Winnie,  had  brought  the  tow 
to  the  safest  practicable  place,  and  had  used  her  best  efforts 
to  raise  the  tow  and  provide  for  her  ultimate  safety,  the 
Winnie  temporarily  left  her,  to  obtain  more  efficient  assist- 
ance, and  did  not  leave  some  person  on  board  or  at  hand  to 
protect  her.  So  far  as  appears,  there  was  nothing  in  the 
situation  of  the  libellant's  boat,  with  regard  to  exposure  to 
the  elements,  at  the  time  she  was  left  by  the  Winnie,  which 
rendered  it  necessary  that  any  person  should  remain  with 
her ;  nor  do  the  proofs  show  that  there  was  any  unreasonable 
delay  on  the  part  of  the  Winnie  in  procuring  assistance  and 
sending  the  Baritan  and  Dunderberg  to  the  relief  of  the 
canal  boat. 

If  the  tug  is  to  be  held  at  all,  it  is  because  she  failed  to 
anticipate  that  the  libellant's  boat  would  be  seized  as  a  wreck 
and  to  take  necessary  precautions  to  avert  such  a  contingency. 
There  are  several  difficulties  in  the  way  of  the  libellant's 
recovery  against  the  tug  upon  such  a  theory.  It  is  to  be  ob- 
served, that  no  fault  or  breach  of  duty,  in  this  respect,  on  the 
part  of  the  tug,  is  charged  in  the  libel,  and  the  proofs  were 
not  addressed  by  either  party  to  the  issue  whether  the  tug 
was  negligent  in  leaving  the  canal  boat  without  a  guard, 
under  the  circumstances.  Consequently,  and  as  might  be 
expected,  the  proofs  are  not  full,  but  on  the  contrary  are 
exceedingly  meagre,  with  respect  to  the  situation  and  cir- 
cumstances of  the  canal  boat  at  the  time  the  Winnie  left  her 
to  obtain  further  assistance.  The  proofs  do  not  disclose  sat- 
isfactorily whether  the  circumstances  were  not,  of  them- 
selves, adequate  notice  that  the  libellant's  boat  was  not  an 
abandoned  wreck.  It  would  seem  that  she  had  been  brought 
to  a  safe  place,  where  she  was  not  in  immediate  danger 'from 
the  elements,  and,  for  aught  that  appears,  she  was  left  in  a 
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situation  which  would  sufficiently  indicate  to  all  who  saw  her 
that  she  had  been  towed  there  as  a  place  of  temporary  safety, 
until  necessary  assistance  to  raise  her  could  be  obtained.  If, 
in  the  absence  of  any  allegations  in  the  libel  charging  the 
tug  with  negligence  in  leaving  the  canal  boat  after  she  had 
been  beached,  it  is  not  the  duty  of  the  Court  to  refuse  to 
consider  whether  there  can  be  any  recovery  upon  this 
ground,  (McKinlcvy  v.  Mbrrish,  21  How.,  343,)  the  omission 
is  certainly  cogent  to  negative  the  inference  that  the  libel! ant 
himself  considered  the  tug  negligent  in  this  behalf.  (The 
Clement,  2  Curt.,  363.)  But  the  case  in  this  respect  does  not 
rest  upon  inference  merely,  because  the  libellant  himself  was 
consulted  by  the  captain  of  the  Winnie  about  leaving  the  tow 
and  going  to  New  York  for  assistance,  and  acquiesced  in 
what  was  proposed,  without  making  a  suggestion  that  any 
person  should  be  left  in  charge  of  her  during  the  interval. 

If  it  should  be  assumed  that  some  person  should  have 
been  left  in  charge  of  the  libellant's  boat,  and  that  it  was  the 
duty  of  the  Winnie  to  see  that  this  was  done,  and  that  the 
libellant  is  entitled  to  recover  damages  because  it  was  not 
done,  nevertheless  the  proofs  do  not  authorize  a  recovery. 
The  proofs  do  not  show  that  the  libellant  sustained  loss  for 
which  he  should  receive  compensation,  by  reason  of  the  act 
of  the  Winnie  in  leaving  the  tow  without  a  guard.  The 
libellant  is  not  entitled  to  recover  of  the  tug  such  loss  as  he 
may  have  sustained  in  consequence  of  the  tortious  proceed- 
ings of  the  wreckmaster  and  his  assistants.  Compensation  is 
recoverable  for  such  damages  only  as  are  a  sequence  fairly  to 
be  anticipated  from  the  act  complained  of.  The  liability  for 
a  negligent  act,  not  amounting  to  a  wanton  wrong,  extends 
only  to  compensating  the  party  injured  for  such  loss  or  in- 
jury as  is  shown  to  have  been  the  natural  and  probable  con- 
sequence of  the  negligent  act — such  as  ought  to  have  been 
foreseen,  in  the  light  of  the  attending  circumstances.  (Olov- 
erv.Z.<6  S.  W.  E.  Co.,  L.  B.,  3  Q.  B.>  25 ;  Milwaukee  JR. 
Co.  v.  Kellogg,  94  U.  &,  469.)    Applying  this  rule,  the  libel- 
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lant  would  not  be  entitled,  upon  any  view  of  the  facts,  to 
compensation  in  excess  of  the  sum  which  the  wreckmaster 
could  have  lawfully  demanded  for  salvage.  If  that  function- 
ary had  acted  in  good  faith,  he  would  have  been  entitled  to 
nothing  more  than  fair  compensation  for  a  salvage  service, 
under  the  statute ;  and,  upon  the  tender  of  a  sufficient  sum 
by  the  libellant  to  cover  this  compensation,  it  would  have 
been  his  duty  to  surrender  possession  of  the  libelant's  boat. 
Although,  when  the  wreckmaster  found  the  libellant's  boat, 
there  was  no  one  on  board  or  in  charge,  if  he  found  her  under 
circumstances  that  denoted,  or  ought  to  have  denoted,  that 
his  services  were  not  desired,  and  took  possession  of  her  with 
intent  to  supplant  those  interested  in  giving  her  relief,  he 
had  no  claim  for  compensation.  (The  Upnor,  2  Hag.,  3 ;  The 
Barefoot,  1  Eng.  L.  dk  Eq.,  661 ;  The  India,  1  W.  Rob.,  406.) 
Unless  a  vessel  has  been  utterly  abandoned,  and  is  in  contem- 
plation of  law  a  derelict,  even  bona  fide  salvors  have  no  right 
to  the  exclusive  possession,  and  are  bound  to  give  up  charge 
to  the  master,  on  his  appearing  and  claiming  charge.  {The 
Champion,  Br.  db  Lush.,  69.)  If  the  wreckmaster  had  acted 
in  good  faith  and  was  entitled  to  salvage,  the  amount  to 
which  he  would  have  been  entitled,  under  the  circumstances 
of  the  case,  would  have  been  inconsiderable.  It  was  incum- 
bent upon  the  libellant  to  give  proof  to  show  what  would 
have  been  reasonable  compensation  to  the  wreckmaster,  if  he 
expected  to  recover  upon  this  theory  of  the  case.  But,  so 
far  as  may  be  gathered  from  the  proofs,  the  wreckmaster  was 
entitled  to  no  compensation  for  salvage  services.  On  the 
contrary,  if  the  proofs  truly  disclose  the  facts,  he  and  his 
assistants,  by  their  abuse  of  their  powers,  became  trespassers 
ah  initio  and  lost  all  claims  for  salvage.  (The  Six  Carpen- 
ters' Case,  8  Rep.,  146a ;  Oxley  v.  Watts,  1  Term  R.,  12 ;  AUr 
henhead  v.  Blades,  5  Taunton,  198 ;  Van  Brunt  v.  Schenck, 
13  Johns.,  414 ;  Allen  v.  Orqfoot,  5  Wend.,  506.) 

Thus  far  the  case  has  been  considered  as  though  fault  were 
attributable  to  the  tug  because  the  Winnie  left  the  tow  with- 
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oat  any  person  in  charge.  As  has  been  suggested,  the  cir- 
cumstance that  this  was  not  alleged  as  a  fault  in  the  libel  is 
significant  to  indicate  that  the  libellant  himself  did  not  regard 
it  as  snch.  Bat  the  proofs  show  that  the  libellant  acquiesced 
in  and  assented  to  all  that  was  done  in  this  behalf.  If  any 
person  was  to  be  left  in  charge  of  the  canal  boat,  emphatical- 
ly, the  proper  person  was  the  libellant  himself.  How  can  he 
now  be  heard  to  complain  that  he  suffered  loss  by  an  act  in 
which  he  voluntarily  participated,  or  because  that  was  not 
done  which  he  could  have  done  himself  and  should  have 
done  ?  No  rule  is  better  settled  than  that,  when  a  party  who 
is  entitled  to  the  benefit  of  an  obligation  can  save  himself 
from  a  serious  loss  arising  from  a  breach  of  it,  by  reasonable 
exertion,  he  will  not  be  permitted  to  charge  the  delinquent 
with  damages  which  arise  in  consequence  of  his  own  inactiv- 
ity. (  Warren  v.  Stoddart,  105  U.  S.,  224,  229.)  The  libel- 
lant,  equally  with  those  who  represented  the  tug,  is  chargeable 
with  notice  of  all  the  consequences,  in  fact  and  in  law,  which 
were  likely  to  proceed  from  the  act  of  leaving  his  boat  with 
no  one  in  charge  of  her. 

Upon  the  whole  case,  the  conclusion  is  reached,  that  the 
original  injury  to  the  libellant's  boat  was  not  caused  by  the 
negligence  of  the  tug ;  that,  after  the  accident,  the  tog  did 
all  that  was  within  her  power,  and  all  that  was  reasonable  and 
proper,  to  protect  her  tow  from  the  consequences  of  the 
accident ;  that  the  proofs  do  not  justify  the  inference  that  it 
was  a  negligent  act  to  leave  the  tow,  in  the  circumstances  of 
her  situation,  to  procure  farther  assistance,  or  to  do  this 
without  leaving  any  person  in  charge  of  her  during  the  inter- 
val that  was  expected  to  elapse  while  assistance  was  being 
procured ;  but  that,  if  some  person  should  have  been  left  in 
charge  of  the  boat  when  the  Winnie  went  to  New  York,  the 
libellant  should  have  known  it,  and  should  have  remained 
himself.  No  theory  of  the  facts  justifies  a  decree  for  the 
libellant. 
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The  decree  of  the  District  Court  is  reversed,  and  a  decree 
ordered  dismissing  the  libel,  with  costs  of  the  District  Court 
and  of  this  Court. 


Josiah  A.  Eylandy  for  the  libellant. 
Henry  G.  Ward,  for  the  claimant. 


Benjamin  Knower 

vs. 

Kiohabd  E.  Haines,  and  John  V.  Carney,  Assignee  of 

Bichabd  B.  Haines.    In  Equity. 

A  mortgage  by  a  person  of  substantially  all  his  property  to  secure  a  debt  due 

by  another  and  not  by  himself,  is,  in  Vermont,  void  as  to  his  creditors. 
It  is  also  Told  under  sec.  1,860  of  the  Revised  Laws  of  Vermont,  if  made  by 

him  when  insolvent,  or  in  contemplation  of  insolvency,  within  four  months 

of  insolvency. 
The  holder  of  the  mortgage  was,  in  this  case,  held  chargeable  with  knowledge 

of  the  facts  and  of  the  law  of  Vermont. 
The  statute  of  Vermont  does  not  impair  the  obligation  of  a  contract. 

(Before  Wheel**,  J.,  Vermont,  July  15th,  1887.) 

Wheeler,  J.  This  suit  is  brought  to  foreclose  a  mort- 
gage of  $50,000  on  real  estate,  mill  and  machinery  situated  in 
Bennington,  dated  February  1st,  1886.  The  defence  is 
made  by  the  assignee  in  insolvency  proceedings  had  under 
the  laws  of  the  State  within  four  months  after,  upon  the 
ground  that  the  mortgage  is  void  as  against  the  assignee 
under  those  laws. 

The  Huguenot  Woolen  Company,  a  corporation  organized 
in  January,  1884,  under  the  laws  of  Massachusetts,  of  which 
Haines  was  president,  and  of  the  stock  of  which  he  owned 
sixty-five  per  cent,  appears  to  have  owed  the  firm  of  Knower, 
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Haines  &  Cooley,  whose  assets  belonged  wholly  to  the  orator, 
on  the  10th  day  of  November,  1885,  the  sum  of  $85,198.73. 
The  capital  stock  of  this  corporation  was  $50,000,  and,  by  the 
laws  of  Massachusetts,  the  officers  of  the  corporation  were 
made  jointly  and  severally  liable  for  its  debts,  in  certain  cases 
specified,  and  not  otherwise.  (Pub.  Stat.  Mass.,  chap.  106, 
sec.  60.)  The  only  one  of  the  cases  specified  which  is  appli- 
cable to  this  case,  as  shown  by  the  evidence,  is  the  third.  In 
that  case  they  are  made  so  liable  when  the  debts  exceed  the 
capital,  "  to  the  extent  of  such  excess  existing  at  the  time  of 
the  commencement  of  the  suit  against  the  corporation  upon  the 
judgment  in  which  the  suit  in  equity  to  enforce  such  liability 
is  brought,"  as  thereinafter  provided.  These  laws  of  Massa- 
chusetts were  not  put  in  evidence,  but  it  is  the  duty  of  this 
Oourt  to  take  judicial  notice  of  them.  (Fourth  National 
Bank  v.  Francklyn,  120  U.  S.,  747.)  No  such  suit  in  equity 
to  enforce  any  judgment  in  a  suit,  or  any  such  suit,  appears 
ever  to  have  been  brought.  No  liability  of  officers  or  stock- 
holders of  a  corporation  exists  at  common  law,  but  only  by 
statutes  of  the  sovereignty  creating  it.  When  so  created  it 
exists  only  as  created,  and  can  be  enforced  only  as  provided 
by  such  statutes,  when  they  make  provision  for  that  purpose. 
(Pollard  v.  Bailey,  20  Wall.,  520 ;  Fourth  National  Bank 
v.  Francklyn,  supra.)  Such  liability,  under  a  statute  like 
this,  before  suit  brought  to  fix  it,  is  not  a  debt,  nor  any  fixed 
obligation  to  pay ;. but  is  only  that  from  which,  by  the  pre- 
scribed course,  an  obligation  to  pay  may  be  raised.  (Ripley 
v.  Sampson,  10  Pick.,  371 ;  Bangs  v.  Lincoln,  10  Gray,  600.) 
This  is  different  from  cases  where  the  law  raises  the  liability 
from  the  acts  of  the  officers  or  stockholders,  and  leaves  it  to 
be  enforced  by  the  appropriate  remedy.  ( Windham  Provi- 
dent Institution  v.  Sprague,  43  Vt,  502.)  Upon  this  statute 
and  these  principles  Haines  was  not  liable,  and  could  not  be 
made  so,  for  any  of  this  debt  of  that  company,  except  for  the 
excess  of  it  above  $50,000 ;  and  only  for  so  much  of  that  as 
might  exist  at  the  commencement  of  a  suit  against  the  corpo- 
ration, to  be  followed  by  a  bill  in  equity  against  him.    On 
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that  day  he  endorsed  thirty-one  notes  of  that  company, 
made  payable  to  his  order,  to  the  orator,  for  $77,500  of  this 
debt,  and  drew  three  checks  in  favor  of  the  orator,  of  $2,500 
each,  for  $7,500  more  of  it.  There  was  no  other  considera- 
tion for  these  checks  or  these  endorsements.  The  orator  knew 
the  whole  transaction  and  acquired  no  rights  as  a  bona  fide 
holder  for  value,  without  notice.  One  of  the  checks  was 
paid.  This  mortgage  was  given  to  take  up  the  two  remaining 
checks  and  as  many  of  the  notes,  all  of  which  remained  un- 
paid, as  it  would  cover,  and  fpr  no  other  consideration. 
Haines  owed  at  the  time  about  $106,000  of  just  debts,  and 
the  mortgage  covered  substantially  all  of  his  property  within 
the  reach  of  his  creditors  for  the  satisfaction  of  his  debts, 
which,  upon  the  evidence,  does  not  appear  to  have  been  in 
fact  worth  much,  if  any,  more  than  the  amount  of  the  mort- 
gage. The  undertaking  which  Haines  entered  into  by  en- 
dorsing the  notes  and  drawing  the  checks  was  without  legal 
consideration,  for  no  new  advancement  was  made  upon  it,  and 
the  liability  of  the  Huguenot  Woolen  Go.,  and  of  the  officers  of 
that  company,  remained  afterwards  the  same  as  before.  The 
mortgage  was,  therefore,  really  given  to  secure  a  debt  due 
from  the  Huguenot  Co.  to  the  orator,  and  not  any  debt  due 
from  Haines  to  the  orator.  Such  a  conveyance  of  substan- 
tially all  his  property,  for  such  a  purpose,  was  void  as  to  his 
creditors,  without  reference  to  the  statutes  invalidating  pref- 
erences. {Church  v.  Chopin,  85  V&>  223.)  The  assignee 
represents  the  creditors  and  has  all  their  rights  of  defence 
against  the  mortgage.  Haines  could  probably  have  settled 
for  his  liability  to  a  suit  in  equity  for  the  excess  of  this  debt 
above  the  capital  of  the  Huguenot  Co.,  about  $35,000,  with- 
out waiting  for  a  suit  against  the  company  and  then  against 
him,  or  either,  and  given  his  note,  or  endorsed  the  company's 
note,  for  the  amount,  and  a  valid  debt  against  him  have 
thereby  been  created.  But  this  was  not  done ;  nothing  was 
done  but  what,  taken  all  together,  amounted  to  an  attempt  to 
mortgage  his  property  for  a  debt  due  from  the  company  and 
not  due  from  him. 
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But,  if  this  debt,  or  the  excess  of  it  above  the  capital  of 
the  Haguenot  Co.,  was  to  be  treated  as  a  debt  of  Haines 
which  he  might  lawfully  secure  as  well  as  any  other,  the  laws 
of  Vermont  provide,  that  if  a  person,  being  insolvent,  or  in 
contemplation  of  insolvency,  within  four  months  of  insolvency 
makes  such  conveyance  to  a  creditor  having  reasonable  cause 
to  believe  him  insolvent,  or  in  contemplation  of  insolvency, 
and  that  such  conveyance  is  made  in  fraud  of  the  laws  relat- 
ing to  insolvency,  the  same  shall  be  void.  (Rev.  Laws  Vl.> 
see.  1,860.)  With  this  added  to  his  other  debts,  or  without, 
there  is  no  fair  question  but  that  Haines  was  actually  insolvent 
at  the  time  of  making  this  mortgage ;  nor  but  that  he  was  so 
far  insolvent  that  he  knew  the  mortgage,  if  operative,  would 
work  a  preference  to  the  orator.  And  the  proof  shows 
that  the  orator  was  so  familiar  with  Haines  and  his  property 
and  the  sources  from  which  it  came,  and  with  his  liabilities 
and  his  aptitude  for  creating  them,  that  he  had  good  grounds, 
amounting  to  reasonable  cause,  to  more  than  suspect,  and  to 
believe,  that  he  was  insolvent,  and  that  the  mortgage,  if  oper- 
ative, would  withdraw  his  property  from  the  reach  of  his 
other  creditors  and  prevent  its  equal  distribution,  under  any 
law,  among  them.  The  proof  shows  that  he  did  not  know  of 
the  insolvency  laws  of  Vermont,  or  that  there  were  any,  and 
that  he  resided  in  New  York  away  from  their  operation,  but, 
as  he  was  situated  with  reference  to  this  property,  in  under- 
taking to  cover  it  with  this  mortgage,  he  had  reasonable  cause 
to  know  of  these  laws,  as  well  as  of  the  facts  that  bring  the 
conveyance  which  he  took  within  their  operation.  Being 
charged  with  knowledge  of  the  facts  he  is  presumed  to  know 
the  laws  applicable  to  them. 

The  point  is  made,  in  the  pleadings,  that  this  law  of  Ver- 
mont is  contrary  to  that  provision  of  the  Constitution  of  the 
United  States  which  prohibits  any  State  from  making  any 
law  impairing  the  obligation  of  contracts.  This  law  does  not, 
however,  impair  the  obligation  of  any  contract.  It  regulates 
conveyances,  which  it  does  not  seem  to  be  doubtful  that  any 
State  may  do,  as  to  any  property  within  its  jurisdiction, 
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notwithstanding  this  clause  in  the  Constitution  of  the  United 
States. 

Let  there  be  a  decree  that  this  mortgage  is  void  as  to  the 
defendant  Carney,  as  assignee  of  Haines,  and  that  the  bill  be 
dismissed  as  to  him,  with  costs. 

Wilder   L.   Burnap  and   Alfred   J.   Taylor,   for  the 

plaintiff. 

James  K.  Batchelder  and  Henry  A.  Harmon,  for  the 
defendant  Carney. 


Albert  H.  Chadbottrne 
vs. 

The  German- Amebic  an  Insurance  Company. 

A  policy  of  fire  insurance  was  obtained  by  N.,  on  credit  for  the  premium,  and 
made  payable  to  J.,  as  mortgagee.  J.  became  owner  of  the  property  insured, 
and  the  policy  was  confirmed  to  him,  and  made  payable  to  C,  as  mortgagee. 
There  was  a  clause  in  it  providing  that  it  might  be  terminated  on  giving 
notice  to  that  effect,  and  that,  on  surrender  of  the  policy,  the  insurer  should 
refund  any  premium  that  might  hare  been  paid,  reserving  pro  rata  rates, 
when  terminated  by  the  insurer.  On  a  Saturday  J.  and  C.  received  notice 
from  the  insurer  that  the  premium  was  unpaid,  and  that,  if  it  was  not  paid  on 
that  day,  the  policy  would  be  cancelled.  The  premium  not  being  paid,  J. 
and  C.  received  notice  from  the  insurer,  on  Monday  following,  that  the  policy 
was  cancelled.  Afterwards  the  property  was  destroyed  by  fire.  In  a  suit  on 
the  policy,  by  C,  against  the  insurer:  Hda\ 

(1.)  In  the  absence  of  fraud  or  default  on  the  part  of  J.  or  C,  the  insurer  had 
no  right  to  cancel  the  policy  without  giving  the  insured  a  reasonable  oppor- 
tunity to  secure  protection  by  insurance  elsewhere,  neither  J.  nor  C.  being 
under  any  obligation  to  pay  the  premium; 

(i.)  It  was  proper  to  submit  to  the  jury  the  question  of  reasonable  notice; 

(8.)  The  insurer  could  not  terminate  the  risk  without  surrendering  the  note  of 
N.  which  it  had  taken  for  the  premium. 

Before  Whkeur,  J.,  Southern  District  of  New  York,  July  16th,  1887.) 
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Wheeler,  J.  This  action  is  brought  upon  a  policy  of 
fire  insurance.  It  was  originally  procured  by  Nye  &  Co.,  on 
credit  for  the  premium,  and  made  payable  to  the  Jennings 
Lumber  Drying  Co.,  mortgagees.  This  company  became  the 
owners  of  the  property,  and  the  policy  was  confirmed  to  them, 
and  made  payable  to  the  plaintiff,  as  mortgagee.  It  contained 
a  clause  providing  that  it  might  be  terminated  at  any  time  on 
giving  notice  to  that  effect,  and  that,  on  surrender  of  the  pol- 
icy, the  defendant  should  refund  any  premium  that  might 
have  been  paid,  reserving  pro  raid  rates,  when  terminated  by 
the  defendant.  On  Friday  the  defendant  issued  a  notice  to 
the  Jennings  Lumber  Drying  Co.,  that  the  premium  remained 
unpaid,  and  that,  if  it  was  not  paid  on  or  before  the  next  day, 
the  policy  would  be  cancelled,  and  sent  the  notice  to  that 
company,  and  a  duplicate  of  it  to  the  plaintiff,  both  of  whom 
received  it  on  the  next  day,  at  about  10  o'clock.  The  premi- 
um was  not  paid  by  any  one,  and  on  that  next  day  the  de- 
fendant sent  another  notice  to  that  company,  and  a  duplicate 
to  the  plaintiff,  that  the  policy  was  cancelled,  and  demanding 
a  return  of  the  policy  and  payment  of  the  earned  premium. 
These  notices  were  received  by  that  company  and  the  plaintiff 
on  the  next  Monday,  at  about  10  o'clock  in  the  forenoon,  and 
the  property  was  destroyed  b^  fire  between  noon  and  two 
o'clock  on  the  same  day.  The  defendant  resisted  recovery  on 
the  ground,  among  others,  that  the  policy  was  cancelled,  and 
notice  given,  before  the  loss.  The  Court  charged  the  jury  on 
this  subject,  in  substance,  that  the  policy  would  continue  in 
force  until  notice  was  given  that  it  was  cancelled,  and  for  a 
reasonable  time  after  for  procuring  other  insurance  to  replace 
it.  The  jury  returned  a  verdict  for  the  plaintiff,  and  the  de- 
fendant moved  for  a  new  trial  because  of  this  direction  to 
the  jury. 

In  Wood  on  Fire  Itwiranoe>  {see.  107,)  it  is  laid  down,  that 
"  the  insurer  cannot  be  permitted  to  cancel  a  policy  inslanter, 
except  in  case  of  fraud  on  the  part  of  the  assured,  or  acts  or 
omissions  that  amount  to  fraud  on  his  part,  but  must  give  the 
assured  a  reasonable  opportunity  to  secure  protection  by  in- 
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surance  elsewhere."    None  of  the  cases  cited  by  the  counsel 
for  the  defendant  involved  this  precise  point,  and  they  are  not 
really  in  conflict  with  this  proposition.    {Stone  v.  FranUm 
Fire  Ins.  Co.,  105  If.  Y.y  543;   Van  Valkenburgh  v.  Lenox 
Fire  Ins.  Co.,  51  N.  Y.,  465 ;   Bergson  v.  Builders'  Ins. 
Co.,  38  Cal.,  541 ;   International  Life  Ins.  Co.  v.  Frank- 
lin Fire  Ins.  Co.,  66  N.  Y.,  119 ;  j&na  Ins.  Co.  v.  Maguire, 
51   I U.j  343,  351;  Oraee  v.  American   Central  Ins.  Co^ 
16  Blatchf.  C.  C.  B.,  433.)      The   plaintiff  in  this  case 
was  not  guilty  of   any  fraud,  or  of  any  act  or  omission 
amounting  to  fraud,  or  tending  in  that  direction.    Neither  he 
nor  the  Jennings  Lumber  Drying  Co.  were  under  any  obliga- 
tion to  pay  the  premium.    Tbe  defendant  had  accepted  the 
undertaking  of  Nye  <fc  Co.  to  pay  the  premium,  and  delivered 
the  policy  as  if  the  premium  had  been  actually  paid,  in- 
stead of  withholding  it  until  the  premium  should  be  paid,  and 
the  policy  came  to  the  Jennings  Lumber  Drying  Co.  and  the 
plaintiff  as  a  valid  policy,  paid  for.    Nye  &  Co.,  on  whom  the 
obligation  to  pay  for  the  policy  rested,  were  not  notified  that 
the  policy  would  be  cancelled  if  the  premium  was  not  paid, 
and  the  Jennings  Lumber  Drying  Co.  and  the  plaintiff  were 
not  notified  that  Nye  and  Co.  had  not  been  so  notified,  and 
would  not  know  that  the  premium  had  not  been  paid  by  Nye 
&  Co.,  until  they  received  notice  that  the  defendant  had  can- 
celled the  policy.    They  are,  therefore,  not  only  not  shown 
to  have  been  guilty  of  any  fraud,  but  not  of  any  default  even. 
The  defendant  could  unquestionably  cancel  the  policy  in  the 
manner  prescribed  in  it,  for  the  default  of  Nye  &  Co.,  or  for 
any  other  cause,  or  without  any  cause,  but  had  no  claim  upon 
any  one  else  for  the  premium,  and  could  not  enforce  payment 
from  any  one  else,  except  by  threatening  to  cancel  the  policy 
if  payment  should  not  be  made.    This  part  of  the  defendant's 
case  rested,  therefore,  upon  the  right  of  the  defendant  to 
cancel  the  policy  instantly,  so  as   to   terminate  all  liability 
upon  it  at  that  moment,  which,  according  to  this  proposition, 
did  not  exist. 

The  defendant  urges  further,  in  support  of  the  motion, 
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that  the  question  of  reasonable  notice  should  have  been  de- 
termined by  the  Court,  and  not  submitted  to  the  jury.  This 
would  probably  be  true  if  there  was  no  question  about  the 
facts.  But  evidence  was  introduced  tending  to  show  that 
this  property  was  of  such  a  nature  that  insurance  companies 
would  not  take  a  risk  upon  it  without  a  surrey,  which  could 
not  have  been  had  and  insurance  effected,  after  the  first  notice 
was  given  even,  before  the  lire ;  and,  on  the  other  side,  it  was 
claimed,  that,  by  the  known  usages  of  such  business,  it  could 
have  been  done  in  a  very  short  time.  On  this  there  was  a 
question  of  fact  to  be  submitted  to  the  jury,  as  to  how  long  it 
would  take  to  effect  an  insurance,  if  any  time  was  to  be  al- 
lowed for  that  purpose. 

It  is  further  to  be  noticed,  that,  by  the  terms  of  this 
policy,  it  could  be  terminated  on  giving  notice  to  that  effect, 
but  the  premium  was  to  be  refunded  only  on  surrender  of 
the  policy.  These  notices  were  sent  by  mail,  and  the  plaintiff 
and  the  Jennings  Lumber  Drying  Oo.  had  no  opportunity  to 
surrender  the  policy,  and  have  an  adjustment  of  the  premium, 
without  seeking  out  the  defendant  for  that  purpose.  No 
premium  had  been  actually  paid,  but  the  defendant  had  the 
obligation  of  others  for  it,  which  had  been  accepted  in  lieu  of 
it.  The  right  to  cancel  depends  on  pursuing  very  strictly  the 
course  prescribed,  which  includes  the  refunding  of  the  pre- 
mium, without  requiring  anything  from  the  assured.  This  is 
shown  by  the  cases  cited  by  the  defendant's  counsel,  before 
referred  to.  If  the  note  of  the  assured  is  taken  for  the  pre- 
mium, it  must  be  refunded,  the  same  as  if  money  had  been 
paid,  in  order  to  terminate  the  risk.  (  Wood  on  Fire  In8.9  see. 
106.)  The  defendant  did  not  surrender  the  obligation  of  Nye 
&  Co.  held  for  the  premium,  either  to  Nye  &  Co.,  or  the 
Jennings  Lumber  Drying  Co.,  or  the  plaintiff,  but  holds  that 
obligation  still.  On  principle,  it  would  seem  that  the  surren- 
der of  that  was  a  part  of  what  was  required  to  be  done  to 
effect  a  termination  of  the  risk.  If  so,  the  plaintiff  was  enti- 
tled to  the  direction  of  a  verdict  in  his  favor,  as  to  this  part 
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of  the  case,  and  the  defendant  was  not  wronged  by  having  it 
submitted  to  the  jury. 

Motion  denied. 

Roger  Foster,  for  the  plaintiff. 

William  D.  Murray  and  Luke  A.  Zockwood,  for  the 
defendant. 


The  Mobsb  Arms  Manufacturing  Company 

vs. 

The  Winchester  Repeating  Asms  Company.     In  Equity. 

Original  Bill. 

The  Winchester  Repeating*  Asms  Company 

The  Morse  Arms  Manufacturing  Company.    In  Equity. 

Cross-Bill. 

Claim  1  of  letters  patent  No.  15,995,  granted  to  George  W.  Morse,  October 
24th,  1856,  for  improvements  in  breech-loading  fire-arms,  and  jaxtended  for  7 
years  from  November  29th,  1872,  namely,  "Inserting  the  rim,  (N,)  or  its 
equivalent,  without  contact,  into  the  chamber,  (0,)  substantially  in  the 
manner  and  for  the  purpose  described,  contact  being  obtained  through  the 
medium  of  the  cartridge  case,"  is  not  infringed  by  a  gun  in  which,  though 
there  is  an  open  joint,  there  is  no  capped  rim  N,  and  no  grooved  chamber  O, 
though  there  is  a  chamber,  but  the  rim  of  its  breech-block  is  not  inserted  into 
the  rear  end  of  the  barrel 

Claim  1  does  not  cover  every  breech-loading  gun  in  which  there  is  a  space 
between  the  forward  end  of  the  breech-block  and  the  end  of  the  barrel, 
designedly  left  to  secure  freedom  of  motion  of  the  parts,  and  in  which 
contact  is  obtained  by  the  expansion  of  a  loosely  fitting  cartridge-case. 

Such  a  construction  of  the  claim  cannot  be  admitted,  in  view  of  the  state  of 
the  art. 
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Claim  2  of  the  patent,  namely,  "  I  claim  the  nippers  S,  and  the  mode  of  operat- 
ing them  by  the  pins  r  r,  and  the  shoulders  1  on  the  hammer,  or  equivalents 
therefor/1  does  not  coyer  all  extracting  hooks  which  are  attached  to  the 
breech-block  and  more  radially,  bnt  only  includes  the  nippers  S  and  any 
equiyalent  mechanism  which  is  attached  to  the  breech-block  and  withdraws 
the  cartridge  in  substantially  the  same  way  as  do  the  nippers  S. 

On  a  cross-bill  filed  to  obtain  the  cancellation  of  a  written  agreement  between 
the  parties,  the  repayment  of  $10,000,  and  an  injunction  against  any  at- 
tempt to  collect  a  note  for  $15,000,  on  the  ground  that  the  money  was  paid 
and  the  note  given  solely  on  the  consideration  of  fraudulent  papers  exhib- 
ited to  the  agent  of  the  party  paying  the  money  and  giving  the  note,  this 
Court,  though  of  opinion  that  the  money  was  paid  and  the  note  given  on  a 
mistake  as  to  material  facts,  held,  that  the  defence  was  as  available  in  a  suit  at 
law  as  on  a  bill  in  equity,  and  dismissed  the  cross-bill  without  prejudice  to 
the  right  to  interpose  the  defences,  except  the  defence  of  fraud,  in  any  action 
at  law  that  might  be  brought 

(Before  SmncAir,  J.,  Connecticut,  July  18th,  1887.) 

Shipman,  J.  The  main  case  is  a  bill  in  equity  based  upon 
the  alleged  infringement  of  letters  patent  No.  15,995,  which 
were  granted  to  George  W.  Morse,  on  October  28th,  1856, 
for  the  term  of  fourteen  years,  for  improvements  in  breech- 
loading  fire-arms,  and  which  were  extended  for  a  period  of 
seven  years  from  November  29th,  1872.  The  bill  was  filed 
November  23d,  1875. 

Before  1856,  many  breech-loading  military  guns  had  been 
invented,  but  all  are  said  to  have  possessed  two  general  ob- 
jections :  "  1st.  Want  of  solidity  of  the  parts  most  exposed  to 
the  action  of  the  charge ;  2d.  Liability  of  the  movable  parts 
to  become  unserviceable  by  their  getting  fast  from  rust  or 
dirt  deposited  at  each  discharge,  and  the  escape  of  the  gas 
through  the  joints  or  junction  of  the  different  parts."  (Re- 
port of  Ordnance  Board  of  U.  S.  Army,  June  21st,  1848.)  A 
joint  at  the  breech,  which  was  made  as  tight  as  possible,  was 
the  construction  which  was  ordinarily  relied  upon,  in  military 
arms,  to  prevent  the  escape  of  gas.  Tight  joints  became 
clogged  with  dust,  or  became  heated  and  expanded  after  fre- 
quent firing,  and,  after  exposure  to  the  elements,  became 
rusty,  and,  therefore,  unserviceable.  The  patentee's  gun,  on 
the  contrary,  had  an  intentionally  open  joint,  and  relied  en- 
Vol.  XXIV.— 82 
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tirely  upon  the  expansion,  at  the  time  of  the  explosion  of  the 
cartridge,  of  a  yielding,  metallic  cartridge-case,  to  close  the 
joint.  It  becomes  important  to  ascertain  the  relation  which 
this  gun  had  to  its  predecessors  in  the  art  of  military  breech* 
loading  arms. 

In  one  of  the  forms  of  the  Pauly  cannon,  which  was  de- 
scribed in  his  English  patent  of  1816,  a  cnlot  or  cartridge 
stopper  was  attached  to  the  rear  of  the  cartridge,  which,  the 
patentee  said,  "  is  so  placed  in  the  gun  as  to  come  between 
the  charge  of  powder  and  the  movable  breeching  in  all  cases, 
and  is  formed  of  lead,  copper,  or  such  other  durable  material 
as  will  give  way  to  the  explosive  force  of  the  charge,  and  so 
formed  and  situated  that,  by  yielding  or  giving  way,  it  will 
completely  and  effectually  cover  and  close  up  the  joint  or 
joining  between  the  movable  breeching  and  the  gun  itself." 
The  door  or  movable  breeching  of  the  gun  was  so  adjusted  at 
its  hinge,  that  the  flat  side,  which  came  nearest  the  chamber 
of  the  gun,  did  not  rub  or  touch  against  the  cavity  made  to 
receive  it,  but  only  against  the  cartridge  stopper.  By  means 
of  powerful  mechanism,  the  door  was  "  forcibly  driven  upon 
the  culot  to  fix  the  same  with  the  cartridge  in  the  gun." 
There  was  a  loose  joint  between  the  movable  breeching  and 
the  chamber,  but  this  was  stopped  by  the  culot,  which  was  a 
sort  of  false  breech,  and  was  so  wedged  in,  before  the  gun 
was  fired,  as  to  make  a  very  close  contact  or  tight  fit  with  the 
breech.  Although  the  patentee  says  that,  by  its  yielding  or 
giving  way,  after  the  explosion  of  the  cartridge,  it  will  close 
the  joint  between  the  movable  breeching  and  the  gun,  I  do 
not  consider  the  device  to  be  an  anticipation  of  an  open  joint. 
It  was  an  attempt  made,  by  the  aid  of  expansible  soft  metal, 
to  close,  both  before  and  after  firing,  a  joint  between  the 
breech  and  the  chamber. 

The  sealing  of  a  breech-loading  sporting  gun  and  the  con- 
sequent prevention  of  the  escape  of  gas,  by  means  of  the 
expansion  of  an  exploding  cartridge  against  the  walls  of  the 
chamber,  had  been  effected  in  the  gun  of  Legaucheux,  which 
was  described  in  the  report  of  Baron  Seguier  to  the  Society 
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for  the  Encouragement  of  Industrial  Science,  in  March,  1835. 
Notwithstanding  the  prophecy  in  the  report,  that  henceforth 
not  "  exactness,  but  only  the  solidity  of  the  closing  parts, 
will  render  the  problem  of  the  manufacture  of  arms  of  the 
broken  breech  system  difficult  to  solve,"  it  is  clear  that  the 
joints  of  Legaucheux's  gun  were  tightly  fitting,  and  the 
maker  mast  have  relied,  in  part,  upon  the  tight  fit,  for  the 
prevention  of  the  escape  of  gas. 

Walter  Hunt,  in  his  cartridge  patent  of  1850,  also  pro- 
phetically declared  that  all  reciprocating  breech  guns  must  be 
loosely  fitted  in  the  breech  of  the  barrel,  behind  the  charge, 
in  order  to  prevent  binding  from  heat,  deposits,  etc.,  in  rapid 
firing,  bat  he  did  not  give  the  description  of  the  gun. 

The  Flobert  saloon  pistol,  patented  in  1849,  and  the  Pryse 
and  Redman  improvement  upon  it,  patented  in  1858,  each 
had  an  open  joint  between  the  wide  hammer  (which  also 
served  as  a  breech-block  to  resist  the  recoil  of  the  cartridge,) 
and  the  barrel,  and  used  a  cartridge  which  was  the  only 
means  of  sealing  the  open  joint,  and  which,  in  the  Pry6e  and 
Redman  pistol,  did  seal  it. 

The  Flobert  pistol  was  a  small  one,  used  only  for  saloon 
or  target  practice.  The  escape  of  gas  was  not  prevented  by 
the  hammer.  The  patent  says  that  the  hammer,  which  pro* 
daces  the  percussion  of  its  blow,  would  go  back  with  the 
same  elasticity  with  which  it  struck,  just  enough  to  allow  the 
escape,  like  a  valve,  of  the  excess  of  force. 

The  Pryse  and  Redman  pistol  was  a  stronger  weapon 
than  the  Flobert ;  the  improvement  consisted  in  a  latch  or 
bolt  pivoted  to  the  top  of  the  hammer,  for  automatically 
locking  it,  so  that  it  would  not  go  back  when  the  pistol  was 
fired.  This  arm  had  a  combined  hammer  and  breech-piece, 
and,  of  course,  did  not  have  a  breech-piece  which  held  the 
cartridge  in  its  seat,  to  receive  the  blow  of  an  independent 
hammer.  The  breech-block  was,  therefore,  not  strong  enough 
for,  or  adapted  to,  a  military  gun. 

The  Smith  and  Wesson  gun,  patented  in' this  country, 
February  14th,  1854,  had  a  more  open  joint  than  any  preced- 
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ing  military  or  sporting  gan.  The  character  of  the  joint,  as 
it  is  now  shown  in  the  Patent  Office  model  of  the  gun,  is 
thus  stated  by  Mr.  Y.  D.  Stockbridge,  one  of  the  plaintiff's 
experts :  "  The  Patent  Office  model  has  a  breech-pin  or  pis- 
ton, which  moves  forward  into  a  counter-bore  in.  the  rear  end 
of  the  barrel,  or  that  part  of  the  metal  which  constitutes  the 
barrel,  and  nearly  fills  such  counter  bore,  and,  also,  so  near  as 
I  can  ascertain  with  the  facilities  I  have  at  present,  comes  up 
very  close  to  the  shoulder,  forming  the  bottom  of  the  counter- 
bore,  and  where  the  barrel  proper  ends.  By  experiment,  I 
find  that  the  breech-pin  can  be  inserted  into  the  counter-bore 
and  into  a  locked  position,  with  an  envelope  of  thin  paper 
across  its  front  face  and  over  the  top  and  bottom  sides.  It 
follows,  therefore,  that  this  breech  has  not  a  very  tight  fit.  I 
find,  however,  that  the  piston  is  slightly  tapered  at  the  top 
of  the  front  end,  and,  being  made  of  comparatively  soft  metal 
for  purposes  of  a  breech-block,  the  looseness  may  be  due  to 
the  wear  of  the  part  or  parts  contiguous  to  each  other. 
From  the  appearance  of  the  arm  when  closed,  while  I  do  not 
find  a  perfect  mechanical  fit  between  the  breech-pin  and  the 
barrel,  I  should  class  it  among  what  I  have  denominated 
tight  breech  guns."  Under  the  proper  definition  of  an  open 
joint,  which  is  a  joint  having  "  a  sensible  or  distinct  space 
between  the  rear  end  of  the  barrel  in  which  the  cartridge  is 
placed  and  the  forward  end  of  a  breech-block,"  the  Smith 
and  Wesson  gun  of  1854  did  not  have  an  open  joint,  but  it 
did  not  have  the  tight  joint  of  preceding  inventors,  who  re- 
lied upon  tightness  to  prevent  the  escape  of  gas.  Its  inven- 
tors could  not  have  expected  that  its  joint  was  to  be  efficient 
for  that  purpose.  It  used  a  cartridge  similar  to  those  used 
in  the  saloon  arms  of  Flobert,  and  Pryse  and  Redman.  The 
breech  was  sealed  and  the  escape  of  gas  was  prevented  by  the 
exploded  cartridge,  which  was  carried  outward  with  the  bar- 
rel, at  the  time  of  the  explosion,  and  thereby  preserved  a  gas- 
tight  joint.  The  cartridge,  when  inserted  in  the  gun,  made  a 
substantial  mechanical  fit  between  itself  and  the  cylindrical 
part  of  the  chamber.    It  had  the  same  capacity  for  sealing 
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the  joint  as  the  modern  cartridges  have,  bnt  it  was  not  called 
upon  to  expand,  and,  by  its  expansion,  bridge  over  an  open 
space,  as  is  the  case  with  cartridges  now  used,  which,  when 
inserted,  do  not  quite  fill  the  walls  of  the  barrel.  In  its  firing 
mechanism,  it  was  an  improvement  upon  the  Pryse  and  Bed- 
man  pistol,  and  was,  to  a  certain  extent,  its  successor.  The 
blow  of  an  independent  hammer  was  delivered  upon  the  rear 
end  of  its  breech-piece,  which  was  brought  behind  the  car- 
tridge and  was  then  driven  forward  by  this  blow.  The 
Morse  gun  has  a  breech-block  which  is  moved  forward  and 
forces  the  cartridge  to  its  place  in  the  chamber  of  the  gun, 
and  remains  firmly  there  while  the  cartridge  is  fired  by  a 
separate  organization. 

The  gun  of  the  defendant  is  made  under  the  Smith  and 
Wesson  patents  of  1854,  and  the  B.  Tyler  Henry  improve- 
ments thereon,  patented  in  1860. 

Mr.  Morse,  the  patentee,  had  bestowed  study  and  thought 
upon  the  subject  of  breech-loading  guns,  and,  in  1856,  while 
looking  at  a  Minie  ball,  conceived  the  idea  of  making  a  breech- 
loading  military  gun,  which  would  be  sealed  at  the  breech 
solely  by  the  expansion  of  the  cartridge,  upon  the  principle  of 
the  expansion  of  the  Minie  ball  at  its  base  or  rear  end.  He 
then  invented  a  flanged  centre  fire,  outside  flanged,  yielding 
metallic  cartridge,  which  was  patented  by  letters  patent  No. 
15,996.  This  was  so  important  a  part  of  his  invention,  that  I 
quote  the  claim  of  the  patent,  as  follows :  "  The  combination 
and  arrangement  of  the  cartridge-case,  as  constructed,  with 
the  priming  apparatus,  as  constructed,  or  their  equivalents, 
whereby  I  effect  the  entire  exclusion  of  any  and  all  escape  of 
the  gas  produced  by  the  combustion  of  the  powder  of  the 
cartridge  and  priming,  except  by  the  one  channel — the  bore 
of  the  barrel  of  the  gun — the  breech- joints  and  priming- vents 
being  thereby  so  effectually  sealed  and  closed  that  no  air  can 
escape  at  these  parts  of  the  gun  after  the  charge  is  fired, 
until  the  cartridge-case  is  withdrawn  from  the  bore,  although 
air  blown  in  at  the  muzzle,  before  firing  the  charge,  might 
escape  through  these  joints,  as  it  would  in  the  cases  above 
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referred  to."  He  also  invented  a  gun  in  which  the  patented 
cartridge,  or  a  similar  cartridge,  was  to  be  used,  and  which  is 
the  subject  of  the  patent  in  suit  The  two  claims  which  are 
involved  in  this  case  refer  onlj  to  the  open  joint  at  the 
breech  and  to  the  cartridge  extractor. 

Excluding,  for  the  present,  any  consideration  of  the  ex- 
tractor, the  invention,  as  a  whole,  consisted  in  an  efficient, 
military  breech-loading  gnn,  whose  breech  is  movable  with 
relation  to  the  barrel,  purposely  intended  to  make,  by  means 
of  a  somewhat  loosely  fitting,  yielding  or  elastic  cartridge 
case,  a  loose  or  open  joint,  tight  between  the  chamber  of  the 
barrel  and  the  breech-block,  the  breech-block  not  acting  as  a 
hammer,  but  being  combined  with  a  firing*  pin  which  com- 
municated the  blow  of  the  hammer  to  the  priming  of  the 
cartridge.  His  cartridge-case  was  adapted  to  his  gun,  but 
the  gun  patent  was  properly  not  limited  to  the  precise  con- 
struction of  the  cartridge-case  which  he  adopted. 

Although  the  ideas  of  the  patentee  in  regard  to  the  open 
joint  are  expressed  at  length  in  his  original  application  for  the 
patent,  they  are  briefly  expressed,  in  the  patent  as  granted,  as 
follows :  "  My  gun  is  so  constructed,  that,  before  loading  it,  I 
can  blow  through  it,  or  ran  water  through  it,  with  facility, 
but,  when  the  charge  is  in,  it  becomes  comparatively  air  and 
water  tight,  because  I  nse  a  cartridge-case  which  seals  the 
breech-joint  both  as  to  powder  and  the  priming."  The  speci- 
fication further  says :  "  The  barrel  face  (M)  of  the  breech-piece 
is  cupped  by  a  rim  (N),  portions  being  cut  out  for  the  nipper- 
jaws  to  drop  in  and  clasp  the  cartridge.  This  rim  projects 
without  contact  into  the  chamber,  (O,)  fig.  14." 

The  first  claim  of  the  patent  in  suit,  and  the  only  one  in 
regard  to  the  open  joint,  is  as  follows :  "  Inserting  the  rim, 
(N,)  or  its  equivalent,  without  contact,  into  the  chamber,  (O,) 
substantially  in  the  manner  and  for  the  purpose  described, 
contact  being  obtained  through  the  medium  of  the  cartridge- 
ease."  The  rim  N  is  an  annular  rim  or  tongue,  which  enters 
without  contact  into  a  corresponding  annular  groove  in  the 
rear  end  of  the  barrel,  which  is  the  chamber  O. 
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The  defendant's  gnn,  now  known  as  the  Winchester  Re- 
peating Gun,  has  an  open  joint.  The  face  of  the  breech- 
block is  flat,  and  there  is  a  perceptible  space  between  it,  when 
advanced  to  its  extreme  forward  point,  and  the  rear  end  of 
the  barrel  It  has  no  cupped  rim  N,  and  no  grooved  cham- 
ber O.  It  has  a  chamber,  for,  the  vacant  space  in  the  rear 
end  of  the  barrel  behind  the  cartridge,  when  it  is  in  its  seat, 
is  a  chamber.  The  forward  end  of  the  breech-piece,  when 
pushed  forward,  stops  somewhat  short  of  the  rear  end  of  the 
barrel. 

Unless  an  unnaturally  broad  construction  is  given  to  the 
claim,  there  is  no  infringement.  The  defendant's  gun  does 
not  have  the  rim  N,  nor  the  chamber  O,  of  the  patent,  and 
the  rim  of  its  breech-block  is  not  inserted  into  the  rear  end 
of  the  barrel.  If  the  scope  of  the  patent  is  to  be,  as  it  must 
be,  limited  by  the  invention  which  is  expressed  and  described 
in  the  claim,  the  defendant's  gun  is  not  included  in  the 
grant. 

But  the  complainant  insists,  that,  inasmuch  as  Mr.  Morse 
was  the  original  inventor  of  the  open  joint  in  military 
arms,  and  inasmuch  as  the  system  which  he  introduced  has 
worked  a  revolution  in  that  art,  the  claim  should  not  be  lim- 
ited to  the  precise  mechanism,  but  should  be  construed  to  in- 
clude a  breech-loading  gun  in  which  there  is  a  space  between 
the  forward  end  of  the  breech-block  and  the  end  of  the  bar- 
rel, designedly  left  to  secure  freedom  of  motion  of  the  parts, 
contact  being  obtained  by  the  expansion  of  a  loosely  fitting 
cartridge-case. 

It  is,  I  think,  undoubtedly  true,  that  the  Morse  gun,  as  a 
whole,  was  of  great  public  benefit.  The  gun  and  cartridge 
were  brought  to  the  attention  of  the  United  States  Govern- 
ment, and  the  Ordnance  Board,  convened  in  1858,  for  the 
selection  of  a  plan  of  altering  old  arms  to  breech  loaders, 
selected  or  recommended  the  gun,  for  the  reason  that  it  con- 
tained "the  new  and  untried  principle  of  a  primed,  metallic 
cartridge-case,"  which  might  be  found  useful.  One  hundred 
guns  were  made  for  private  use.    The  right  to  alter  two 
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thousand  old  arms,  in  accordance  with  the  patent,  and  the 
right  to  make  one  thousand  new  carbines,  were  sold  to  the 
United  States  Government.  The  war  of  the  rebellion  fol- 
lowed in  1861,  during  which  the  United  States  army  was 
provided  with  breech-loading  arms  only  to  a  limited  extent, 
but,  during  the  progress  of  the  war,  invention  in  fire-arms 
was  greatly  stimulated,  and,  after  the  close  of  hostilities,  the 
subject  received  earnest  attention  from  the  Government. 
About  1866  it  began  the  manufacture  of  military  breech- 
loading  arms  which  contained  the  peculiarities  which  are 
found  in  the  Morse  gun,  that  is  to  say,  quoting  the  language 
of  Mr.  V.  D.  Stockbridge,  to  whom  I  have  before  referred, 
and  who  was  for  many  years  examiner,  or  assistant  examiner, 
in  the  Patent  Office,  in  the  class  relating  to  fire-arms,  and 
an  acknowledged  authority  upon  that  subject,  "a  fire-arm 
having  a  movable  breech-block,  which  was  not  intended  to 
make  a  tight  joint  by  contact  of  its  parts  between  the  rear 
end  of  the  barrel  and  said  breech-block,  but  which  was  to 
have  its  joint  between  them  sealed  through  the  medium  of 
a  yielding  cartridge-case  and  breech-block,  having  a  firing- 
pin  passing  therethrough,  a  taper  in  the  barrel,  tapered  in 
connection  with  a  means  for  extraction,  a  centre-fire  or  centre- 
primed  cartridge,  an  extractor  which  would  throw  the  car- 
tridge clear  out  of  the  gun — all  these  were  and  are  embraced 
in  the  arm  made  by  the  Government.  This  may  be  said  to  be 
the  beginning  of  the  general  manufacture  in  this  country, 
and  in  the  world,  of  fire-arms  embracing  all  of  these  essential 
characteristics." 

Assuming  that  the  plaintiff's  construction  is  correct,  and 
that  the  claim  is  for  a  breech-loading  gun  in  which  the  parts 
are  constructed  on  the  plan  of  not  attempting  to  seal  the 
breech  by  the  contact  of  these  parts  with  each  other,  the 
sealing  of  the  breech  being  effected  by  the  use  of  any  proper- 
ly organized  cartridge-shell,  the  question,  upon  this  part  of 
the  case,  is,  whether  the  claim,  upon  this  broad  construction, 
can  be  sustained,  in  view  of  the  prior  art. 

Obviously  it  cannot,  if  the  term  breech-block  includes  a 
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device  which  performs,  in  some  degree,  the  function  of  a 
breech-block,  although  it  is  also  a  hammer.  It  shonld  be 
conceded  that  the  Pryse  and  Redman  breech-block,  not  being 
a  mechanism  which  presses  the  cartridge  to  its  seat  and  holds 
it  there  to  receive  the  blow  of  a  hammer,  is  not  a  breech- 
block which  is  capable  of  being  used  in  a  military  arm,  and, 
therefore,  is  not  the  breech-block  of  the  Morse  gun. 

The  question  is  thus  narrowed  to  this — whether,  in  view 
of  the  pre-existing  art,  as  shown  in  the  Smith  and  Wesson 
gun,  a  sweeping  claim  for  any  open  joint  between  a  distinc- 
tive breech-block  and  the  barrel,  irrespective  of  any  other 
mechanism,  is  to  be  sustained. 

The  Pryse  and  Redman  pistol  had  an  open  joint.  The 
Smith  and  Wesson  gun  took  the  Pryse  and  Redman  car- 
tridge, and  substituted  for  its  combined  hammer  and  breech- 
piece  a  breech-piece  which  was  moved  forward  to  the  rear  end 
of  the  cartridge  by  toggle  joints,  and  a  hammer  which  struck 
its  blow  upon  the  rear  end  of  the  breech-piece.  The  pressure 
of  the  breech-piece,  and  the  blow  of  the  hammer  against  it, 
forced  the  metal  or  rims  of  the  cartridge  into  the  recess  upon 
the  front  end  of  the  breech-piece.  The  intention  was  to  cause 
the  breech-piece  to  hold  the  cartridge  with  sufficient  power 
to  enable  it  to  be  drawn  out  of  the  barrel  by  the  withdrawal 
of  the  breech-piece. 

Smith  and  Wesson  changed  the  Pryse  and  Redman  ham- 
mer into  a  substantial  breech-block,  and,  in  so  doing,  made  a 
closer  joint.  In  their  gun  there  was  not  the  intentional  open 
joint  which  has  become  conspicuous  in  modern  guns,  but  the 
line  of  demarcation  between  the  width  of  its  joint  and  of  the 
open  joints  of  the  Morse  and  other  guns  is  a  narrow  one.  A 
trifling  variation  in  the  length  of  the  breech-pin  makes  the 
successors  of  Smith  and  Wesson  infringe. 

Upon  the  plaintiff's  construction,  if  technicalities  are  to 
be  observed,  they  do  infringe,  and  all  breech-loading  guns 
which  have  cut  off  a  little  from  the  end  of  the  Smith  and 
Wesson  breech-block  must  pay  royalty  to  the  owners  of  the 
Morse  patent ;  but,  even  if  the  patent  had  clearly  declared 
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that  this  was  its  scope,  I  should  reluctantly  have  come  to  the 
conclusion  that,  irrespective  of  any  other  mechanism,  a  mere 
widening  of  the  Smith  and  Wesson  joint  was  ah  infringement. 
But,  when  the  patent  has  avoided  such  a  declaration  of  in- 
vention, and  placed  its  claim  upon  much  narrower  grounds, 
there  is  no  necessity  of  considering  what  would  be  the  Result 
if  the  patent  had  been  as  broad  as  the  plaintiff  would  construe 
it  to  be. 

The  second  and  only  remaining  claim  which  is  in  contro- 
versy relates  to  the  extracting  mechanism,  and  is  as  follows : 
"  I  claim  the  nippers  S,  and  the  mode  of  operating  them  by 
the  pins  r  r,  and  the  shoulders  7  on  the  hammer,  or  equiva- 
lents therefor." 

The  idea  of  the  extractor,  which  is  called  the  "  nippers  8," 
was  taken  from  the  jaws  or  clamps  of  a  pile-driver,  and,  like 
the  pile-driver  device,  the  nippers  had  two  forward  ends 
moving  towards  or  away  from  each  other,  and  two  rear  ends 
moving  towards  or  away  from  each  other.  They  are  pivoted 
to  the  breech-bolt,  are  capable  of  moving  in  radial  lines,  the 
forward  ends  are  "  moved  towards  or  away  from  each  other 
by  two  sets  of  projections,  one  of  which  pushes  the  forward 
ends  towards  each  other  and  the  other  the  rear  ends  towards 
each  other,  thus  spreading  the  forward  ends  apart,  as  the 
nippers  are  moved  back  and  forth  with  the  breech-bolt." 
One  of  these  sets  is  called  in  the  patent  the  pics  r  rt  and  the 
other  is  called  the  shoulders  7. 

The  mode  of  operation  of  the  nippers  is  as  follows :  The 
gun  being  unloaded,  a  cartridge  is  shoved  into  the  barrel, 
when  the  lever  is  shut  down,  which  shoves  the  breech  block 
forward  against  the  rear  end  of  the  cartridge,  the  breech- 
block carrying  the  nippers  beyond  the  flange  of  the  cartridge. 
The  trigger  is  then  pulled,  releasing  the  hammer,  which 
strikes  the  firing-pin,  the  shoulders  upon  the  sides  of  the 
hammer  at  the  same  time  striking  against  the  rear  ends  of 
the  nippers  and  causing  their  front  ends  to  swing  in  and  en- 
gage with  the  cartridge-flange.  After  the  gun  has  been  fired, 
the  lever  is  raised  and  draws  back  the  breech-block,  which 
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forces  the  hammer  back  to  full  cock.  The  nippers,  as  they 
are  also  drawn  back,  strike  against  the  pins  r,  and  swing  oat- 
ward  at  their  front  end,  and  let  go  of  the  cartridge-shell. 

The  Winchester  extractor  is  a  spring  hook,  rigidly  at- 
tached to  the  breech-piece,  which,  as  the  breech  is  closed, 
rides  over  the  flange  of  the  cartridge  and  automatically  en- 
gages therewith,  making  a  latch  connection  ;  there  is  also  a 
rigid  stud  on  the  other  side  of  the  breech-block,  which  passes 
underneath  the  cartridge,  as  the  breech  is  closed ;  as  the 
breech  is  opened,  the  extractor-hook  draws  the  cartridge  back 
until  it  is  ont  of  the  chamber,  at  which  time  it  is  held  between 
the  spring  hook  and  the  rigid  stud,  when  the  carrier-block, 
coming  up  from  below,  hits  the  shell  and  throws  it  clear  from 
the  gun,  being  assisted  also  by  the  spring  of  the  extractor- 
hook. 

It  is  not  claimed  that  the  defendant's  gun  has  the  pins  rr 
or  the  shoulders  7,  bnt  it  is  contended  that  the  second  claim 
embraces  two  claims,  one  for  the  nippers  S,  moving  radially, 
irrespective  of  the  mechanism  by  which  radial  motion  is  im« 
,  parted,  and  the  other  for  the  particular  means  by  which  mo- 
tion is  imparted,  and  that,  as  Morse's  invention  was  the  first 
one  that  consisted  of  a  hook  having  radial  motion  and  attached 
to  the  movable  breech-block,  any  extracting-hooks  which  are 
attached  to  the  breech-block  and  move  radially  infringe  his 
patent.  I  cannot  accede  to  this  broad  construction,  which  is 
altogether  too  sweeping  in  its  character,  and  would  include 
any  radially  moving  hooks  which  are  attached  to  the  breech- 
block, although  they  may  operate,  or  be  operated  upon,  by 
means  very  different  from  the  method  by  which  the  nippers 
S  are  made  effective.  Mr.  Morse  did  not  invent  any  and  all 
radial  hooks ;  he  did  invent  the  nippers  8  and  radial  hooks 
operating  in  substantially  the  same  way.  The  claim  is  two- 
fold and  includes  the  nippers  S  and  any  equivalent  mechanism 
which  is  attached  to  the  breech-block  and  withdraws  the  cart- 
ridge in  substantially  the  same  way  as  do  the  nippers  S.  The 
second  branch  of  the  claim  is  for  the  mechanism  of  the  patent 
and  its  equivalent. 
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The  extracting  device  of  the  defendant  is  a  spring  hook, 
one  end  of  which  is  rigidly  attached  to  the  breech-piece,  the 
hook  portion  having  an  inclined  or  beveled  face.  As  the 
breech-piece  moves  forward,  this  end  strikes  against  and  rides 
over  the  edge  of  the  cartridge-flange,  and  makes  a  latch-like 
connection  with  it.  When  the  breech-block  is  withdrawn, 
the  hook  pulls  the  cartridge-shell,  which  is  held  between  the 
hook  and  the  stud,  backward,  nntil  the  carrier-block  tips  up 
the  front  end  of  the  shell  and  thereby  releases  it  from  the 
hook.  This  is  an  altogether  different  mode  of  operation 
from  that  of  the  two  opening  and  closing  forward  ends  of  the 
Morse  nippers.  These  two  hooks,  having  been  pushed  for- 
ward with  the  forward  movement  of  the  breech-block,  and 
not  having  engaged  with  the  cartridge-flange,  are  brought, 
by  another  movement,  over  the  flange,  then  are  moved  back- 
ward, and,  by  another  movement,  are  spread  apart  and  the 
cartridge  is  released.  The  Winchester  extractor  is  pushed 
forward,  and,  by  its  forward  movement,  rides  over  the 
flange  of  the  cartridge,  is  then  drawn  back,  and  does  not 
release  the  empty  cartridge  nntil  it  is  disengaged  by  the  car- 
rier-block. 

The  different  principle  upon  which  these  two  devices 
operate  has  been  heretofore  judicially  stated  in  this  Circuit. 
Judge  B latch  ford,  in  IZenwick  v.  Cooper,  (10  Blaichf,  C.  C. 
J?.,  201,)  when  comparing  the  extractor  patented  by  William 
0.  Hicks,  March  10th,  1857,  with  the  Morse  extractor,  says  : 
"  It  is,  also,  an  essential  point  in  Hicks'  arrangement,  that  the 
closing  of  the  breech  effects  the  engagement  of  the  hook. 
Therefore,  a  single  movement  of  the  hand,  to  close  the  breech, 
is  all  that  is  required.  In  the  Morse  patent,  the  forward 
movement  of  the  breech-closing  piece  causes  no  engagement 
of  any  hook  with  the  cartridge-flange,  and  there  is  no  such 
engagement  until  the  hammer  is  brought  into  action,  by  a 
second  movement  of  the  hand,  to  act  on  the  tails  of  the 
hooks,  to  cause  such  engagement,  after  the  forward  ends  of 
the  hooks  are  moved  forward  by  the  breech-closing  piece." 
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This  language  is  equally  applicable  in  a  comparison  of  the 
Winchester  and  Morse  extractors. 

The  Winchester  extractor  is  a  modification  of  the  Hicks 
device.  (jRenwicJc  v.  Pondy  10  Blatehf.  C.  C.  JR.,  39.)  His 
extractor  was  a  rigid  hook,  inclined  upon  its  front  face,  and 
projecting  forward  from  the  centre  of  the  breech-piece,  so  as 
to  strike  the  edge  of  the  circular  hole  in  the  cap  of  the  cart- 
ridge, when  the  breech-piece  was  moved  forward.  The 
elastic  edge  of  the  brass  disc  of  the  cap  engaged  with  the 
bill  of  the  hook,  and  the  cartridge  was  drawn  back  by  the 
backward  movement  of  the  breech-piece.  The  fact  that  the 
Winchester  extractor  is  a  spring  hook,  and  therefore  acting 
radially,  and  engages  with  the  outside  flange  of  the  cartridge, 
does  not  bring  it  within  the  Morse  invention,  because  the 
mode  of  operation  of  the  two  devices  is  not  alike. 

The  complainant's  bill  sets  forth  an  agreement,  dated 
August  21st,  1872,  between  the  owners  of  the  Morse  patent 
and  the  defendant,  whereby,  as  it  is  alleged,  the  defendant, 
by  way  of  settlement  and  compromise  of  the  claim  of  the 
said  owners  against  the  defendant,  for  damages  for  its  in- 
fringement of  said  patent,  agreed  to  pay  and  did  pay  the 
sum  of  $10,000  in  cash,  and  gave  said  owners  its  note  for  the 
further  sum  of  $15,000,  which  money  and  note  when  paid 
were  to  be  in  full  settlement  and  discharge  of  said  claim  for 
damages  for  infringements  committed  before  October  28th, 
1870,  but,  if  said  note  was  not  paid  according  to  the  terms  of 
said  agreement,  then  the  defendant  should  be  held  liable  for 
said  damages,  and  further  alleges  the  non-payment  of  said 
note. 

The  defendant's  cross-bill  relates  to  said  written  agree- 
ment, and  prays  for  a  cancellation  thereof,  a  repayment  of 
said  $10,000,  and  an  injunction  against  any  attempt  to  col- 
lect said  note,  upon  the  grounds  hereafter  set  forth.  The 
facts  in  regard  to  said  contract  are  as  follows :  On  June  8th, 
1872,  in  the  suit  of  Eenwich  v.  Pond,  who  was  the  selling 
agent  of  the  Winchester  Arms  Company,  upon  the  Hicks 
extractor  patent,  a  decree  was  entered  by  the  Circuit  Court 
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for  the  Southern  District  of  Dew  York  in  favor  of  the  valid- 
ity of  said  patent.  The  Court  said,  in  its  opinion,  that 
Hicks'  invention  dates  back  to  a  period  shortly  after  the  14th 
of  August,  1855,  and  anterior  to  the  date  of  the  invention 
shown  in  the  Morse  patent.  A  suit  upon  the  Hicks  patent, 
against  the  defendant,  in  Connecticut,  was  apparently  immi- 
nent, which  it  feared  would  result  in  an  injunction  against 
the  use  of  its  extractor.  About  the  same  time,  a  suit  upon 
the  same  patent,  and  a  motion  for  a  preliminary  injunction, 
was  brought  by  Renwick  against  Albert  Cooper,  in  the 
Southern  District  of  New  York.  This  suit  was  also  defended 
by  the  Winchester  Arms  Company.  A  deliverance  from 
the  threatened  injunction  in  Connecticut  was  deemed  of 
great  importance  by  W.  W.  Winchester,  the  vice-president 
of  the  company.  The  president  was  then  in  Turkey,  making 
arrangements  for  a  large  contract  for  arms  with  the  Ottoman 
Government.  In  June,  1872,  Mr.  Morse  was  applying  for 
an  extension  of  his  patent  before  the  Patent  Office,  and  was 
being  opposed  by  the  Winchester  Company.  About  the 
time  that  the  decision  was  rendered  in  the  Pond  case,  Mr. 
Morse  informed  Mr.  Dodge,  the  attorney  of  the  Winchester 
Company  in  the  Patent  Office  controversy,  that  he,  Morse,  could 
furnish  oral  and  documentary  proof  that  his  gun,  which  was 
patented  October  28th,  1856,  was  invented  before  August 
14th,  1855,  and  that  the  documentary  proof  was  contained  in 
a  caveat  which  he  had  filed  before  his  application.  Mr. 
Dodge  informed  the  Winchester  Company  of  these  state- 
ments. Subsequently,  the  negotiations  on  the  part  of  the 
owners  of  the  Morse  patent  were  conducted  by  James  A. 
Skilton,  Esq.,  as  their  attorney,  and  by  Mr,  W.  W.  Winches- 
ter, and  by  different  gentlemen,  at  different  interviews,  in 
behalf  of  his  company,  and  culminated  in  a  written  contract) 
dated  August  21st,  1872,  of  which  the  following  is  a  copy  : 
"  Whereas,  letters  patent  of  the  United  States  of  America 
were  granted  unto  George  W.  Morse,  now  of  Greenville, 
South  Carolina,  for  improvements  in  breech-loading  fire- 
arms, bearing  date  October  28th,  1856,  and  numbered  15,995, 
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which  letters  patent  are  now  owned  by  the  said  Morse  and 
others,  for  whom  James  A.  Skilton,  of  New  York,  hereinaf- 
ter mentioned,  is  duly  authorized  and  empowered,  as  their 
attorney  in  fact,  to  act  in  all  matters  covered  by  this  agree- 
ment :  And  whereas,  the  Winchester  Repeating  Arms  Com- 
pany have  made  and  sold  fire-arms  which  are  claimed  to 
contain  a  substantial  and  material  part  of  the  invention  se- 
cured by  said  letters  patent,  and  to  infringe  the  same ;  and 
said  company  is  desirous  of  settling  for  said  claimed  infringe- 
ment, upon  being  furnished  with  satisfactory  evidence  that 
said  Morse  is  the  first  inventor  of  said  improvements  in  fire- 
arms, and  especially  that  the  said  Morse  prepared  caveat 
papers  describing  the  same,  which  were  signed  and  certified 
to  before  the  alleged  invention  of  one  William  C.  Hicks,  to 
whom  letters  patent  of  the  United  States  of  America  have 
also  been  issued,  and  thereafter  re-issued,  bearing  date  March 
1st,  1870 :  Now,  therefore,  for  the  purpose  of  effectuating 
such  settlement,  it  is  by  said  parties  mutually  agreed,  the 
agreements  of  each  being  in  consideration  and  on  condition  of 
the  agreements  of  the  other : 

First.  That  the  said  Winchester  Repeating  Arms  Com- 
pany will  pay  to  said  Skilton,  for  said  owners  of  said  letters 
patent,  on  the  due  execution  of  this  agreement,  the  sum  of 
five  thousand  dollars  ($5,000)  in  cash,  and  the  further  sum  of 
five  thousand  dollars  ($5,000)  in  cash  upon  the  delivery  of 
the  papers  and  affidavits  hereinafter  mentioned  to  the  said 
Winchester  Repeating  Arms  Company,  and  will  execute  their 
promissory  note  for  the  further  sum  of  fifteen  thousand  dol- 
lars ($15,000),  payable  to  said  Skilton,  as  said  attorney,  or 
order,  on  demand,  which  note  is  to  be  placed  for  safe  keeping 
and  to  be  delivered  as  hereinafter  provided  in  the  third  article 
of  this  agreement. 

Second.  The  said  owners  of  said  letters  patent  and  the 
said  Skilton  agree  to  deliver  to  said  Winchester  Repeating 
Arms  Company,  or  their  attorney,  on  or  before  the  27th  day 
of  August,  1872,  a  duly  authenticated  copy  of  the  caveat 
specification,  petition,  drawing  and  certificate  of  authentica- 
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tion,  hitherto  exhibited  to  Chas.  M.  Keller,  Esq.,  of  New 
York,  the  originals  of  whieh  are  on  file  in  the  Patent  Office, 
Washington,  D.  0.,  together  with  the  affidavit  of  the  said 
Morse,  showing  and  declaring  that  his  said  improvements 
were  invented  before  the  14th  day  of  August,  1855 ;  and, 
upon  the  rehearing  sought  to  be  had  in  the  case  of  Renwick 
et  al.  v.  Pond)  will  furnish  such  other  evidence,  documentary 
or  otherwise,  as  may  be  in  their  possession,  or  as  it  may  be  in 
their  power  to  furnish  or  discover,  to  said  Winchester  Re- 
peating Arms  Company,  or  their  attorneys,  of  the  priority  of 
said  invention  to  the  alleged  invention  of  William  C.  Hicks 
before  mentioned ;  all  necessary  expenses  of  witnesses  and 
expenses  attending  the  taking  of  testimony  to  be  defrayed  by 
the  Winchester  Repeating  Arms  Company. 

Third.  The  promissory  note  hereinbefore  provided  to  be 
executed,  in  the  matter  of  this  agreement,  it  is  mutually 
agreed  shall  be  deposited  with  a  Safe  Deposit  Company  in 
the  City  of  New  York,  to  be  hereinafter  designated  by  0.  M. 
Keller  and  J.  A.  Skilton,  hereinafter  mentioned,  for  safe  keep- 
ing, to  be  delivered  to  said  Skilton,  as  said  attorney,  when- 
ever, and  not  before,  on  a  motion  for  a  re-hearing  in  the  case 
of  Henwick  et  al.  v.  Pond,  now  pending  in  the  United  States 
Circuit  Court  for  the  Southern  District  of  New  York,  or  in 
any  other  proceeding  instituted  for  the  purpose,  it  shall  be 
decided  by  said  Court  to  grant  said  re-hearing;  it  being,  how- 
ever, understood,  that  if  said  motion  or  proceeding  shall  be 
dismissed  or  fail,  on  grounds  not  involving  the  question  of 
priority  of  invention  between  said  Morse  and  said  Hicks,  said 
note  shall,  notwithstanding,  be  delivered  to  said  Skilton,  pro- 
vided the  first  mentioned  evidence  of  the  priority  of  said 
Morse's  invention,  to  wit,  the  caveat  papers  hitherto  seen  by 
0.  M.  Keller,  and  the  affidavit  of  the  said  Morse,  setting  forth 
the  required  facts,  has  been  furnished  to  said  Winchester  Re- 
peating Arms  Company,  as  stipulated  herein.  And  said  note 
shall  be  delivered  by  said  Safe  Deposit  Company  to  the  said 
Skilton,  upon  the  joint  request  of  Chas.  M.  Keller  and  Jas. 
A.  Skilton ;  and,  in  case  of  their  disagreement  as  to  the  f  ul- 


JULY,  1887.  518 


The  Morse  Arms  Manufacturing  Co.  v.  The  Winchester  Repeating  Arms  Co. 

filraent  of  this  agreement  and  the  occurrence  of  the  contin- 
gency herein  provided,  to  warrant  the  delivery  of  the  same, 
then,  upon  the  request  of  an  umpire  or  third  party  to  be 
selected  by  them,  the  said  request  to  be  in  writing. 

Fourth.  It  is  further  mutually  agreed,  that,  upon  the 
payment  of  said  promissory  note,  the  said  Winchester  Re- 
peating Arms  Company  is  to  be  held  released  and  discharged 
from  all  claims  or  damages  for  the  use  of  said  Morse's  im- 
provements, as  claimed  in  the  specification  of  his  letters  pat- 
ent, dated  October  28th,  1856,  and  numbered  15,995,  previous 
to  October  28th,  1870,  in  the  manufacture  and  sale  of  the 
Henry  and  Winchester  repeating  arms,  and  a  release  and  dis- 
charge therefrom  in  writing  is  to  be  executed  by  said  owners 
and  said  Skilton,  if  demanded  by  said  Winchester  Repeating 
Arms  Company.  And,  in  case  said  note  shall  not  be  deliv- 
ered and  paid  according  to  the  terms  of  this  agreement,  then 
said  Company  shall  be  held  liable  therefor. 

Fifth.  The  said  Winchester  Repeating  Arms  Company 
agree  not  to  oppose  the  application  for  extension  of  the  letters 
patent  aforesaid,  granted  to  said  Morse,  now  pending  before 
•the  Commissioner  of  Patents. 

Sixth.  And  it  is  mutually  agreed,  by  and  between  the 
parties  hereto,  that  nothing  whatever  in  this  agreement  shall 
bind  or  in  any  way  obligate  the  said  Morse,  and  the  lawful 
owners  of  the  said  letters  patent,  to  grant  to  the  said  Win- 
chester Repeating  Arms  Company  any  license  or  permit  of 
any  kind  to  make  said  arms  or  use  said  invention  of  the  said 
Morse,  under  any  extension  of  the  said  letters  patent  that 
may  be  obtained  hereafter,  or  in  any  way  set,  name  or  limit 
the  amount  of  royalty  per  gun  to  be  paid  by  the  said  Win- 
chester Repeating  Arms  Company,  in  case  such  license  shall 
be  hereafter  granted  under  such  extended  letters  patent,  but 
the  same  shall  be  entirely  at  the  option  of  the  said  Morse, 
his  assigns  and  representatives." 

In  these  negotiations  Mr.  Skilton  also  represented  that 
the  caveat  would  show  that  the  extractor  described  in  the 
Morse  patent  was  invented  before  August  14th,  1855.  It 
Vol.  XXIV.— 88 
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bad  been  verbally  agreed,  about  August  14th,  1872,  that 
Charles  M.  Keller,  Esq.,  the  senior  counsel  of  the  Winchester 
Company,  should  see  the  caveat  of  Mr.  Horse,  which  it  was 
represented  was  filed  in  August,  1855,  and  should  advise  his 
client  as  to  its  value  in  antedating  Hicks'  invention,  and  it 
was  verbally  agreed  that,  in  case  the  evidence  from  the  cave- 
at should  be  satisfactory  to  Mr.  Keller,  twenty-four  thousand 
dollars  should  be  paid  to  the  owners  of  the  Morse  patent.  On 
August  16th,  1872,  Mr.  Keller  and  Mr.  Skilton  met  in  Wash- 
ington, in  the  office  of  Mr.  Mclntire,  a  patent  solicitor,  and 
were  about  going  to  the  Patent  Office  to  see  the  caveat.  A 
violent  shower  had  sprung  np,  Mr.  Keller's  health  was  in- 
firm, and  Mr.  Skilton  suggested  that  he  examine  a  certified 
copy,  which  he,  Mr.  Skilton,  had  in  his  pocket,  and  which 
had  been  certified  on  that  or  on  the  previous  day.  As  a 
matter  of  fact,  the  caveat  could  not  then  have  been  found 
in  the  Patent  Office,  if  Mr.  Keller  had  visited  the  Office,  for 
it  was  not  at  that  time  in  its  proper  place.  The  certified 
copy,  being  a  copy  of  the  petition  of  Mr.  Morse  for  leave  to 
file  a  caveat,  dated  August  13th,  1855,  and  of  the  oath  ap- 
pended thereto,  of  the  original  description  of  the  invention 
filed  with  the  said  petition,  and  of  two  sheets  of  drawings, 
each  plainly  marked,  "  Filed  August  24th,  1855,"  and  of  the 
papers  which  were  filed  on  October  25th,  1855,  being  an 
additional  description  of  the  invention  as  exhibited  in  the 
second  sheet  of  drawings,  and  of  the  letters  of  Mr.  Morse 
and  his  attorney,  Mr.  Clinton,  was  produced  and  shown  to 
Mr.  Keller*  The  second  sheet  of  drawings  was  filed  October 
25th,  1855,  with  an  additional  description  of  the  invention 
as  therein  exhibited.  Nothing  appeared  upon  the  face  of 
the  second  sheet  to  show  that  it  was  not  filed  August  24th, 
1855,  but  it  positively  asserted  that  it  was  so  filed. 

The  description  filed  on  August  24th  speaks  in  a  very 
general  way  of  a  "  catch,  F,"  to  withdraw  the  cartridge,  and 
the  drawing  then  filed  has  a  catch  F,  but  no  such  description 
is  given,  either  by  writing  or  in  the  drawing,  as  to  enable  a 
skilled  mechanic  to  make  a  practical  extractor.   The  drawing 
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of  the  catch  is  vague.  The  second  sheet  and  the  written 
description  filed  October  25th  show  clearly  the  extractor, 
which  subsequently  appeared  in  the  patent  as  the  nippers  8. 
With  both  drawings  in  sight,  and  upon  the  supposition  that 
they  were  filed  at  the  same  time,  catch  F  might  be  thought  to 
be  an  imperfect  side  view  of  the  nippers  S.  Mr.  Keller  ex- 
amined the  two  drawings  and  the  description  attached  to  the 
petition  for  a  caveat,  said :  "  I  am  satisfied ;  give  me  copies  of 
these  two  drawings  and  specifications,  with  the  petition  and 
oath,"  and  wrote  Mr.  Winchester  the  following  letter: 

"  Washington,  D.  C, 

"August  16, 1872. 
"  W.  W.  Winchester,  Esq. 
"  My  dear  Sir : 

"  I  have  examined  the  Morse  caveat  of  August,  1855,  and 
find  that  it  describes  and  represents  the  hooks  for  extracting 
and  discharging  the  cartridge,  if  not  fired,  or  the  remnants, 
if  fired,  and  that  the  description  and  representation  is  as  full 
as  in  the  patent  afterwards  granted.  In  my  opinion,  this 
caveat,  with  the  affidavit  of  Mr.  Morse,  will  be  sufficient  for 
the  re-opening  of  the  case  of  Renxoick  v.  Pond^  and  to  defeat 
the  Hicks  patent. 

"  Tours  truly, 

"Charles  M.  Keller." 

On  August  21st,  1872,  when  the  written  contract  hereto- 
fore recited  was  signed,  five  thousand  dollars  were  paid  to 
Mr.  Skilton ;  on  August  27th,  1872,  a  certified  copy  of  the 
original  petition  for  leave  to  file  a  caveat,  of  the  specification, 
and  of  the  two  sheets  of  drawings,  both  marked  "  Filed, 
August  24, 1855,"  was  delivered  to  Keller  and  Blake,  and 
another  five  thousand  dollars  was  paid  to  Mr.  Skilton ;  and, 
on  August  28th,  1872,  the  note  in  controversy,  for  fifteen 
thousand  dollars,  was  delivered  to  him,  and  was  deposited  in 
a  trust  company,  as  provided  in  said  contract,  where  it  still 
remains,  having  never  been  re-delivered  to  Mr.  Skilton.  The 
note  and  contract  were  assigned  to  the  complainant  on  July 
2d,  1875. 
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Upon  the  hearing  of  the  motion  for  a  preliminary  injunc- 
tion in  Renwick  v.  Cooper,  these  papers,  with  an  affidavit  of 
Mr.  Morse  as  to  the  date  of  his  invention  of  the  extractor,  and 
an  affidavit  of  an  expert,  were  presented  to  the  Conrt  by  the 
defence.  Judge  Blatchford  said  in  his  opinion,  (10  Blatchf. 
C.  G.  B.j  201,)  that  the  certified  copy  contained  a  description 
and  two  drawings  and  that  the  second  drawing  was  not  re- 
ferred to  in  the  description ;  and  he  held  that  the  description 
and  the  first  drawing  suggested  the  withdrawal  of  a  cartridge 
by  a  catch,  but  contained  no  description  or  representation 
sufficient  to  enable  a  practical  working  apparatus  to  be  made 
from  them,  and  that  the  plan  in  the  second  drawing  was  a 
different  one  from  that  suggested  in  the  first  drawing,  and 
did  not  embody  any  one  of  the  inventions  covered  by  the  first 
three  claims  of  the  Hicks  patent. 

Mr.  O.  F.  Winchester,  the  president  of  the  defendant 
company,  in  November  or  December,  1872,  refused  to  pay 
the  note  upon  the  ground  that  his  eon  had  been  deceived  by 
Mr.  Skilton. 

The  cross-bill  alleges  as  follows:  "And  complainants 
further  show  unto  your  Honors,  that  the  pretended  copy  of 
the  said  caveat  of  said  Morse,  delivered  to  complainants  by 
said  Skilton,  as  aforesaid,  was  not  a  true  copy  of  said  caveat, 
but  was  a  false  and  altered  copy  of  a  caveat  filed  by  said 
Morse  in  the  United  States  Patent  Office,  on  the  24th  day  of 
August,  A.  D.  1855,  and  contained  only  a  part  of  the  specifi- 
cation of  said  caveat,  with  additions  and  alterations.  And 
complainants  charge  that  said  additions  and  alterations  were 
made  by  said  Skilton,  or  by  his  procurement,  with  the  intent 
to  obtain  the  payment  to  said  Morse,  Cole,  Lambert  and 
Skilton,  and  to  said  Morse  Arms  Manufacturing  Company, 
by  the  complainants,  of  the  said  sum  of  $10,000,  and  the  exe- 
cution by  the  complainants  of  the  said  note  for  $15,000. 
And  the  complainants  paid  said  $10,000,  and  executed  said 
note,  solely  in  consideration  of  the  delivery  to  them  of 
the  false  and  fraudulent  copy  of  said  pretended  caveat." 

I  have  given  only  a  very  general  history  of  the  transao- 
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tion  and  bave  not  attempted  to  state  the  various  interviews 
of  the  parties  and  their  representatives,  the  disappearances 
and  reappearances  of  the  caveat  in  the  Patent  Office,  and 
the  different  circumstances  which  are  relied  upon  to  give  color 
to  the  opposing  theories  of  the  counsel. 

The  prominent  facts  are  the  following :  Mr.  Skilton  rep- 
resented and  believed  that  the  extractor  shown  in  the  patent 
was  shown  in  the  caveat  filed  on  August  24th,  1855.  The 
written  contract  was  based  upon  the  representation  and  belief 
that  evidence  was  furnished  by  the  caveat  that  Morse  made 
the  invention  described  in  the  patent  before  August  14th, 
1855 ;  and  this  opinion  was  founded  upon  Mr.  Keller's  letter. 
The  only  reason  which  induced  the  Winchester  Company  to 
enter  into  the  contract  was  to  obtain  evidence  which  would 
destroy  Hicks'  patent.  Mr.  Skilton  was  not  desirous  to  ap- 
pear to  sell  testimony  and  was  desirous  to  place  the  payment 
upon  the  ground  of  the  settlement  of  a  claim  for  damages  for 
infringement,  and,  therefore,  the  contract  was  so  drawn.  The 
copy  of  the  caveat  which  was  shown  to  Mr.  Keller  repre- 
sented, through  the  fault  of  the  Patent  Office,  and  not 
through  any  fraud  of  Mr.  Skilton,  that  the  second  sheet  of 
drawings,  which  alone  contained  the  invention  as  it  was  sub- 
sequently described  in  the  patent,  was  filed  August  24th, 
1855.  This  mistake  led  Mr.  Keller  to  say,  in  his  letter,  that 
the  caveat  of  August,  1855,  represents  the  hooks,  and  that 
the  representation  is  as  full  as  in  the  patent  afterwards 
granted,  and  led  him  into  the  mistaken  belief  that  the  nippers 
S  were  invented  before  August  24th,  1855,  which  a  more 
careful  study  and  conversation  with  Mr.  Morse  might  have 
corrected.  I  am  by  no  means  certain  that  this  mistake  did 
not  compel  Mr.  Keller  to  give  the  opinion  which  cost  the 
Winchester  Company  $10,000  and  its  note  for  $15,000,  but  I 
am  impressed  with  the  belief  that,  if  Mr.  Keller  had  been  in 
his  customary  health,  and  had  given  to  the  caveat  the  time 
and  study  and  inquiry  which  the  importance  of  the  subject 
would  have  justified,  such  examination  would  have  disclosed 
to  him  that  the  written   description   referred  only  to  the 
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first  sheet  of  drawings,  that  no  reference  was  made  to  the 
second  sheet,  and  that  catch  F  was  a  different  thing,  and 
upon  a  different  plan,  from  the  two  catches  in  the  second 
sheet.  A  more  accurate  and  thorough  investigation  of  the 
caveat  papers  which  were  before  him,  especially  of  the  papers 
which  were  known  to  have  been  filed  in  October,  wonld  have 
shown  that  the  two  catches  were  not  shown  in  the  description 
filed  in  August,  and  that  they  were  only  referred  to  in  the 
description  filed  in  October,  and  that  he  might  have  learned 
that  the  second  sheet  was  not  filed  in  August.  I  do  not  find 
that  he  was  guilty  of  laches,  because  the  mistake  of  the  Pat- 
ent Office  so  misled  him  that-  he  gave  the  papers  a  less  ex- 
haustive examination  than  he  otherwise  wonld  have  done. 

Although  the  Morse  Arms  Company  was  nominally 
formed  on  July  25th,  1872, 1  cannot  find  substantial  evidence 
that  any  portion  of  the  $10,000  cash  payment  was  ever  paid 
to,  or  became  a  part  of  the  assets  of,  said  corporation,  and 
both  from  the  testimony  and  from  the  allegations  of  the  bill 
I  think  that  none  of  said  money  was  ever  delivered  to  said 
corporation. 

The  note  is  thus  the  only  thing  of  practical  importance 
which  is  involved  in  the  cross-bill,  for,  the  provision  in  the 
oontract  that,  in  case  the  note  should  not  be  paid,  the  Win* 
Chester  Company  should  be  held  liable  for  infringement,  is 
not,  in  view  of  the  whole  contract,  an  admission  of  liability, 
but  is  an  agreement  that,  in  the  event  of  non-payment  of  the 
note,  the  rights  of  the  Morse  Arms  Company  in  regard  to  in- 
fringements should  remain  as  they  were. 

Upon  the  finding  of  facts,  the  question  is,  whether  relief 
should  be  given  in  consequence  of  the  mistake  in  regard  to 
a  material  fact,  viz.,  the  time  when  the  second  sheet  of 
drawings  was  filed,  for,  the  allegations  of  the  bill  in  regard 
to  fraud  upon  the  part  of  Mr.  Skilton  are  found  not  to  be 
true. 

The  result  of  the  protracted  attention  which  I  have  given 
to  this  part  of  the  case  may  be  briefly  stated  as  follows :  The 
note  was  given  under  a  mistake  of  material  facts,  and  upon 
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the  foundation  of  that  mistake,  although  Mr.  Keller  had 
at  hand  the  means  of  knowledge  from  which  the  discovery 
of  the  mistake  could  have  been  made.  The  defence  arising 
from  these  facts  is  as  fully  open  and  available  to  the  Win- 
chester Company  in  an  action  at  law  as  in  a  bill  in  equity. 
(1  Story**  Eq.  Juris.,  see.  146,  note  2 ;  Kelly  v.  Solaris  9 
Mess.  &  Weld.,  54;  Bell  v.  Gardiner,  4  Mann,  db  Or.,  11 ; 
Townsend  v.  Crowdy,  8  C.  B.,  N.  S.,  477.)  That  being  the 
case,  I  am  not  satisfied  that  it  is  expedient  to  render  an  af- 
firmative decree  upon  this  cross-bill,  but,  upon  the  other  hand, 
to  leave  the  liability  of  the  Winchester  Company  upon  the 
note  to  an  action  at  law.  (Hamilton  v.  Cummings,  1  Johns. 
Ch.,  517 ;  Borne  Ins.  Co.  v.  Stanehfidd,  1  DM.,  424.)  The 
cancellation  of  an  "  executed  contract  is  an  exertion  of  the 
most  extraordinary  power  of  a  Court  of  equity/9  {Atlantic 
De  Zaine  Co.  v.  James,  94  U.  S.,  207,)  and,  as  the  defence 
to  the  note  is  open  to  the  Winchester  Company  hereafter, 
I  have  determined  to  dismiss  the  bill  without  prejudice  to 
the  right  of  the  company  to  interpose  its  defences  in  any  ac- 
tion which  may  be  brought,  except  the  defence  of  fraud. 

Let  there  be  a  decree  that  the  bill  and  the  cross-bill  are 
each  dismissed,  the  latter  without  prejudice,  to  the  extent 
hereinbefore  stated. 

Samuel  A.  Dunoon  and  Edmund  Wetmore,  for  the 
plaintiff. 

John  K.  Beach,  John  S.  Beach  and  B.  F.  Thurston, 
for  the  defendant. 


The  J.  L.  Pendxrgabt. 

A  citizen  of  the  United  States  made  a  contract,  at  the  city  of  New  York,  to  act 
as  master  of  a  vessel,  with  a  citisen  of  the  United  States,  who  resided  at 
that  city,  and  was,  and  was  supposed  by  the  master  to  be,  the  real  owner  of 
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the  vessel,  though  she  was  registered  as  a  British  vessel  and  carried  the 
British  flag:  Held,  that,  as  between  the  parties,  she  was  an  American 
vessel,  and  there  was  no  lien  on  her  for  the  master's  wages,  though,  if  she 
had  been  a  British  vessel,  there  would  have  been  such  lien,  by  a  statute  of 
Great  Britain. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  21st,  1887.) 

Wallace,  J.  The  libellant  sues  in  rem  to  recover  a  bal- 
ance of  wages  due  him  as  master  of  the  bark  Pendergast, 
claiming  a  lien  by  the  British  "  Merchant  Shipping  Act "  of 
1854,  (sec.  191,)  upon  the  theory  that  the  bark  was  a  British 
vessel.  The  District  Court  decreed  in  his  favor,  (29  Fed. 
JSep.y  127,)  and  the  owners  of  the  bark  have  appealed. 

The  libellant,  who  is  a  citizen  of  this  country,  made  a  con- 
tract, at  the  city  of  New  York,  to  act  as  master  of  the  bark, 
with  J.  L.  Pendergast,  who  also  was  a  citizen  of  this  country, 
residing  at  New  Fork  city.  Pendergast  was  the  real  owner 
of  the  bark,  the  vessel  having  been  built  for  him  and  paid 
for  by  him  at  Quebec.  She  was  registered  at  that  port,  in 
the  name  of  James  G.  Boss,  as  owner,  and  carried  the  British 
flag ;  but  Boss  had  transferred  her,  by  bill  of  sale,  to  one 
Adey,  a  British  subject,  who  was  in  the  employment  of  Pen- 
dergast, and  Adey  had  executed  a  mortgage,  for  her  full 
value,  to  Pendergast,  with  an  irrevocable  power  of  attorney, 
vesting  in  the  latter  power  to  sell  and  absolute  control  of 
the  vessel.    Pendergast  was  in  possession  as  the  real  owner. 

The  libellant  testifies,  that,  when  he  made  the  contract 
with  Pendergast,  he  supposed  Pendergast  to  be  acting  as 
agent  for  Boss,  the  registered  owner.  The  District  Judge 
gave  credit  to  this  testimony,  and  the  decree  of  the  District 
Court  proceeded  upon  the  assumption  that  it  was  true.  The 
evidence  taken  in  this  Court  shows  that  this  testimony  was 
untrue,  and  that  the  libellant  did  not  know  who  was  the 
owner  of  the  bark  until  July  31st,  1884,  when  he  went  to  the 
British  consul  to  have  himself  endorsed  as  master  on  the 
ship's  register,  and  then  for  the  first  time  saw  the  register  and 
saw  by  it  that  Boss  was  the  owner.  He  had  made  the  con- 
tract to  serve  as  master  with  Pendergast  over  a  fortnight 
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before  this.  It  is  wholly  improbable  that  he  supposed  Mr. 
Pendergast,  whose  name  the  vessel  bore,  was  the  agent  for 
an  unknown  owner.  The  case  must  be  decided  upon  the 
theory  that  he  dealt  with  Pendergast  as  owner. 

Although  the  bark  was  registered  as  a  British  vessel,  and 
carried  the  British  flag,  the  li  bell  ant  was  not  misled  by  this 
prima  facie  evidence  of  her  nationality,  but  dealt  with  Pen- 
dergast as  owner,  at  Pendergast's  place  of  residence,  suppos- 
ing him  to  be  the  owner.  As  to  the  libellant  the  bark  was 
an  American  and  not  a  British  vessel.  (The  Alice  Tainter, 
14  Blatchf.  C.  C.  £.,  41 ;  The  Plymouth  Rock,  13  Id.,  505.) 
The  contract  having  been  made  here,  and  being  one  for  services 
to  be  performed  on  a  vessel  which,  as  between  the  contracting 
parties,  was  an  American  vessel,  has  only  those  incidents 
which  exist  by  the  general  maritime  law,  as  recognized  in 
this  country,  and  not  those  which  are  created  by  the  law  of 
Great  Britain.  Consequently,  the  contract  did  not  imply  a 
lien  upon  the  ship  for  the  master's  wages. 

The  decree  of  the  District  Court  is  reversed,  and  the  libel 
is  dismissed,  with  costs  of  this  Court  and  of  the  District 
Court. 

Charles  C.  Burlingham,  for  the  libellant. 


James  Parker,  for  the  claimant. 
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The  AifBttTnAif  Bkll  Telephone  Company  and  othkbs 

vs. 
The  Globe  Telephone  Company  and  others.    In  Equity. 

The  construction  placed  upon  claim  5  of  letters  patent  No.  174,465,  granted  to 
Alexander  Graham  Bell,  March  7th,  1876,  lor  improvements  in  telegraphy , 
by  this  Court,  in  American,  Befl  TtUphcm*  Co.  v.  MoUcvUr  Tdqtkons  Co.,  (ft* 
BlaUhf.  C.  C.  J2L,  253,)  followed. 

On  the  nets,  it  was  held  that  the  corporation  defendant  had  need  the  patented 
invention. 

It  was  also  held  that  the  alleged  prior  invention  of  Antonio  Meoooi  was  only 
experimental  and  was  without  any  practical  result. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  July  Slst,  1887.) 

Wallace,  J.  The  complainants  have  filed  this  bill  to 
restrain  infringement  of  the  patent  granted  by  the  United 
States  to  Alexander  Graham  Bell,  dated  March  7th,  1876, 
No.  174,465,  for  improvements  in  telegraphy.  Infringement 
is  also  alleged  of  the  United  States  patent  to  Bell,  No.  186,787, 
dated  January  30th,  1877,  for  improvements  in  electric  tele- 
phony ;  but  the  proofs  have  not  been  addressed  to  the  ques- 
tion of  the  infringement  of  this  patent  and  it  is  practically 
out  of  the  case.  The  fifth  claim  of  the  first  patent  has  been 
judicially  construed  in  two  cases,  by  the  Circuit  Court  for 
the  District  of  Massachusetts,  and  in  both  of  these  cases  it 
was  substantially  held  that  Bell  was  the  discoverer  of  the  new 
art  of  transmitting  speech  by  electricity,  and  that  the  claim 
should  receive  the  broadest  interpretation,  to  secure  to  the 
inventor  not  the  abstract  right  of  sending  sounds  by  telegraph 
without  regard  to  meaning,  but  all  means  and  processes  de- 
scribed which  are  essential  to  the  application  of  the  principle, 
(American  Bell  Telephone  Co.  v.  Dolbear,  15  Fed.  Rep., 
448 ;  Same  v.  Spencer,  8  Fed.  Rep.,  509.)  This  Court,  in 
American  Bell  Telephone  Co.  v.  Molecular  Telephone  Co., 
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followed  the  construction  thus  placed  npon  the  claim.  (23 
Blatchf.  C.  C.  2?.,  258.)  The  proofs  for  the  complainants 
show  that  the  apparatus  which  it  is  alleged  has  been  used  and 
offered  for  sale  by  the  defendants  embodies  the  means  and 
process  for  transmitting  speech  by  electricity  which  are  the 
subject  of  the  fifth  claim  of  the  patent  to  Bell ;  and  no 
evidence  has  been  introduced  by  the  defendant  to  controvert 
this  fact. 

The  defendants  answer  separately.  The  answer  of  the 
Globe  Telephone  Company  and  of  the  defendant  Rogers 
consists  merely  of  general  and  specific  denials  of  the  aver- 
ments of  the  bill.  The  answer  of  the  defendant  Meucci 
alleges  that  he  was  the  first  and  prior  inventor  of  the  tele- 
phone ;  and  that,  in  1871,  by  a  series  of  improvements  and  ex- 
periments in  telephony,  he  had  perfected  a  perfect  speaking 
telegraph,  which  comprised  all  the  electrical  principles  since 
known  in  the  art  of  telegraphy ;  that  he  has  never  made,  used 
or  sold  any  telephones  or  speaking  telegraphs  for  any  purpose 
whatever,  except  that,  for  more  than  24  years,  he  has  had, 
during  most  of  the  time,  at  his  residence  at  Staten  Island,  a 
speaking  telephone  for  domestic  use;  that,  prior  to  1876,  he 
endeavored  to  introduce  the  invention  of  said  telephones  into 
public  use,  but  by  reason  of  his  poverty  was  unable  to  do  so, 
and  to  that  end  did  cause  the  same  to  be  published  in  the 
newspaper  the  Eco  d'ltalia,  and  did  endeavor  to  secure  the 
assistance  of  others,  by  making  known  to  them  his  said  inven- 
tion. The  answer  of  the  defendant  Beckwith  consists  of  a 
general  denial  of  the  averments  of  the  bill,  and  sets  up  the 
priority  of  the  invention  of  Meucci. 

Inasmuch  as  none  of  the  defendants  set  up,  by  way  of 
defence,  any  prior  patents,  publications,  or  instances  of  prior 
invention  or  public  use,  except  the  prior  invention  of  Meucci, 
and  their  proofs  consist  only  of  evidence  of  Meucci's  invention, 
and  evidence  to  show  that  they  have  never  used,  manufactured 
or  sold  electric  speaking  telephones,  or  procured  or  assisted 
others  to  do  so,  it  is  unnecessary,  and  would  be  extraneous  to 
the  real  questions  in  the  case,  to  consider  the  point,  made  in 
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the  brief  of  the  counsel  for  one  of  the  defendants,  that  the 
fifth  claim  of  Bell's  patent  of  1876  is  not  entitled  to  the  broad 
construction  which  has  heretofore  been  given  to  it  by  the 
Courts.  The  only  questions  really  involved  are,  whether  the 
acts  of  the  defendants  are  an  infringement  of  the  exclusive 
rights  of  the  complainants  to  manufacture,  use  and  sell  the 
electric  speaking  telephone,  and  whether  the  proofs  establish 
the  defence  that  Meucci  was  the  prior  and  original  inventor 
of  that  apparatus. 

The  bill  was  filed  November  10th,  1885.  At  that  time 
the  Globe  Company  had  been  incorporated  about  two  years 
and  a  half.  It  was  a  New  York  corporation.  Its  certificate 
of  incorporation  recites,  that  the  objects  for  which  the  com- 
pany is  to  be  formed  are  to  "  manufacture,  sell,  license  and 
lease  telegraphic,  telephonic  and  electric  instruments,  and 
supplies  therefor  of  every  description,  and  to  acquire,  by 
purchase  or  license  or  otherwise,  and  dispose  of  by  sale,  license 
or  otherwise,  patents,  patent  rights,  and  inventions  relating 
thereto,  and  incidental  to  the  manufacture  of  said  instruments 
and  supplies."  In  August,  1885,  the  defendant  Beckwith 
became  the  general  manager  of  that  company.  At  that  time 
he  was  interested  in  an  invention  patented  in  England  known 
as  the  Bassano-Slater  telephone,  and  had  agreed  with  the 
owners  to  procure  a  patent  for  the  invention  in  this  country, 
and  had  the  right  to  use  and  introduce  the  invention  here. 
When  he  became  the  manager  of  the  Globe  Company,  that 
company  was  the  owner  of  patents  which  had  been  issued  to 
Shaw  and  to  Hadden,  for  inventions  in  telephonic  instruments. 
When  Beckwith  became  manager,  the  company  entered  into 
a  written  agreement  with  him,  by  which  it  promised  to  use 
the  Bassano-Slater  invention  in  its  business,  unless  by  subse- 
quent agreement  the  parties  should  agree  to  substitute  other 
inventions.  Beckwith  was  to  have  a  large  share  of  the  profits 
of  the  company.  It  was  also  agreed  between  Beckwith  and 
the  company,  that  the  latter  would  secure,  "  for  purposes  of 
defence,  the  so-called  Antonio  Meucci  claims,  evidenced  by 
caveat  filed  in  the  United  States  Patent  Office."    From  the 
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time  Beckwith  became  manager  until  this  suit  was  brought, 
the  company  seems  to  have  been  mainly  engaged  in  advertising 
its  pretensions  as  a  competitor  of  the  American  Bell  Tele- 
phone Company,  in  trying  to  procure  money,  and  in  endeav- 
oring to  enlist  others  to  become  purchasers  or  licensees  of  its 
rights  in  telephone  inventions.  It  had  a  capital  stock  of  nom- 
inally $10,000,000,  and  bat  very  little  real  capital.  Its  offi- 
cers soon  became  aware  that  its  patents  were  worthless  unless 
the  Bell  patent  could  be  invalidated.  It  had  not  manufac- 
tured any  telephone  instruments,  nor  did  it  have  any  for  sale, 
but  it  had  in  its  office  certain  instruments,  the  history  of 
which  is  stated  by  Mr.  Bowen,  one  of  its  directors.  He  testi- 
fies as  follows :  u  At  a  board  meeting  I  raised  the  question, 
'  have  we  got  any  instruments  of  any  kind  ? '  and  it  was  stated 
by  Mr.  Beckwith  that  we  had  the  Bassano-Slater  instruments. 
The  Shaw  and  Hadden  were  both  infringements  upon  the 
Bell  and  could  not  be  used.  It  was  then  suggested  by  Mr. 
Beckwith  that  we  could  use  the  Bassano-Slater  instruments ; 
that  we  could  use  them  in  connection  with  the  Meucci  instru- 
ments, and  it  would  make  a  first-class  instrument.  Then  I 
think  the  question  came  up  before  the  board,  in  reference  to 
having  made  a  set  of  instruments  for  a  sample  set,  to  have  in 
the  office,  to  show  what  they  were,  as  we  had  nothing.  I 
think  I  stated,  at  that  time,  that,  as  long  as  I  had  been  a 
member  of  the  company,  I  had  not  seen  anything  that  looked 
like  an  instrument,  to  show  anybody.  At  that  meeting  there 
was  an  order  issued  by  the  Board,  authorizing  Mr.  Beckwith 
to  have  made  a  set  of  sample  instruments,  such  as  he  deemed 
proper  and  sufficient  for  testing,  for  samples,  to  have  in  the 
office,  to  be  exhibited."  These  instruments  were  put  up  in 
the  office  of  the  company  in  the  Mills  Building,  on  Broad 
street,  New  York  city,  by  Beckwith,  and  connected  with  the 
office  of  Mr.  Hadden,  the  electrician  of  the  company,  across 
the  street.  They  were  used  for  several  weeks  to  communicate 
with  Mr.  Hadden,  and  for  the  pnrpobe  of  illustrating  to  others 
what  telephones  the  company  proposed  to  introduce,  to  com- 
pete with  the  American  Bell  Telephone  Company.    During 
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all  this  time  the  officers  of  the  company  were  unwilling  to 
commit  it  to  any  acts  of  open  infringement  of  the  Bell  pat- 
ents, fearing  that  the  Bell  Company  might  obtain  an  injunc- 
tion and  thus  embarrass  their  operations.  Bat  they  were 
holding  themselves  ont  to  the  public  as  the  owners  of  patents 
which  would  protect  the  purchasers  or  licensees  against  the 
claims  of  the  Bell  Company,  and  as  prepared  to  furnish  to 
purchasers  or  licensees  telephone  instruments  made  in  accord- 
ance with  such  patents.  In  September,  1885,  the  company 
issued  a  circular,  in  which  it  recited  the  history  of  the  first 
Bell  patent  and  the  discovery  of  the  prior  invention  of 
Meucci.  The  circular  stated  that  the  company  was  able  to 
fully  substantiate  the  fact  that  Meucci  was  the  first  inventor, 
and  that,  besides  securing  his  title  to  the  original  invention  of 
the  electric  magnetic  telephone,  the  company  had  procured 
telephone  instruments  operating  upon  a  different  principle 
from  those  of  the  American  Bell  Telephone  Company,  and 
which  were  not  infringements  of  the  patents  of  that  company. 
The  circular  invited  the  public  to  purchase  the  instruments, 
and  to  promote  the  formation  of  companies  to  become  licen- 
sees under  its  patents  and  claims. 

The  theory  of  the  Globe  Company  is,  that  it  has  never 
made  or  used  telephone  instruments  except  experimentally,  to 
test  their  operativeness ;  that  it  haa  never  sold  any  ;  that  its 
officers  were  aware  that  it  could  not  do  so  without  danger  of 
legal  proceedings  by  the  American  Bell  Telephone  Company, 
until  the  Bell  patent  could  be  successfully  contested ;  and 
that  they  were  waiting  until  that  time  should  arrive,  and,  in 
the  meantime,  proposed  studiously  to  avoid  allowing  any- 
thing to  be  done  that  would  bring  their  company  in  conflict 
with  the  American  Bell  Telephone  Company.  The  testimony 
of  its  officers  is  inconsistent  with  their  conduct.  The  instru- 
ments put  up  in  the  office  of  the  company  were  undoubtedly 
put  there  and  used  to  demonstrate  to  the  public  that  the  com- 
pany would  supply  practical  commercial  telephones  to  licensees 
and  sub-companies.  When  the  September  circular,  inviting 
the  public  to  purchase  telephones,  was  issued,  the  officers  of 
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the  company  doubtless  intended  to  refer  to  telephones  of  the 
description  pnt  up  on  exhibition  in  their  office,  as  the  instru- 
ments which  would  be  used*  This  is  indicated  by  what  took 
place  subsequent  to  the  filing  of  the  present  bill.  It  is  shown 
that,  after  this  suit  was  commenced,  and  after  an  application 
for  an  interlocutory  injunction  against  the  company  had  been 
denied  by  this  Court  because  there  was  not  sufficient  proof 
of  acts  of  infringement  on  the  part  of  the  company,  the  com- 
pany, by  its  manager,  Mr.  Beckwith,  procured  a  company  to 
be  organized  in  New  Jersey,  called  the  Meucci  Telephone 
Company,  for  the  purpose  of  erecting  a  telephone  exchange  in 
the  city  of  Elizabeth,  and  purchasing  the  rights  of  Meucci  in 
his  invention  of  telephones,  for  such  purpose.  The  contract 
made  by  Beckwith  with  the  Meucci  Company  authorized  that 
company  to  use,  in  their  exchange,  the  inventions  of  Meucci, 
Bessano,  Shaw  and  Hadden,  one  or  more  of  them ;  and  that 
contract  was  ratified  by  the  board  of  directors  of  the  Globe 
Company,  by  a  resolution  of  March  30th,  1866.  Shortly 
thereafter,  the  officers  of  the  company  concluded  it  would  be 
safer  not  to  execute  the  contract  made  in  the  name  of  Beck- 
with until  it  had  the  approval  of  their  attorney,  and,  after 
consultation  with  the  attorney,  there  was  never  any  formal 
execution  of  a  contract.  The  Meucci  company  erected  a 
telephone  line  in  Elizabeth,  and  used  upon  it  telephone  ap- 
paratus similar  to  that  which  had  been  used  in  the  office  of 
the  Globe  company. 

The  proofs  establish  satisfactorily  that  the  instruments 
used  in  the  office  of  the  Globe  Company  are  infringing  in- 
struments ;  and  it  is  plain  that  the  use  of  these  instruments 
in  the  manner  and  for  the  purposes  disclosed  by  the  proofs  is 
sufficient  to  authorize  an  injunction  against  the  defendant. 
All  the  defendants  were  acting  in  concert  together.  Rogers 
was  the  secretary  and  treasurer  of  the  Globe  Company. 
Beckwith,  as  has  been  stated,  was  its  manager.  Meucci  was 
its  nominal  electrician.  All  of  them  were  acting  in  co-opera- 
tion, in  endeavoring  to  incite  others  to  appropriate  and  in- 
fringe the  rights  of  the  complainants. 
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The  defence,  60  far  as  it  rests  upon  the  priority  of  inven- 
tion by  Mencci,  may  be  briefly  disposed  of.  The  circumstance 
that  this  defence  is  not  relied  upon  by  the  Globe  Company 
in  its  answer,  and  that  its  counsel  has  insisted,  in  his  argu- 
ment, that  it  should  not  be  considered,  because  not  satisfac- 
torily presented  by  the  proofs,  although  indicating  that  the 
principal  defendant  has  no  confidence  in  the  asserted  priority 
of  invention  by  Meucci,  ought  not  to  prejudice  the  position 
of  the  defendant  Beckwith,  who  relies  upon  this  defence,  has 
urged  it  with  great  zeal,  and  is  evidently  convinced  of  its 
truth. 

As  was  held  in  the  Drawbaugh  Case,  (22  Blatchf.  C.  C. 
ft.,  531,)  the  patentee  starts  with  the  benefit  of  the  presump- 
tion of  law  that  he  was  the  first  and  original  inventor  of 
that  for  which  the  letters  patent  were  granted  him,  and  who- 
ever alleges  the  contrary  must  assume  the  burden  of  proof, 
and  the  defence  of  want  of  novelty  or  originality  must  be 
made  out  by  evidence  so  clear  and  satisfactory  as  to  remove 
all  reasonable  doubt. 

According  to  Meucci's  story,  while  he  was  at  Havana, 
employed  as  a  machinist  and  decorator  of  a  theatre  there,  and 
in  the  year  1849  or  1850,  he  discovered  how  to  obtain  the 
transmission  of  words  by  means  of  conducting  wire  united 
with  several  batteries  to  produce  electricity,  and  gave  his 
discovery  the  name  of  the  "  Speaking  Telegraph."  In  1850 
he  came  to  this  country  and  took  up  his  residence  at  Clifton, 
Staten  Island,  where  he  has  ever  since  resided.  He  was 
engaged  in  various  kinds  of  business,  particularly  candle 
making  and  the  manufacture  of  paper  from  vegetable  fibre, 
and  at  one  time  had  a  brewery.  He  states  that,  soon  after 
coming  here,  he  resumed  his  experiments  with  the  telephone ; 
that  before  1860  he  had  good  working  instruments,  and 
before  1865  had  instruments  which  embodied  the  essentials  of 
the  modern  magneto  instruments.  These  instruments,  he 
asserts,  were  known  to  his  friends ;  were  in  use  at  his  house 
before  and  during  the  years  1864  and  1865,  and  subsequently. 
He  describes  them  from  his  memory.    The  originals  are  not 
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in  existence.  He  states  that,  in  1860,  he  thought  his  invention 
sufficiently  perfected  to  introduce  it,  and  about  that  time  ap- 
plied to  his  friend  Bendelari,  who  was  going  to  Italy,  to  try 
to  get  assistance  to  perfect  the  invention  and  bring  it  into 
use.  He  says  that  he  felt  anxious  to  have  his  invention 
first  appear  from  his  old  home,  and  thought  Bendelari  would 
be  able  to  bring  the  invention  out  there ;  and  he  therefore 
gave  a  pretty  fall  description  of  it  to  Bendelari,  and  also, 
about  this  time,  published  the  fact  that  he  had  made  the 
invention,  in  an  Italian  newspaper,  published  in  New  York, 
called  "  Eco  L'  Italienne."  He  states  that,  after  this,  until 
1871,  from  time  to  time,  he  experimented  to  make  improve* 
ments  in  his  invention,  but  made  no  particular  improvements 
after  1864  or  1865.  He  says  that,  in  1871,  he  found  that  his 
wife,  during  his  illness,  had,  without  his  knowledge,  sold  all 
the  instruments  and  devices  he  had  used  in  his  experiments 
in  sound  telegraphy,  except  some  bobbin,  a  part  of  a  perma- 
nent magnet,  and  some  fragments  of  pasteboard,  which  he 
subsequently  found,  to  a  dealer  in  second  hand  articles.  In 
the  latter  part  of  1871  he  entered  into  an  agreement  with 
three  of  his  Italian  friends,  by  which  they  became  copartners 
in  the  business  of  perfecting  and  introducing  his  invention. 
The  written  agreement,  bearing  date  December  12th,  1871,  is 
produced,  and  recites  the  business  of  the  copartnership  as 
that  of  "  making  and  trying  all  the  necessary  experiments  for 
the  accomplishment  of  the  transmission  of  the  human  voice 
through  electric  wires,  invented  by  the  aforesaid  Antonio 
Meucci."  These  parties  immediately  took  steps  looking  to 
the  procurement  of  a  patent,  consulted  Mr.  Stetson,  a  patent 
expert  and  solicitor,  and,  under  his  supervision,  an  application 
for  a  caveat  was  prepared,  and  was  filed  in  the  Patent  Office, 
December  28th,  1871.  Soon  thereafter  Meucci  consulted 
again  with  Mr.  Stetson,  with  a  view  of  making  an  application 
for  a  patent  for  the  invention,  but  Mr.  Stetson  discouraged 
the  attempt.  Upon  the  application  of  Meucci  the  caveat 
was  renewed  in  December,  1882,  and  again  in  December, 
Vol.  XXIV.— 84 
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1883.  It  is  not  claimed  that  Meucci  made  any  essential  im- 
provements upon  his  invention  subsequent  to  the  time  he  ob- 
tained the  caveat,  but,  as  has  been  said,  he  states  himself  that 
he  made  none  after  1865. 

Such,  in  brief,  is  Meucci's  own  history  of  his  intention. 
There  is  no  reason  to  donbt  that,  for  many  years  prior  to 
1865,  and  from  that  year  until  he  applied  for  the  caveat,  he 
had  been  experimenting  with  telephonic  and  electrical  appar- 
atus, with  a  view  of  transmitting  speech,  and  during  this  time 
had  convinced  himself  that  he  had  made  interesting  discoveries, 
which  might  eventually  become  useful  ones.  To  this  extent 
he  is  corroborated  by  the  testimony  of  a  number  of  witnesses. 
But  the  proofs  fail  to  show  that  he  had  reached  any  practical 
result  beyond  that  of  conveying  speech  mechanically  by  means 
of  a  wire  telephone.  He  doubtless  employed  a  metallic  con- 
ductor as  a  medium  for  conveying  sound,  and  supposed  that, 
by  electrifying  the  apparatus  or  the  operator,  he  could  obtain 
a  better  result.  That  he  did  not  believe  he  had  accomplished 
Anything  of  practical  commercial  utility  is  a  reasonable  infer* 
ence  from  the  fact  that  he  did  not  communicate  his  invention 
to  .those  who  would  have  been  likely  to  appreciate  it  and  assist 
him  An  perfecting  and  introducing  it  to  the  public.  Between 
1859  and  the  time  of  his  application  for  a  caveat  he  filed 
many  applications  for  patents  for  other  inventions.  During 
the  years  1859, 1860  and  1861  he  was  in  close  business  and 
social  relations  with  William  E.  Ryder,  who  was  interested  in 
his  inventions,  paid  the  expenses  of  his  experiments,  and,  in 
connection  with  others,  whom  he  introduced  to  Meucci,  in- 
vested a  considerable  amount  of  money  in  Meucci's  inventions 
and  their  use  an  .business  enterprises.  He  was  a  constant 
visitor  at  Meucci's  house,  lived  near  him,  and  seems  to  have 
been  his  closest  personal  friend  and  business  adviser.  Their 
intimate  relations  continued  until  1867,  when  Ryder  became 
satisfied  that  Meucci's  inventions  were  not  sufficiently  prac- 
tical or  profitable  to  devote  more  time  and  money  to  them, 
and  their  intimacy  ceased,  although  as  late  as  in  1871  he 
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interested  himself  for  Meucci  to  dispose  of  some  of  Ms  in* 
ventions.  During  all  these  years,  according  to  the  testimony 
of  Mr.  Ryder,  he  never  heard  from  Meucci,  or  anybody  else, 
of  Meucci's  telephone.  In  1864  and  1865  David  H.  Craig 
was  a  partner  with  Meucci  and  Ryder  in  the  paper  manu- 
facture. He  had  been  intimately  associated  with  others  ill' 
telegraph  inventions  and  patents  and  his  interest  in  such 
matters  must  have  been  known  by  Meucci.  He  never  heard' 
from  Mencci,  or  otherwise,  that  Meucci  had  invented,  or  was 
experimenting  with,  the  telephone. 

The  caveat  itself  is  sufficient  to  indicate  that  he  had 
reached  no  practical  result  There  is  no  reason  to  doubt  that 
his  application  contained  the  best  description  of  his  invention 
which  he  was  then  able  to  give.  Before  consulting  Mr.  Stet- 
son Meucci  prepared  a  description  of  his  invention,  intending 
to  make  an  application  for  a  patent.  After  consulting  Mr. 
Stetson  he  concluded  to  make  application  for  a  caveat  only. 
With  the  aid  of  an  interpreter  and  the  manuscript  containing 
the  description,  Mr.  Stetson  prepared  the  formal  application. 
After  it  had  been  prepared  by  Mr.  Stetson,  it  was  sent  by 
him  to  Meucci,  and  returned  by  the  latter  with  amendments 
to  be  inserted  in  it.  It  is  sufficient  to  say  that  the  appli- 
cation does  not  describe  any  of  the  elements  of  an  electrio 
speaking  telephone.  Its  opening  statement  refutes  the  possi- 
bility that  Meucci  understood  the  principle  of  that  invention. 
Meucci  states  that  he  employs  "  the  well  known  conducting 
effect  of  continuous  metallic  conductor*  as  a  medium  for 
sound,  and  increases  the  effect  by  electrically  insulating  both 
the  conductor  and  the  parties  who  are  communicating."  A* 
originally  expressed  by  Mr.  Stetson  it  contained  this  state- 
ment :  "  The  system  on  which  I  propose  to  operate  consists 
in  isolating  two  persons  separated  at  considerable  distances 
from  each  other,  by  placing  them  upon  glass  insulators,  em- 
ploying glass,  for  example,  at  the  feet  of  the  chair  or  bench 
on  which  each  sits,  and  putting  them  in  communication  by 
means  of  a  telegraphic  wire."     As  amended  pursuant  to 
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Meucci's  instructions,  this  statement  was  qualified  as  follows: 
"  It  may  be  found  practicable  to  work  with  the  person  send- 
ing the  message  insulated  and  with  the  person  receiving  it  in 
free  electrical  communication  with  the  ground.  Or  these 
conditions  may  possibly  be  reversed  and  still  operate  with 
some  success."  It  is  idle  to  contend  that  an  inventor  having 
such  conceptions  could  at  that  time  have  been  the  inventor  of 
the  Bell  telephone.  The  application  does,  however,  describe 
a  mechanical  telephone  consisting  of  a  mouth-piece  and  ear- 
piece connected  by  a  wire.  A  letter  written  by  Mr.  Stetson, 
of  the  date  of  January  13th,  1872,  is  in  evidence,  and  is  im- 
portant as  confirmatory  of  the  conclusion  that  beyond  this 
the  invention  was  only  inchoate.  This  letter  was  written  to 
Meucci  when  the  latter  was  in  communication  with  Mr.  Stet- 
son in  reference  to  obtaining  a  patent  for  the  invention.  In 
this  letter  Mr.  Stetson,  in  substance,  advised  Meucci  that  bis 
invention  was  not  in  a  condition  to  patent,  telling  him  that 
it  was  "  an  idea  giving  promise  of  usefulness,"  and  the  proper 
subject  of  a  caveat,  but  requiring  many  experiments  to  prove 
the  reality  of  the  invention. 

Without  adverting  to  other  evidence  tending  to  indicate 
that  Meucci  was  merely  an  experimentalist  who  had  not 
produced  anything  new  in  the  art  of  transmitting  speech  by 
electricity,  it  suffices  to  say,  that  his  pretensions  are  over- 
thrpwn  by  his  own  description  of  the  invention  at  a  time 
when  he  deemed  it  in  a  condition  to  patent,  and  by  the  evi- 
dence of  Mr.  Stetson. 

The  evidence  leaves  the  impression  that  his  speaking 
telegraph  would  never  have  been  offered  to  the  public  as  an 
invention  if  he  had  not  been  led  by  his  necessities  to  trade  on 
the  credulity  of  his  friends ;  that  he  intended  to  induce  the 
three  persons  of  small  means  and  little  business  experience, 
who  became  his  associates  under  the  agreement  of  December 
12th,  1871,  to  invest  in  an  invention  which  he  would  not  offer 
to  men  like  Ryder  and  Craig ,  and  that  this  was  done  in  the 
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hope  of  obtaining  such  loans  and  assistance  from  them  as  he 
would  temporarily  require. 

A  decree  is  ordered  for  the  complainants. 

Edward  IT.  Dickerson  and  James  J.  Storrow,  for  the 
plaintiffs. 

D.  Humphreys,  for  the  defendant  The  Globe  Telephone 
Company. 

8eth  B.  BechwUhy  for  the  defendant  Beckwith. 


Mabia   Lazxnskt 

vs. 

Sufbeme  Lodge.  Knights  of  Honor. 

The  defendant,  a  lodge,  leaned  to  L.  *  certificate,  in  December,  1881,  reciting 
that  it  was  issued  on  evidence  that  he  waa  a  contributor  to  the  widows'  and 
orphans'  benefit  rand  of  the  order,  and  stating  that,  npon  condition  that  he 
should  comply  with  the  laws,  rules  and  regulations  governing  the  order,  and 
be  in  good  standing  at  the  time  of  his  death,  the  defendant  would  pay  to  hit 
wife,  the  plaintiff  $2,000  out  of  said  rand,  on  satisfactory  evidence  of  his 
death.  L.  died  in  January,  1886.  In  a  suit,  by  the  widow,  to  recover  the 
$8,000,  the  complaint  alleged  that  L.  was  a  member  in  good  standing  at  the 
time  of  his  death.  The  answer  denied  that  the  defendant  had  any  knowledge 
or  information  sufficient  to  form  a  belief  that  L.  was  a  member  in  good 
standing  at  the  time  of  his  death,  and  alleged  that  L.  was  suspended  from 
membership  June  1st,  1885,  for  failure  to  pay  an  assessment  within  80  days 
from  the  date  of  a  notice  of  the  assessment :  Btfd, 

(1.)  It  was  doubtful  whether,  under  the  form  of  the  denial  in  the  answer  aa  to 
the  good  standing  of  L.,  the  plaintiff  was  bound  to  prove  his  good  stand* 
ing,  bat,  the  certificate  Itself  and  proof  of  the  payment  of  a  prior  assess 
ment  to  the  one  in  question  were  sufficient  to  maintain  the  issue  at  the  out- 
•rt; 
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(1)  The  proof  thoired  the*  the  notice  of  the  unpaid  Mtoemnont  we*  glren  oo)j 

12  days  before  the  suspension ; 
($.)  An  admission  by  L.  of  the  fact  of  Ms  suspension  was  not  competent  to 

prore  that  fact,  as  against  the  plaintiff,  as  she  was  suing  in  her  own  right ; 
(4.)  Proof  of  a  mere  record  of  suspension,  without  proof  of  proceedings  to  found 

it  upon,  was  not  sufficient; 
(5.)  The  requirement  as  to  eridenoe  of  death  was  weired  by  putting  the  refusal 

to  pay  on  other  grounds ; 
(S.)  It  was  proper  to  direct  a  yerdlct  for  the  plaintiff. 

(Before  Wheklol,  J.,  Southern  District  of  New  York,  July  25th,  1881) 

Wheeler,  J.  This  suit  is  brought  upon  a  benefit  certif- 
icate, issued  by  the  defendant  to  Joseph  Lazensky,  a  member 
of  Manhattan  Lodge  No.  1165,  a  subordinate  lodge,  wherein 
it  is  recited  that  the  certificate  was  issued  upon  evidence 
received  from  the  subordinate  lodge  that  he  had  received  the 
degree  of  manhood,  and  was  a  contributor  to  the  widows'  and 
orphans'  benefit  fund  of  that  order,  and  that,  upon  condition, 
among  other  things  not  material,  that  he  should  comply  with 
the  laws,  rules  and  regulations  then  governing  that  order,  or 
that  might  thereafter  be  enacted  for  its  government,  and  be 
in  good  standing  at  the  time  of  hip  death,  the  defendant 
agreed  to  pay  to  his  wife,  the  plaintiff,  two  thousand  dollars, 
out  of  the  widows'  and  orphans'  fund,  in  accordance  with, 
and  under,  the  laws  governing  that  order,  upon  satisfactory 
evidence  of  his  death.  The  certificate  was  dated  December 
18th,  1881.  The  plaintiff  alleged  that  he  was  a  member  in 
good  standing  up  to  the  time  of  his  death;  that  he  died 
January  20th,  1886;  that  she  demanded  the  sum  of  two 
thousand  dollars ;  and  that  the  defendant  refused  to  pay  it. 
The  defendant  admitted  the  membership  and  issuing  of  the 
certificate,  denied  that  it  had  any  knowledge  or  information 
sufficient  to  form  a  belief  that  he  was  a  member  in  good 
standing  at  the  time  of  his  death  ;  and  alleged  that  the 
defendant  had  laws,  rules  and  regulations  providing  for 
assessments  and  notices  on  death  of  members,  and  that  each 
member  should  pay  the  amount  within  thirty  days  from  the 
date  of  each  notice,  failing  which  he  should  stand  suspended, 
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and  not  be  entitled  to  the  benefit  of  the  widows'  and  orphans' 
benefit  fund,  until  reinstated ;  that  an  assessment  known  as 
No.  155  was  made,  and  became  due  and  payable,  prior  to 
Jane  1st,  1885,  of  which  he  had  due  and  timely  notice,  and 
which  he  failed  to  pay  within  the  time  required,  and  that,  in 
consequence  of  the  failure  to  pay  that  assessment,  he  was,  in 
the  month  of  June,  1885,  and  during  his  lifetime,  duly, 
properly,  and  lawfully  suspended  from  the  lodge ;  that  he 
took  no  appeal  from  the  suspension,  and  was  not  reinstated, 
but  remained  suspended. 

On  the  trial,  the  plaintiff  offered  the  receipt  for  assess- 
ment No.  155  in  evidence,  which  was  received,  and  rested 
her  case.  The  defendant's  counsel  stated  that,  by  a  clerical 
error,  the  answer  was  made  to  read  No.  155  instead  of  159, 
and  asked  leave  to  amend,  which  was  granted,  in  case  the 
evidence  should  require  it.  The  defendant  then  showed  an 
assessment,  May  19th,  1885,  numbered  159,  and  that  notice 
of  it  was  sent  to  him  on  the  next  day ;  the  record  of  the 
lodge,  in  which  was  entered,  that,  on  June'  1st,  1885,  he  was 
declared  suspended,  that  on  July  6th  he  was  notified  to  go 
under  examination  of  the  physician  for  reinstatement,  and 
on  July  20th  was  rejected  by  the  medical  examiner;  and 
that  he  signed  au  application  for  reinstatement  and  presented 
himself  for  examination  under  that  application.  The  de- 
fendant called  the  recording  secretary  of  the  lodge,  called  the 
reporter,  who  had  the  record  of  the  financial  reporter,  and 
offered  to  show  by  that  the  non-payment  by  Lazensky  of 
assessments  including  No.  159.  This  was  objected  to  on  the 
ground  that  the  financial  reporter  was  living  and  should  be 
called,  and  the  question  was  withdrawn. 

Each  side  claimed  that  a  verdict  should  be  directed,  and 
one  was  directed  for  the  plaintiff.  The  defendant  moves  for 
a  new  trial  on  the  ground  that  the  plaintiff  did  not  show  that 
Lazensky  was  in  good  standing  at  the  time  of  his  death ;  that 
the  defendant  had  shown,  by  the  record,  that  he  was  sus- 
pended; and,  by  his  application  for  reinstatement,  that  he 
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was  oat  of  the  order  and  not  in  good  standing  at  the  time  of 
his  death. 

It  is  somewhat  doubtful  whether,  on  the  pleadings,  the 
plaintiff  was  bound  to  prove  that  Lazensky  was  in  good 
standing  at  the  time  of  his  death.  The  defendant  did  not 
deny  her  allegation  that  he  was,  bnt  denied  knowledge  or 
information  sufficient  to  form  a  belief  that  he  was.  The 
course  of  the  order  would  seem  to  require  that  the  de- 
fendant should  have  such  information  at  all  times  within 
its  reach ;  and  the  affirmative  defence  set  up  assumes  such 
knowledge  as  to  this  member.  This  general  denial  might  be 
considered  to  be  so  evasive  as  not  to  amount  to  anything 
more  than  no  denial,  and  to  be  insufficient  to  put  the  plaint- 
iff on  proof  of  her  allegation  in  that  respect,  as  what  is  not 
denied  under  this  system  of  procedure  is  deemed  to  be  true. 
(iT.  Y.  Code  of  Procedure,  §  522.)  But,  if  required  to  make 
proof,  only  general  proof  on  that  subject  would  be  required. 
The  certificate  itself  furnishes  evidence  that  he  was  in  good 
standing  when  that  was  issued,  and  the  payment  of  assess- 
ment No.  155  would  tend  to  show  that  he  was  recognized  as 
a  regular  member  then.  The  argument  has  proceeded  some- 
what as  if  the  certificate  was  upon  condition  that  he  should 
continue  to  pay  to  that  fund,  but  that  is  not  among  the  con- 
ditions.  It  recites  that  it  is  issued  upon  evidence  that  he  is 
a  contributor  to  that  fund,  and  makes  no  further  direct  refer- 
ence to  it.  The  fact  of  payment  is  not,  therefore,  material 
to  the  plaintiff's  case,  except  as  it  may  be  involved  in  good 
standing.  Proof  of  recognition  for  such  length  of  time,  in 
connection  with  the  presumption  that  all  persons  follow  such 
laws,  rules  and  regulations  as  they  are  under  till  the  contrary 
is  made  to  appear,  would  seem  to  be  sufficient  to  maintain 
this  issue  at  the  outset.  (Knights  of  Honor  v.  Johnson,  78 
Ind.,  110.)  The  defendant  must  be  required,  therefore,  to 
stand  upon  its  affirmative  defence. 

This  defence  must  stand  or  fall  upon  the  allegations  of  the 
answer,  which  are,  in  substance,  that  Lazensky  failed  to  comply 
with  the  requirements  set  out  in  respect  to  assessment  No. 
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155,  or  159,  according  as  the  proof  is  applicable.  There  is  no 
proof  as  to  when  payment  of  No.  155  was  required,  and  there 
is  proof  that  it  was  paid.  There  is  nothing,  therefore,  to  con- 
nect the  suspension  with  any  default  as  to  that,  and  it  is  not 
claimed  that  there  is.  The  notice  of  assessment  No.  159  was 
not  given  until  May  20th ;  the  requirement  set  up  and  shown 
is  that  it  should  be  paid  within  thirty  days  after ;  the  record 
evidence  of  suspension  is  of  one  on  June  1st,  eighteen  days 
before  the  expiration  of  the  time  of  payment.  There  was 
no  default  as  to  that  assessment  with  which  the  suspension 
recorded  could  be  connected.  It  is  said,  in  argument,  that, 
on  failure  to  pay  within  the  required  time,  he  was  to  stand 
suspended,  and  that  no  further  act  of  suspension  would 
be  necessary  to  put  him  out  of  good  standing.  This  may  or 
may  not  be  true.  But  whether  true  or  not,  it  is  to  be  remem- 
bered that  the  evidence  offered  to  prove  the  fact  of  non-pay- 
ment of  any  assessment  was,  on  objection  to  its  competency, 
withdrawn.  Therefore,  there  is  no  proof  of  any  non-payment 
to  work  such  a  suspension.  It  is,  however,  urged  that  his 
application  for  reinstatement  was  an  admission  of  suspension 
making  such  an  application  necessary  to  bring  him  into  good 
standing  again.  This  would  seem  to  be  such  an  admission 
on  his  part,  and  raises  the  question  whether  such  an  admis- 
sion by  him  is  admissible  to  prove  a  fact  against  the  plaintiff 
in  this  suit.  He  is  no  party  here ;  neither  is  any  personal 
representative  of  him.  She  sues  in  her  own  right,  on  a  cause 
of  action  that  accrued,  if  at  all,  to  her  and  her  only.  She  has 
acquired  the  right  in  consequence  of  what  he  did  in  becoming 
a  member  of  that  lodge,  but  not  through  or  from  him,  for  he 
never  had  it.  Neither  was  that  act  of  his  a  part  of  any 
transaction  by  which  her  right  is  sought  to  be  established  that 
might  defeat  it,  or  which  would,  of  itself,  prevent  it.  The 
act  was  a  mere  admission  of  a  past  fact,  as  if  he  had  said 
merely  that  he  had  been  suspended  and  was  not  in  regular 
standing.  Such  an  admission  would  doubtless  be  evidence 
against  him  or  his  personal  representative,  or  a  person  claim- 
ing a  right  derived  from  him;  but  not  against  a  person 
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claiming  only  the  benefit  of  his  prior  acts.  (1  GreenL  JB».9 
§  171 ;  Dodge  v.  Freedman's  Co.,  93  U.  &,  379*)  It  is  fur- 
ther said,  in  argument,  that,  if  he  was  wrongfully  suspended, 
he  should  have  applied  for  reinstatement  under  the  rules ; 
and  section  3  of  article  VII  of  the  laws  of  the  order  is  re* 
ferred  to  in  this  connection.  That  section  refers,  however, 
wholly  to  suspensions  for  non-payment  of  dues,  fines  or 
assessments,  and  there  is  no  evidence  of  any  suspension  for 
such  cause.  The  defendant  offered  to  show  a  statement 
made  to  a  witness  by  Lacensky  that  he  was  sqppended  for 
non-payment  of  assessment  No.  159 ;  but  that  was  excluded, 
for  the  reason  that  it  would  be  merely  his  naked  statement 
of  a  past  fact,  which,  for  reasons  already  stated,  could  not 
affect  the  plaintiff.  If  admissible  and  admitted,  it  could  not 
show  that  the  suspension  recorded  as  m*de  June  1st,  1885, 
was  for  that  cause,  which  had  not  then  taken  place,  but  would 
only  show  some  suspension  of  which  there  was  no  other  evi- 
dence. The  defence  is  thus  left  to  stand  entirely  upon  the 
record  of  suspension  of  Jane  1st.  Karoher  v.  Supreme 
Lodge  Knights  qf  Honor,  (137  Mass.,  368,)  is  much  relied 
upon,  with  some  other  cases,  in  support  of  that,  as  a  sufficient 
defence.  (Anaeosta  Tribe  v.  Murbach,  13  Md.,  91 ;  Osceola 
Tribe  v.  Schmidt,  57  Md.,  98 ;  Burt  v.  Grand  Lodge,  44 
Mich.,  208 ;  Woolsey  v.  Odd  Fellows,  61  Iowa,  492 ;  Har- 
rington v.  Working  meny 8  Association,  70  Ga.,  340.)  These 
cases  show  clearly  that  the  decisions  of  such  associations, 
according  to  their  own  laws,  rules  and  regulations,  which  all 
assent  to  who  become  members,  are  conclusive  as  to  member- 
ship  and  standing,  except  as  they  are  reviewable  within  the 
order,  under  the  laws  of  the  order.  But  none  of  the  cases 
go  so  far  as  to  hold  that  a  mere  record  of  a  sentence  of  sus- 
pension, without  any  proceedings  whatever  to  found  it  npon, 
and  not  according  to  the  laws  of  the  order,  is  conclusive  any- 
where. Section  2  of  article  XII  of  the  laws  of  this  order 
requires  that  charges  preferred  against  a  member  shall  be 
read  in  open  lodge,  and  a  copy  of  them  be  furnished  to  him 
under  the  seal  of  the  lodge,  and  that  he  be  cited  to  appear  to 
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answer  them.  In  Karcher  v.  Supreme  Lodge,  (187  Mass., 
868,)  the  charge  was  of  non-payment  of  an  assessment,  and 
the  copy  furnished  was  not  under  the  seal  of  the  lodge.  The 
validity  of  the  judgment  of  suspension  was  questioned  on  the 
ground  that  the  eopy  was  not  sufficient,  but  it  was  held  that 
such  irregularity  would  not  invalidate  the  judgment,  but  not 
intimated  that  it  would  be  good  without  any  notice.  This 
suspension  is  not  set  up  in  the  answer,  and  would  not  appear 
to  be  sufficient  to  show  that  Lazensky  was  not  in  good  stand- 
ing, if  it  was. 

The  point  is  made  that  evidence  of  the  death  is  not  shown 
to  have  been  duly  furnished,  but  refusal  of  payment  on  other 
grounds  would  be  a  waiver  of  that  requirement. 

It  does  not  appear  that  there  was  any  error  in  the  trial  of 
the  case,  as  presented,  for  which  a  new  trial  should  be 
granted. 

Motion  denied,  and  stay  vacated. 

Charles  Steckler,  for  the  plaintiff. 
Morris  Goodhart,  for  the  defendant. 


Albbbt  H.  Ohadboubnb 
vs. 

THX  .GjCBMAJT    Awifinw   IN8UBAJ7GX  COMPACT. 

Whore  *  cause  is  removed  from  ft  State  Court  after  eerriee  of  notice  of  trial, 
and  the  plaintiff  has  a  judgment  in  this  Court,  he  is  not  entitled  to  tax,  aa 
costs,  the  ooate  prescribed  by  the  State  statute  before  the  removal 

(Before  Iuocjoa,  J.,  Southern  District  of  New  York,  July  28th,  1887.) 

Laoombk,  J.    This  case  was  removed  from  the  State  Court 
after  service  of  notice  of  trial.    The  plaintiff  has  prevailed, 
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(anfe,  jp.  492,)  and  presents  his  bill  of  costs.  Upon  taxation 
he  claimed  to  be  entitled  to  the  costs  prescribed  by  the  State 
statutes  up  to  the  time  of  removal.  The  clerk  disallowed 
these  items,  and  plaintiff  seeks  to  review  his  action,  relying 
on  the  report  of  an  Anonymous  case  in  18  Abb.  If.  C,  54. 
It  is  therein  stated  that  in  that  case  Judge  Wallace  ordered 
"  that  the  defendant  recover  the  State  Court  costs  np  to  the 
time  of  removal,  and  statutory  costs  in  the  United  States 
Court  subsequent  to  the  removal."  I  have  communicated 
with  Judge  Wallace,  and  learn  from  him  that  the  report 
given  of  this  case  is  inaccurate.  The  order  Bigned  by  him 
was  one  the  form  of  which  was  agreed  to  by  both  parties, 
and  no  decision  such  as  is  above  indicated  was  made  by  him. 
The  rule  laid  down,  in  this  Circuit,  in  Clare  v.  National  City 
Bank,  (14  Blatchf.  C.  C.  R.,  445,)  has  been  in  no  way  qual- 
ified, and  is  still  in  force  here. 
The  clerk's  taxation  is  affirmed. 


Roger  Foster  and  Samud  B.  Rogers,  for  the  plaintiff. 

WUliam  D.  Murray  and  ImJcs  A.  Loekiooody  for  the 
defendant 


Edward  F.  Church 

vs. 

Emanuel  Spiegelbubg  and  another. 

In  a  common  law  action,  by  one  partner  against  another,  for  a  breach  of  the 
contract  of  partnership,  a  counterclaim  by  the  defendant,  alleging  a  breach 
of  each  contract  by  the  plaintiff,  is  proper,  under  the  practice  in  New  York ; 
but  a  counterclaim  praying  an  accounting  and  adjustment  of  the  affairs  of 
the  partnership,  being  an  equitable  cause  of  action,  Is  not  admissible. 

(Before  Laoombs,  J.,  Southern  District  of  New  York,  July  28th,  1867.) 

Lacombe,  J.     The  plaintiff  and  the  defendants  heretofore 
formed  a  copartnership  for  the  purpose  of  carrying  on  the 
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dry-goods  commission  business  in  the  city  of  New  York.  By 
the  terms  of  their  articles  of  copartnership,  the  defendants 
were  to  famish  $120,000  capital,  and  the  plaintiff  was  to 
bring  to  the  firm  what  is  known  as  "  commission  business," 
amounting  to  about  $1,000,000  per  annum.  The  complaint 
avers  that  the  plaintiff  fulfilled  his  obligations  under  the 
articles,  but  that  the  defendants,  "  in  violation  of  their  duties 
to  plaintiff  and  to  said  firm,"  wrote  to  certain  manufacturers, 
whose  business  the  plaintiff  had  secured,  repudiating  existing 
contracts  with  them,  and  making  false  representations  as  to 
the  inability  of  the  firm  to  make  advances  on  goods  con- 
signed to  them,  to  the  great  damage  of  the  firm  and  of  the 
plaintiff. 

The  amended  answer  of  the  defendants  sets  up,  inter  alia, 
two  counterclaims,  which  the  plaintiff  now  moves  to  strike 
out* 

The  complaint  indicates  that  this  is  a  common  law  action, 
on  contract.  As  such,  the  sufficiency  of  the  pleading  is  to 
be  tested  by  the  rules  of  the  State  Courts.     (R.  8.,  §  914.) 

The  first  counterclaim  is  for  a  breach  of  the  contract  of 
partnership  by  the  plaintiff,  in  that,  as  alleged,  he  failed  to 
bring  to  the  firm  the  amount  and  kind  of  commission  busi- 
ness which  he  had  agreed  to.  The  cause  of  action  set  forth 
in  the  complaint  arising  on  contract,  the  counterclaim,  which 
also  arises  on  contract,  may  be  set  up.     (Code,  %  501.) 

The  second  counterclaim  is  for  an  accounting  and  adjust- 
ment of  the  affairs  of  the  partnership.  This  is  an  equitable 
cause  of  action,  and  §  914  of  the  Revised  Statutes  has  been 
construed  as  not  allowing  the  interposition  of  equitable  de- 
fences in  a  legal  action.  (Montejo  v.  Owen,  14  Blatchf.  O. 
C.  B.,  824 ;  Parsons  v.  Denis,  7  Fed.  Rep.,  317.) 

The  motion  to  strike  out  the  second  counterclaim  is, 
therefore,  granted,  and  that  to  strike  out  the  first  counter- 
claim is  denied. 

J.  K.  Hayward,  for  the  plaintiff. 

Sdigman  <b  Sdigman,  for  the  defendants. 
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The  Patent  Clothing  Company,  Limited 

v$. 
Henry  B.  Qloyer  and  othkbs.    In  Equrt. 

Claim  2  of  re-issned  letters  patent  No.  9,616,  applied  for  February  19th,  1881, 
and  granted  March  22d,  1881,  to  Rodmond  Gibbons,  for  an  improrement  in 
pantaloons,  the  original  patent  haying  been  granted  June  6th,  1876,  namely, 
"  2.  In  combination  with  the  fly  portion  of  a  pair  of  pantaloons  or  other 
similar  garment,  a  check-piece  made  integral  with  the  button-hole  strip  of 
the  fly,  and  adapted  to  prevent  any  tension  at  the  crotch  d  that  might  operate 
injuriously  upon  it,"  is  invalid,  as  an  unlawful  expansion  of  the  claim  of  the 
original  patent,  unless  it  is  limited  to  a  check-piece  which  is  a  bridge  across 
the  crotch,  and,  so  limited,  it  Is  not  Infringed  by  a  construction  n  which 
there  is  no  such  bridge. 

(Before  Sbtpmajt,  J.,  Southern  District  of  New  York,  July  80th,  1887.) 

Shipman,  J.  This  is  a  bill  in  equity  to  restrain  the  de- 
fendants from  the  alleged  infringement  of  the  second  claim 
of  re-issned  letters  patent,  No.  9,616,  applied  for  February 
19th,  1831,  and  issued  March  22d,  1881,  to  Rodmond  Gib- 
bons, for  an  improvement  in  pantaloons.  The  original  patent 
was  dated  June  6th,  1876.  A  brief  opinion,  in  which  the 
bill  was  directed  to  be  dismissed,  was  filed  on  May  14th, 
1887.  Upon  the  application  of  the  plaintiff,  the  case  was 
thereafter  re-argued. 

The  case  depends  upon  the  proper  construction  of  the 
second  claim  of  the  re-issned  patent,  and  the  construction 
turns  upon  the  question  whether  this  claim,  if  construed  ac- 
cording to  its  literal  meaning,  is  an  enlargement  of  the  single 
claim  of  the  original  letters  patent.  The  plaintiff  contends 
that  the  defendants  infringe  the  patented  invention,  as  it  was 
originally  described  and  claimed,  and  that  there  was  no  en* 
largement  in  the  re-issue,  but  a  more  accurate  statement  of  the 
invention  which  was  claimed  in  the  original  patent.  I  there- 
fore  quote  the  substance  of  the  original  specification,  so  that 
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the  scope  of  the  invention,  as  it  was  therein  explained,  may 
be  seen  :  "  My  invention  relates  to  a  fastening  for  the  crotch 
in  the  fly  of  pantaloons  or  similar  garments,  and  it  consists  in 
bridging  said  crotch  with  a  check-piece  of  cloth  or  other  in- 
elastic pliable  material,  as  hereinafter  f ally  described*  The 
object  of  this  invention  is  to  prevent  that  tension  at  the 
crotch  ordinarily  produced  either  by  continued  use  of  the 
garment,  or  by  any  undue  strain  caused  by  the  assumption 
by  the  wearer  of  any  posture  of  the  body,  or  by  the  removal 
of  the  garment,  calculated  to  produce  such  an  effect.  The 
said  improvement  is  applicable  to  all  descriptions  of  panta- 
loons and  garments  of  a  similar  character,  its  application  to 
the  garment  adding  greatly  to  its  durability,  by  preventing 
the  stretch  of  the  cloth  or  stitching  at  the  crotch.  To  enable 
persons  skilled  in  the  art  of  manufacturing  the  garments  to 
which  my  invention  is  adaptable,  I  describe  the  same  as  fol- 
lows, referring  to  the  annexed  drawing  :  Figure  1  is  a  view 
of  the  upper  part  of  a  pair  of  pantaloons,  the  front  of  the  fly 
being  turned  down,  so  as  to  show  the  application  of  the  im- 
provement. Figs.  2  and  3  are,  respectively,  edge  and  face 
views,  on  an  enlarged  scale,  of  the  fly,  extended  so  as  to  show 
the  attachment  of  the  improvement.  Fig.  4  shows  a  modifi- 
cation in  construction.  In  figs.  1,  2,  3,  the  button  strip  of  the 
fly  is  represented  by  a,  and  the  buttons  by  ft.  The  button- 
hole strip  is  indicated  by  c,  and  between  the  button  holes  it 
is  stitched  to  the  front  of  the  garment  in  the  ordinary  way. 
The  lower  end  of  the  button-hole  strip  does  not  extend  down 
and  fasten  into  the  crotch  d,  as  in  the  common  construction 
of  pantaloons,  but  bridges  over  the  crotch,  being  securely 
stitched  at  e  to  the  button  strip  a.  The  button-hole  strip  is 
also  firmly  secured  at  f  below  the  lower  button-hole.  Fig.  4t 
shows,  instead  of  the  preferred  construction  exhibited  in  the 
other  figures,  a  separate  piece  of  cloth  serving  as  the  bridge 
or  check-piece.  This  construction  I  deem  to  be  within  the 
scope  of  my  invention.  My  improvement,  as  seen  in  the 
inanner  preferred  by  me,  adds  nothing  to  the  cost  of  the  gar- 
ment, but  rather  cheapens  its  manufacture,  by  causing  the 
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attachment  of  the  lower  end  of  the  button-hole  strip  to  be 
made  at  a  point  more  easily  reached  than  that  at  which  the 
connection  is  ordinarily  made."  The  letter  d  is  the  crotch  of 
the  fly,  and  is  at  the  crotch  seam  of  the  fly,  and  that  seam  is 
at  the  upper  end  of  the  seam  which  rnns  from  the  crotch, 
between  the  legs,  upwards  to  the  crotch  of  the  fly.  The  let- 
ter e  is  at  a  point  on  the  button  strip,  opposite  to  f  upon  the 
button-hole  strip.  The  points  e  and  fy  as  represented  in  the 
drawings,  are  so  far  removed  from  the  crotch  d,  that  there  is 
a  considerable  open  space  under  the  line  or  strip  which  unites 
e  and  f.  Each  of  the  drawings,  except  No.  8,  which  is  a 
plan  view,  shows  an  open  space  under  the  check-piece,  and 
represents  the  check-piece  as  one  side  of  a  triangle,  of  which 
the  other  two  sides  are  the  right  and  left  fly-fronts,  converg- 
ing to  an  apex  at  d. 

The  claim  of  the  original  patent  was  as  follows :  "  In 
combination  with  the  fly  of  pantaloons  or  similar  garments, 
an  elastic  bridge  or  check-piece,  arranged  across  the  crotch 
thereof,  substantially  as  described,  whereby  the  strain  at  the 
crotch,  when  the  fly  is  opened  and  spread  apart,  is  received 
by  said  bridge  or  check-piece,  instead  of  at  the  angle  of  the 
crotch  itself." 

The  claims  of  there-issued  patent  are  as  follows :  "  1.  The 
combination,  with  the  fly  of  a  pair  of  pantaloons  or  other 
similar  garments,  of  an  inelastic  bridge  or  check-piece  ar- 
ranged across  the  crotch  of  the  fly  substantially  as  described, 
to  receive  any  strain  occasioned  by  the  spreading  apart  of  the 
fly,  and  which  would  otherwise  be  exerted  upon  the  crotch 
of  the  fly.  2.  In  combination  with  the  fly  portion  of  a  pair 
of  pantaloons  or  other  similar  garment,  a  check-piece  made 
integral  with  the  button-hole  strip  of  the  fly,  and  adapted  to 
prevent  any  tension  at  the  crotch  d  that  might  operate  inju- 
riously upon  it." 

The  overalls  which  the  defendants  make  do  not  have  a 
bridge  spanning  an  open  space  between  the  bridge  and  the 
point  where  the  two  sides  of  the  fly  meet,  but  the  button-hole 
strip  extends  down  to  and  is  fastened  at  the  crotch  of  the  fly, 
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and  extends  upwards  and  is  secured  to  the  button  strip  at  the 
opposite  side  of  said  fly  portion,  being  lapped  behind  the 
button  strip.  The  overalls  which  the  plaintiff  now  makes  are 
of  the  same  construction,  except  that  the  button-hole  strip  is 
lapped  upon  the  front  side  of  the  button  strip*  This  differ- 
ence is  not  material.  The  patentee's  licensees  instructed  their 
employees,  in  1877,  to  bring  the  sewing  of  the  crotch  seam 
as  close  as  possible  up  to  the  check-piece.  The  re-issue  was 
applied  for  after  the  defendants  began  to  make  and  sell  the 
garments  which  are  said  to  infringe. 

The  question  which  first  presents  itself  is,  whether,  under 
a  proper  construction  of  the  second  claim  of  the  re-issued 
patent,  it  should  not  be  confined  to  a  bridge  or  check-piece 
which  is  arranged  across  the  fly-front,  and  bridges  over  the 
crotch  of  the  fly,  as  shown  in  drawings  1,  2  and  4.  The 
plaintiff  insists  that  the  actual  invention  of  the  patentee  was 
a  check-piece  which  received  the  force  of  any  unusual  strain 
upon  the  fly-front  of  overalls ;  that  it  is  immaterial  whether 
the  strip  i6  arranged  as  a  bridge,  with  an  open  space  under- 
neath, or  as  a  continuation  of  the  button-hole  strip,  beyond 
the  apex  of  the  fly-opening,  up  to  the  button  strip ;  that  the 
open  space  has  no  operation ;  and  that  the  original  specifica- 
tion is,  at  least,  consistent  with  the  invention,  as  it  is  now 
used,  and  does  not  demand  a  limited  and  narrow  construction, 
which  would  deprive  the  owners  of  the  re-issued  patent  of 
the  benefit  which  would  otherwise  result  therefrom. 

It  is  true  that  the  idea  of  a  strip  of  cloth  which  shall  serve 
as  a  strengthening  piece,  or  as  a  protection  against  a  strain  at 
the  angle  of  the  fly-front,  is  better  developed  by  making  the 
stay,  when  integral  with  the  button-hole  strip,  a  continuation 
of  it  around  instead  of  across  the  apex  of  the  fly-opening,  and 
that  a  stay  with  an  open  space  underneath  it  has  apparently 
no  advantage  over  the  other  method,  except  in  economy  of 
manufacture ;  and  it  is  also  true,  that  it  is  the  duty  of  a  Court 
to  give  letters  patent  for  inventions  a  construction  which  shall 
sustain  the  just  claims  of  the  inventor,  and  shall  relieve  him 
from  the  injurious  effect  of  an  imperfect  description  of  the 
Vol.  XXIV.— 85 
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invention  which  be  had  attempted  to  secure.  If,  however, 
the  patentee  has  plainly  pointed  out,  and,  by  his  description, 
has  established  the  boundaries  of  his  invention,  they  cannot 
be  enlarged  by  construction. 

Recognizing  this  principle,  and  that  the  question  is  not 
what  the  patentee  might  have  applied  for,  but  what  did  he 
apply  for  and  receive,  the  plaintiff  says  that  the  original 
patent,  fairly  construed,  is  not  limited  to  a  stay  or  check-piece 
which  is  a  bridge  having  an  open  space  under  it. 

The  specification  shows  two  methods  of  construction,  one 
shown  in  figure  4,  which  is  a  separate  piece  of  cloth  and 
which  is  a  bridge,  while  the  button-hole  strip  is  continued,  as 
previously,  to  the  crotch  of  the  fly ;  the  other,  shown  in  the 
other  figures,  in  which  the  button-hole  strip  becomes  the 
bridge.  The  mooted  point  is,  whether  this  strip  is  described 
as  not  extending  down  and  fastening  into  the  crotch,  but,  on 
the  contrary,  bridging  over  it,  or  whether  it  is  described  as 
not  extending  to  the  crotch  and  stopping  there,  as  in  the 
common  construction,  but  extending  beyond  the  angle  and 
lapping  into  the  button  strip.  The  plaintiff  insists,  that, 
when  the  patentee  said,  in  his  specification,  that  the  lower 
end  of  the  button-hole  strip  does  not  extend  down  to  and 
fasten  into  the  crotch  d,  as  in  the  common  construction  of 
pantaloons,  he  meant  that  the  strip  does  not  extend  down 
into  the  crotch  d  and  become  incorporated  with  the  fly-crotch 
seam  and  stop  there,  as  in  the  common  construction,  but 
bridges  over  the  crotch.  It  says,  also,  that  in  the  common 
construction  of  fly-fronts,  the  lower  end  of  the  button-hole 
strip  passed  down  into  and  stopped  in  the  seam  of  the  fly- 
crotch,  whereas,  in  the  patented  improvement,  the  lower  end 
of  the  strip  is  not  thus  carried  down  and  incorporated  with 
the  fly-crotch  seam,  but  is  carried  up  on  the  other  side  and  is 
attached  to  the  button  strip. 

The  natural  construction  of  the  specification  is,  that, 
when  the  patentee  described  a  bridge  which  was  arranged 
across  the  crotch  of  the  fly,  he  meant  a  brace  or  stay  which 
crossed  and  did  not  go  around  the  apex  of  the  fly-front.    A 
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different  construction  would  not  occur  to  the  reader,  until  he 
learned  the  fact  that  such  a  construction  had  been  suggested, 
or  that  it  might  be  desirable.  The  idea  which  is  naturally 
communicated  by  the  word  "  bridge,"  and  by  the  expression 
"  bridge  over,"  and  "  arranged  across  the  crotch/'  is  not  that 
of  a  stay  which  is  not  a  bridge,  but  is  that  of  a  stay  which 
spans  an  open  space.  The  employment  of  these  terms  by  the 
patentee  is  not  conclusive  as  to  his  meaning,  but  he  used 
words  unnaturally,  if  he  intended  to  convey  the  idea  that  his 
check-piece  went  around  and  not  across  the  apex  of  the  fly 
opening. 

But,  turning  to  the  sentence  which  is  the  centre  of  the 
discussion,  it  seems  to  me  that  the  words,  "  the  lower  end  of 
the  button-hole  strip  does  not  extend  down  and  fasten  into 
the  crotch  dy  as  in  the  common  construction  of  pantaloons, 
but  bridges  over  the  crotch,"  cannot  fairly  be  interpreted  to 
mean  that  the  strip  does  not  simply  extend  down  and  fasten 
into  the  crotch  and  stop  there,  as  in  the  common  construction, 
but  bridges  over,  because  the  patentee  described,  in  the  con- 
cluding part  of  the  sentence  and  of  the  paragraph,  what  he 
meant  by  the  words  u  bridge  over,"  by  saying,  "  being  se- 
curely stitched  at  a  to  the  button  strip  a.  The  button-hole 
strip  is  also  firmly  secured  at  jf  below  the  lower  button-hole." 
The  inventor  here  declares  that  the  button-hole  strip  is  a 
bridge,  inasmuch  as  it  is  securely  stitched  to  the  button  strip 
at  6,  and  is  firmly  secured  on  its  own  side  at/*.  The  old  con- 
struction, by  which  it  went  down  to  the  crotch,  is  abandoned, 
and  it  now  crosses  over  the  crotch  at  f  and  e. 

Again,  the  drawings,  which  are  a  picture  of  the  invention, 
show  clearly  what  the  patentee  was  trying  to  describe  in 
words.  They  show  a  bridge  and  nothing  but  a  bridge,  and 
leave  no  doubt  in  my  mind  that  the  only  invention  for  which 
the  patentee  applied  for  a  patent  was  that  of  a  check-piece, 
which,  at  the  points  e  and  /*,  below  the  lower  button-hole, 
crossed  over  and  connected  the  right  and  left  fronts  of  the 
fly.  Any  other  construction  of  the  patent  would  not  only 
disregard,  but  would  contradict,  the  drawings. 
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The  invention  of  the  original  patent,  as  well  as  of  the  first 
claim  of  the  re-issue,  was  a  piece  of  inelastic,  flexible  material, 
arranged  across  the  crotch,  as  a  bridge,  with  its  two  ends 
secured  to  opposite  sides  of  the  fly-front,  at  points  so  far 
down  the  two  sides,  that,  when  a  strain  is  brought  thereon, 
the  bridge  will  take  the  entire  strain.  The  second  claim  of 
the  re-issne  was  designed  to  include  a  check-piece  which  is 
not  only  integral  with  the  button-hole  strip,  but  which  ex- 
tends down  to  and  is  fastened  at  the  crotch  of  the  fly,  and 
extends  up  upon  the  other  side  of  the  fly  and  is  fastened  to 
the  button  strip.  This  claim  is  invalid,  unless  it  is  limited 
to  the  bridge  or  check-piece  of  the  original  claim.  With  that 
construction,  there  is  no  infringement,  and  the  bill  is  dis- 
missed. 

Causten  Browne  and  William  A.  Jenner,  for  the  plaintiff. 

Gilbert  M.  Plympton,  for  the  defendants. 


Harriet  A.  Fuller  and  another 


vs. 

The  Metropolitan  Life  Insurance  Company  and  another. 

In  Equity. 

After  the  plaintiff  in  a  rait  in  equity  had  completed  his  proof,  the  defendant 
moved  to  dismiss  the  bill  on  the  ground  that  the  testimony  failed  to  support 
any  right  to  relief,  and  that  it  showed  that  there  was  not  a  sufficient  amount 
in  controversy  to  give  the  Court  jurisdiction  :  ffeld,  that  the  motion  must  be 
denied,  and  the  case  be  tried  in  the  regular  way. 

(Before  Laoombe,  J.,  Southern  District  of  New  York,  August  9th,  1867.) 
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Laoombe,  J.  Issue  has  been  joined  in  this  case  by  the 
filing  of  an  answer,  and  the  complainants  have  thereupon  taken 
and  completed  their  proof.  The  defendants  now  move  to  dis- 
miss the  bill  u  on  the  ground  that  the  testimony  wholly  fails 
to  support  any  right  to  relief  in  this  Court."  In  other  words, 
instead  of  waiting  for  the  regular  trial  term  and  then  dispos- 
ing of  the  case  in  the  usual  manner,  the  defendants  request 
that  a  species  of  semi-trial  be  now  had,  under  an  ordinary 
notice  of  motion.  The  Court  is  invited  to  consider  the 
pleadings  and  proof  as  if  the  case  were  properly  here  for  final 
disposition,  and,  if  it  fail  to  concur  in  the  defendants'  view 
of  the  law,  they  may,  putting  in  such  further  testimony  as 
they  may  be  advised,  proceed  hereafter  to  try  the  case  over 
again,  at  another  term  and  probably  before  another  Judge. 
The  inconvenience  of  such  a  practice  is  manifest,  and,  as  it  is 
concededly  novel,  the  defendants  being  unable  to  point  to  a 
single  case,  reported  or  unreported,  in  which  it  has  been 
approved,  this  Court  must  decline  to  sanction  its  inaugura- 
tion. 

The  defendants  also  claim  that  the  Court  has  no  jurisdic- 
tion, the  amount  in  controversy  not  exceeding  $500.  Inas- 
much as  its  jurisdiction  may  be  challenged  at  any  time,  they 
contend  that  the  Court  should  now  dismiss  the  bill  on  that 
ground.  The  defendants  concede  that,  upon  the  bill  alone, 
such  a  motion  would  not  prevail,  it  being  "  possible  to  infer, 
from  the  bill  standing  alone,  the  existence  of  a  state  of  facts 
by  reason  of  which  the  amount  in  controversy  might  exceed 
$500."  But  they  contend,  that,  "  looking  through  the  testi- 
mony, with  a  view  to  discovering  the  amount  in  controversy," 
it  becomes  evident  that  there  is  a  total  failure  on  the  part  of 
the  complainants  to  show  a  sufficient  amount  in  controversy 
to  sustain  the  jurisdiction.  If,  however,  this  is  to  be  deter- 
mined by  a  consideration  of  the  proof  as  well  as  the  plead 
ings,  such  determination  is  neither  more  nor  less  than  a 
trial,  and  must,  like  other  trials,  be  had  at  the  regular  term 
assigned  for  such  business. 

The  preliminary  objection  raised  by  the  complainants  to 
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the  hearing  of  this  motion  is,  therefore,  sustained)  and  the 
motion  is  dismissed,  for  the  reasons  indicated  above. 

Levi  A.  Fuller,  for  the  plaintiffs. 

William  H.  Arnoux,  for  the  defendants. 


Chestkb  W.  "Witters,  Receives  or  the  Fihst  National 

Bank  or  St.  Albans 

vs. 

Edward  A.  Sowles,  Executor  or  Hteum  Bellows,  Mar- 
garet B.  Sowles,  and  others.     In  Equity. 

A  bill  is  equity  was  brought  in  Vermont  by  the  receiver  of  a  national  bank, 
to  charge  the  assets  of  the  estate  of  H.,  deceased,  in  the  hands  of  E.,  as  his 
executor,  with  an  assessment  on  480  shares  of  the  capital  stock  of  the  bank, 
of  the  par  value  of  $100  each,  made  by  the  Comptroller  of  the  Cnrreney^ 
equal  to  that  amount  In  1864, 450  shares  were  owned  by  H.,  and  stood  in 
his  name  on  the  bosks  of  the  bank.  As  to  50  shares  of  the  450,  which  a 
State  tax  collector  had  assumed  to  sell  to  E.f  in  1865,  for  the  non-payment  of 
State  taxes:  EM,  that  the  sale  was  invalid,  and,  that,  on  the  facts  of  the 
case,  the  title  to  the  50  shares  wss  in  H.,  at  the  time  of  his  death,  they  then 
standing  in  his  name  on  the  books  of  the  bank. 

H.  died  in  1876,  still  owning  the  450  shares,  and  they  then  standing  in  his 
name  on  the  books  of  the  bank.  He  left  a  will  making  his  wife,  8.,  residuary 
legatee,  and  appointing  E.  his  executor.  In  1880,  8.  died,  making  E.  her 
executor,  and  M.,  the  wife  of  E.,  her  residuary  legatee.  In  1881,  under  a  de- 
cree of  the  proper  Probate  Court  in  Vermont,  E.,  as  executor  of  H.,  trans- 
ferred to  M.,  as  such  residuary  legatee,  on  the  books  of  the  bank,  400  shares 
of  the  stock.  They  stood  in  her  name  on  those  books,  when  the  bank  failed, 
in  April,  1884.  On  an  issue  as  to  whether  M.  knew  of  such  transfer,  and 
aooepted  it,  held,  that  the  testimony  of  the  tax-listers  of  the  town,  as  to  the 
contents  of  the  tax-inventories  returned  by  M.,  was  not  admissible,  nor  could 
the  town-clerk  be  required  to  produce  the  inventories,  but  that  the  evidence) 
of  other  persons  who  saw  their  contents  by  her  permission  was  admissible. 

It  was  held,  that  she  knew  of  and  assented  to  the  transfer,  and  that  E.,  as  exec- 
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utor  of  H.,'wii  thereby  divested  of  the  stoek,  although  the  transfer  wu  mads 
tohifl  wife. 

Shares  which  E.,  as  executor,  transferred  to  a  person,  without  consideration, 
and  merely  to  enable  him  to  become  a  director,  must  be  regarded  as  still  in 
the  hands  of  the  executor. 

The  executor  haying  in  his  hands  SO  shares  subject  to  the  assessment,  the  ■*  es- 
tate and  rands"  in  his  hands  were,  under  %  5,152  of  the  Revised  Statutes, 
liable  to  pay  $3,000,  with  interest  from  the  time  it  became  due. 

As  to  such  of  the  liabilities  of  the  bank  to  meet  which  the  assessment  was 
made  as  were  not  Incurred  during  the  life  of  H.,  the  assets  of  his  estate  which 
hare  been  paid  to  legatees  under  his  will  cannot  be  made  liable  for  the  assess- 
ment 

A  debt  due  by  the  bank  to  the  executor,  for  property  of  the  estate  which  he 
deli/ered  to  it  before  it  (ailed,  cannot  be  set  off  by  him  against  the  liability 
for  the  assessment. 

H.  gare  a  legacy  to  M.,  trustee  of  BL  At  the  lime  of  the  creation  of  the  debts 
of  the  bank  on  account  of  which  the  assessment  was  made,  there  were  funds 
of  the  estate  in  the  hands  of  E.  more  than  the  amount  of  the  assessment  £. 
paid  the  legacy  after  the  bank  failed :  Held,  that  the  lien  created  by  §  5,152 
of  the  Revised  Statutes,  on  the  "  estate  and  funds"  in  the  hands  of  the  exec- 
utor, followed  those  assets  into  the  hands  of  B.  and  her  trustee. 

(Before  Waxsua,  J.,  Vermont,  August  18th  and  24th,  188Y.) 

Whbbler,  J.  This  bill  is  brought  to  charge  the  Assets  of 
the  estate  of  Hiram  Bellows,  in  the  hands  of  the  defendant 
Sowles,  as  executor,  and  of  the  other  defendants,  as  devisees 
and  legatees,  with  an  assessment  on  fonr  hundred  and  thirty 
shares  of  the  capital  stock  of  the  First  National  Bank  of  St. 
Albans,  of  the  par  value  of  one  hundred  dollars  each,  made 
by  the  Comptroller  of  the  Currency,  equal  to  that  amount. 
At  the  time  of  the  organisation  of  the  bank,  in  1864,  the 
testator  took  four  hundred  and  fifty  of  its  one  thousand 
shares,  and  they  were  placed  to  his  name  on  the  books  of  the 
bfcnk.  In  1865  he  refused  to  pay  his  taxes,  and  the  collector 
advertised  and  assumed  to  sell  fifty  shares  of  this  stock,  which 
were  bid  off  by  the  defendant  Sowles,  and  paid  for  by  money 
of  the  bank,  for  which  he  gave  his  note.  The  collector  made 
no  transfer  of  the  stock  on  the  books  of  the  bank  and  it  stood 
there  the  same  afterwards  as  before.  The  validity  of  the  tax 
was  in  suit  between  the  testator  and  collector,  and  was  finally 
decided  against  the  testator  in  1869.    (Bellows  v.  Weeks, 
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41  Vt.,  590.)  To  about  that  time  Sowles  received  the  divi- 
dends ;  afterwards  the  testator  did.  After  the  death  of  the 
testator,  Sowles  paid  his  note  given  for  the  stock  to  the 
bank. 

It  is  claimed  new  that  Sowles  became  the  real  owner  of 
these  fifty  shares,  and  that  the  estate  of  the  testator  is  not 
liable  for  the  assessment  upon  them.  The  laws  of  the  State 
for  the  distraint,  keeping  and  sale  of  property  for  taxes  did 
not,  at  that  time,  apply  to  property  of  this  nature ;  and  the 
attempted  sale  by  the  collector  had  no  effect  whatever  upon 
the  title.  {Barnes  v.  Hall,  55  VUy  420.)  It  is  urged,  -how- 
ever, that  the  acquiescence  of  the  testator,  shown  by  permit- 
ting Sowles  to  receive  the  dividends,  made  the  sale  good. 
However  this  might  have  been  if  Sowles  had  continued  to 
receive  the  dividends  after  the  contest  was  over,  his  yielding 
the  right  to  them  from  that  time  to  the  testator  shows,  with 
plainness,  that  they  both  understood  that  the  stock  belonged 
to  the  testator,  and  that  the  receipt  of  dividends  and  pay- 
ment for  the  stock  were  to  be  adjusted  on  that  basis.  Sowles 
had,  since  the  death  of  the  testator,  undertaken  to  transfer 
more  shares,  as  executor,  than  would  remain  to  the  testator 
without  these,  which  shows  the  same  thing.  The  real  title 
to  these  shares  appears,  therefore,  to  have  been  in  the  tes- 
tator, as  the  record  title  on  the  books  of  the  bank  was,  at  the 
time  of  his  death. 

He  died  October  18th,  1876.  At  that  time  he  was  still 
the  owner  of  the  four  hundred  and  fifty  shares,  and  they  all 
stood  in  his  name  on  the  books  of  the  bank.  He  left  a  will 
providing  for  various  devises  and  bequests  to  the  defendants 
other  than  Sowles,  the  executor,  and  made  his  wife,  Susan  B. 
Bellows,  residuary  legatee,  and  appointed  the  defendant 
Sowles  executor,  without  requiring  additional  surety  on  his 
bond.  Letters  testamentary  were  granted  accordingly,  with 
additional  surety  for  the  payment  of  debts,  as  required  by 
the  laws  of  Vermont  in  such  cases.  {Rev.  Law*>  *eo.  2,067.) 
Proceedings  were  taken  for  ascertaining  the  debts  due  from 
the  estate,  and  the  executor  satisfied  some  of  the  legacies 
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wholly,  and  others  in  part,  out  of  the  assets  of  the  estate. 
Ten  shares  of  the  stock  were  transferred  by  the  executor  to 
Oscar  A.  Burton,  and  ten  to  George  "W.  Foster,  in  a  manner 
about  which  no  question  is  now  made.  In  1880,  Susan  B. 
Bellows  died,  leaving  a  will  making,  so  far  as  is  material, 
the  same  devises  and  bequests  as  were  made  by  the  will  of 
Hiram  Bellows,  except  that  their  adopted  daughter,  Margaret 
B.  Sowles,  wife  of  Edward  A.  Sowles,  executor  of  his  will, 
was  made  residuary  legatee  in  her  will ;  and  Edward  A. 
Sowles  was  appointed  executor  of  her  will,  with  the  same 
provision  that  additional  surety  should  not  be  required  on 
his  bond,  and  that  he  should  not  be  required  to  file  any 
inventory  of  her  estate.  Letters  testamentary  were  granted 
to  him  upon  her  estate  accordingly,  with  additional  surety 
upon  his  bond  for  the  payment  of  debts,  of  which,  however, 
there  appears  to  have  been  none.  Prior  to  or  on  March  11th, 
1881,  Sowles,  as  executor  of  each  of  the  wills,  appears  to  have 
applied  to  the  Probate  Court  having  jurisdiction,  for  an  order 
for  the  settlement  of  his  accounts,  and  for  decrees  of  distribu- 
tion under  each  will,  whereupon  notice  was  ordered  to  be 
given  for  that  purpose,  as  required  by  law,  for  such  settle- 
ment and  decrees,  on  the  26th  of  the  same  month,  and, 
notice  having  been  given,  the  hearing  was  continued  to  the 
30th.  On  that  day,  Margaret  B.  Sowles  made  an  application 
in  writing  to  that  Court,  signed  by  her  as  residuary  legatee, 
wherein  she  requested  the  Court  to  "  decree  the  amount  of 
real  and  personal  estate  named  in  Hiram  Bellows'  will  to  E. 
A.  Sowles,  executor  therein  named,  according  to  the  terms 
of  said  will,  without  finding  any  definite  amount  in  said  ex- 
ecutor's hands,"  and  "  to  decree  to  the  undersigned  all  the 
residuary  portion  of  real  and  personal  property  named  in 
Susan  B.  Bellows'  will,  or  owned  by  her,  without  finding 
any  definite  amount  in  E.  A.  Sowles',  executor's,  hands,  with- 
out any  inventory  or  specification  of  items,  or  articles,  or 
estate,"  and  added,  "  and  I  accept  the  same  without  further 
specification,  and  exonerate  said  E.  A.  Sowles,  as  executor 
named  in  said  wills,  from  further  duty  or  liability  in  the 
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premises."  And  the  Court  made  a  decree  in  the  case  of 
Hiram  Bellows'  estate,  reciting  the  notice  and  continuance, 
and  the  appearance  of  Sowles,  executor,  and  representation 
by  him  that  he  had  paid  and  had  in  his  hands  sufficient  funds 
and  estate  to  pay  all  the  legacies,  leaving  to  be  decreed  to  the 
residuary  legatee  both  real  and  personal  estate,  and  that,  after 
paying  the  bequests,  naming  them  particularly,  the  residue 
was  devised  and  bequeathed  to  Susan  B.  Bellows,  who  had 
deceased,  and  of  whose  will  Edward  A.  Bowles  was  executor, 
and  that  Sowles,  as  executor  of  her  will,  had  requested  the 
Court  to  decree  the  residue  to  him,  as  such,  without  an  in- 
ventory or  specific  amount  found,  and  that  the  Court  found, 
from  the  evidence,  that  the  testator,  Hiram  Bellows,  died 
seized  of  estate  sufficient  to  pay  all  the  debts  and  legacies, 
and  leave  a  large  amount  of  real  and  personal  estate  to  be 
decreed  to  the  residuary  legatee,  that  he  pay  to  each  of  the 
legatees  named  in  the  will  the  sum  bequeathed  in  the  manner 
specified,  and  that  the  real  and  personal  estate  therein  devised 
to  each  was  thereby  decreed  and  assigned  to  each  as  in  the 
will  provided,  and  that  the  remainder,  after  paying  the  lega- 
cies, was  thereby  decreed  to  the  estate  of  Susan  B.  Bellows, 
residuary  legatee,  of  whose  will  Sowles  was  executor.  And, 
after  similar  recitals  respecting  the  estate  of  Susan  B.  Bel- 
lows, naming  the  bequests,  and  reciting  the  application  in 
substance  of  Margaret  B.  Sowles,  the  Court  decreed  that  the 
executor  pay  all  the  legacies,  and  decreed  the  residue  to  her. 
No  appeal  was  taken  from  these  decrees,  and,  on  the  next 
day  after  they  were  passed,  Edward  A.  Sowles,  as  executor 
of  the  will  of  Hiram  Bellows,  transferred  to  Margaret  B. 
Sowles,  on  the  books  of  the  bank,  in  accordance  with  the 
by-laws  of  the  bank,  four  hundred  shares  of  this  stock,  and 
that  number  of  shares  was  credited  to  her  on  the  stock  ledger 
of  the  bank,  and  charged  to  the  stock  account  of  Hiram  Bel- 
lows. These  four  hundred  shares  stood  in  her  name  on  the 
books  of  the  bank  until  its  failure,  April  7th,  1884. 

The  bill  alleges,  as  to  these  four  hundred  shares,  referring 
to  this  transfer  previously  therein  set  out,  that  such  pretended 
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transfer  was  made  before  the  conditions  of  the  decree  had 
been  complied  with  by  paying  the  legatees  the  several  sums 
bequeathed  to  them,  of  which  sums  the  amoiint  of  about 
forty  thousand  dollars  remained  unpaid,  with  less  than  thirty 
thousand  dollars  of  property  in  the  hands  of  the  executor, 
aside  from  this  bank  stock,  from  which  to  pay  this  balance ; 
that  she  had  no  knowledge  of  the  transfer  until  a  long  time 
after  it  was  attempted  to  be  made,  and  after  the  bank  became 
insolvent ;  that  she  never  accepted  or  assented  to  the  trans- 
fer, nor  received  any  certificate  of  the  stock  or  dividends 
thereon.  The  answers  of  the  executor,  and  of  Margaret  B. 
Bowles,  who  is  made  a  defendant  on  account  of  the  receipt  of 
assets,  admit  these  allegations,  and  she  affirms  their  truth. 
The  answers  of  the  other  defendants  deny  them.  That  the 
executor  had  not  assets  in  his  hands,  aside  from  this  bank 
stock,  sufficient  to  pay  the  balance  of  the  legacies,  at  the  time 
of  the  transfer,  sufficiently  appears. 

On  the  question  whether  Margaret  B.  Sowles  knew  of  the 
transfer  of  the  stock  to  her  and  accepted  it  or  assented  to  it> 
the  other  defendants,  or  some  of  them,  took  the  testimony  of 
the  listers  of  the  town,  to  whom  tax-payers  are  required  to 
return  a  sworn  inventory  of  their  taxable  property,  as  to  the 
contents  of  her  inventories,  with  reference  to  whether  this 
stock  was  therein  set  down  by  her  as  her  taxable  property > 
after  the  transfer,  and  called  upon  the  town  clerk  having 
custody  of  some  of  these  inventories  to  produce  them. 
Motion  was  made  to  suppress  this  testimony,  and  the  offer  to 
have  the  town  clerk  required  to  produce  the  inventories  was 
objected  to.  The  laws  of  the  State  provide  that  these  inven- 
tories, after  they  are  made  by  the  tax-payers,  shall  be  taken 
up  by  the  listers,  and  on  or  before  a  certain  day  be  lodged  in 
the  town  clerk's  office  and  there  kept  three  years ;  that  the 
town  clerk  shall  allow  certain  prosecnting  officers,  the  listers 
and  selectmen,  and  the  tax- payers  their  own,  and  no  others,  to 
examine  them ;  that  they  shall  be  produced  in  Court,  by  the 
town  clerk,  on  subpoena ;  and  that  their  contents  shall  not  be 
disclosed  by  any  person  having  access  to  them,  except  as  set 
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forth,  and  in  the  event  of  prosecution  for  breach  of  the  pro- 
visions of  that  Act.  (Laws  of  1882,  No.  2,  sees.  26,  27,  28.) 
By  section  858  Rev.  Stat.,  IT.  S.,  the  laws  of  the  State  are 
made  the  rales  of  decision  in  the  Courts  of  the  United  States, 
except  in  some  respects  not  material.  This  provision  re- 
quires this  Court  to  enforce  that  part  of  the  statute  of  the 
State  prohibiting  disclosure.  (Conn.  Mitt.  Life  Ins.  Co.  v. 
Union  Trust  Co.,  112  U.  8.,  250.)  The  provision  of  that 
statute  as  to  production  of  the  inventories  in  Court,  on 
subpoena,  applies  to  production  on  prosecutions  under  that 
Act,  as  all  other  disclosure  is  prohibited.  The  listers  should 
not  be  required  or  allowed  to  testify  to  their  contents,  nor 
the  town  clerk  be  required  to  produce  them,  except  in  such 
prosecutions.  The  motion  to  suppress  is,  therefore,  granted, 
and  that  testimony  not  read,  and  the  offer  of  production  ex- 
cluded. 

The  testimony  of  a  witness  who  assisted  her  in  making 
one  of  the  inventories  and  saw  its  contents  by  her  permission, 
before  it  was  taken  up  by  the  listers,  was  taken  as  to  what 
they  were.  Motion  was  made  to  suppress  this.  The  State 
law  imposes  the  obligation  of  secrecy  only  after  the  inven- 
tories are  taken  up  by  the  listers,  and  has  no  application  to 
exhibitions  of  them  by  the  tax-payers  before.  This  testimony 
is  in  the  nature  of  proof  of  declarations  and  written  state- 
ments by  her,  bearing  upon  her  testimony  when  she  testifies 
that  she  did  not  know  that  the  stock  was  transferred  to  her. 
The  motion  to  suppress  is  denied  as  to  this  and  the  testimony 
read  and  considered.  It  shows  that  this  stock  was  put  into 
her  inventory  as  hers,  by  her.  The  grand  lists  on  which 
the  taxes  are  made  out  are  open  and  public,  and  are  in 
evidence.  They  show  that  this  stock  ceased  to  be  set  to 
the  executor  at  the  time  of  the  transfer,  and  was  set  to  her 
afterwards,  and  taxes  assessed  upon  it  were  paid  by,  or  for, 
her. 

Hiram  Bellows  was  president  of  the  bank  while  he  lived, 
after  it  was  organized  ;  she  was  the  only  child  and  resided  in 
the  same  village.    She  must  have  known  of  the  stock,  and 
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have  known  that  a  large  part  of  the  estate,  which  included 
that,  was  coming  to  her.  She  did  not  receive  any  certificate 
of  the  stock,  and  the  dividends  were  paid  to  her  husband,  by 
being  credited  to  him  in  his  bank  account.  This  latter  cir- 
cumstance is  not  very  strong,  as  showing  that  she  knew  of 
the  transfer,  for  they  would  probably  have  been  credited  in 
the  same  manner  if  the  transfer  had  not'  been  made.  Taking 
all  the  circumstances  together,  it  does  not  seem  reasonable  to 
suppose  that  she  did  not  expect  that  this  stock,  which  was 
then  worth  considerably  more  than  its  par  valne,  would  come 
to  her  with  the  residue  that  she  asked  for.  She  did  not  re- 
pudiate it ;  her  husband  was  by  the  common  law,  which  had 
not  been  changed  in  this  State,  entitled  to  the  dividends,  and 
had  them.  The  conclusion  that  there  was  no  want  of  knowl- 
edge and  assent  on  her  part  necessary  to  the  validity  of  the 
transfer  is  irresistible. 

The  orator  insists,  however,  that  the  decrees  were  so  un- 
lawful and  irregular  as  to  furnish  no  foundation  for  the  trans- 
fer ;  and  that  the  transfer,  without  them,  and  without  con- 
sideration, was  inoperative  to  divest  the  executor  of  the  stock. 
There  is  no  question  here  between  legatees  and  devisees 
about  this  stock,  nor  between  any  such  and  the  creditors  of 
the  estate.  Hiram  Bellows  had  been  dead  several  years, 
about  seven,  before  the  debts  of  the  bank,  for  the  payment  of 
which  this  assessment  is  wanted,  were  contracted.  These 
assets  are,  therefore,  only  liable  for  this  assessment  by  virtue 
of  section  5,152,  which  provides  that  executors  shall  not  be 
personally  holden,  but  the  estates  and  funds  in  their  hands 
shall  be  liable  in  like  manner  as  the  testator  would  be,  if 
living.  The  question  is,  whether  this  stock  was  in  the  hands 
of  the  executor,  within  the  meaning  of  this  statute,  at  the 
time  of  the  failure.  The  legatees  had  no  title  or  right  to  the 
property  except  under  the  will.  By  the  terms  of  the  will, 
and  the  laws  of  the  State,  they  had  only  the  responsibility  of 
the  executor  for  security.  The  creditors  could  not  be  de- 
feated in  their  rights,  but  they  were  provided  for  as  the  laws 
of  the  State  required,  by  a  bond  with  such  sureties,  and  to 
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such  an  amount,  as  the  Probate  Court  should  require.  {Rev. 
Laws,  see.  2,067.)  The  highest  Court  of  the  State,  whose 
construction  of  these  proceedings  is  binding,  has  held,  in 
respect  to  this  very  decree,  that,  in  an  action  by  one  of  the 
unpaid  legatees,  for  the  legacy,  the  question  whether  debts 
and  expenses  had  been  paid  was  not  a  proper  subject  of  in- 
quiry, but  was  res  adjudicate,  and  that  the  decree  laid  a 
foundation  for  the  recovery  of  the  legacy.  (  Weeks  v.  Sowles, 
68  Vt.j  696.)  The  executor  took  the  risk  of  having  assets 
sufficient  for  all  when  he  represented  and  showed  to  the 
Court  that  he  had  them.  This  showing  gave  the  Court 
jurisdiction  to  decide  that  he  had  them.  He  elected  to  treat 
this  stock  as  a  part  of  the  residuum ;  whether  it  was  or  not 
is  not  now  open. 

It  is  suggested  that  no  inventory  had  been  filed,  as  di- 
rected by  the  statute,  and  that  there  was  no  property  before 
the  Court  for  the  decree  to  operate  upon.  An  inventory  does 
not  appear  to  be  necessary  to  bring  the  assets  of  a  deceased 
person  within  the  jurisdiction  of  the  Probate  Court  for  ad- 
ministration. If  none  is  filed,  the  Court  may  proceed  to  as- 
certain and  decree  the  assets  on  proof,  as  was  done,  on  notice 
to  all,  and  proof  to  the  satisfaction  of  the  Court,  furnished 
by  the  executor.  (Holmes  v.  Bridgman,  87  Vt^  28 ;  Weeks 
v.  Sowles,  58  Vt.y  696.)  The  decree  did  not  separate  this 
stock  from  the  rest  of  the  assets,  but  it  settled  conclusively 
the  rights  of  all  others  to  the  estate,  as  between  them  and 
the  executor,  and  left  him  with  control  of  the  whole,  without 
liability  to  further  account,  or  otherwise  on  his  bond.  His 
election  to  treat  this  stock  as  a  part  of  the  residue,  therefore, 
made  it  such,  when  carried  out. 

The  relation  of  husband  and  wife  between  the  executor 
and  residuary  legatee  is  put  forward  as  preventing  the  valid- 
ity of  the  transfer,  to  change  this  stock  from  his  hands  to 
hers.  They  are  one  person  in  law,  as  by  the  common  law,  in 
this  State,  for  most  purposes,  and  a  sale  by  him  to  her  of  his 
own  property  would  be  of  no  validity,  both  on  that  account 
and  by  reason  of  her  disability  to  make  contracts.    But  this 
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was  not  a  sale  of  the  stock  to  her,  and  involved  the  making 
of  no  contract.  He  did  not  own  the  stock,  and  did  not  trans* 
fer  it  as  his  own,  but  by  virtue  of  the  authority  given  by  the 
will  to  him,  as  executor.  As  early  as  A.  D.  1495,  it  was 
adjudged  that  a  feme  covert  executrix  could  make  sale  of 
lands  to  her  husband,  and  it  was  a  good  bargain.  (Year 
Book,  10  H.  VII,  20  ;  Brooke's  Abr.,  Executors,  175.)  And 
in  Coke  upon  Littleton,  it  is  laid  down,  that,  "  It  cestuy  que 
use  had  devised  that  his  wife  should  sell  his  land,  and  made 
her  executrix,  and  dyed,  and  she  tooke  another  husband,  she 
might  sell  the  land  to  her  husband,  for  she  did  it  in  auter 
droit  and  her  husband  should  be  in  by  the  devisor."  (112  a, 
Margraves  note,  143 ;  Plowden,  414.)  This  appears  to  be 
good  law  now.  (Qridley  v.  Wynant,  23  How.,  500 ;  Oridley 
v.  Westbrook.,  Id.,  503.)  The  reasons  are  equally  strong  why 
a  conveyance  by  a  husband  executor  to  his  wife  should  be 
good.  The  executor  separated  his  stock  from  the  rest  of 
the  estate  in  his  hands,  and  made  it  a  part  of  the  residue  by 
the  transfer,  which  was  a  mere  delivery,  and  it  became  hers 
by  title  from  the  testator.  From  that  time  it  appears  to 
have  ceased  to  be  in  his  hands  as  executor,  and  was  in  hers 
as  legatee. 

On  the  5th  day  of  September,  1882,  the  executor  trans- 
ferred ten  shares  of  the  stock  to  Bennett  O.  Hall.  The 
bill  alleges  that  this  transfer  was  without  consideration, 
and  in  mere  trust  for  the  benefit  of  the  executor,  and  for 
the  purpose  of  enabling  Hall  to  become  a  director.  The 
answer  of  the  executor  in  substance  admits  this,  and  there 
is  in  reality  no  question  made  but  that  the  allegations  are 
true.  These  ten  shares,  upon  these  facts,  remained  in  the 
hands  of  the  executor  for  the  purposes  of  this  assessment. 
(National  Bank  v.  Case,  99  U.  8.,  628 ;  Witters  v.  Sowles, 
25  Fed.  Rep.,  168.) 

These  considerations  leave  thirty  shares  in  the  hands  of 
the  executor,  subject  to  the  assessment,  and  for  which  the 
"  estates  and  funds  "  in  his  hands  are  liable.  (Rev.  Stat,  see. 
5,152.)    The  assessment  amounts  to  three  thousand  dollars, 
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with  interest  from  September  10th,  1884:,  the  time  at  which 
it  became  due. 

The  receiver  claims  that  the  assets  of  the  estate  which 
have  been  paid,  delivered,  or  otherwise  have  gone  to  the  de- 
visees or  legatee,  in  satisfaction  of  their  legacies  and  devises, 
are  still  liable  for  this  assessment,  and  that  they  are  charge- 
able for  the  amount  received  up  to  the  amount  of  the  assess* 
ment.  The  devisees  and  legatees  who  have  received  the 
assets  insist  that  only  those  which  were  left  in  the  hands  of 
the  executor  are  liable.  The  shareholders  are  liable  only  by 
force  of  the  statute,  which  declares  that  they  shall  be  held 
individually  responsible  for  all  contracts,  debts  and  engage- 
ments of  the  bank,  to  the  extent  of  the  par  value  of  their 
stock.  (Rev.  Stat y  sec.  5,151.)  The  liability  of  the  share- 
holder attaches  when  the  contracts  are  made,  debts  are  cre- 
ated, or  engagements  are  entered  into,  by  the  bank,  and  it  is 
an  original  liability  made  by  the  law  a  part  of  them.  (So- 
iart  v.  Johnson,  19  Blatckf.  C.  C.  H.,  359 ;  Richmond  v. 
Irons,  121  U.  S.y  27.)  The  testator  did  not  become  liable  on 
account  of  the  stock  for  such  debts,  contracts  and  engage- 
ments as  the  bank  became  liable  for  in  his  lifetime.  The 
ownership  of  the  stock  would  not,  of  itself,  create  any,  not 
even  a  contingent  liability ;  but  ownership  of  the  stock  and 
creation  of  a  liability  by  the  bank  together  would  create  a 
liability  of  the  shareholder,  contingent  upon  the  discharge  by 
the  bank  of  its  liability.  Both  are  necessary  to  the  creation 
of  a  contingent  claim  against  a  shareholder  or  his  estate.  If 
such  a  claim  had  arisen  against  the  testator,  it  conld  be  en- 
forced against  the  legatees  and  devisees,  to  the  extent  to 
which  they  have  received  assets ;  not  by  bringing  the  assets 
back  into  the  hands  of  the  executor,  but  by  proceeding  di- 
rectly against  those  who  have  received  them.  (Rev.  Laws, 
sees.  2,209,  2,211,  2,214.)  None  of  the  liabilities  of  the  bank 
to  meet  which  this  assessment  is  made,  are  shown  or  claimed 
to  have  been  incurred  during  the  life  of  the  testator.  There- 
fore, this  is  not  a  contingent  claim  for  which  the  assets  can 
be  pursued  under  the  laws  of  the  State  relating  to  such 
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claims.  The  statute  of  the  United  States  provides  that  an 
executor  shall  not  be  personally  subject  to  any  liability  as  a 
stockholder,  but  that  the  estate  and  funds  in  his  hands  shall 
be  liable  in  like  manner  and  to  the  same  extent  that  the  tes- 
tator would  be,  if  living.  (Rev.  Stat.,  sec.  5,152.)  So  far  as 
appears  or  is  claimed,  all  the  assets  of  the  estate  in  the  hands 
of  those  sought  to  be  charged  for  them  were  received  before 
any  of  the  liabilities  of  the  bank  now  in  question  were  cre- 
ated, and  most  of  them  several  years  before.  If  the  testator 
had  lived,  and  had  disposed  of  his  property  as  it  had  been 
disposed  of  under  his  will,  he  would  have  been  personally 
liable  to  this  assessment,  but  none  of  this  property  could 
have  been  reached  to  satisfy  it.  The  meaning  of  this  statute 
seems  to  be,  that  such  estates  and  funds  as  an  executor  or 
administrator  has  in  his  hands  at  the  time  when  the  liability 
attaches  are  liable  in  like  manner  as  the  testator  would  be  if 
living  at  that  time,  and  having  in  his  hands  the  stock  and 
other  property  as  the  executor  had  it  in  his  hands  ;  and  not 
that  they  are  holden  as  the  testator  would  have  been  if  the 
liability  had  attached  in  his  lifetime.  This  case  is  very  dif- 
ferent in  this  respect  from  Dwvis  v.  Weed,  (44  Conn.,  569.) 
There  the  liability  attached  before  letters  testamentary  were 
granted,  if  not  before  the  death  of  the  testator,  and,  therefore, 
it  was  impressed  upon  all  the  assets,  and  would  follow  them 
into  the  hands  of  the  devisees  and  legatees.  And  it  is  under- 
stood that  there  the  executor  or  administrator  can  recall  prop- 
erty from  heirs,  devisees  or  legatees,  if  necessary  to  meet  a 
liability  of  the  estate  arising,  or  appearing,  after  distribution. 
Therefore,  the  assets  were  followed  and  reached,  in  that  case, 
through  the  administrator.  But  that  does  not  show  that 
these  assets  can  be  reached  through  the  executor,  and  are, 
therefore,  in  any  sense,  in  his  hands,  so  as  to  be  liable  to  the 
assessment.  The  statute  appears  to  contemplate  the  stock- 
holders as  they  are  at  the  time  of  the  incurring  of  the  liabil- 
ity, and  to  hold  them  responsible  equally  and  ratably,  and 
not  one  for  another.  (Rev.  Stat.,  sec.  5,151 ;  United  States 
v.  Knob,  102  U.  S.y  422.)  Each  stands  by  himself  as  he  is  at 
Vol.  XXIV.— 86 
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that  time,  solvent  or  insolvent ;  and,  if  he  is  an  executor  or 
administrator,  the  estate  then  in  his  hands,  adequate  or  in- 
adequate, and  that  only,  is  holden.  When  these  devisees 
and  legatees  received  their  shares  of  the  estate  of  the  testator, 
the  bank  was  apparently,  and,  in  fact,  so  far  as  is  shown  or 
claimed,  amply  solvent,  and  there  was  nothing  in  that  direc- 
tion then  to  prevent  them  from  taking  a  clear  title  ;  and  the 
law  does  not  appear  to  be  such  as  to  make  what  happened 
afterwards,  in  which  tbey  had  no  part,  disturb  their  title. 
The  orator  has,  therefore,  no  claim  for  relief  against  these 
devisees  and  legatees,  and  the  bill  most  be  dismissed  as  to 
them. 

The  executor  appears  to  have  delivered  to  the  bank,  while 
its  failure  was  impending,  stocks  and  securities  belonging  to 
the  estate,  to  an  amount  much  larger  than  the  amount  of 
these '  shares,  which  were  disposed  of  by  the  bank  in  pay- 
ment and  security  of  claims  against  it.  He  sets  np,  in  his 
answer,  that  this  was  done  upon  an  understanding  that  the 
property  should  be  restored  by  the  bank  if  it  survived,  and 
applied  on  an  assessment  if  it  failed  and  one  should  be 
made.  And  he  now  claims,  that  so  much  of  this  property  or 
its  proceeds  as  is  necessary  should  be  applied  upon  this  as- 
sessment, and  bar  further  recovery.  He  claims,  upon  the 
evidence,  that  this  understanding  was  had  with  the  bank  ex- 
aminer, as  well  as  with  the  officers  of  the  bank.  This  assess- 
ment is  for  the  purpose  of  paying  those  who  were  creditors 
of  the  bank  at  the  time  of  its  failure.  That  property  went  to 
pay  others  not  creditors  at  the  time  of  the  failure,  so  far  as  it 
did  pay  them.  The  delivery  of  the  property  may  have 
created  a  liability  of  the  bank ;  if  so,  the  assessment  upon 
this  and  the  rest  of  the  stock  would  go  ratably  upon  that  and 
the  other  liabilities,  if  proved  and  established.  A  set-off  can- 
not be  made  without  depriving  others  of  their  ratable  pro- 
portion. Besides  this,  the  claims  are  not  in  any  sense  mutual. 
The  claim  of  the  executor,  if  he  has  any,  is  against  the 
bank.  The  assessment  never  was  due  to  the  bank  and 
does  not  belong  to  it.      The  assessment  belongs  to   the 
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creditors  of  the  bank,  and  is  recoverable  by  the  receiver 
only  for  the  purpose  of  ratable  distribution  among  them. 
(Delano  v.  Butler,  118  U.  S.,  634.)  This  claim  is,  there- 
fore, no  answer  to  the  claim  for  the  assessment,  whether 
this  understanding  was  had  or  not,  or  with  the  bank  exam- 
iner, or  only  with  others.  There  was  no  receiver,  and  the 
examiner  did  not,  and  probably  did  not  assume  to,  represent 
the  creditors. 

The  bill  is  not  framed  to  charge  Margaret  B.  Sowles  with 
the  assessment  as  owner  of  the  stock,  but  only  to  charge  the 
assets  in  her  hands  as  legatee ;  and  it  is  said  by  Mr.  Justice 
Swayne,  in  Kennedy  v.  Gibson,  (8  Wall.,  498,)  in  the  opinion 
of  the  Court,  respecting  such  assessments:  " Where  the 
whole  amount  is  sought  to  be  recovered,  the  proceeding 
must  be  at  law."  The  bill  must  be  dismissed  as  to  her,  but 
without  prejudice  to  the  right  to  recover  against  her  as 
holder  of  the  stock.  As  she  has  not  been  joined  in  her  de- 
fence by  next  friend,  but  only  with  her  husband,  who  is  held 
chargeable  in  another  capacity,  the  dismissal  must  be  without 
costs  to  her. 

Let  there  be  a  decree  for  the  orator,  against  the  defendant 
Edward  A.  Sowles,  that  he  pay  to  the  orator,  out  of  the 
assets  of  the  estate  of  Hiram  Bellows  in  his  hands,  the  sum 
of  $3,000,  with  interest  from  September  10th,  1884,  to  the 
time  of  entering  the  decree,  together  with  the  costs  of  this 
suit,  within  ten  days  from  the  entry  of  the  decree ;  and  that, 
in  default  of  such  payment,  execution  against  such  assets 
issue ;  and  dismissing  the  bill  as  to  Margaret  B.  Sowles,  with- 
out costs,  and  without  prejudice,  and  as  to  the  other  defend- 
ants, with  costs. 

Chester  W.  Witter*  and  Ouy  C.  Noble,  for  the  orator. 

Edward  A .  Sowles  and  Kittredge  Hashms,  for  Edward 
A.  Sowles  and  Margaret  B.  Sowles. 

Edward  A.  Sowles,  for  Susan  B.  Sowles. 
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W.  D.  Wilson,  for  town  of  Fairfax. 

Albert  P.  Cro889  for  town  of  St.  Albans  and  defendants 
Atwood. 

On  a  rehearing,  the  following  opinion  was  delivered : 

Wheeler,  J.    Since  the  filing  of  the  decision  and  decretal 
order  in  this  cause,  and  before  entry  or  signature  of  any  de- 
cree pursuant  thereto,  on  motion  of  the  orator,  farther  hear- 
ing has  been  had,  as  to  charging  the  assets  of  the  estate  of 
Hiram  Bellows  which  have  passed  to  Margaret  B.  Sowles, 
trustee  of  Snsan  B.  Sowles,  with  the  assessment  upon  thirty 
shares  of  stock  of  the  national  bank  of  which  the  orator  is 
receiver,  still  held  by  the  executor.    At  this  stage  of  the  case 
corrections  of  any  oversight  or  error  can  be  made  on  sugges- 
tion of  any  party  or  by  the  Court  of  its  own  motion.     Such 
correction  is  not  the  alteration  of  a  decree,  for  as  yet  there  is 
no  decree ;  but  is  a  mere  change  of  the  directions  for  a  de- 
cree, if  necessary,  which  may  always  be  done  until  the  direc- 
tions, as  finally  settled,  are  carried  into  the  decree  itself,  and 
the  decree  is  entered. 

On  re-examination  of  the  case  on  this  point,  which  was 
not  made  on  the  argument  in  chief,  it  fully  appears,  that,  at 
the  time  of  the  creation  of  the  debts  of  the  bank,  on  account 
of  which  this  assessment  is  made  necessary,  there  were  estates 
and  funds  in  the  hands  of  the  executor,  which  were  of  the 
testator,  to  an  amount  several  times  greater  than  this  assess- 
ment upon  this  stock.    It  is  said,  in  argument,  that  the  title 
to  these  assets  had  before  that  time  vested  in  the  legatees 
under  the  decrees  of  distribution.     None  of  these  assets 
were  specifically  bequeathed  or  distributed  to  this  legatee. 
A  legacy  of  $25,000  was  bequeathed  to  her  by  the  testator. 
The  decrees  were  made  on  representation  by  the  executor 
that  he  had  more  than  sufficient  assets  in  his  hands  to  satisfy 
all  debts,  legacies  and  charges.     Thereupon  he  was  decreed 
to  pay  this  legacy.    He  had  not  done  so  at  the  time  of  the 
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failure  of  the  bank,  which,  of  course,  was  after  the  accruing 
of  these  liabilities  of  the  bank.  He  has  since  assumed  to  pay 
it  oat  of  these  assets,  by  delivering  them  to  the  trustee,  at 
agreed  prices,  in  satisfaction  of  the  legacy.  The  statutes  of 
the  United  States  provide  that  the  estates  and  funds  in  the 
hands  of  an  executor  shall  be  holden  as  the  testator  would 
have  been  holden.  This  statute  fixed  the  lien  upon  these 
assets,  and  it  would  follow  them  wherever  they  should  go,  in 
any  subsequent  division  or  distribution  of  them.  The  deliv- 
ery of  them  by  the  executor  subsequent  to  this  did  not 
remove  them  away  from  the  lien,  but  left  them  in  the  hands 
of  the  trustee  of  the  legatee,  or  in  the  hands  of  the  legatee, 
if  they  had  reached  her,  subject  to  the  lien,  as  before.  The 
statutes  of  the  State  make  heirs,  devisees  and  legatees,  who 
have  received  assets  of  an  estate  liable  for  debts,  chargeable 
for  the  debts  to  the  extent  of  the  assets  received.  {Rev. 
Laws  Vt.y  sec.  2,209.)  This  is  not  a  debt  of  the  testator,  but 
is  a  liability  of  the  estates  and  funds  in  the  hands  of  the  ex- 
ecutor, which  attaches  to  them  in  the  same  manner  that  a 
debt  of  the  testator  would,  if  contracted  when  he  had  the 
same  assets.  They  may  be  followed,  therefore,  in  the  same 
manner. 

It  is  said  that  some  of  these  assets  are  real  estate,  and  that 
such  estate  goes  to  the  residuary,  and  not  to  the  pecuniary, 
legatee,  or  the  executor.  But  the  statutes  of  the  State  leave 
real  estate  in  the  hands  of  the  executor,  if  needed  to  pay 
debts  or  legacies,  {Rev.  Zaws,  sec.  2,137 ;)  and  the  statutes  of 
the  United  States  make  no  distinction  in  the  kinds  of  estates 
and  funds  which  are  left  in  his  hands,  but  make  all  that  are 
left  liable.  (Rev.  Stat.  U.  S.,  sec.  5,152.)  If  this  was  not  so, 
a  large  part  of  the  assets  so  delivered  by  the  executor  were 
strictly  personalty,  and  a  still  larger  part  redeemable  leases, 
reserving  annual  rent,  which  are  in  the  nature  of  mortgages, 
and  go  to  the  executor  and  not  to  the  heir.  It  is  not  disput- 
able, and  conceded,  that  the  amount  of  the  latter  is  greater 
than  this  liability.  The  legatee  and  trustee  are  chargeable, 
therefore,  with  the  amount  of  this  assessment. 
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So  much  of  the  decretal  order  heretofore  entered  herein 
as  directs  that  the  bill  be  dismissed  as  to  Susan  B.  Sowles, 
and  Margaret  B.  Sowles,  trustee  for  her,  is  hereby  vacated. 
And  there  is  added  thereto,  that  the  decree  provide,  that,  in 
default  of  payment  by  the  defendant  Edward  A.  Sowles, 
executor,  payment  be  made  by  the  defendants  Susan  B. 
Sowles,  or  Margaret  B.  Sowles,  her  trustee,  within  ten  days 
thereafter,  and,  in  default  of  such  payment,  that  execution 
issue  against  the  assets  of  the  estate  of  Hiram  Bellows,  in 
the  hands  of  Edward  A.  Sowles,  executor,  and,  for  want 
thereof,  against  such  assets  in  the  hands  of  Margaret  B. 
Sowles,  trustee  of  Susan  B.  Sowles,  and,  for  want  thereof, 
against  the  goods,  chattels  and  estate  of  Susan  B.  Sowles,  in 
her  own  hands,  or  in  the  hands  of  Margaret  B.  Sowles, 
trustee. 

Chester  W.  Witters,  for  the  orator. 

Edward  A.  Sowles  and  Kittredge  Haskins^  for  Susan  B. 
Sowles,  and  Margaret  B.  Sowles,  trustee. 


The  Edward  Bars  Company,  Limited 

vs. 

The  New  York  and  New  Haven  Automatic  Sprinkler 

Company.    In  Equity. 

In  order  to  warrant  the  granting  of  a  preliminary  injunction  to  restrain  the  in- 
fringement of  letters  patent,  it  is  necessary  there  should  be  a  special  pre- 
sumption that  the  patent  is  valid,  and  that  can  arise  only  on  proof  of  an 
adjudication  in  favor  of  snch  validity,  or  of  acquiescence  by  the  public,  or  oi 
the  success  of  the  patent  in  an  interference  in  the  Patent  Office. 
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In  the  case  of  an  interference,  the  presumption  arises  only  against  ajparty  to  it 
or  his  privy. 

(Before  Laoombb,  J.,  Southern  District  of  New  York,  August  18th,  1887.) 

Laoombe,  J.  This  is  an  application  for  a  preliminary  in- 
junction to  restrain  the  defendant  from  infringing  two  pat- 
ents owned,  in  whole  or  in  part,  by  the  complainant.  Both 
of  these  patents  cover  improvements  in  apparatus  for  the 
automatic  extinguishment  of  fires.  The  first  patent,  .No. 
307,456,  was  granted  November  4th,  1884,  to  Frank  Gray, 
and  it  is  contended  that  one  claim  of  such  patent  is  infringed. 
The  other  patent,  No.  357,987,  was  granted  February  15tb, 
1887,  to  William  S.  Gray,  jointly  with  Frank  Gray,  and  it  is 
contended  that  it  is  infringed  in  its  entirety. 

Before  a  preliminary  injunction  to  restrain  infringement 
of  a  patent  is  granted  there  must  be  a  special  presumption 
that  the  patent  is  valid.  That  presumption  does  not  arise 
from  the  presentation  of  the  unattended  letters  patent.  It 
may  be  shown,  however,  by  proof  that  the  patent  has  been 
suitably  adjudicated  in  a  Federal  Court  and  there  held  valid ; 
or  that  its  validity  has  been  suitably  acquiesced  in  by  the 
public ;  or  that  the  patent  has  successfully  undergone  an  in- 
terference in  the  Patent  Office.  When  either  of  these  facts 
appears  the  validity  of  the  patent  will  be  presumed.  ( Walker 
on  Patents,  §  665,  and  eases  cited.) 

As  to  the  first  of  these  patents,  (No.  307,456,  to  Frank 
Gray,)  that  for  an  independent  pipe,  there  has  been  neither 
adjudication  nor  interference.  The  only  proof  of  acquies- 
cence is  a  general  allegation  in  the  bill.  No  facts  bearing  on 
this  point  are  disclosed.  Nearly  three  years  have  elapsed 
since  its  issue,  but  to  what  extent  specimens  of  the  patented 
article  were  made  and  sold  by  the  patentees,  or  under  their 
license,  or,  indeed,  whether  any  one  ever  made  or  used  such 
apparatus,  does  not  appear.  The  complainant,  therefore,  has 
not  made  out  such  prima  facie  case  as  entitles  it  to  a  prelim- 
inary injunction  under  the  first  patent. 

As  to  the  second  patent  there  has  been  no  adjudication, 
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short,  that,  without  ex- 

(faiw  »*«  not  shown,)  it  cannot  be 

gpd  &  */&!***t$be&  general  acquiescence.    The  com- 

ctp*°9tLt  &* '  gacc&st nl  interference  in  the  Patent 

*^^^h°P  Wa8  *  party# 
jP#  ft^  gaccesafu\  interference  is  sufficient  ground 

fb»*  .    tbo  validity  of  a  patent  is  abundantly  set- 
pt#tttofltj,  with  one  restriction,  namely,  that  such 
^d  V  f^  prises  only  against  the  parties  to  the  interfer- 
P*^A  tb&*  Priyies-    In  Greenwood  v.  Brocher,  (1  iW. 
**  ^j  xSfrwVA  v.  Halkyard,  (16  -F«Z.  ifep.,  414>)  and 
**£***-  SeesUm^  <14  Blatchf.  C.  C.  R.,  852,)  the  de- 
/^  #  had  been  parties  to  the  interference.    In  HoUidoy 
^pictfordU  (12  Fed.  Rep.,  147,)  the  defendants  were  the 
f'  re#nt*tive8  of  Caro,  who  was  a  party  to  the  interference 
a  vbo*e  product  was  before  the  Patent  Office.    In  Peek, 
*0  Co.  v.  Lindsay \  (2  Fed.  Rep.,  688,)  the  interfering  appli- 
cation was  put  in  by  one  Webb,  "  patent  to  be  issued  to  his 
assignees,  Landers,  Frary  and  Clark,"  who  were  the  defend- 
ants' vendors.    In  Celluloid  Mfg.  Co.  v.  Chrolithian  Co., 
(24  Fed.  Rep.,  275,)  the  plaintiff  was  the  assignee  of  Sanborn, 
to  whom  the  patent  was  granted  after  an  interference  de- 
clared between  him  and  one  Eanouse,  "  an  applicant  for  a 
patent  for  the  same  invention,  for  the  benefit  and  at  the  ex- 
pense of  the  defendants,"  who  "  were  heard  upon  the  ques- 
tions involved  in  the  interference  case,  and  were  privies  to 
the  judgment  upon  it." 

No  authority  is  shown  for  extending  the  principle  in- 
voked to  cover  litigants  who  do  not  manufacture  the  alleged 
infringing  article  under  the  grant,  assignment  or  permit  of 
the  interferer,  and  who  did  not,  either  personally  or  through 
the  interferer,  have  the  opportunity  to  be  heard  in  the  Patent 
Office.  In  the  case  at  bar  the  defendants  use,  as  part  of  their 
apparatus,  a  particular  piece  of  mechanism  invented  and  pat- 
ented by  Bishop,  but  concededly  it  has  nothing  to  do  with 
either  patent  sued  on  and  is  no  infringement.  Bishop  is 
also  in  the  defendant's  employ,  though  in  what  capacity  does 
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not  appear ;  certainly  he  is  not  an  officer  of  the  company ; 
and  an  affidavit  sworn  to  by  him  has  been  read  by  the  de- 
fendant on  this  motion.  Those  facts,  however,  do  not  make 
them  his  privies.  They  do  not  claim  the  right  to  manufacture 
under  any  grant  or  permission  from  him,  nor  is  there  any- 
thing to  show  such  a  community  of  interest  as  would  warrant 
the  inference  that  his  interference  in  effect  secured  to  the 
defendant  its  opportunity  to  be  heard  in  the  Patent  Office. 

Motion  denied. 


Philip  R.  VoorheeSy  for  the  plaintiff. 
Wetmore  <6  J&rmory  for  the  defendant. 
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APPENDIX. 


i. 

KULBS. 

Hule  of  the  Circuit  Court  of  the  United  State*  for  the  Southern  District  of  New 
York,  adopted  since  the  publication  of  the  twenty-third  volume  of  them  Reporte. 

NoyxMBBB  25th,  1887. 

Ordered,  that  notes  of  issue  for  the  motion  calendar  of  this  Court  shall  bo 
left  with  the  clerk  thereof  by  one  o'clock  p.  m.  on  the  day  preceding  the  mo- 
tion day. 
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ACTION. 

1.  The  defendants,  not  in  the  employ  of 
the  plaintiff,  a  corporation  and  a 
common  carrier,  procured  its  work- 
men to  quit  work  in  a  body,  with  the 
design  to  injure  it ;  and  afterwards, 
for  the  purpose  of  compelling  it  to 
pay  such  wages  as  they  might  de- 
mand, declared  a  boycott  of  its  busi- 
ness, and  attempted  to  prevent  per- 
sons from  dealing  with  it:  Held,  that 
such  acts  were  illegal  and  actionable 
and  the  defendants  were  liable  to  ar- 
rest. Old  Dominion  SteamMp  Co. 
v.  MeKenna,  244 


ADMIRALTY. 

1.  In  a  suit  in  rem,  in  Admiralty, 
against  a  vessel  to  recover  for  per- 
sonal injuries  suffered  by  a  laborer, 
while  working  on  the  vessel,  through 
negligence  for  which  the  vessel  is 
liable,  if  the  plaintiff  was  gruilty  of 
contributory  negligence,  the  damages 
will  be  divided.  The  Max  Morris,  142 

2.  In  suit  in  Admiralty,  in  rem,  against 
two  vessels,  to  recover  for  damages 
from  a  collision,  the  District  Court 
dismissed  the  libel  as  to  one  vessel 
and  awarded  fall  damages  against 
the  other  The  latter  appealed,  and 
the  libellante,  after  appealing,  aban- 
doned their  appeal,  T>ut  they  were 
heard  in  the  Circuit  Court,  which 
reversed  the  decree  of  the  District 
Court,  and  held  both  vessels  to  have 
been  in  fault:  Held,  that,  although 
the  libellante  did  not  appeal,  they 
could?  have  a  decree  in  the  Circuit 
Court  against  the  vessel  as  to  which 
the  libel  was  dismissed  by  the  Dis- 


trict Court,  because  the  appeal  on 
which  the  case  was  heard  suspended 
the  operation  of  the  decree  oelow, 
and  brought  up  the  whole  case  for  & 
new  hearing.     The  Galileo,  151 

See  Coixisioif ,  1  to  8. 

AGENT. 
See  Pbingepal  awd  Aqbkt, 

AGREEMENT. 

See  Cohtraot. 
Equity,  1. 

ALABAMA. 
See  Bill  of  Exohamom. 


ARREST. 
See  Actio*. 


ASSIGNEE. 
See  Uwtid  States. 


ATTACHMENT. 

1.  Money  in  the  hands  of  the  marshal 
of  the  United  States  in  Vermont, 
collected  by  him  on  an  execution  is- 
sued out  of  the  Circuit  Court  of  the 
United  States  in  favor  of  a  defendant, 
cannot  be  attached  by  trustee  pro- 
cess in  a  suit  against  such  defendant, 
Clarke  v.  Shaw,  97 

2.  Under  sections  644, 648, 649  and  665 
of  the  Code  of  Civil  Procedure  of 
New  York,  the  sheriff  must  levy  tat 
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attachment  upon  policies  of  life  in- 
surance in  wnich  the  debtor  has  an 
interest,  by  taking  them  into  his 
actual  custody.  Bat  in  regard  to  his 
interest  in  the  liability  of  a  benev- 
olent association  to  collect  money 
from  its  members  and  pay  it  to  him, 
not  evidenced  by  any  other  instru- 
ment than  a  certificate  of  member- 
ship, it  is  sufficient  for  the  sheriff 
to  serve  the  attachment  by  leaving  a 
certified  copy  of  the  warrant  and 
notice  with  the  association.  Hankin- 
jon  v.  Page,  422 

See  "Lax. 

ATTORNEY. 

1.  The  attorney  for  a  defendant  cannot 
be  compelled,  by  a  subpama  duces 
tecum,  to  produce  a  letter  written  to 
his  client,  which  the  attorney  re- 
ceived from  the  client  as  a  paper 
material  to  his  defence,  it  not  being 
shown  that  a  subpoena  duces  tecum 
could  not  be  served  on  the  client. 
Arnold  v.  Chesebrough,  49 

2.  An  attorney  was  employed  to  bring 
a  suit  to  recover  $6,000,  on  an  agree- 
ment that  he  should  be  paid  10  per 
cent  of  the  collections  as  his  com- 
pensation. The  suit  having  been 
Drought,  a  motion  by  the  plaintiff  to 
substitute  a  new  attorney  was  granted 
on  the  plaintiff's  filing  a  stipulation, 
and  the  entering  of  an  order,  de- 
claring the  lien  of  the  former  at- 
torney pro  rata  on  any  moneys  or 
judgment  to  be  recovered,  to  the 
extent  to  be  thereafter  determined, 
if  the  plaintiffs  should  succeed,  notice 
of  the  lien  to  be  given  to  the  defend- 
ant Ronald  v.  Mutual  Reserve  Fund 
Life  Association,  221 

See  Patent,  8. 

AUCTIONEER. 
Bee  Sheriff,  2. 


B 

BANE. 
See  National  Bank. 


BANKRUPTCY. 

1.  The  holder  of  a  bill  of  exchange, 
with  knowledge  of  the  insolvency  of 
the  drawer,  procured  the  bill  to  be 
accepted  by  the  drawee,  who  did  not 
know  of  such  insolvency.  The  ac- 
ceptor had  in  his  hands  property  of 
the  drawer,  and  paid  the  bilL  The 
drawer  being  adjudged  a  bankrupt, 
the  person  to  whom  the  bill  was  paid 
proved  his  claim  on  other  demands, 
and  the  assignee  in  bankruptcy  moved 
to  expunge  them  on  the  ground  that 
an  illegal  preference  had  been  re- 
ceived l>y  the  payment  of  the  bill: 
Held,  that  there  was  no  illegal  prefer- 
ence.    In  re  Baxter,  122 

2.  The  fund  in  the  hands  of  the  assignee 
cannot  be  charged  with  a  counsel  fee 
in  favor  of  the  person  successfully  re- 
sisting the  motion  to  expunge,      id. 

See  United  States. 

BILL  OF  EXCHANGE. 

1.  Under  the  law  of  Alabama  a  bill  of 
exchange  drawn  on  a  person  in  Ala- 
bama and  accepted  there  is  a  nego- 
tiable instrument,  and  is  governed 
by  commercial  law,  within  the  mean- 
ing of  section  2094  of  the  Code  of 
Alabama,  of  1876,  although  it  is  not, 
by  its  terms,  payable  at  a  certain 
place  of  payment  therein  designated. 
Chcathmay  v.  Clisby,  898 

2.  Being  such,  although  its  acceptance 
was  obtained  by  fraud  and  without 
consideration,  a  person  who  subse- 
quently took  it,  in  good  faith,  and 
for  value,  without  actual  notice  of  any 
defence  to  it,  or  of  any  equities  exist- 
ing between  the  drawer  and  the 
payee,  in  part  payment  of  an  ante- 
cedent indebtedness  of  the  drawer, 
can  recover  on  it  against  the  ac- 
ceptor, id. 

m 

BILL  OF  LADING. 
See  Dbkubeags. 

BILL  OF  PARTICULAR. 
See  Practice,  8. 
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BOND. 

1.  A  bond  given  to  the  United  States 
to  obtain  a  concession  from  the  Com- 
missioner of  Internal  Revenue  as  to 
keeping  on  hand  internal  revenue 
stamps  printed  from  a  die  furnished 
by  a  manufacturer  of  matches,  under 
§  8,423  of  the  Revised  Statutes,  as 
a  matter  of  favor  and  not  of  right, 
was  a  valid  bond.  Diamond  Match 
Co.  v.  United  States,  442 

See  Muhicipal  Bond. 


BOYCOTT. 
See  Aonov. 


0 

CARRIER. 
See  Nsgligxnoi,  2,  8. 

CHARTER-PARTY. 

1.  The  charter-party  of  a  sailing  vessel 
carrying  a  cargo  of  oranges  and 
lemons  from  Messina  to  New  York 
contained  this  clause:  "  Being  essen- 
tially necessary  for  the  ^ood  preser- 
vation of  the  cargo,  it  is  especially 
agreed  that  the  vessel,  on  leaving 
Gibraltar,  shall  go  to  the  northward 
of  the  Western  Islands,  and  keep 
north  of  that  latitude,  unless  abso- 
lutely forced  south  by  stress  of 
weather,  in  which  case  the  vessel's 
log-book  shall  furnish  evidence  of 
that  fact."  The  log-book,  during 
the  time  the  vessel  was  sailing  on  the 

S>rt  tack,  for  40  hours,  after  leaving 
ibraltar,  on  a  course  which  would 
take  her  to  the  northward  of  the 
Western  Islands,  contained  these  en- 
tries: "the  vessel  laboring  greatly 
and  the  sea  breaking  on  deck;**' 
"vessel  laboring  heavily  from  high 
sea."  She  then  changed  to  the  star- 
board tack,  the  log-book  saying: 
"  on  account  of  heavy  sea  take  star- 
board tack ; "  "  obliged  from  heavy 
sea  to  keep  starboard  tack,  in  order 
not  to  have  the  vessel  suffer  much." 
After  holding  the  starboard  tack  for 
28  hours,  she  went  on  the  port  tack 


for  6  hours,  and  then  changed  to  the 
starboard  tack,  the  log-book  saying, 
"  the  vessel  suffering  much  on  port 
tack."  The  evidence  showed  that 
relief  was  often  given  by  change  of 
tack,  under  the  circumstances  stated, 
and  there  was  nothing  to  cast  sus- 
picion on  the  good  faith  of  the  master. 
The  vessel  passed  to  the  south  of  the 
Western  Islands:  Held, 

(1.)  Suffering  from  heavy  labor  in 
high  seas  was  such  "  stress  of  weath- 
er"' as  the  charter-party  meant ; 

(2.)  The  log-book  furnished  evi- 
dence that  the  vessel  was  "abso- 
lutely forced  south  by  stress  of 
weather ; " 

(8.)  It  was  not  her  duty,  when  she 
had  passed  the  westerly  longitude 
of  the  Western  Islands,  to  attempt  to 
go  to  the  northward ; 

(4.)  There  was  no  breach  of  the 
charter-party  and  the  whole  charter 
money  was  earned.  The  Maria 
I**gia,  1 

CIRCUIT    COURT. 
See  Jurisdiction,  2,  6. 

COLLECTOR. 

1.  The  collector  of  a  port  has  no  right 
to  exact  from  an  importer  a  fee  to  be 
paid  to  a  merchant  appraiser  for  his 
services  under  §  2,980  of  the  Revised 
Statutes.    BeddmY.Ieelin,  465 

2.  But,  where  the  collector  exacts  such 
a  fee  under  the  direction  of  the  Sec- 
retary of  the  Treasury,  he  is  not  lia- 
ble to  the  penalty  imposed  by  section 
2,686  of  the  Revised  Statutes.        id. 


COLLISION. 

1.  A  steamer  collided  with  a  bark 
towed  by  a  tug  on  a  hawser.  The 
courses  of  the  steamer  and  the  tug 
were  crossing,  and  involved  risk  of 
collision,  ana  the  tug  had  the  steamer 
on  her  own  starboard  side.  The  tug 
attempted  to  cross  ahead  of  the 
steamer,  and,  although  she  received 
no  response  to  signals  by  her  steam- 
whistle,  she  kept  on  and  did  not 
stop  or  reverse.  The  steamer  ported, 
d  did  not  starboard,  when  it  was 
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plainly  seen  by  those  In  charge  of 
her,  that  the  tog  and  the  bark  were 
crossing  her  course,  so  aa  to  Involve 
risk  of  collision ;  and  she  did  not  soon 
enough  stop  and  reverse :  Held,  that 
both  the  steamer  and  the  tog  were  in 
fruit.     The  Fritia,  40 

2.  A  decree  was  made  against  the 
steamer  and  the  tug,  and  their  re- 
spective stipulators  severally,  each 
for  one-half  of  the  entire  damages  to 
the  bark,  and  of  the  proper  interest 
thereon,  and  of  the  costs  of  the  libel- 
ants in  the  District  and  Circuit 
Courts,  so  far  as  the  stipulated  value 
of  the  vessel  should  extend ;  any  bal- 
ance of  such  one-half,  over  and  above 
such  stipulated  value  of  either  vessel, 
or  which  the  libellants  should  be  un- 
able to  collect  or  enforce,  to  be  paid 
by  the  other  vessel  or  her  stipulators, 
to  the  extent  of  the  stipulated  value 
thereof  beyond  the  moiety  due  from 
said  vessel.  id, 

8.  The  District  Court  having  dismissed 
the  libel  as  to  the  steamer,  and 
awarded  damages  against  the  tug,  in 
the  ascertainment  ofwhioh  the  claim- 
ant of  the  steamer  took  no  part,  this 
Court  ordered  a  new  reference  as  to 
damages,  to  be  conducted  on  notice 
to  all  three  of  the  parties.  id. 

4.  The  defence  of  inevitable  accident, 
set  up  as  the  cause  of  a  collision, 
implies  that  the  accident  was  not 
avoidable  by  the  exercise  of  all  reas- 
onable precautions  adequate  to  the 
emergency,  and  of  that  degree  of 
care  and  vigilance  which  would  have 
been  adopted  by  prudent  navigators 
under  the  same  circumstances.  The 
Nacoochee,  99 

5.  In  a  collision  in  the  Atlantic  Ocean, 
between  a  steamer  and  a  schooner, 
the  Bteamer  was  held  in  fault  for  go- 
ing in  a  fog  at  a  speed  of  about  7 
knots  an  hour ;  and  the  schooner  for 
having  on  deck  but  two  men,  one  at 
the  wheel  and  the  other  acting  as  a 
lookout  and  blowing  the  fog  horn,  id, 

6.  The  District  Court  having  divided 
the  damages,  and  both  parties  having 
appealed,  and  the  decree  being  af- 
firmed by  the  Circuit  Court,  the  costs 


of  that  Court  were  not  awarded  to 
either  party.  id, 

7.  In  a  collision  between  a  steamship 
and  a  bark  towed  on  a  hawser  by  a 
steam-tug,  the  steamship  was  held  in 
fault  for  not  passing  on  the  port  side 
of  the  tug  and  bark,  after  having 
given  one  blast  of  her  steam-whistle 
and  been  answered  by  the  tug  by  one 
blast.  The  tug  was  held  in  mult  for 
not  slowing  or  stopping  and  casting 
off  the  hawser  of  the  tow,  on  seeing 
the  risk  of  collision.  The  bark  wae 
held  to  be  without  fruit.  The  Gal- 
ileo, 111 

COMMISSIONER. 


&e  United  States  Comassio: 


COMMON  CARRIER. 
See  Negligence,  2,  8. 

CONTRACT. 

1.  A  person  who,  as  a  broker  and  com- 
mission merchant,  violates  a  contract 
to  purchase,  hold  and  carry  grain  for 
another,  by  selling  the  grain  contrary 
to  the  contract,  cannot  recover  hia 
commissions  and  advances.  BoUy. 
Clark,  81 

See  Corporation. 
Equity,  1. 


COPYRIGHT. 

1.  A  person  who  makes  an  electrotype 
plate  which  is  a  copy  of  an  ''im- 
portant, substantial  and  material 
part"  of  the  plaintiff's  copyrighted 
illustrated  newspaper,  and  sells  the 
plate  to  the  proprietor  of  another 
illustrated  newspaper,  knowing  that 
it  will  be  used  by  him  in  publishing 
the  latter,  infringes  the  plaintiff's 
copyright.    Harper  v.  ShoppeU,    149 

2.  In  a  suit  in  equity  for  the  infringe- 
ment of  a  copyright  for  a  musical 
composition,  the  plaintiff  testified 
that  he  deposited  in  the  mail  two 
copies  'of  the  work,  and  received  aa 
acknowledgment  of   the  receipt  of 
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them  by  the  fall  title  of  the  work, 
dated  two  days  after  its  entry,  oyer 
the  official  signature  of  the  Librarian 
of  Congress:  Held,  that  it  was  suf- 
ficiently shown  that  the  copies  were 
addressed  to  the  Librarian.  Blame 
v.  Spear,  828 

8.  The  statute  held  to  have  been  com- 
plied with  in  regard  to  inserting  the 
required  statement  of  copyright  on 
some  visible  portion  of  the  composi- 
tion or  of  the  substance  on  which  it 
was  mounted.  id, 

4.  Novelty  was  not  successfully  attacked 
and  infringement  was  proved.        id. 

5.  A  person  who  compiles  a  "  society  " 
directory  infringes  the  copyright  of  a 
prior  "society*  directory,  ifhe  uses 
the  prior  work,  though  only  to  a 
limited  extent,  to  save  himself  the 
trouble  of  making  an  independent 
selection  or  classincation  of  tne  per- 
sons whose  names  appear  in  his  di- 
rectory. List  Publithinff  Co.  v. 
Keller,  889 

6.  The  existence  of  the  same  errors  in 
the  two  publications  affords  one  of 
the  surest  tests  of  copying.  id. 

7.  A  copyright  of  a  label  registered  in 
the  Patent  Office,  in  1888,  numbered 
8,698,  under  the  Act  of  June  18th, 
1874,  (18  U.  S.  Stat,  at  Lnrpe,  78,)  is 
abandoned,  so  that  no  action  for  in- 
fringement can  be  maintained,  if  the 
only  notice  of  copyright  given,  by 
inscription  on  the  labels,  is  by  print- 
ing on  their  face  the  word  and  figures, 
"  Registered,  8,698,  1888."  mggint 
v.  Keuffel,  851 

8.  A  copyright  for  a  painting  is  in- 
fringed dv  a  lithographic  print  there- 
of, and  the  owner  of  the  copyright 
does  not,  by  publishing  lithographic 
copies  of  the  painting,  lose  his  right 
to  restrain  others  from  copying  those 
copies.  ScfamacfarY.Schwencke,  869 


CORPORATION. 

1.  The  directors  of  a  private  corporation 
in  Vermont,  who  assent  to  the  crea- 
tion by  the  corporation  of  indebted- 

Tol.  XXTV.— 87 


ness  exceeding  in  amount  two-thirds 
of  its  capital  stock  actually  paid  in, 
are,  by  section  8,291  of  the  Revised 
Laws  of  Vermont,  made  personally 
liable  for  the  excess;  and  section 
1,067  provides,  that  actions  founded 
on  a  contract,  express  or  implied, 
may  be  commenced  by  trustee  pro- 
cess: Held,  that  an  action  founded 
on  such  liability  is  an  action  founded 
on  a  contract,  and  may  be  com- 
menced by  trustee  process.  Field  v. 
~  '  160 


See  Mortgage,  1. 


COSTS. 

1.  A  docket  fee  of  $20  is  not  taxable  in 
favor  of  a  defendant  in  a  suit  in 
equity  which  is  dismissed  for  want  of 
prosecution.    Wtgtonv.  Brainerd,  18 

2.  The  plaintiff,  in  necessary  prepara- 
tion for  trial,  took  depositions  de  bent 
eue  which  were  not  used  at  the  trial, 
because  the  defendant  produced  the 
witnesses :  Held,  that  the  expense  of 
taking  the  depositions  was  taxable 
by  the  plaintiff,  as  part  of  his  costs. 
Hunter  v.  International  Railway  Im- 
provement Co.,  159 

8.  Where  a  witness  residing  in  Buffalo 
attends  the  trial  of  a  cause  in  the 
Southern  District  of  New  York,  his 
travelling  fees  can  be  taxed  only  to 
the  extent  of  100  miles.  Buffalo 
Int.  Co.  v.  Providence  <k  Stonington 
S.  8.  Co.,  172 

4.  Where  a  cause  is  removed  from  a 
State  Court  after  service  of  notice  of 
trial,  and  the  plaintiff  has  a  judg- 
ment in  this  Court,  he  is  not  entitled 
to  tax,  as  coats,  the  costs  prescribed 
by  the  State  statute  before  the  re- 
moval Chadbourne  v.  German- 
American  Int.  Co.,  589 

See  Bankruptcy,  2. 
Collision,  2,  6. 
Patent,  20. 
Practice,  5. 


COUNSEL  FEE. 
See  Bankruptot,  2. 
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CUSTOMS. 


SeeDvrm. 
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DAMAGES. 

1.  The  payment  of  a  sum  of  money  as 
damages  for  bad  workmanship  in 
repairing  a  boiler,  held  not  to  extend 
to  damages  for  a  distinct  piece  of  bad 
workmanship  done  at  the  same  time 
on  the  same  boiler,  which  latter  dam- 
ages were  not  known  or  contemplated 
at  the  time.    Scully  v.  Detonator,  78 

2.  In  an  action  at  law,  in  New  York,  to 
recover  damages  for  injury  to  the  use 
of  a  building  as  a  bank,  in  the  city  of 
New  York,  by  the  erection  of  the 
track  and  station  house  of  an  elevated 
railroad  in  front  of  it,  after  evidence 
of  damage  to  the  plaintiff  to  the  time 
of  trial  nad  been  admitted  without 
objection,  it  was  held  proper,  under 
the  special  circumstances  of  the  case, 
to  submit  to  the  jury  the  right  to 
recover  to  that  time.  Fifth  Nat. 
Bank  v.  N.  Y.  Elevated  R  R  Co.,  89 

S.  It  was  proper  to  submit  to  the  jury 
the  question  as  to  how  much  less  the 
use  of  that  part  of  the  building  which 
was  occupied  by  the  bank  for  banking 

Surposes  was  worth  on  account  of  the 
efeudant's  structure.  id. 

4.  It  was  not  error  to  exclude  evidence 
to  show,  that  if  the  buildings  on  the 
opposite  side  of  the  street  were  raised 
as  nigh  as  the  law  would  allow,  the 
defendant's  structure  would  be  in 
their  shadow  during  all  the  time  the 
plaintiff's  building  is  in  its  shadow, 
so  that  the  defendant's  structure 
would  not  intercept  any  direct  rays 
of  the  sun  towards  the  plaintiff's 
building.  id. 

5.  It  was  not  error  to  exclude  evidence 
to  show  that  the  general  value  of 
the  plaintiff's  building  was  increased 
by  the  building  of  the  defendant's 
road.  id. 

6.  The  principles  laid  down  in  Story  v. 


New  York  Elevated  Railroad  Co.,  (90 
N  Y„  122,)  applied.  id. 

See  Admiralty,  1. 
Collision,  2,  8,  6. 
Equity,  1, 
Patent,  10,  11,  18. 

DEED. 

1.  In  this  case  a  deed  of  land  from  the 
plaintiff  to  the  defendant  was  set 
aside  for  undue  influence,  and  because 
of  the  confidential  relations  between 
the  parties.    June  v.  Willi*,         198 

DEMURRAGE. 

1.  In  this  case  the  consignee  of  a  cargo 
was  held  liable,  under  a  bill  of  lading, 
for  demurrage  for  detaining  the  ves- 
sel, where  she  was  without  fault.  Man- 
ton  v.  New  York,  dsc.,  R  R  Co.,  448 

DEMURRER. 
See  Pleading,  1. 

DEPOSITION. 
5m  Costs,  2. 

DIRECTOR. 

See  Corporation. 

National  Bank,  1  to  5. 

DUTIES. 

1.  Goods  which  were  dutiable  prior  to 
the  Act  of  March  8d,  1888,  (22  U.  & 
Stat,  at  Large,  488,)  and  were  made 
free  by  that  Act,  which  took  effect 
on  July  1st,  1888,  arrived  in  port  on 
June  80th,  1888,  but  too  late  to  go 
into  public  stores  or  bonded  ware- 
house on  that  day:  Held,  that  they 
were  not  free  from  duty.  Me  Andrew 
v.  RoberUon,  170 

2.  A  suit  to  recover  back  duties  paid 
June  2d,  under  protest,  was  brought 
June  80th,  before  the  decisions  of  the 
Secretary  of  the  Treasury  on  the 
appeals  to  him  from  the  decisions  of 
the  collector.  The  decisions  were 
made  by  the  Secretary  July  18th  and 
23d*    The  complaint  in  the  suit,  and 
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a  bill  of  particulars  covering  the 
importations,  were  served  August 
1 9th.  Objection  was  taken  at  the 
trial,  that  section  2,931  of  the  Revised 
Statutes  authorized  a  suit  only  after 
a  decision  by  the  Secretary :  Held, 
that  the  objection  could  not  avail 
MoUer  v.  Aferritt,  214 

Set  Practice,  8. 


E 

•  EMIGRANT. 
See  Immigrant. 

ENDORSER. 
See  Promissory  Note. 

EQUITY. 

1.  A  bill  in  equity  being  filed  to  re- 
strain the  violation  of  an  agreement, 
the  defendant  filed  a  cross-bill  to 
have  the  agreement  adjudged  void, 
for  fraudulent  representations  by  the 
original  plaintiff,  and  to  recover  dam- 
ages. On  a  demurrer  to  the  cross- 
bill :  Held,  that  such  damages  could 
be  recovered  at  law,  and  that  the 
matter  tending  to  nullify  the  agree- 
ment could  be  availed  of  by  answer 
to  the  original  bill.  Laut*  v.  Gor- 
don, 86 

2.  An  Institute  offered  a  medal  for  "the 
best  apparatus  for  ventilating  fan," 
for  which  two  parties  competed.  An 
award  being  made  in  favor  of  one, 
the  other  filed  a  bill  in  equity  against 
the  former  and  the  Institute,  to  re- 
strain the  award  to  the  former,  and  to 
have  an  award  made  to  the  plaintiff: 
Held,  that  the  bill  would  not  lie.  N. 
Y.  Exhauet  Ventilator  Co  v.  American 
InttUute,  124 

8.  Where  issue  is  taken  on  a  plea  to  a 
whole  bill  in  equity,  and  the  proofs 
establish  the  facts  alleged  in  the  plea, 
the  defendant  is  entitled  to  judgment, 
even  though,  had  the  plea  been  set 
down  for  argument,  the  facts  averred 
would  not  have  authorized  such 
judgment.    Bean  v.  Clark,  264 


4  Rule  83  in  Equity  held  to  warrant 
this  conclusion.  .  id, 

SeeDwxD. 

Evidence,  8. 
Injunction. 
Jurisdiction,  1  to  8. 
Party. 

Patent,  12  to  14,  83,  58. 
Pleading. 

Practice,  1,  2,  4,  6  to  8. 
',  2. 


EVIDENCE. 

1.  In  Vermont,  in  a  suit  in  equity,  by 
a  receiver  of  a  national  bank,  against 
the  executor  of  an  estate,  and  his 
wife,  to  collect  an  assessment  on 
shares  in  the  bank  which  belonged  to 
the  testator,  and  passed  to  the  execu- 
tor by  the  will,  in  which  the  wife  was 
residuary  legatee,  the  husband  is  not 
a  competent  witness  against  the  wife, 
and  cannot  be  compelled  to  testify 
against  her.    Wittere  v.  SowUs,      72 

2.  In  a  suit  in  equity,  in  Vermont,  a 
married  woman,  defendant,  is  a  com- 
petent witness  for  the  plaintiff,  al- 
though her  husband  is  also  a  defend- 
ant; and,  the  bill  being  filed  to  reach 
assets  of  the  estate  of  a  testator,  to 
pay  an  assessment  on  shares  held  by 
him  in  a  national  bank,  she  can  be 
compelled  to  testify  as  to  assets  of  the 
estate  which  she  received,  under  the 
will  of  the  testator,  from  her  husband 
as  executor.     Witter*  v.  Soviet,     87 

8.  On  an  accounting  by  executors  under 
an  interlocutory  decree  against  them, 
in  a  suit  in  equity,  one  of  them  is  a 
competent  witness  for  himself  as  to  a 
transaction  between  him  and  the  tes- 
tator, and  the  testimony  is  not  ex- 
cluded by  section  858  of  the  Revised 
Statutes.    I/Auxy  v.  SouUer,      150 

See  Attorney,  1. 
Damages,  4|  5. 

Lodge  of  Knights  or  Honor. 
National  Bank,  7. 
Practice,  7. 

EXTRADITION. 

1.  Under  section  5,270  of  the  Revised 
Statutes,  a  private  person,  not  an- 
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thorized  by  the  Executive  of  a  for- 
eign Government,  cannot  institute  a 
proceeding  for  the  surrender  of  a 
fugitive  from  justice  to  such  Govern- 
ment   In  re  FerreUe,  165 

2.  In  an  extradition  prooeeding  under 
article  10  of  the  Treaty  with  Great 
Britain  of  August  9th,  1842,  (8  U.  8. 
Stat,  at  Large,  676,)  for  the  delivery 
of  a  person  charged  with  forgery 
committed  in  India,  copies  of  depo- 
sitions taken  before  a  magistrate  in 
India  were  presented,  but  no  original 
depositions.  The  certificate  of  the 
consul  did  not  certify  that  they  were 
"  authenticated  so  as  to  entitle  them 
to  be  received  for  similar  purposes 
by  the  tribunals  of  the  foreign 
country,"  as  required  by  §  5  of  the 
Act  of  August  3d,  1882,  (22  U.  8 
BtaL  at  Large,  216,)  nor  was  there 
any  oral  or  other  proof  to  that  effect 
The  accused,  having  been  held  by 
the  Commissioner,  was  discharged  by 
the  Court,    In  re  McPkvm,  254 


PEE. 

&»  OOXUKJTOB. 

FRAUD. 

1.  A  representation  by  the  president 
of  a  joint-stock  business  association, 
which  is,  in  legal  effect,  a  partnership, 
with  a  capital  divided  into  shares,that 
it  is  a  corporation,  made  to  a  person 
who  purchases  shares  from  such 
president  on  the  faith  of  such  repre- 
sentation, is  not  a  representation  of 
a  matter  of  substance,  so  as  to  fur- 
nish ground  for  a  rescission  of  the 
contract  of  purchase.  Curtis*  v. 
Hurd,  876 


IMMIGRANT. 

1.  In  order  to  lawfully  detain  an  immi- 

Smt,  and  prevent  his  landing,  the 
mmiasioners  of  Emigration  must, 
«iA>t  the  Act  of  August  8d,  1882,(22 


U.  8  Stat,  at  Large,  214,) 
that  he  is  a  "  convict,  lunatic,  idiot, 
or  "  "  person  unable  to  take  care  of 
himself  or  herself  without  becoming 
a  public  charge  "  and  report  thai  met 
in  writing  to  the  collector.  In  re 
VSuOkan,  416 

Where  this  was  not  done,  the  immi- 
grant was  discharged  on  habeas 
corpus,  the  commissioners  not  desir- 
ing to  make  further  examination  or 
report  id. 


INJUNCTION. 
See  Patxrt,  12  to  14. 

INSOLVENCY. 
See  Mobtgaox,  6  to  7. 

INSURANCE  (FIRE). 

1.  A  policy  of  fire  insurance  was  to  be- 
come void  if  the  assured  did  not  own 
in  fee  simple  the  ground  on  which 
the  balding  stood.  Tbe  assured  had 
a  written  contract  with  the  fee  simple 
owner  of  the  ground  to  buy  it,  had 
paid  the  consideration,  and  had  gone 
into  possession,  but  the  deed  had  not 
been  delivered,  though  without  the 
mult  or  neglect  of  the  assured :  Held, 
that  the  policy  did  not  become  void. 
Lewie  v.  New  England  Fire  Int. 
Co.,  181 


2.  A  policy  of  fire  insurance  was  obtained 
by  N.,  on  credit  for  the  premium, 
and  made  payable  to  J.,  as  mortgagee. 
J.  became  owner  of  the  property 
insured,  and  the  policy  was  confirmed 
to  him,  and  made  payable  to  C,  as 
mortgagee.  There  was  a  clause  in  it 
providing  that  it  might  be  termi- 
nated on  giving  notice  to  that  effect, 
and  that,  on  surrender  of  the  policy, 
the  insurer  should  refund  any  premi- 
um that  might  have  been  paid, 
reserving  pro  rata  rates,  when  ter- 
minated by  the  insurer.  On  a  Satur- 
day J.  and  C.  received  notice  from  the 
insurer  that  the  premium  was  unpaid, 
and  that,  if  it  was  mot  paid  on  that 
day,  the  policy  would  be  cancelled. 
The  premium  not  being  paid,  J.  and 
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C  received  notice  from  the  insurer, 
•on  Monday  following,  that  the  policy 
wm  cancelled.  Afterwards  the  prop- 
erty waa  destroyed  by  fire.  In  a  suit 
on  the  policy,  by  C,  against  the 
insurer:  Held, 

(1.)  In  the  absence  of  fraud  or 
default  on  the  part  of  J.  or  C,  the 
insurer  had  no  right  to  cancel  the 
policy  without  giving  the  insured  a 
reasonable  opportunity  to  secure 
protection  by  insurance  elsewhere, 
neither  J.  nor  C.  being  under  any 
obligation  to  pay  the  premium; 

(2.)  It  was  proper  to  submit  to  the 
jury  the  question  of  reasonable 
notice; 

(8.)  The  insurer  could  not  terminate 
the  risk  without  surrendering  the 
note  of  N.  which  it  had  taken  for  the 
premium.  Chadbourne  v.  German- 
American  Int.  Co.,  492 


INTEREST. 

See  Mortgages,  8. 
Usury, 


INTERNAL  REVENUE. 
See  Bom. 


JURISDICTION. 

1.  A  Circuit  Court  of  the  United  States 
in  New  York  has  power,  by  subpoena, 
to  compel  the  attendance  of  a  witness 
within  its  jurisdiction,before  a  special 
master  appointed  by  a  Circuit  Court 
of  the  United  States  in  Indiana,  in  a 
cause  there  pending,  and*  to  punish 
such  witness  for  disobeying  the 
subpoena.    In  re  Steward,  219 

2.  A  bill  in  equity  for  the  infringement 
of  a  patent,  nied  by  an  exclusive 
licensee  to  use  and  sell,  averred  that 
the  owner  of  the  patent  claimed  that 
the  license  was  forfeited,  and  was 
selling  the  patented  article  through 
the  defendant,  as  agent.  The  answer 
admitted  the  validity  of  the  patent 
And   alleged  the  forfeiture   of  the 


license.  The  bill  was  filed  in  a  Circuit 
Court  of  the  United  States  in  New 
York,  of  which  State  both  parties 
were  citizens:  Held,  on  the  authority 
of  EarteU  v.  TVahmem,  (99  IT.  &,  547,) 
that  the  Circuit  Court  bad  no  juris- 
diction of  the  case,  although  the  Court 
of  Appeals  of  New  York  subsequently 
held  that  the  Courts  of  New  York 
had  no  jurisdiction  of  such  a  case. 
McCarty  <k  Hall  TreuKng  Co.  v. 
Glaenzer,  269 

8.  A  bill  was  filed  on  an  original  patent 
The  defendant  answered  that  it  had 
been  surrendered  and  re-issued.  The 
patent  expired.  Afterwards  the  bill 
was  amended  to  cover  the  re-issue : 
Held,  that  the  Court  had  jurisdiction 
of  the  cause,  in  equity.  Beay  v. 
Berlin  db  Jones  Envelope  Co.%        279 

4.  The  Court  which  first  takes  cognis- 
ance of  a  controversy  is  entitled  to 
retain  jurisdiction  to  the  end  of  the 
litigation,  and  to  take  possession  and 
control  of  the  subject-matter  of  the 
investigation,  to  the  exclusion  of  all 
interference  by  other  Courts  of  co- 
ordinate jurisdiction.  Judd  v. 
Bankers*  do  Merchant*  Telegraph 
Co.,  420 

5.  Under  sections  488  and  498  of  the 
Code  of  Civil  Procedure  of  New 
York,  a  defendant  who  does  not 
appear  generally,  but  serves  a  special 
answer  raising  an  issue  as  to  the 
jurisdiction  of  the  Court,  does  not 
waive  any  objection  to  the  jurisdic- 
tion.   Hankinton  v.  Page,  422 

6.  The  Circuit  Court  of  the  United 
States  has  no  jurisdiction  to  compel 
a  postmaster,  by  mandamus,  to  trans- 
mit mail  matter  at  a  lower  rate  of 
postage  than  that  charged.  United 
Stales  y.  Pearson,  458 

See  Mortgage,  1. 
Removal  or  Cause. 


LABEL. 
See  Copyright,  1. 
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LIEN. 

1.  Where  a  sheriff  levies  on  a  vessel, 
under  an  attachment  against  one  of 
her  joint  owners,  and  takes  her  to 
and  keeps  her  at  a  wharf,  the  wharf- 
inger acquires  no  lien  on  her  superior 
to  that  of  a  prior  mortgage  on  her. 
The  Mary  K.  Campbell,  475 

LODGE  OF  KNIGHTS  OF  HONOR. 

1.  The  defendant,  a  lodge,  issued  to  L.  a 
certificate,  in  December,  1881,  recit- 
ing that  it  was  issued  on  evidence 
that  he  was  a  contributor  to  the 
widows'  and  orphans'  benefit  fond  of 
the  order,  and  stating  that,  upon 
condition  that  he  should  comply  with 
the  laws,  rales  and  regulations  gov- 
erning the  order,  ana  be  in  good 
standing  at  the  time  of  his  death,  the 
defendant  would  pay  to  his  wife,  the 
plaintiff,  $2,000  out  of  said  fund, 
on  satisfactory  evidence  of  his  death. 
L.  died  in  January,  1886.  In  a  suit, 
by  the  widow,  to  recover  the  $2,000, 
the  complaint  alleged  that  L.  was  a 
member  in  good  standing  at  the  time 
of  his  death.  The  answer  denied  that 
the  defendant  had  any  knowledge  or 
information  sufficient  to  form  a  belief 
that  L.  was  a  member  in  good  stand- 
ing at  the  time  of  his  death,  and 
alleged  that  L.  was  suspended  from 
membership  June  1st,  1885,  for  failure 
to  pay  an  assessment  within  80  days 
from  the  date  of  a  notice  of  the  as- 
sessment: Held, 

(1.)  It  was  doubtful  whether,  under 
the  form  of  the  denial  in  the  answer 
as  to  the  good  standing  of  L.,  the 
plaintiff  was  bound  to  prove  his 
good  standing,  but,  the  certificate 
itself  and  proof  of  the  payment  of 
a  prior  assessment  to  the  one  in 
question  were  sufficient  to  maintain 
tne  issue  at  the  outset ; 

(2.)  The  proof  showed  that  the 
notice  of  the  unpaid  assessment 
was  given  only  12  days  before  the 
suspension ; 

(8.)  An  admission  by  L.  of  the 
fact  of  his  suspension  was  not 
competent  to  prove  that  fact,  as 
against  the  plaintiff,  as  she  was  suing 
in  her  own  right; 

(4.)  Proof  of  a  mere  record  of 
suspension,  without  proof  of  pro- 


ceedings to  found  it  upon,  was  not 
sufficient; 

(5.)  The  requirement  as  to  evidence 
of  death  was  waived  by  putting  the 
refusal  to  pay  on  other  grounds; 

(6.)  It  was  proper  to  direct  a  ver- 
dict for  the  plaintiff  Laeeneky  v. 
Supreme  Lodge,  68& 


M 


MANDAMUS. 
See  JuBiBDionoir,  6. 

MARSHAL. 

See  ATTAOHMBtT,  1. 

MASTER. 
SeeYvKEL. 

MERCHANT  APPRAISER. 
See  CoixiOToa. 

MORTGAGE. 

1.  Where  a  bill  to  foreclose  a  mortgage 
on  a  railroad  in  Vermont  is  filed  by 
citizens  of  New  Jersey  against  a 
Vermont  railroad  corporation,  1b 
the  Circuit  Court  of  the  United  States 
for  the  District  of  Vermont,  such 
owners  only  of  the  bonds  secured 
by  the  mortgage  as  are  not  citizens 
of  Vermont  will  be  allowed  to  be 
made  co-plaintiffs.  Jaekeon  4  Sharp 
Co.  v.  Burlington  &  Lamoille  B.  JZ. 
Co.,  194 

2.  As  the  statute  of  Vermont  sHowb  to* 
mortgagors  time  to  redeem  before 
sale,  on  foreclosure,  the  Court  will 
allow  the  same  time  to  redeem,     id. 

8.  According  to  the  law  of  Vermont, 
the  principal  of  the  bonds  will  carry 
interest,  after  due,  at  the  rate  in  the- 
bond,  and  the  coupons,  after  due,  at 
the  usual  rate  allowed  in  Vermont  ia\ 

4.  A  mortgage  by  a  person  of  substan- 
tially all  his  property  to  secure  a> 
debt   due  by  another  and  not  by 
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himself,  is,  in  Vermont,  void  as  to  his 
creditors.    Knower  v.  Haines,      488 

5.  It  is  also  void  under  sec.  1,860  of  the 
Revised  Laws  of  Vermont,  if  made 
by  him  when  insolvent,  or  in  con- 
templation of  insolvency,  within  four 
months  of  insolvency.  id, 

6.  The  holder  of  the  mortgage  was,  in 
this  case,  held  chargeable  with  knowl- 
edge of  the  facts  and  of  the  law  of 
Vermont.  id. 

1.  The  statute  of  Vermont  does  not  im- 
pair the  obligation  of  a  contract,   id. 

BeeLim. 
Railroad. 


MUNICIPAL  BOND. 

1.  The  power  to  issue  municipal  bonds 
in  aid  of  an  extraneous  object  is  de- 
rived exclusively  from  the  legislative 
authority  of  the  State,  and  the  laws 
which  confer  it  enter  into  and  form  a 
part  of  the  bonds  themselves,  as  much 
so  as  if  they  were  expressly  referred 
to  or  incorporated  in  them.  National 
Bank  of  the  Republic  v.  (%  of  St. 
Joseph,  486 


N 

NATIONAL  BANE. 

1.  A  receiver  of  a  national  bank  has 
power  to  enforce  against  its  directors 
individually  claims  for  losses  in- 
curred through  the  non-performance, 
and  the  negligent  performance,  of 
their  duties.    Movius  v.  Lee,        291 

2.  On  the  facts,  it  was  held  that  one  of 
the  directors  had  ceased  to  be  such 
at  the  time  of  the  alleged  losses,    id. 

8.  As  to  others  it  was  held  that  they 
had  no  knowledge  of  the  transactions 
which  resulted  in  the  losses.  id. 

4.  On  dismissing  the  bill,  costs  were  not 
allowed  to  certain  of  the  directors,  id. 

5.  In  a  suit  in  equity  by  the  receiver  of 
a  national  bank  against  four  of  its 


directors,  to  charge  them  with  losses 
in  consequence  of  bad  loans  and 
discounts,  including  some  to  two  of 
them,  and  with  the  amounts  of  divi- 
dends taken  from  its  assets,  it  was 
held,  as  to  some  loans,  that  they  were 
made  in  good  faith,  and  the  directors 
were  not  chargeable;  two  of  them 
were  held  liable  for  loss  on  a  loan  to 
another  of  them,  made  in  direct  vio- 
lation of  the  statute;  and  none  of 
them  were  held  liable  for  the  divi- 
dends, the  case  being,  as  to  those  who 
participated  in  making  them,  one 
merely  of  misjudgment  as  to  the 
value  of  the  assets.  Witters  v. 
Bowles,  882 

*.  A  bill  in  equity  was  brought  in 
Vermont  by  the  receiver  of  a 
national  bank,  to  charge  the  assets 
of  the  estate  of  H.,  deceased,  in  the 
hands  of  E.,  as  his  executor,  with  an 
assessment  on  480  shares  of  the 
capital  stock  of  the  bank,  of  the  par 
value  of  $100  each,  made  by  the 
Comptroller  of  the  Currency,  equal 
to  that  amount  In  1864,  450  shares 
were  owned  by  H.,  and  stood  in  his 
name  on  the  books  of  the  bank.  As 
to  50  shares  of  the  450,  which  a 
State  tax  collector  had  assumed  to 
sell  to  £.,  in  1865,  for  the  non-pay- 
ment of  State  taxes :  Held,  that  the 
sale  was  invalid,  and  that,  on  the 
facts  of  the  case,  the  title  to  the  50 
shares  was  in  H.,  at  the  time  of  his 
death,  they  then  standing  in  bis  name 
on  the  books  of  the  bani.  Witters  v. 
Bowles,  650 

1.  H.  died  in  1876,  still  owning  the 
450  shares,  and  they  then  standing 
in  his  name  on  the  books  of  the  bank. 
He  left  a  will  making  his  wife,  S., 
residuary  legatee,  and  appointing  E. 
his  executor.  In  1880,  S.  died,  mak- 
ing E.  her  executor,  and  M.,  the  wife 
of  E.,  her  residuary  legatee.  In 
1881,  under  a  decree  of  the  proper 
Probate  Court  in  Vermont,  E.,  as 
executor  of  H.,  transferred  to  M.,  as 
such  residuary  legatee,  on  the  books 
of  the  bank,  400  shares  of  the  stock. 
They  stood  in  her  name  on  those 
books,  when  the  bank  failed,  in  April, 
1884.  On  an  issue  as  to  whether  M. 
knew  of  such  transfer,  and  accepted 
it,  held,  that  the  testimony  of  the 
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tax-listers  of  the  town,  as  to  the 
contents  of  the  tax-inventories  re- 
turned by  M.,  was  not  admissible, 
nor  could  the  town-clerk  be  required 
to  produce  the  inventories,  but  that 
the  evidence  of  other  persons  who 
saw  their  contents  by  her  permission 
was  admissible.  id. 


8.  It  was  held,  that  she  knew  of  and 
assented  to  the  transfer,  and  that  E., 
as  executor  of  H.,  was  thereby  di- 
vested of  the  stock,  although  the 
transfer  was  made  to  his  wife.       id. 

9.  Shares  which  E.,  as  executor,  trans- 
ferred to  a  person,  without  considera- 
tion, and  merely  to  enable  him  to 
become  a  director,  must  be  regarded 
as  still  in  the  hands  of  the  execu- 
tor, id. 

10.  The  executor  haying  in  his  hands 
80  shares  subject  to  the  assessment, 
the  "  estate  and  funds  "  in  his  hands 
were,  under  8  5,152  of  the  Revised 
Statutes,  liable  to  pay  $8,000,  with 
interest  from  the  time  it  became 
due.  id. 

11.  As  to  such  of  the  liabilities  of  the 
bank  to  meet  which  the  assessment 
was  made  as  were  not  incurred  during 
the  life  of  IL,  the  assets  of  his  estate 
which  have  been  paid  to  legatees 
under  his  will  cannot  be  made  liable 
for  the  assessment  id. 

12.  A  debt  due  by  the  bank  to  the 
executor,  for  property  of  the  estate 
which  he  delivered  to  it  before  it 
failed,  cannot  be  set  off  by  him 
against  the  liability  for  the  assess- 
ment, id. 

18.  H.  gave  a  legacy  to  M.,  trustee  of 
B.  At  the  time  of  the  creation  of  the 
debts  of  the  bank  on  account  of 
which  the  assessment  was  made,  there 
were  funds  of  the  estate  in  the  hands 
of  E.  more  than  the  amount  of  the 
assessment  E.  paid  the  legacy  after 
the  bank  failed :  Held,  that  the  lien 
created  by  g  5,152  of  the  Revised 
Statutes,  on  the  "  estate  and  funds" 
in  the  hands  of  the  executor,  followed 
those  assets  into  the  hands  of  B.  and 
her  trustee.  id. 


NAVIGATION. 


See  Collision. 
NnoLioxircn. 


NEGLIGENCE. 

1.  In  this  case,  a  tug  towing  a  canal 
boat  astern,  through  ice,  was  held 
not  to  be  liable  for  damage  caused 
to  the  canal  boat  by  the  ice.  The 
Packer,  27 

2.  What  is  negligence,  in  failing  to 
properly  secure  goods  loaded  on  a 
lighter,  considered.  The  City  of 
Alexandria,  50 

8.  A  lighter,  transporting  cargo,  at 
Havana,  to  a  steamer,  held,  on  the 
facts,  to  have  been  in  the  service  of 
the  steamer,  so  that  delivery  of  the 
cargo  to  the  lighter  was  delivery  of 
it  to  the  steamer,  and  made  the  latter 
responsible  for  damage  to  the  cargo 
by  its  falling  overboard  from  the 
lighter.  id. 

4.  In  a  suit  in  Admiralty,  by  the  owner 
of  a  canal  boat  against  the  tog  towing 
her,  to  recover  damages  for  injuries 
to  the  tow  by  striking  a  rock  on 
shore,  the  libel  alleged,  as  negligence 
in  the  tug,  only  that  she  did  not  keep 
the  tow  farther  from  the  shore,  that 
she  did  not  keep  a  proper  lookout, 
and  that  she  did  not  have  a  com- 
petent pilot  The  answer  alleged 
that  the  tide  and  ice  caused  the  acci- 
dent, and  that  the  tug  and  her  helper 
did  every  thing  possible  to  avoid  it: 
Held, 

(1.)  The  allegations  of  the  libel 
were  not  made  out  and  those  of  the 
answer  were  established ; 

(2.)  The  tug  could  not  be  made 
liable  upon  a  theory  not  alleged  in 
the  libel,  that  she  was  negligent  in 
leaving  the  tow  without  a  guard,  after 
the  accident,  so  that  she  was  taken 
possession  of  by  persons  who  refused 
to  afterwards  give  her  up  to  the  libel- 
lant,  especially  as  the  libellant  acqui- 
esced in  leaving  her  without  a  guard. 
The  Young  America,  479 

See  Admiralty,  1. 
Damages,  1. 
Principal  and  Agknt. 
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PARTNERSHIP. 

See  Patxmt,  14. 
Plbaddto,  8. 


PARTY. 

1.  In  a  suit  in  equity  brought  by  the 
holder  of  the  income  bonds  of  a 
railroad  corporation,  against  it,  to 
hare  the  amount  justly  due  for  In- 
terest on  the  bonds  ascertained  and 
paid,  but  not  to  foreclose  a  mortgage 
given  by  the  corporation  to  a  trustee, 
to  secure  the  bonds  and  interest,  the 
trustee  is  not  a  necessary  party  to  the 
suit  Spist  v.  Chicago  dt  EaeUm 
JBmoi$  A  B.  Co.,  280 

See  Mobtgaos,  1. 


PATENT. 

1.  Invention,  (1.) 

2.  Novelty,  (2.) 
8.  Utility. 

4.  Abandonment 

5.  Priority  of  Invention,  (8.) 

6.  Specification,  (4.) 
1.  Application. 

8.  Expiration,  (5,  6.) 

9.  Re-issue,  (7.) 

10.  Assignment,  (8.) 

11.  License,  (9.) 

12.  Infringement 

18.  Damages,  (10, 11.) 

14.  Suit  in  Equity. 

15.  Injunction,  (12  to  16.) 

16.  Profits,  (17  to  20.) 

17.  Patent  for  a  Design,  (21.) 

18.  Particular  Patents. 

(1.)  Edwards — Telegraph  trans- 
mitter, (22  to  2s!) 

(2.)  Bishop — Machine  for  solder- 
ing can-caps,  (26.) 

(8.)  Hubel  —  Capsule-cutting  ma- 
chine, (27  to  29.) 

(4.)  Butler  and  Kelley — Paper  for 
cards  and  circulars,  (80.) 

(5.)  Kittle — Spiral  spring  for  mat- 
tresses and  furniture,  (81  to 
84.) 

(6.)  HoUiday  —  Coloring  matter. 
Caro — Coloring  matter,  (85 
to  89.) 


(7.)  Low— Dentistry.  Richmond 
— Dentistry.  Richmond — 
Dentistry,  (40  to  44.) 

(8.)  Cooke— Letter  and  invoice 
file,  (45.) 

(9.)  Demarest— Slop-safe  for  water- 
closet,  (46.) 

(10.)  Sanborn,  kanouse  and  San- 
born—Fabric  for  collars  and 
cufib,  (47,  48.) 

(11.)  Pentlarge— Bung  for  cask. 
Pentlarge  and  mrsch — Bung 
for  cast  Borst — Bung  for 
cask,  (49.) 

(12.)  Cluett— Shirtbosom,  (50.) 

(18.)  Hill— Dating-stamp,  (51  to 
58.) 

(14.)  Morse— Breech-loading  fire- 
arm, (54  to  58.) 

(15.)  Bell— Telegraphy,  (59  to  61 .) 

(16.)  Gibbons— Pantaloons,  (62.) 

1.  Invention. 

1.  In  view  of  the  state  of  the  art,  it  was 
no  patentable  invention  to  fold  down 
the  edge  of  a  celluloid  collar  and  cuff 
and  form  a  hem  by  cementing  the 
folded  part  down.  Celluloid  Mfg. 
Co.  v.  ZylonUe  Novelty  Co.,  819 

See  1,  5, 18,  21,  25,  80,  87,  48  to 
46,  49,  50  to  52. 

2.  Novelty. 

2.  If  a  prior  foreign  patent  describes  a 
device  covered  by  a  patent  of  the 

United  States,  or  describes  it  so 
nearly  that  it  is  made  patent  to  the 
public,  and  the  clumsiest  mechanic 
can  readily  make  the  change  from 
the  one  to  the  other,  the  latter  patent 
cannot  be  sustained.  United  State* 
Bung  Mfg.  Co.  v.  Independent  Bung 
<k  Buehing  Co.,  406 

See  1,  5, 18,  21,  25,  80,  87,  48  to 
46,  49  to  52,  61. 


8.  Utility. 


See  25. 


4.  Abandonment. 


See  82,  42. 
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5.  Priority  of  Invention. 

8.  A  prior  inventor  who  applied  for  a 
patent  19  months  after  he  completed 
lis  working  drawings,  and  10  months 
after  he  completed  his  machine,  is 
not  guilty  of  such  laches  as  to  deprive 
him  of  the  benefit  of  his  patent, 
although  it  was  applied  for  by  him 
more  than  3  months  after  a  patent 
was  granted  to  a  junior  inventor,  the 
prior  inventor  having  produced  a 
successful  machine  before  the  patent 
was  issued  to  the  junior  inventor. 
Hubd  v.  Dick,  59 


6.    Specification. 

4.  Where  the  descriptive  part  of  the 
specification  of  a  patent  is  not  only 
silent  in  regard  to  a  feature  of  an 
invention  claimed,  but  places  the 
novelty  upon  a  different  and  de- 
scribed feature,  such  omission  cannot 
be  aided  by  the  drawings.  Ounn  v. 
Savage,  247 

See  24. 


7.  Application. 


See  41. 


8.  Expiration. 

5.  Under  §  25  of  the  Act  of  July  8th, 
1870,  (16  U.  S.  Stat,  at  Large,  201,) 
now  §  4,887  of  the  Revised  Statutes, 
by  which  a  United  States  patent 
expires  at  the  same  time  with  a  for- 
eign patent  previously  granted  for 
the  same  invention,  the  inventions 
are  the  same,  although  there  is  added 
in  the  later  patent  an  incident  to  the 
principal  invention,  which  is  not  a 
substantial  invention  by  itself.  Clark 
v.  Wthon,  88 

6.  Under  section  4,887  of  the  Revised 
Statutes,  letters  patent  of  the  United 
States  for  an  invention  previously 

Satented  in  a  foreign  country  for  a 
efinite  term,  run  for  that  term,  and 
their  duration  is  not  shortened  by 
the  fact  that  the  patentee  failed  to 
pay  a  stamp  duty  required  as  a  con- 
dition of  the  continuance  of  the  for-  * 


eign  patent  beyond  the  term  of  3 
years  from  its  date.  PaiUard  v. 
Bruno,  177 


9.   Re-issue. 

7.  Although  a  claim  in  a  re-issued 
patent  may  have  been  introduced  for 
the  purpose  of  stating  the  invention 
of  the  patentee,  as  a  substitute  for  a 
too  broad  claim  in  the  original  patent, 
yet  if  the  new  claim  claims  an  inven- 
tion which  is  different  from,  and 
independent  o£  and  a  radical  trans- 
formation of,  the  invention  stated  in 
the  original  claim,  and  the  re-issue 
was  applied  for  5  years  after  the  date 
of  the  original  patent,  without  ade- 

Siate  excuse  for  the  delay,  the  new 
aim  is  void.    Hubel  v.  IHcJc,      189 

The  decision  in  Hvbel  v.  Dick,  (ante,  p. 
59,)  affirmed.  uL 

See  28,  62. 


10.   Assignment. 

8.  A  sealed  assignment  of  letters  patent 
for  an  invention,  when  executed  by  a 
person  acting  as  an  attorney,  must  be 
executed  in  the  name  of  the  principal, 
and  purport  to  be  sealed  with  his 
seal,  in  order  to  pass  the  title. 
Machesney  v.  Brown,  168 

11.  License. 

9.  S.,  the  owner  of  letters  patent, 
assigned  to  H.  all  his  interest  in  the 
invention  secured  by  the  patent  for 
the  State  of  New  York,  to  be  held 
by  H.  "as  fully  and  entirely  as  the 
same  would  have  been  held"  by  S.v 
'•  if  this  assignment  and  sale  had  not 
been  made."  H.  granted  to  F.  an 
exclusive  license  to  make,  use  and 
sell  the  patented  improvement  in  the 
cities  of  New  York  and  Brooklyn, 
"  and  sell  in  the  State  of  New  York, 
and  elsewhere."  In  a  suit  by  the 
owners  of  the  patent  for  territory 
outside  of  the  State  of  New  York, 
against  F.,  for  selling  the  improve- 
ment in  such  outside  territory: 
Held,  that  F.  had  no  such  right. 
Hatch  v.  Hall,  855 
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12.  Infringement. 

See  18,  28  to  27,  84,  47,  48,  58  to 
57,  60,  62. 

18.  Damage*. 

10.  Where  a  patent  has  been  infringed 
by  the  sale  of  the  patented  article, 
the  royalty  paid  for  the  right  to  use 
it  ifl  not  evidence  of  the  amount  of 
damages  from  the  sale.  Colgate  v. 
Western  Electric  Mfg.  Co.,  15 

11.  Royalty  paid  for  the  whole  monop- 
oly of  making  and  selling  the  article 
is  not  sufficient  evidence  of  the  value 
of  the  right  to  make  occasional  sales 
in  a  particular  territory.  id. 

See  18,  20. 

14.  Suit  in  Equity. 

&«  12  to  14,  88. 

Jurisdiction,  2.  8. 

15.  Injunction. 

12.  An  injunction  will  not  be  granted 
on  the  motion  of  a  defendant  in  a 
suit  in  equity  for  the  infringement  of 
letters  patent,  to  restrain  the  plaintiff 
from  interfering  with  purchasers  from 
the  defendant  of  infringing  articles 
made  by  him,  by  threatening  to  sue 
such  purchasers  for  using  the  articles. 
Tuttle  v.  Matthews,  16 

18.  A  preliminary  injunction  was  not 
granted,  to  restrain  the  infringement 
of  letters  patent  for  a  design  for  a 
banner  rod,  consisting  of  a  conven- 
tional imitation  of  a  straight  twig 
with  the  bark  on  and  slantingly  cut 
ends,  because  of  doubt  whether  the 
design  showed  sufficient  genius  or 
invention  to  be  patentable.  Osborn 
v.  Judd,  167 

14,  A  copartnership  firm  made  and  sold 
stores  containing  improvements  cov- 
ered by  patents  owned  by  A.,  a  mem- 
ber of  the  firm,  under  circumstances 
implying  a  license  to  do  so.  The  firm 
being  dissolved,  a  receiver  of  its 
assets  was  appointed  by  a  Court. 
He  was  proceeding  to  sell  stoves  made 


by  the  firm  before  its  dissolution.  A. 
brought  a  suit  in  equity  to  enjoin  the 
receiver  from  doing  so:  Held,  that 
the  injunction  ought  not  to  be 
granted.    Montrose  v.  Mabie,        282 

15.  In  order  to  warrant  the  granting 
of  a  preliminary  injunction  to  re- 
strain the  infringement  of  letters 
patent,  it  is  necessary  there  should 
be  a  special  presumption  that  the 
patent  is  valid,  and  that  can  arise 
only  on  proof  of  an  adjudication  in 
favor  of  such  validity,  or  of  acqui- 
escence by  the  public,  or  of  the 
success  of  the  patent  in  an  interfer- 
ence in  the  Patent  Office.  Edward 
Barr  Co.  v.  New  York  db  New  Haven 
Automatic  Sprinkler  Co.,  566 

16.  In  the  case  of  an  interference,  the 
presumption  arises  only  against  a 
party  to  it  or  his  privy.  id. 


16.    Profits. 

17.  On  a  reference  to  a  master  to  ascer- 
tain the  profits  from  infringing  a 
patent  for  improvements  on  a  ma- 
chine, it  is  erroneous  to  award  the 
profits  on  the  entire  machine,  unless 
the  plaintiff  proves  that  the  entire 
market  value  of  the  machine  is  due 
to  the  patented  features.  Fay  v. 
Allen,  275 

18.  In  an  accounting  for  profits  and 
damages,  on  a  patent  for  a  lock  for 
travelling  bags,  the  plaintiff  showed 
that  he  made  a  profit  from  making 
and  selling  the  locks,  of  91  cents  per 
dozen,  but  did  not  show  that  hie 
profits  were  due  to  the  patented 
feature  of  the  lock,  in  whole  or  in 
any  definite  part,  or  that  he  would 
have  made  and  sold  the  locks  if  the 
defendant  had  not  made  and  sold 
them:  Held,  that  the  plaintiff  could 
recover  only  nominal  damages. 
Boemer  v.  Simon,  896 

19.  A  plaintiff  in  a  suit  in  equity  is 
entitled  to  only  nominal  damages  for 
the  infringement  of  a  patent,  unless 
he  shows  what  profit  the  defendant 
has  derived  from  the  invention. 
Everest  v.  Buffalo  Lubricating  OH 
Co.,  468 
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20.  In  Mich  a  case,  where  the  master's 
report  awards  only  nominal  damages, 
and  the  plaintiff  excepts  to  it,  and  the 
exceptions  are  overruled,  the  plaintiff 
will  oe  charged  with  the  costs  of  the 
reference,  including  the  master's  fees 
and  the  costs  of  the  exceptions  and  of 
the  hearing  thereon.  id. 

17.  PaUnt  for  a  Dorign. 

91.  It  is  not  novelty  which  will  sustain 
a  design  patent,  to  transfer  to  rubber, 
or  to  a  rubber  mat,  an  effect  or  im- 
pression to  the  eye  which  has  been 
produced  upon  other  materials  or 
articles  by  contrast  or  variation  of 
light  and  shade.  N.  T.  Bolting  A 
Fatkmg  Co.  v.  JV.  J.  Car  Spring  & 
Rubber  Co.,  845 


As  18. 
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(1.)  Barnard*    TiUgraph  transmitter. 

22.  Claim  8  of  letters  patent  No.  270,767, 
granted  to  Edgar  A.  Edwards,  Jan- 
nary  16th,  1888,  for  an  "  improvement 
in  telegraph  transmitters,  namely, 
"  8.  The  combination,  in  a  telegraph 
key,  of  the  lever  ralcrumed  upon  the 
torsional  spring,  with  the  adjusting 
springs  H,  H\  for  regulating  the 
amplitude  of  the  lever  movement  and 
the  retractile  resistance  of  the  torsion- 
spring,  substantially  as  described," 
is  valid.  La  Rue  v.  Wettern  Electric 
Co.,  18 

28.  That  claim  is  infringed  by  the  use 
of  the  combination  in  a  sounder,  at 
the  receiving  end  of  the  line,  although 
a  retractile  spring  is  added.  %d. 

24.  The  language  of  the  specification 
immediately  preceding  the  claim 
extends  its  scope  beyond  the  use  of 
the  combination  in  a  telegraph  key, 
and  to  its  use  in  a  sounder.  id 

25.  Claim  8  of  letters  patent  No.  270,767, 
granted  to  Edgar  A.  Edwards,  Jan- 
uary 16th,  1888,  for  an  improvement 
in  instruments  used  for  transmitting 
telegraphic  signals,namely, "  (8.)  The 
combination,  in  a  telegraph  key,  of 


the  lever  ralcrumed  upon  the  tor- 
sional spring,  with  the  adjusting 
screws  H  H',  for  regulating  the  am- 
plitude of  the  lever  movement  and 
the  retractile  resistance  of  the  torsion- 
spring,  substantially  as  described,*  is 
not  void  for  lack  of  utility  or  of 
invention,  and  covers  the  use  of  the 
combination  set  forth,  in  a  telegraph 
sounder.  La  Bme  v.  WoUom  Mettric 
Co., 

(2.)  Btihop—Mmckin*  for  eohftrisy 


26.  The  first  claim  of  letters  patent 
No.  109,577,  granted  to  William  B. 
Bishop,  November  29th,  1870,  for  an 
improvement  in  machines  for  solder- 
ing can-caps,  namely,  "  1.  The  ring 
or  cup-shaped  soldering  tool,  G,  for 
soldering  the  caps  upon  cans,  sub- 
stantially as  herein  shown  and  de- 
scribed, is  not  infringed  by  the  use 
of  a  hand  soldering  tool  which  is 
concave  and  has  a  ring-shaped  edge. 
Bishop  v.  Romame,  88 


(»•) 


machine. 


27.  Claim  1  of  re-issued  letters  patent 
No.  10,487,  granted  to  Frederick  A. 
Hubel,  January  15th,  1884,  on  an 
application  made  November  16th, 
1888,  for  a  machine  for  cutting  off 

gelatine  capsules,  (the  original  patent 
aving  been  granted  to  him  February 
18th,  1877,  and  re-issued  as  No.  8,440, 
October  1st,  1878,  on  an  application 
made  August  17th,  1878,)  namely, 
"1.  In  a  machine  for  cutting  off 
capsules,  the  combination  of  the 
series  of  moulds,  e,  and  the  rack, 
pinion  and  lever,  F,  T,  H,  or  their 
equivalents,  substantially  as  and  for 
the  purposes  described,  is  not  in- 
fringed by  a  machine  constructed  in 
accordance  with  letterspatent  No. 
805,867,  granted  to  William  A. 
Tucker,  September  80th,  1884.  for  an 
improved  gelatine  capsule-cutting 
machine.    HMl  v.  Did,  69 

28.  Claim  6  of  re-issue  No.  10,487, 
namely,  "6.  In  a  capsule-cutting 
machine,  the  combination  with  the 
supporting-frame,  of  a  mould-plate, 
bearing  a  series  of  capsule  moulds, 
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substantially  such  as  described,  se- 
cured thereto  at  regular  intervals,  .and 
a  series  of  knives  arranged  at  like 
regular  intervals  as  said  moulds, 
and  adapted  to  cut  the  capsules 
formed  thereon,  substantially  as  de- 
scribed," is  invalid,  as  being  a  claim 
to  a  sub-combination  of  separate 
parts  in  the  entire  machine  covered 
ty  the  original  patent,  and  a  claim 
to  a  different  invention,  applied  for 
after  an  unreasonable  delay,  and  after 
the  equitable  rights  of  other  parties 
had  intervened.  id. 

19.  The  decision  in  Hubsl  v.  Dick,  (ante, 
p.  59,)  affirmed.    Hubsl  v.  Dick'  189 


(4.)  Butler  and  KeUey— Paper  far 
cards  and  circulars. 

80.  The  invention  covered  by  letters 
patent  No.  278,028,  granted  to  Or- 
Iando  W.  Butler  and  Thomas  W. 
KeUey,  February  27th,  1888,  for  an 
improvement  in  paper  for  cards  and 
circulars,  namely,  an  invitation  card 
with  two  or  more  folds,  having  em- 
bossed thereon  panels  to  represent 
cards,  upon  which  the  printing  is 
afterwaraa  done,  was  new  and  useful, 
and  patentable,  and  involved  inven- 
tion.   ButUr  v.  Bainbridge,  168 

(5.)  Kittle— Spiral  spring  far  mat- 
tresses and  furniture, 

81.  Claims  I  and  2  of  letters  patent 
No.  98,505,  granted  to  Samuel  P. 
Kittle,  January  4th,  1870,  for  an  im- 
proved spiral  spring  for  mattresses 
and  furniture,  are  valid.  Kittle  v. 
Hall,  184 

82.  Claim  8  was  inserted  in  the  appli- 
cation more  than  4  years  after  the 
application  was  filed,  and  more  than 
2  years  after  articles  containing  what 
is  covered  by  the  claim  were  sold 
with  the  knowledge  and  consent  of 
the  patentee.  Claim  8  is,  therefore, 
invalid.  id. 

88.  Under  the  circumstances  of  this 
case,  a  delay  of  7  years  in  bringing 
suit  on  the  patent  was  held  not  to 
bar  the  right  of  action  in  equity,    id. 


84.   The  defendant  held   to   infringe 
claims  1  and  2.  id. 


(6.)  Holliday— Coloring  matter. 
Cora — Coloring  matter. 

85.  In  a  suit  in  equity  brought  to  re- 
strain   the  infringement  of   letters 

Sitent  No.  250,247,  granted  to  John 
olliday,  assignor,  November  20th, 
1881,  and  to  vacate  letters  patent 
No.  250,201,  granted  to  Heinrich 
Caro,  assignor,  the  same  date,  each 
claiming  a  coloring  matter  as  a  pro- 
duct, and  each  claiming  a  process  of 
converting  rosaniline  into  a  sulpho- 
acid :  Held,  that,  as  between  Holliday 
and  Caro,  the  former  was  the  prior 
inventor  of  the  product  and  process 
of  his  patent ;  and  that  a  dye-stuff 
having  the  properties  specified  in 
that  patent  can  be  produced  by  fol- 
lowing its  description  of  the  process. 
Holliday  v.  Piekhardt,  201 

86.  Each  process  will  produce  a  tri- 
sulpho  acid  of  rosaniline.  id. 

87.  The  second  or  process  claim  of  the 
Holliday  patent  is  void  for  want  of 
novelty.  id. 

88.  The  defendants  are  not  estopped 
from  contesting  the  validity  of  the 
claims  of  the  Holliday  patent,  by 
reason  of  the  fact  that,  in  an  inter- 
ference declared  by  the  Patent  Office 
between  the  two  applications,  they 
contended  that  the  subject-matter  of 
the  claims  was  patentable,  and  that 
Caro  was  entitled  to  a  patent  as  the 
prior  inventor.  id. 

89.  The  first  or  product  claim  of  the 
Holliday  patent  is  valid,  and  is  not 
limited  to  an  article  produced  by  the 
process  of  the  second  claim.  id. 


(7.)  Low — Dentistry. 

Richmond — Dentistry. 
Richmond — Dentistry. 

40.  Letters  patent  No.  288,940,  granted 
to  James  E.  Low,  March  15th,  1881, 
for  an  improvement  in  dentistry,  are 
valid.  International  Tooth  Crown  Co. 
v.  Richmond,  228 
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41.  An  application  for  the  patent  was 
filed  January  6th,  1879.  It  was  not 
abandoned,  but  a  second  application 
was  filed  December  20th,  1880,  on 
the  suggestion  of  the  examiner  in  the 
Patent  Office.  Both  applications  are 
to  be  considered  as  part  of  one  con- 
tinuous proceeding.  id. 

42.  Claims  4,  5  and  6  of  letters  patent 
No.  277,941,  granted  to  Cessans  M. 
Richmond,  assignor,  May  22d,  1883, 
for  an  improvement  in  dentistry,  are 
invalid,  because  the  inventions  had 
been  in  public  use  for  more  than  two 
years  before  the  application  for  the 
patent.  id, 

48.  Claims  1,  2  and  8  of  that  patent 
cover  a  mere  matter  of  mechanical 
improvement  on  what  existed  before, 
which  in  itself  has  no  patentable 
novelty.  id. 

44.  The  three  claims  of  letters  patent 
No.  277,988,  granted  to  Alvan  S. 
Richmond,  assignor,  May  22d,  1883, 
for  an  improvement  in  dentistry, 
embrace  nothing  which  involves  in- 
vention, id. 

(8.)  Cooler— Letter  and  invoice  file. 

45.  Claims  8  and  4  of  letters  patent 
No.  282,276,  granted  to  William  A. 
Cooke,  Jr.,  July  81st,  1888,  for  a  letter 
and  invoice  file,  do  not  cover  any 
patentable  invention,  the  device 
added  to  prior  structures  being  one 
to  merely  strengthen  them,  by  obvi- 
ous means,  in  weak  places.  Cooke  v. 
Globe  Filet  Co.,  272 

(9.)  Demaresi— Slop-safe  for  water-closet. 

46.  Letters  patent  No.  199,806,  granted 
to  John  Demarest,  January  29th,  1878, 
for  an  improvement  in  slop-safes  for 
water-closets,  are  void,  because  they 
cover  merely  the  making  of  cast  iron 
an  article  before  made  of  other  sub- 
stances. J.  L.  Mott  Iron  Worker. 
Caseidy,  289 

(10.)  Sanborn,  Kanouse  and  Sanborn — 
Fabric  for  collar '»  and  cuff*. 

47.  The  claim  of  letters  patent  No. 


200,987,  granted  to  R.  H.  Sanborn, 
C.  O.  Kanouse  and  A.  A.  Sanborn, 
March  5th,  1878,  for  an  improved 
fabric  for  collars  and  cuffs,  namely, 
"A  fabric  for  collars  and  cuffs,  or 
other  similar  articles,  having  outer 
sheets  or  layers  of  celluloid  and  an 
interlining  of  textile  or  fibrous  ma- 
terial,  substantially  as  and  for  the 
purpose  specified,"  is  infringed  where 
one  defendant  makes  a  fabric  of  two 
sheets  of  cloth,  with  a  paper  inter- 
lining ;  and  another  defendant  places 
a  sheet  of  xylonite  on  one  side  of  the 
fabric ;  and  the  first  defendant  then 
turns  the  edge  so  that  there  is  a 
surface  of  xylonite  on  both  sides  at 
all  the  edges  of  the  collar  except 
at  the  neck-band,  the  edges  being 
made  secure  with  paste,  the  body  of 
the  back  of  the  collar  having  no 
xylonite  surface ;  and  a  third  defend- 
ant sells  the  collars.  Celluloid  Mfg. 
Co.  v.  American  Zylonite  Oo.t       821 

48.  All  of  the  defendants,  with  a  com- 
mon  purpose,  and  by  concerted  ac- 
tion, infringe  the  patent  id. 

(11.)  Pentlarge — Bung  for  cask 

Pentlarge  and  JSirseh—Bung  for 

cask. 
Boret — Bung  for  cask. 

49.  Re-issued  letters  patent  No.  5,937, 
granted  to  Rafael  Pentlarge,  June 
80th,  1874,  and  re-issued  letters  pat- 
ent No.  10,175,  granted  to  Frederick 
Pentlarge  and  Philipp  Hirsch,  August 
1st,  1882,  and  letters  patent  No. 
208,816,  granted  to  George  Borst, 
May  7th,  1878,  all  of  them  for  im- 
provements in  bungs  for  casks,  are 
void  for  want  of  novelty  and  inven- 
tion. United  States  Bung  Mfg.  Co.  v. 
Independent  Bung  A  Bushing  Co.,  406 

(12.)  Cluett—ShirUoeom. 

50.  Letters  patent  No.  156,880,  granted 
to  Robert  Cluett,  November  17th, 
1874,  for  an  improvement  in  shirt- 
bosoms,  the  alleged  invention  con- 
sisting in  binding  a  shirt-bosom  and 
afterwards  sewing  it  through  the 
binding  to  the  body  of  the  shirt,  are 
void  for  want  of  patentable  inven- 
tion.    Cluett  v.  ClaJUn,  412 
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(13.)  Hill—Datingstamp. 

51.  Letters  patent  No.  185,862,  granted 
to  Benjamin  B.  Bill,  January  2d, 
1877,  for  an  improvement  in  dating 
stamps,  are  valid.  HUl  v.  Saw- 
yer, 480 

62.  There  was  sufficient  patentable 
novelty  in  tbe  invention.  id. 

58.  The  first  claim  of  the  patent  is  not 
infringed  by  a  dating-stamp  made  in 
accordance  with  letters  patent  No. 
287,177,  granted  to  Willard  W. 
Sawyer,  October  23d,  1888.  id. 

(14.)  Mor$e — Breech-loading  fire-arm. 

54.  Claim  1  of  letters  patent  No.  15,995, 
granted  to  George  W.  Morse,  October 
24th,  1856,  for  improvements  in 
breech-loading  fire-arms,  and  ex- 
tended for  7  years  from  November 
29th,  1872,  namely,  "Inserting  the 
rim,  (N,)  or  its  equivalent,  without 
contact,  into  the  chamber,  (0,) 
substantially  in  the  manner  and  for 
the  purpose  described,  contact  being 
obtained  through  the  medium  of  the 
cartridge  case/"  is  not  infringed  by  a 
pun  in  which,  though  there  is  an  open 
joint,  there  is  no  capped  rim  N,  and 
no  grooved  chamber  0,  though  there 
is  a  chamber,  but  the  rim  of  its  breech- 
block is  not  inserted  into  the  rear 
end  of  the  barrel  Mora*  Arms  Mfg. 
Co.  v.  Winchester  Repeating  Arms 
Co.,  496 

55.  Claim  1  does  not  coyer  every  breech- 
loading  gun  in  which  there  is  a  space 
between  the  forward  end  of  the 
breech-block  and  the  end  of  the 
barrel,  designedly  left  to  secure 
freedom  of  motion  of  the  parts,  and 
in  which  contact  is  obtained  by  the 
expansion  of  a  loosely  fitting  cart- 
ridge-case, id. 

56.  Such  a  construction  of  the  claim 
cannot  be  admitted,  in  view  of  the 
state  of  the  art.  id. 

57.  Claim  2  of  the  patent,  namely,  "  I 
claim  the  nippers  S,  and  the  mode  of 

ratine  them  by  the  pins  r  r,  and 
shoulders  7  on  the  hammer,  or 
equivalents  therefor,"  does  not  coyer 


all  extracting  hooks  which  are  at- 
tached to  the  breech-block  and  move 
radially,  but  only  includes  the  nippers 
S  and  any  equivalent  mechanism 
which  is  attached  to  the  breech- 
block and  withdraws  the  cartridge  in 
substantially  the  same  way  as  do  the 
nippers  S.  id. 

58.  On  a  cross-bill  filed  to  obtain  the 
cancellation  of  a  written  agreement 
between  the  parties,  the  repayment 
of  $10,000,  and  an  injunction  against 
any  attempt  to  collect  a  note  for 
$  1 6,000,  on  the  ground  that  the  money 
was  paid  and  the  note  given  solely 
on  the  consideration  of  fraudulent 
papers  exhibited  to  the  agent  of  the 
party  paying  the  money  and  giving 
the  note,  this  Court,  though  of  opinion 
that  the  money  was  paid  and  the  note 
given  on  a  mistake  as  to  material 
facts,  held,  that  the  defence  was  as 
available  in  a  suit  at  law  as  on  a  bill 
in  equity,  and  dismissed  the  cross-bill 
without  prejudice  to  the  right  to 
interpose  the  defences,  except  the 
defence  of  fraud,  in  any  action  at  law 
that  might  be  brought.  id. 

(15.)  Bell— Telegraphy. 

59.  The  construction  placed  upon  claim 
5  of  letters  patent  No.  174,465, 
granted  to  Alexander  Graham  Bell, 
March  7th,  1876,  for  improvements 
in  telegraphy,  by  this  Court,  in 
American  Bell  Telephone  Co.  v.  Mole- 
cular  Telephone  Co.,  (28  Blotch f.  C. 
C.  R.t  258,)  followed.  American 
Bell  Telephone  Co.  v.  Globe  Telephone 
Co.,  522 

60.  On  the  facts,  it  was  held  that  the 
corporation  defendant  had  used  the 
patented  invention.  id. 

61.  It  was  also  held  that  the  alleged 
prior  invention  of  Antonio  Meucci 
was  only  experimental  and  was  with- 
out any  practical  result.  id. 


(16.)  Gibbons— Pantaloont. 

62.  Claim  2  of  re-issued  letters  patent 
No.  9,616,  applied  for  February  19th, 
1881,  and  granted  March  22d,  1881, 
to  Rodmond  Gibbons,  for  an  improve 
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ment  in pantaloons,the  original  patent 
haying  been  granted  Jane  6th,  1876, 
namely,  "  2.  In  combination  with  the 
fly  portion  of  a  pair  of  pantaloons 
or  other  similar  garment,  a  check- 
piece  made  integral  with  the  button- 
hole strip  of  the  fly,  and  adapted  to 
prevent  any  tension  at  the  crotch  d 
that  might  operate  injuriously  npon 
it,"  is  invalid,  as  an  unlawful  expan- 
sion of  the  claim  of  the  original 
patent,  unless  it  is  limited  to  a  check- 
piece  which  is  a  bridge  across  the 
crotch,  and,  so  limited,  it  is  not 
infringed  by  a  construction  in  which 
there  is  no  such  bridge.  Patent 
Clothing  Co.  v.  Clover,  542 


PENALTY. 


See  Collector. 


PLEADING. 

1.  A  demurrer  to  a  supplemental  bill 
overruled,  under  the  special  circum- 
stances of  the  case.  Hubel  v. 
Dick,  59 

2.  A  plea  to  a  bill  in  equity  against 
W.  and  others,  for  the  Infringement 
of  a  trade-mark,  alleged  the  pendency 
of  another  suit,  brought  by  the 
plaintiff  against  W.  for  the  same 
matters,  and  that  the  defendants 
other  than  W.  were  his  agents  and 
servants  in  doing  the  wrongful  acts 
complained  of:  Held,  that  the  plea 
was  bad.    JSstes  v.  WorihingUm^    848 

8.  In  a  common  law  action,  by  one 
partner  against  another,  for  a  breach 
of  the  contract  of  partnership,  a 
counterclaim  by  the  defendant,  al- 
leging a  breach  of  such  contract  by 
the  plaintiff,  is  proper,  under  the 
practice  in  New  York;  but  a  counter- 
claim praying  an  accounting  and 
adjustment  of  the  affairs  of  the 
partnership,  being  an  equitable  cause 
of  action,  is  not  admissible.  Church 
v.  Spiegefburg,  540 

See  Equity,  8,  4. 
Jurisdiction,  5. 
Loncn  of  Knights  of  Honor. 
Practice,  4. 


PBACTICE. 

1.  A  motion  by  the  defendants  in  a  suit 
in  equity,  that  the  plaintiff  produce 
before  an  examiner,  in  the  taking  of 
proofs,  certain  classes  of  papers, 
alleged  to  be  under  his  control,  but 
not  specifying  any  particular  book, 
document  or  writing,  will  be  denied. 
Bischoffsheim  v.  Brown,  178 

2.  The  proper  practice  on  the  subject, 
in  a  suit  in  equity,  pointed  out.     id. 

8.  Two  suite  were  brought  to  recover 
back  duties  paid  to  a  collector  of 
customs.  No.  1  was  brought  within 
90  days  after  the  decision  of  the 
Secretary  of  the  Treasury  on  appeal. 
No.  2  was  not  brought  till  after  the 
00  days  had  expired.  The  plaintiff 
mo  ved  to  amend  the  bill  of  particulars 
in  No.  1  by  including  in  it  the  items 
sought  to  be  recovered  in  No.  2: 
Held,  that,  under  section  2,981  of  the 
Revised  Statutes,  the  motion  must  be 
denied.  Dieekerhoff  v.  Robertson,  242 

4.  A  defendant  in  a  suit  in  equity,  after 
a  replication  to  his  answer,  moved 
for  leave  to  withdraw  his  answer  and 
to  demur  to  the  bill,  on  the  ground 
that,  since  the  replication  was  filed, 
the  bill  had  been  dismissed  as  to  a 
co-defendant,  on  his  demurrer  to  it: 
Held,  that  the  motion  must  be  denied. 
Phelpe  v.  Elliott,  .       271 

5.  The  Supreme  Court  of  the  United 
States  reversed  the  judgment  of  a 
State  Court  in  flavor  of  the  plaintiff,, 
on  the  ground  that  that  Court  bad 
no  jurisdiction  of  the  suit,  because  it 
had  been  removed  to  this  Circuit 
Court  of  the  United  States.  The 
mandate  directed  the  State  Court  to* 
proceed  no  further  in  the  cause,  and 
awarded  $108.84,  as  eosts  of  the 
Supreme  Court,  against  the  plaintiff. 
The  State  Court,  on  the  mandate, 
reversed  its  judgment,  and  awarded 
against  the  plaintiff  $1,206.80,  as. 
costs  and  allowance.  The  defendant 
moved,  In  this  Court,  for  a  stay  until 
that  amount  should  be  paid:  Held, 
that  the  motion  must  be  denied,  ex- 
cept as  to  the  $108.84.  Tmgmem  v. 
National  Steamship  Co.,  806 
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6.  After  a  decision  was  made  in  a  suit 
in  equity,  and  before  a  decree  was 
entered,  the  defendant  moved  for 
leave  to  take  further  testimony,  on 
the  ground  that  he  did  not  cross- 
examine  one  witness  on  a  particular 
point;  that  he  did  not  cross-examine 
another  witness ;  that  his  principal 
counsel  was  absent  at  the  taking  of 
the  testimony ;  and  that  his  counsel 
who  was  present  was  not  familiar 
with  the  details  of  the  case :  Held, 
that  the  motion  must  be  denied. 
Wittert  v.  Bowles,  859 

7.  If  it  is  within  the  discretion  of  the 
Court,  in  a  suit  in  equity,  to  permit 
the  defendant  to  attend  by  counsel 
and  cross-examine  a  witness  orally, 
on  the  execution  of  a  commission 
issued  on  the  part  of  the  plaintiff 
to  examine  the  witness  on  written 
interrogatories,8Uch  discretion  should 
be  exercised  only  when  a  clear  case 
of  necessity  is  made  out.  Coatee  v. 
Merrick  Thread  Co.,  478 

8.  After  the  plaintiff  in  a  suit  in  equity 
had  completed  his  proof,  the  defend- 
ant moved  to  dismiss  the  bill  on  the 
ground  that  the  testimony  failed  to 
support  any  right  to  relief,  and  that 
it  showed  that  there  was  not  a  suf- 
ficient amount  in  controversy  to  give 
the  Court  jurisdiction:  Held,  that  the 
motion  must  be  denied,  and  the  case 
be  tried  in  the  regular  way.  Fuller 
v.  Metropolitan  iTfe  Ins.  Co.,        648 

See  Attorney. 
Collision,  8. 
Equity,  8,4. 
Jurisdiction,  1,  5. 
Removal  of  Caubi,  1,  2. 

PRINCIPAL  AND  AGENT. 

1.  An  employer  is  liable  for  a  wrongful 
act  done  by  an  employe  by  virtue  of 
an  authority  which  the  employer  has 
conferred,  even  when  done  to  an 
employ^  in  the  same  employment. 
Mason  v.  Edison  MacJiine  Works,    93 


PROMISSORY  NOTE. 

1.  A  promissory  note  was  made  in  Geor- 
gia, by  G.,  a  resident  and  citizen  of 
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Georgia,  to  the  order  of  C,  a  resident 
and  citizen  of  Connecticut,  who  en- 
dorsed it  in  Connecticut,  for  the 
accommodation  of  G.,  and  sent  it  to 
G.  in  Georgia,  who  had  it  discounted 
there  by  L.,  who  transferred  it  to  S., 
who  sued  C.  upon  his  endorsement,  in 
Connecticut.  The  complaint  did  not 
allege  that  C.  was  notified  of  any 
demand  on  the  note,  of  its  protest 
for  non-payment,  or  of  its  non-pay- 
ment. On  demurrer  to  the  complaint: 
Held, 

(1.)  By  the  law  of  Georgia,  notice 
of  the  non-payment  of  the  note  need 
not  have  been  given  to  C. ; 

(2.)  The  endorsement  was  to  be 
governed  by  the  law  of  Georgia, 
Stubbs  y.  Colt,  814 

PROTEST. 
See  Promissory  Nor. 


R 

RAILROAD. 

1.  Where  the  decree  for  the  sale  of  a 
railroad,  on  foreclosure,  provided 
that  the  sale  should  be  "  subject  to 
the  payment  of  the  undue  principal 
and  interest"  of  certain  receiver's 
certificates,  the  purchaser  on  the  sale 
cannot,  on  a  bill  filed  by  the  holder 
of  the  certificates  to  enforce  the  lien 
therefor,  insist  that  the  lien  exists 
only  to  the  extent  of  the  amount 
originally  paid  to  the  receiver  for  the 
certificates.  Central  National  Bank 
v.  HaMord,  810 

See  Mortgage,  1. 


RECEIVER. 

See  Patent,  14. 
Railroad. 


REMOVAL  OF  CAUSE. 

1.  The  right  to  remove  a  cause  is  not 
absolutely  lost  by  the  failure  to  file 
the  record  from  the  State  Court  in 
this  Court  on  the  first  day  of  its  next 
term.    BoweU  v.  HM,  186 
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2.  A  defendant  who  has  removed  a 
cause  does  not  waive  his  right  to  do 
so  by  unsuccessfully  insisting  in  the 
State  Court  that  the  cause  was  not 
removed.  id. 

8.  A  suit  brought  in  a  State  Court  on 
behalf  of  the  plaintiff  and  all  others 
similarly  situated,  who  may  become 
plaintiffs,  cannot  be  removed  into  the 
Federal  Court,  where  the  plaintiff 
claims  only  $500,  and  no  other 
person  has  become  a  plaintiff,  al- 
though the  amount  to  which  all 
others  similarly  situated  would  be 
entitled  is  $90,000.  Massa  v.  Ga- 
ting, 289 

4.  A  suit  brought  in  a  State  Conrt  of 
New  York,  by  a  citizen  of  New  York 
against  a  citizen  of  Connecticut,  as 
treasurer  of  a  joint-stock  association 
of  New  York,  which  is  a  partnership 
and  not  a  corporation,  and  is,  by  a 
statute  of  New  York,  suable  by  its 
treasurer,  the  suit  being  brought 
to  restrain  the  maintenance  of  an 
awning  over  part  of  a  street  ad- 
joining the  plaintiff's  premises,  in 
volves  more  than  $500,  if  the  value 
of  the  right  to  maintain  the  awning 
is  more  than  $500,  and  is  a  suit 
between  citizens  of  different  States. 
Whitman  v.  Hubbcll,  240 

5.  Where  a  cause  has  been  remanded  to 
a  State  Court,  because  the  petition 
for  removal  by  the  defendant  did  not 
set  forth  the  diverse  citizenship  of 
the  parties  at  the  commencement  of 
the  suit  as  well  as  at  the  time  of  re- 
moval, the  defendant  cannot  again 
remove  the  cause  on  the  ground  of 
diversity  of  citizenship.  Johnston  v. 
v.  Donvan,  274 

6.  An  action  was  commenced  in  a  State 
Court  February  10th,  1881  The 
defendant's  time  to  answer  would 
have  expired  March  2d,  but,  by 
stipulation,  the  time  to  answer  was 
extended  to  March  30th.  A  petition 
and  bond  for  removal  were  filed 
April  8th :  Held,  that,  under  §  8  of 
the  removal  Act,  as  amended  by  the 
Act  of  March  3d,  1887,  (28  U.  8.  Stat, 
at  Large,  558,)  the  petition  was  filed 
too  late,  not  having  been  filed  at  the 
time  the  defendant  was  "  required,  by 


the  laws  of  the  State  or  the  rule  of 
the  State  Court,"  to  answer  to  the 
complaint    Simonson  v.  Jordan,  374 

7.  A  defendant  had  lost  the  right  of  re- 
moving a  suit  from  the  State  Court 
into  this  Court  before  the  Act  of 
March  8dt  1887,  (23  U.  8.  Stat,  at 
Large,  552,)  was  passed.  After  that 
Act  was  passed,  the  pleadings  were 
amended,  and  he  filed  a  petition  for 
removal  with  his  amended  answer: 
Held,  that  he  was  too  late.  Wool/  v. 
Chisolm,  405 


SALE. 
See  Fraud. 

SHERIFF. 

1.  In  the  absence  of  authority  from 
the  owner  of  personal  properly  levied 
on  under  execution,  a  sheriff  has  no 
right  to  employ  an  auctioneer  to  sell 
such  property.    WallU  v.  8heUy,  848 

2.  In  view  of  the  special  facts  in  this 
case,  held,  that  a  bill  in  equity 
would  lie  against  the  sheriff  and  the 
auctioneer  for  a  discovery  and  an 
accounting  in  respect  of  moneys 
retained  by  the  auctioneer  for  his 
fees.  id. 

See  Attachment,  2. 
Lien. 


STATUTE. 

1.  Explicit  provisions  in  a  statute, 
comprehending  in  terms  a  whole 
class  of  cases,  are  not  to  be  restrained 
by  applying  to  those  cases  an  impli- 
cation drawn  from  subsequent  words, 
unless  that  implication  is  very  clear, 
necessary  and  irresistible.  National 
Bank  of  the  Republic  v.  City  of  SL 
Joseph,  436 

2.  The  order  of  arrangement  of  the 
various  sections  of  a  legislative  Act 
is  never,  independently  of  other  cir- 
cumstances, worthy  of  consideration 
in  interpretation.  mC 
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STATUTES  CITED. 

United  Stars. 

1790,  May  81st,  Copyright,  852 

1797,    March  8d,  Priority  of  United 

States,  469 

1799,  March  2d,  Customs  Fees,  460 
1799,    March  2d,   Priority  of  United 

States,  469 

1886,  July  4th,  Patent,  180 
1889,  March  8d,  Patent,  180 
1842,  August  80th,  Merchant  Appraiser, 

458 
1846,  March  8d,  Jurisdiction  of  Circuit 
Court,  464 

1845,  March  3d,  Tax  on  matches,  445 
1848,  August  12th,  Extradition,  256 
1860,  June  22d,  Extradition,  257 

1868,  March  8d,  Revenue  officer,  460 
1864,  June  8d,  National  Bank,  291, 299 
1864,  June  80th,  Customs  fees,  461 
1870,  July  8th,  Patent  88,  89 

1874,  June  18th,  Copyright      880,  851 

1875,  March  3d,  Jurisdiction,  195 

1875,  March  8d,  Removal  of  Cause,  289, 

241 

1876,  June  19th,  Extradition,  257 

1877,  February  27,  Duties,  216 

1881,  March  8d,  Trade  Mark,  853,  854 

1882,  August  8d,  Emigration,  416,  417 
1882,  August  3d,  Extradition,  254,  257 
1888,  March  3d,  Duties,  170,  171 

1887,  March  3d,  Removal  of  Cause,  874, 

405 


Rkvibsd  Statutes  of  ths  United 
States. 

629,  Jurisdiction  of  Circuit  Court,454 
716,  Jurisdiction,  454 

724,  Production  of  documents,      175 

124 
73,  87,  160,  151 
556 
160 
541 
248 
460,  462 
275 


828,  Costs, 

858,  Evidence, 

858,  Laws  of  State, 

866,  Deposition, 

914,  Practice, 

954,  Amendment, 

989,  Revenue  officer 

1007,  Stay  on  Appeal 

2686,  Customs  fees,        455,  460,  462 

2980,  Merchant  Appraiser,  455,  457, 

459 

2981,  Duties,  214,  215, 216,  217,  242, 

248 

2981,  Customs  fees,  461 

2982,  Customs  fees,  461,  462 

8011,  Duties,  215,  216,  217 

8012,  Duties,  215,  217,  242 


8419,  Tax  on  matches,  446 

8428,  Internal  Revenue  Stamps,  442 

447 

8425,  Internal  Revenue  Stamps,   447 

8426,  Internal  Revenue  Stamps,    448 
8466,  Priority  of  United  States,  467, 

469 
§  8467,  Priority  of  United  States,  467, 

469 
4283,  Navigation, 
4886,  Patent, 


49,  117 

410 

88,  39, 177,  178 

28,  253 

258 

408 

829 

881,  852 

299 

296 

295 

297 

660,  561 


4887,  Patent, 
§  4888,  Patent, 

4889!  Patent, 

4918,  Patent, 

4959,  Copyright, 

4962,  Copyright,  • 

5186,  National  Bank, 
1 5145,  National  Bank, 

5146,  National  Bank, 

5147,  National  Bank, 

5151,  National  Bank, 

5152,  National  Bank,  73,  651,  557, 

559,  661,  565 
§  5200,  National  Bank,  298,  884 

§  5204,  National  Bank,  835 

|  5239,  National  Bank,  298,  884 

§  5270,  Extradition,  155,  156,  255 

At.awaua 

1 828,January;i5th,Bill  of  Exchange,401 
1832,  December  21st,  Bill  of  Exchange, 

401 
Code  of  1852,  §  1526,  Bill  of  Exchange, 

401, 402,  408,  404 
Code  of  1852,  §  2129,  Bill  of  Exchange, 

402,  408 
1878,  April  8th,  Bill  of  Exchange,  408 
Code  of  1876.  §  2094,  Bill  of  Exchange, 

898   899   408 
Code  of  1876,  §  2890,  Bill  of  Exchange, 

408 

Georgia. 

1826,  December  26th,  Promissory  Note, 

816 

Code  of  1862,  §  2781,  Promissory  Note, 

817 

1876,  February  28th,  Protest,  817 

Massaou  usrts. 

Public  Statutes,  chap*  106,  sec  60,  Cor- 
poration, 489 

Mnsotmi. 

1866,  March  3d,  City  of  St.  Joseph,  487 
1870,  March  24  th,  City  of  St.  Joseph,  487 


596 


INDEX. 


Nsw  York. 

Rev.  Stat,  part  1,  chap.  20,  title  12, 
gg  2,  5,  Wreckmaster,  488 

§  419,  Code  of  Civil  Procedure,  Plead- 
ing, 218 

§  420,  Code  of  Civil  Procedure,  Plead- 
ing,  218 

§  478,  Code  of  Civil  Procedure,  Plead- 
ing. 218 

§  488,  Code  of  Civil  Procedure,  Plead- 
ing. 218 

§  4*8,  Code  of  Civil  Procedure,  Juris- 
diction, 422,  428 

g  498,  Code  of  Civil  Procedure,  Juris- 
diction, 422,  428 

§  644,  Code  of  Civil  Procedure,  Attach- 
ment, 422,  424 

g  648,  Code  of  Civil  Procedure,  Attach- 
ment, 422,  424, 426,  428 

g  649,  Code  of  Civil  Procedure,  Attach- 
ment, 422,  424 

§  655,  Code  of  Civil  Procedure,  Attach, 
ment,  422,  424 

§  1919,  Code  of  Civil  Procedure,  Party, 

241 

g  1921,  Code  of  avil  Procedure,  Party, 

241 

g  1928,  Code  of  Civil  Procedure,  Party, 

241 

§  501,   Code  of  Procedure,  Counter- 
claim, 541 

g  522,  Code  of  Procedure,   Pleading, 

586 
589.  Code  of  Procedure,  Pleading,  90 
540,  Code  of  Procedure,  Pleading,  90 
544,  Code  of  Procedure,  Pleading,  90 

_  168,  Penal  Code,  Misdemeanor.    246 

1882,  chap.  410,  Lien  for  wharfage,  476 


Vermont. 


Revised   Laws,  §   2211,  Debt  of  De- 
ceased, 560 
Revised   Laws,  §    2214,  Debt  of  De- 
ceased,                                      560 
Revised  Laws,  §  8291,  Debt  of  Cor- 
poration, 161 
1852,  No.  18,  §g  1,  2,  Evidence.        74 
1858,  No.  84,  Jamaica  Leather  Co.  162 
1868,  No.  14,  Evidence,  74 
1882,  No.  2,  gg  26,  27,  28,  Tax  Invent- 
ories,                                         556 

Great  Britain 

45  Geo.  8>  ch.  92,  Criminal  Procedure, 

262 
48  Geo.  8,  ch.  58,  Criminal  Procedure. 

262 
6  &  7  Victoria,  Criminal  Procedure, 

260   262 
14  A  15  Victoria,  chap.  99,  g  6, 'Pro- 
duction of  Documents,  175 
Merchant  Shipping  Act,  1864,  g  191, 
Lien  of  master  for  wages,         520 
88  A  84  Victoria,  ch.  52,  gg  14,  16,  256 

SUBPCBNA. 

See  Attorney,  1. 
Jurisdiction,  1. 


TAX. 
See  National  Bake,  6. 


TORT. 


Revised  Laws, 
Revised  Laws, 
Revised  Laws, 
Revised  Laws, 
Revised  Laws, 


1001,  Evidence,      74 

1005,  Evidence,  74, 87 

1006,  Evidence,  74 
1009,  Evidence,  74 
1067,  Trustee  Process, 

161 
Revised  Laws,  g  1068,  Trustee  Process, 

97 
Revised  Laws,  g  1860,  Insolvency.  488, 

491 
Revised  Laws,  g  2067,  Letters  Testa- 
mentary, 652,  558 
Revised  Laws,  g  2187,  Executor,     565 
Revised   Laws,  g  2209,  Debt  of  De- 
ceased,                              560,  565 
Revised  Laws,  g  2209,  Residuary  Lega- 
tee, 78 


See  Action. 


TOWAGE. 
See  Nrguginob,  1,  4. 

TRADE-MARE. 

1 .  The  word  "  Kaiser,"  as  a  trade-mark 
for  natural  mineral  water,  could  not 
be  lawfully  registered,  in  1888,  under 
the  Act  of  March  3d,  1881,  (21  U.  & 
Slot,  at  Large,  502).  Luytiee  v.  E6I- 
Under,  SIS 

2.  The  title  "Chatterbox,"  as  desig- 
nating a  series  of  books  of  a  juvenile 
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character,   is   a  valid    trade-mark. 
Eetet  v.  WortMngton,  871 

See  Pleading,  2. 

TRUSTEE. 
See  Party. 

TRUSTEE  PROCESS. 

Set  Attachment,  1. 
Corporation. 

XT 

UNITED  STATES. 

1.  An  assignee  in  bankruptcy  is  liable 
personally  to  the  United  States,  for 
money  which  he  distributed  among 
creditors  of  the  bankrupt  instead  of 
retaining  it  or  applying  it  to  pay  a 
preferred  claim  of  the  United  States 
against  the  bankrupt,  where  he  had 
notice  of  such  claim  before  he  made 
such  distribution,  although  the  Uni- 
ted States  did  not  prove  their  claim 
in  the  bankruptcy  proceeding  before 
he  made  such  distribution.  United 
State*  v.  Same*,  466 

UNITED  STATES  COMMISSIONER 

1.  Tn  this  case,  a  United  States  Commis- 
sioner was  acquitted  of  all  charges 
affecting  his  integrity,  but  the  Court 
announced  that  it  should  thereafter 
regard  it  as  sufficient  cause  for  re- 
moving a  Commissioner  if  he  abetted 
or  encouraged  the  prosecution  of 
violations  of  the  internal  revenue 
laws,  Bet  in  motion  by  "  professional 
witnesses."    In  re  Gilbert,  825 

USURY. 

1.  A  contract  for  the  loan  of  money, 
valid  by  the  law  of  Rhode  Island, 
where  it  was  made,  is  not  affected  by 
the  fact  that  the  notes  evidencing 
the  loan  were  made  payable  in  New 
York,  by  the  law  of  which  State  the 


contract  would  have  been  void  for 
usury.  Brown  v.  American  Finance 
Co.,  884 


VESSEL. 

1.  A  citizen  of  the  United  States  made 
a  contract,  at  the  city  of  New  York, 
to  act  as  master  of  a  vessel,  with  a 
citizen  of  the  United  States,  who 
resided  at  that  city,  and  was,  and 
was  supposed  by  the  master  to  be, 
the  real  owner  of  the  vessel,  though 
she  was  registered  as  a  British  vessel 
and  carried  the  British  flag :  Held, 
that,  as  between  the  parties,  she  was 
an  American  vessel,  and  there  was  no 
lien  on  her  for  the  master's  wages, 
though,  if  she  had  been  a  British 
vessel,  there  would  have  been  such 
lien,  by  a  statute  of  Great  Britain. 
The  J.  L.  Pendergatt,  519 

See  Admiralty. 
Charter-Party. 
Collision. 
Demurrage. 
Lien. 
Negligence,  1  to  8. 


w 

WHARF. 

1.  The  occupant  of  a  wharf,  who  has  the 
general  possession  and  control  of  it, 
is  under  an  obligation  to  keep  the 
approach  to  it,  under  the  water,  in  a 
reasonably  safe  condition  for  use  by 
those  who  lawfully  resort  to  it,  and 
is  liable  in  damages  for  a  breach 
of  such  obligation.  CtRourke  v. 
Peek,  478 

&mLuh. 


WITNESS. 

See  Costs,  8. 
Evidence. 
Jurisdiction,  1. 
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